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PREFACE 

The Centre for Intellectual Property Rights, established in 2015, has through its multi-faceted 

endeavours, strived to promote scholarship in intellectual property laws since its inception. The 

NUALS Intellectual Property Law Review published by the Centre, is a peer-reviewed, double 

blind and open access journal. The first issue, published in 2019, introduced discourse on certain 

themes of contemporary relevance. The second volume took us forward in the study of evolving 

contours of intellectual property rights. The subsequent issues advance our effort to illuminate 

the diverse dimensions of intellectual property and highlighting the contemporary significance of 

the subject.  

The article by Dr. Meenakumary S’s titled REVISITING THE PPVFR ACT IN LIGHT OF 

THE PEPSICO POTATO CASE, re-examines the scope of farmers rights in light of the PPVFR 

Act and whether the legislation equally balances the rights of corporates with that of farmers in 

India.   

MOVING FROM CONVENTIONAL TO NON-CONVENTIONAL TRADEMARKS: 

RECOGNIZING SMELL MARKS is an exploration into the present landscape of smell marks, 

categorized as a non-conventional trade mark. The authors Bhanu Partap Singh Sambyal and 

Faseeha Khatoon, through a comparative analysis, examine the criteria of grant of trademark and 

extrapolates these findings to the Indian position.   

Sulok S.K.’s article, CONCEPT OF REPUTATION UNDER THE GEOGRAPHICAL 

INDICATIONS LAW: INSIGHTS INDIA CAN GAIN FROM THE INTERNATIONAL 

SCENARIO, addresses the evolution of new challenges to subsisting standards of copyright 

protection through creations in ink. The author argues that bodily autonomy as well as 

personality rights must be considered superior to rights that may be claimed to enclose such 

creations within the realm of copyright.   

Authored by Sakshi Bhatnagar, BRANDING IN THE AGE OF AI: REFLECTIONS ON 

TRADEMARK LAW is an enquiry into the changes that may need to be effected in our 

collective understanding of trademarks, as the very target population in commerce may undergo 

a virtual sea-change with AI advancements in our everyday life, especially in the e-commerce 

marketplace and the purchasing process. 
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BIOETHICS BEHIND TISSUE ENGINEERING: THE ETHICO-LEGAL 

IMPLICATIONS delves into the challenges to patent law raised by the significant breakthroughs 

in the field of biotechnology in terms of artificial organ manufacturing in laboratories. The 

author, Niranjan E.V., attempts to correlate principles of bioethics with questions of access and 

acceptability and the role played by patent law in this milieu.  

REGISTRATION OF COLOR MARKS V. COLOR DEPLETION – A COMPARATIVE 

STUDY by Harinee K.J. seeks to address the registrability of color marks, particularly single 

color marks from a comparative perspective. The author examines the matter from the touch 

stone of the theory of Color depletion as well as fair competition in order to substantiate their 

position.  

The conflict between the legal provisions governing copyright and trademark laws in the United 

States is sought to be highlighted via the article THE TRYST BETWEEN MICKEY MOUSE 

AND THE U.S. COPYRIGHT LAW- A HAPPILY EVER AFTER? by Saiesha Dhawan and 

Jason James. The strategic use of trademark law to further the brand value of media giant 

Disney’s evergreen character Mickey that even changed the contours of copyright law in the USA, 

has been examined as well as potential strategies that may be adopted to extend the life of the 

copyright over the same.  

LIABILITY OF SHORT VIDEO SHARING APPLICATIONS UNDER COPYRIGHT 

ACT, 1957 by Anshika Chadha explores the potential conflict that rises from the use of 

unlicensed copyrighted work in short videos in social media platforms, the scope of secondary 

infringement as well as the possibility of such infringement, if any, being covered by safe harbour 

provisions.  

THE TRAGEDY OF ANTI-COMMONS IN COVID-19: TURNING TO PATENT 

PLEDGES makes a case for encouraging patent pledges as tools to bypass patent thickets and 

minimize the medical and scientific reaction time to health emergencies. The author, Bhavyakirti 

Singh, also enumerates the various strategies that may be employed to deal with the tragedy of 

anti-commons, particularly in light of insights drawn from the recent collective pandemic 

experience.  

ARTISTS, BROADCASTING AND COPYRIGHTS: THE ABCS OF THE INDIAN 

MUSIC INDUSTRY IN LIGHT OF THE DRAFT COPYRIGHT (AMENDMENT) 

RULES, 2019 descriptively analyses the lacunae of legal regulation of internet broadcasting in 
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India. Karen Niroshana examines the scope of internet broadcasting vis-a-vis statutory licensing 

in India as well as the USA through this work.  

Smruti Poola examines the efficacy of the UDRP Policy through the article, THE UNIFORM 

DISPUTE RESOLUTION POLICY (UDRP): AN EFFECTIVE REMEDY FOR 

CYBERSQUATTING OF TRADEMARKS? The author scrutinises the use of this policy, as 

well as its amendments, as a tool to contain cyber-squatting, a phenomenon that lies at the 

juncture of trademark law and domain names, through the help of relevant case laws and 

expositions.  

The NUALS Intellectual Property Law Review team would like to thank the Hon’ble Vice-

Chancellor, NUALS, Prof. (Dr.) K C Sunny for his constant support and astute guidance. The 

Centre is grateful to all the authors of articles that are a part of this issue, as well as everyone who 

has contributed to the publication of the same. In particular, we would like to thank the members 

of our Advisory as well as Editorial Boards for their valuable suggestions and assistance. We also 

place on record our thanks to the panel of reviewers for their invaluable contribution and who 

enabled the publication of this volume through their timely response as well as cooperation and 

support.  

 

DR. ATHIRA P.S 

EDITOR-IN-CHIEF 

NUALS IP LAW REVIEW 

NATIONAL UNIVERSITY OF ADVANCED LEGAL STUDIES 
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EDITORIAL NOTE 

The NUALS Intellectual Property Law Review has always focused on bringing quality content, 

on all things IP, to our readers. We hope this year’s volume is reflective of this commitment.  

Volume IV is a reaffirmation of the multi-faceted nature of intellectual property rights. Ranging 

from discussions on smell and colour marks to those on IPR’s relations to bioethics and the 

UDRP, a wide spectrum of topics related to the discipline has been covered. Such riveting 

academic pieces contribute to furthering knowledge about the field of IP Law, which is one of 

the most effective ways in which we can service the subject. This would not have been possible 

without all the authors who submitted their works to us, for which I express my gratitude.   

The insights and guidance provided by peer-reviewers are pivotal to the success of the NUALS 

IP Law Review. Thus, I would like to thank Mr. Ashutosh Kumar, Mr. Ananth Krishna, Ms. 

Dhanya K.A., Dr. Jishnu J.R., Mr. Naveen Gopal, Dr. Parikshet Sirohi, Dr. Rakhy R.S., Ms. 

Rukma George, Mr. Sreenath Namboodiri and Dr. Victor Vaibhav Tandon. 

The successful publication of this volume is also a testament to the perseverance and dedication 

of the editors of the editorial board. Their diligent discharge of duties in vetting the articles, often 

going over and above what was normally expected from them, was critical in ensuring that the 

best possible version of this academic product was published.   

I wish to thank Ms. Mekha Vijayakumar, the Managing Editor of the IP Site and the Deputy 

Editor-in-Chief of the Student Board of Editors. Her contributions toward this publication and 

the growth story of the blog are invaluable.  

The support provided by our Vice Chancellor Prof. (Dr.) K.C. Sunny and the NUALS 

administration has been unwavering. We are deeply grateful to them for the same.  

Lastly, I thank Dr. Athira P.S., Editor-in-Chief of the NUALS IP Law Review. As the captain 

who has been steadying this ship and ensuring its smooth sail forward, her leadership and 

mentorship over the years have motivated editors, past and present, to put in their most sincere 

efforts. 

On behalf of the Board of Editors, 

R. ANANTHESH 

EDITOR-IN-CHIEF, STUDENT BOARD OF EDITORS 
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REVISITING THE PPVFR ACT IN LIGHT OF THE PEPSICO POTATO 

CASE 

Dr. Meenakumary S 

 

ABSTRACT 

The unique feature of the Indian agricultural sector is an overwhelming supply of 

seeds by the farmers themselves and the public sector; with the private sector 

playing a marginal role until recently in most of the crops. But with the advent of 

modern biotech industries, there was an increasing demand for strengthening 

intellectual property rights over seeds and plant varieties. The demand triggered 

in the aftermath of TRIPS Agreement and culminated in the Protection of Plant 

Varieties and Farmers' Rights Act, 20011. The Act, hailed as India’s sui generis 

response to TRIPS Agreement brought in the concept of Farmers’ Rights to Indian 

Jurisprudence. The concept of Farmers’ Rights is envisaged as a system of formal 

recognition and reward, intended to encourage and enhance this continued role of 

farmers in the conservation and development of plant genetic resources. In 

addition to the international instruments, several national legislations also 

affirmed the concept of Farmers’ Rights. But whether the farmers are truly 

benefited by its provisions and whether it has balanced the interests of farmers and 

the monopolization in the seed sector in the past twenty years is a matter of 

contention. The present study is an attempt to re-examine the nature and scope of 

Farmers' Rights in the light of the Pepsi Potato case.2 

* 

                                                 
 Dr. Meenakumary S is an Assistant Professor at the Government Law College, Thiruvananthapuram. She may 

be contacted at advmeeks@gmail.com. 
1 The Protection of Plant Varieties and Farmers’ Rights Act, 2001 (India). [Hereinafter PPVFR Act]. 
2 PepsiCo India Holdings Pvt.Ltd. v. Atop Food Products Ltd, C/SCA/6244/2018, PepsiCo India Holdings Pvt 

Ltd v. M/s Krishna Cold Storage, Civil Suit No. 8 of 2018; PepsiCo India Holdings Pvt Ltd v.  M/s Prabhudas 

Patel & Others. Civil Suit No. 7 of 2018; PepsiCo India Holdings Pvt Ltd v. Bipin Patel, Commercial Trademark 

Suit Number 23 of 2019; PepsiCo India Holdings Pvt Ltd v.  Vinod Patel, Commercial Trademark Suit Number 

24 of 2019; PepsiCo India Holdings Pvt Ltd v. Chabilbhai Patel, Commercial Trademark Suit Number 25 of 2019; 

PepsiCo India Holdings Pvt Ltd v. Haribhai Patel,  Commercial Trademark Suit Number 26 of 2019 at 

Commercial Court at City Civil Court, Ahmedabad, (Guj HC, 2018). 
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INTRODUCTION 

India is an agrarian economy having a workforce of around 150 million farmers,
3

 and the 

agriculture sector contributes nearly 17-19 percent of the country’s total GDP.
4

 There is a huge 

disparity in actual production and workforce in India due to influence of the private sector in 

agriculture. Globalisation’s attempt to monopolize the agricultural sector and commodify the 

nature has not only abandoned the traditional Indian philosophy of collective property,
5
 but also 

the spirit of the Constitution of India.
6

 Biological diversity is deemed as the hallmark of life on 

earth. Biological resources, especially plant varieties, were regarded as a common heritage of 

mankind; to be shared and accessed by all. 

As a result, agriculture was excluded from the intellectual property rights regime in India. 

Farmers could freely exchange agricultural resources and there was no third party interference. 

Since the productivity of these resources was considered natural, converting them into private 

property was considered as unethical. However, the IPR regime based on the western philosophy 

differed from it. With the advent of modern biotech industries, there has been an increasing 

demand for strengthening intellectual property rights over seeds and plant varieties. The issue 

had gained global attention in the aftermath of the TRIPS (Trade Related Aspects of Intellectual 

Property Rights) Agreement.
7

 In the beginning of the 19
th

 century, the establishment of plant 

breeding based on genetic principles became feasible. Prior to this, farmers had selected and 

harvested seeds from plants which showed desirable traits such as disease resistance and 

suitability to their local conditions. Thereafter, agricultural innovation shifted from the farmers 

to the multinational corporations owing to the intellectual property incentives that were being 

provided. As a result, corporate seed companies have secured major purchases of the seed. India 

is the world’s fifth largest market for seeds, plant varieties and vegetatively propagated varieties, 

                                                 
3
 DIRECTORATE OF ECONOMICS & STATISTICS, DEPARTMENT OF AGRICULTURE, AGRICULTURE SITUATION IN INDIA 

(Jan., 2022).  
4Agriculture in India: Information about Indian Agriculture and its Importance, INDIA BRAND EQUITY 

FOUNDATION (2022), https://www.ibef.org/industry/agriculture-india.aspx.  
5 Rural Litigation and Entitlement Kendra, Dehradun v. State of U.P, A.I.R. 1985 SC 1259; Indian Council for 

Enviro-Legal Action v. Union of India, (1998) 9 SCC 580; M.C. Mehta v. Union of India, (1997) 3 SCC 715. 
6 INDIA CONST. art. 51A, cl. g. 
7 See TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights art. 27(3)(b), Apr. 15, 1994, 

Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 

(1994) [hereinafter TRIPS Agreement]. See also COUNCIL FOR TRADE-RELATED ASPECTS OF INTELLECTUAL 

PROPERTY RIGHTS, IP/C/W/370/REV.1, THE PROTECTION OF TRADITIONAL KNOWLEDGE AND FOLKLORE (2006).   
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with the private sector accounting for nearly 65 % of seed production in India and thereby 

forming an essential part of the agro-innovation chain.
8

  

THE IDEA OF FARMERS’ RIGHTS 

The concept ‘Farmers’ Rights’ emerged as a system of formal recognition and reward intended 

to encourage and enhance this continued role of farmers in the conservation and development 

of plant genetic resources.
9

  It aimed to provide legal and economic symmetry to the global 

system; governing access and the development of plant genetic resources.
10

 The International 

Seed Treaty (International Treaty on Plant Genetic Resources for Food and Agriculture) aimed 

to conserve and sustainably use the genetic resources of all of the worlds’ food crops
11

. It had 

ensured that a fair and equitable share of the benefits arising out of the commercial utilisation of 

these resources are returned to farmers in the developing countries, the original source of most 

of the resources
12

 The Treaty recognised the enormous contribution that farmers and their 

communities have made and continue to make to the conservation and development of plant 

genetic resources.
13 

This formed the basis of Farmers’ Rights, which include the protection of 

traditional knowledge, the right to participate equitably in benefit-sharing, and in national 

decision making about plant genetic resources.
14

 In addition to international instruments,
15 

several 

national legislations have also affirmed the concept of Farmers’ Rights.  

The Seed Policy of 1988 promoted the privatization of the seed sector in India, which in turn 

demanded for the recognition of the IPR regime in the agriculture arena. Initially, the public 

                                                 
8 R. Srinivasan, Farmers’ Rights and PepsiCo’s Hot Potato, THE HINDU BUSINESSLINE (Dec. 08, 2021), 

https://www.thehindubusinessline.com/opinion/columns/r-srinivasan/farmers-rights-and-pepsicos-hot-

potato/article37901972.ece. 
9 Michael Blakeney, Intellectual property, Biological diversity, and Agricultural Research in Australia, 53(2) 

CROP AND PASTURE SCIENCE 127 (2002). 
10 See David Cooper, The International Undertaking on Plant Genetic Resources, 2(2) RECIEL 158, 163 (1993).  

See generally Emmanuel Opoku Awuku, Biotechnology, Intellectual Property Rights and the Rights of Farmers 

in Developing Countries, 8(1) J. WORLD INTELL. PROP. 75-82 (2005). 
11 International Treaty on Plant Genetic Resources for Food and Agriculture, FAO, https://www.fao.org/plant-

treaty/en/ (last visited Jul. 18, 2022). 
12 Michel Trommetter, Biodiversity and International Stakes: A Question of Access, 53(4) ECOLOGICAL 

ECONOMICS 573-583 (2005); CSO/NGO, SUSTAINING AGRICULTURAL BIODIVERSITY AND THE INTEGRITY AND 

FREE FLOW OF GENETIC RESOURCES FOR FOOD FOR AGRICULTURE (2002). 
13 Supra note 11. 
14 Id. 
15 See Sudhir Kochhar, National and International Perspectives of IPR Laws with a Focus on Some Sui Generis 

Options, in CONTEMPORARY ISSUES, in CONTEMPORARY ISSUES IN INTERNATIONAL LAW: ENVIRONMENT, 

INTERNATIONAL TRADE, INFORMATION TECHNOLOGY AND LEGAL EDUCATION 227-243 (Dr. B.C. Nirmal & Dr. 

Rajnish Singh eds., 2018). See also Suman Sahai, Plant Variety Protection and Farmers’ Rights Law, 36(35) 

ECONOMIC & POLITICAL WEEKLY 3338 (2001). 
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sector objected to their demand for IP protection as they feared it might contribute towards 

private monopolization and seed sovereignty in the future.  

The concept of Farmers’ Rights therefore promoted a more equitable relationship between the 

providers and users of germ plasma, by ensuring that traditional farmers receive a fair share of 

the benefits arising from the use of plant genetic resources that they conserved, improved and 

ensured retrospective equity.
16

 It imposed a moral obligation to ‘compensate the farming 

community for their past, present and future contribution without conferring any monopoly 

right’
17

. In the developing countries, farmers follow traditional agricultural methods and are 

ignorant of the technological practices available for the conservation or cultivation of seeds
18

. 

Granting of monopolistic rights to breeders and multinational corporations will diminish the right 

of the poor farmers and therefore, extension of IP protection to plant varieties
19

 has a direct 

impact on the farmers’ rights in the developing countries. It is vital to ensure that farmers can 

carry on their traditional methods of seed preservation, cultivation and preservation of crop 

diversity, which in turn is essential
20

 for enabling them to maintain a vital role in bringing national 

and global food security
21

. 

Initially the Indian agricultural sector remained immune to challenges of monopolisation of 

plants and seed varieties as the overwhelming supply of seeds was done by the farmers themselves 

and through the public sector, with the private sector playing a marginal role until recently in 

most crops. However, the industrial policy changes during the late 80s and 90s led to the entry 

of foreign seed corporations into the Indian seed market.
22

 With this, the first calls for PVP 

legislation were voiced. But it was not until the TRIPS Agreement of 1994 that serious initiatives 

were taken in this regard. 

                                                 
16  VALUING INDIGENOUS KNOWLEDGE: INDIGENOUS PEOPLES AND INTELLECTUAL PROPERTY' RIGHTS 5 (S.B. 

Brush and D. Stabinsky eds., 1d ed. 1994). 
17 ALAN GUTTERMAN, INNOVATION AND COMPETITION POLICY 47 (2018).  
18 N.S. Gopalakrishnan, An “Effective” Sui Generis Law to Protect Plant Varieties and Farmers’ Rights in India” 

A Critique, 4 J. WORLD INTELL. PROP. 157 (2001).   
19 E.Verkey, Shielding Farmers’ Rights, 2(12) JOURNAL OF INTELLECTUAL PROPERTY LAW & PRACTICE 825-831 

(2007). 
20 Regine Anderson, Crop Genetic Diversity and Farmers’ Rights, in REALIZING FARMER’S RIGHT TO CROP 

GENETIC RESOURCES 6 (Regine Anderson & Tone Winge eds., 1d ed. 2013). 
21 See BUSHRA TARIQ, FARMER’S RIGHTS AND INTELLECTUAL PROPERTY INTERCOURSE IN INTERNATIONAL LAW: 

A CRITICAL ANALYSIS (2016), 

https://view.officeapps.live.com/op/view.aspx?src=http%3A%2F%2Fwww.publicinternationallaw.in%2Fsites%

2Fdefault%2Ffiles%2Fwebform%2Fessaydocument%2Ffarmers_0.docx&wdOrigin=BROWSELINK. See also 

CAMENA GUNERATNE, GENETIC RESOURCES, EQUITY AND INTERNATIONAL LAW (2012). 
22 Vandana Shiva & Tom Crompton, Monopoly and Monoculture Trends in Indian Seed Industry, 33(39) 

ECONOMIC & POLITICAL WEEKLY 137 (1998).  
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Following the TRIPS Agreement, particularly Article 27.3(b), India has adopted her own sui 

generis system of protecting plant varieties. Consequently, the protection of Plant Varieties and 

Farmers’ Rights Bill, 1999 was introduced in the Parliament on December 14, 1999. As the Bill 

was subject to serious criticisms,
23

 it was referred to the joint parliamentary committee. The 

Committee, after considering representations from several organizations, made some changes to 

the original Bill. The revised Bill of 2000 was passed by the Lok Sabha on August 9, 2001 and 

was enacted into a law in 2001.
24

  India became one of the first countries in the world to 

implement the Act, providing protection for both farmers’ and breeders’ thereby turning into a 

unique Act.  

DECONSTRUCTING THE FARMERS’ RIGHTS ACT: TWO DECADES OF ENACTMENT 

The Protection of Plant Varieties and Farmers' Rights Act, 2001 is India’s sui generis response 

to the TRIPS Agreement.
25

 The Act provides for the establishment of an effective system for 

protection of plant varieties and rights of farmers, while encouraging development of new 

varieties of plants.
26

  

The protection of the interests of farmers and local communities is one of the main objectives of 

the Act. For this purpose, a separate chapter titled ‘Farmers’ Rights’ is included in the Act. The 

provisions for registration of new variety developed by farmers, registration of farmers’ variety, 

recognition of rights of farmers, benefit sharing, paying compensation to communities for their 

contributions, immunities from prosecution in case of innocent infringement payment of annual 

fee by the breeders and the creation of a gene fund
27

 are incorporated in the Act, with this 

objective
28

.  With respect to the developing or selecting of new varieties, the Act refers to the 

value added by farmers to certain wild species or traditional varieties or landraces through 

selection and identification, for their economic traits. Henceforth, farmers’ rights encompass the 

roles of farmers as users, conservers (of genetic material) and breeders.  

                                                 
23 Niranjan C. Rao, PLANT VARIETY PROTECTION AND PLANT BIOTECHNOLOGY PATENTS: OPTIONS FOR INDIA 55 

(1990). 
24 Supra note 1. 
25 Shaila Shesha, Plant Variety Protection and Farmers’ Rights, Law Making and Cultivation of Varietal Control, 

37(27) ECONOMIC & POLITICAL WEEKLY 2741 (2002). 
26 LOCAL KNOWLEDGE, INTELLECTUAL PROPERTY AND AGRICULTURAL INNOVATION 5-7 (Michael Blakeney et al. 

eds., 1d ed. 2020).  
27 Id., at 26.  
28 Asha Krishnakumar, A Landmark Law, FRONTLINE (2002), 

https://frontline.thehindu.com/other/article30243560.ece. 
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The farmers are granted nine specific rights, which are as under
29

: 

⮚ According to S.39(1)(iv), farmers are entitled to save, use, sow, re-sow, exchange, share or 

sell their farm produce, including seed of protected varieties, in the same manner as they 

were entitled before the enactment PVPFR Act. However, they are not entitled to sell 

branded varieties of seeds, which are protected under the Act. They can use farm saved seeds 

from a crop cultivated by themselves. 

⮚ According to S.26, they are entitled to receive a fair share of benefit from the commercial 

gains of the registered varieties. Among all the national plant variety protection laws enacted 

since 2001, the Act is the first one to integrate a provision for access and benefit-sharing 

(ABS).  

⮚ As per S. 39(2), registered seed should be sold with the full disclosure of their agronomic 

performance under recommended management conditions. Whenever it fails to provide 

expected performance, the farmer is eligible to claim compensation from the breeder 

through the intervention of the PVPFR Authority. 

⮚ S. 47, of the Act assures that the farmers have the right to access seed of registered varieties 

at a reasonable and remunerative price. Whenever this condition is not properly met, the 

breeder’s exclusive right over the variety is suspended under the provision concerning 

compulsory licensing, and the breeder is obligated to license the seed production, 

distribution and sales of the variety to a competent legal entity. The laws for plant variety 

protection have provisions on compulsory licensing of protected varieties so as to ensure 

adequate seed supply to the farmers. 

⮚  According to S. 39(i)(iii) & S. 45(2)(C) farmers who have been engaged in PGR conservation 

and crop improvement, and those who have made substantial contributions by  providing 

genetic resources for crop improvement, are entitled to receive recognition and rewards from 

the national gene fund. 

⮚ S. 39(1)(iii) of the  Act allows for the registration of existing farmers’ varieties that fulfill 

requirements for distinctness, uniformity, stability and denomination, but does not include 

                                                 
29 Farmer’s Right in the PPV&FR Act, 2001, VIKASPEDIA, https://vikaspedia.in/agriculture/policies-and-

schemes/crops-related/protection-of-plant-varieties-and-rights-of-farmers/farmers2019-rights-in-the-ppv-fr-act-

2001 (last visited Jul. 18, 2022). 
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that of novelty. This right provides farmers with a one-off opportunity for a shorter period of 

time. Once registered, these varieties are entitled to all the plant breeders. 

⮚ S. 28 (6) ensures that when farmers’ varieties, whether extant or new, are used by a third party 

as source material, for the development of an essentially derived variety, the farmer must 

provide prior authorization for its commercialization. Such a process can allow farmers to 

negotiate the terms of authorization with the breeder, which include royalties, benefit-sharing, 

etc. 

⮚ By virtue of S. 44, farmers have the privilege of being completely exempted from payment 

of any kind of fees or other payments that are normally payable for registration of particular 

varieties; tests for distinctness, uniformity and stability (DUS), and other services rendered 

by the Authority; as well as for legal proceedings related to infringement or other causes in 

the courts, tribunal, etc. 

⮚ S.42 provides farmers’ protection from innocent infringement. This provision is being made 

in consideration of the ancestral unrestrained rights that the farmers had over the seed of all 

varieties, the novel nature of the PVPFR Act and the illiteracy of the farmers. 

The main objectives of the Act include
30

:  

❖ enabling an effective system for the protection of plant varieties and the protection of the 

rights of the farmers;  

❖ raising investment and accelerating returns for the purpose of research and development in 

both public and private sectors so as to encourage the cultivation of new plant varieties;  

❖ facilitating the growth of the seed industry through domestic and foreign investment, to 

ensure the development of high yielding seeds;  

❖ for the recognition of farmers’ role  as cultivators and conservators; 

                                                 
30 Archana.K, Trips and the Impact on Plant Variety Protection in India, 4(5) INTERNATIONAL JOURNAL OF 

SCIENTIFIC & ENGINEERING RESEARCH 865 (2013). 
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❖ and the promotion of the traditional rural and tribal communities by rewarding them for their 

contribution to nation’s development through the mode of benefit sharing & recognizing the 

transitional rights of the farmers
31

. 

In short, PVPFR Act tried to retain the true spirit of the TRIPS Agreement to a great extent. The 

widespread inclusion of plant varieties and greater availability of high quality seeds and planting 

material to the farmers granted exhaustive recognition to farmers under different categories
32

, and 

the same encouraged the breeders to develop new varieties of high yielding crops. Although the 

Act is envisioned largely to improvise research and development in both public and private 

sectors, its main objective is to safeguard the rights of the farmers with respect to their 

contribution towards the preservation and cultivation of the plant genetic resources and in 

developing new varieties
33

. Therefore in the context of intellectual property rights, the concept of 

farmers’ rights can be justified as a means of recognising the informal innovations of farmers and 

preserving the farmers’ practices of saving and exchanging seeds
34

.  

Few critics have hailed the Act as a “progressive and pro-developing country legislation”
35

, while 

some condemn it as yet another “humiliating symbol of continuing capitulation’’
36 

before the 

forces of globalisation. There is also a strong view that instead of mounting ambiguities by 

providing uncoordinated breeders’ rights and Farmers’ Rights under the same legislation, India 

should have opted for “patent protection for breeders under the Indian Patent Act and a sui 

generis law for the protection of the interests of farmers.”
37

 In spite of these conflicting views, it 

cannot be denied that the provisions of the Act reflect a unique ‘rights equation’ - the plant 

breeders’ rights modelled on UPOV and the Farmers’ Rights outside UPOV and nearly based 

on the International Undertaking.
38

  

However there are certain loopholes with respect to certain provisions of the Act. Even though 

the Government has formulated the Act with a view to guarantee the intellectual property rights 

of breeders and farmers and their rights in plant varieties, it was not much effective in protecting 

                                                 
31Id. See also Gopalakrishna Gandhi, IPR and India- A View Point, 10 JOURNAL OF INTELLECTUAL PROPERTY 

RIGHTS 359, 360 (2005).  
32 LAKSHMI KUMARAN & SRIDHARAN, PLANT VARIETY PROTECTION IN INDIA (2009).  
33 M.Sowmiya, A Critical Analysis of Farmers Rights in India, 25(4) ANNALS OF R.S.C.B. 17993-18008 (2021). 
34 Id.  
35 See Suman Sahai, India’s Plant Variety Protection and Farmers’ Rights Act, 2001, 84 CURRENT SCIENCES 408 

(2003). See also K.S. Javaraman, Indian Seed Bill Forges New Ground, 19(10) NATURE BIOTECHNOLOGY 895 

(2001). 
36 Rajeev Dhavan, The Right to Seed, THE HINDU, at 5.   
37 Supra note 18. 
38 Supra note 28.  
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the interests of the farmers’ community. Lack of awareness and misinformation at the grass-root 

level posed serious challenges to the farmers in proper recognition of their rights, envisaged by 

the Act. The breeders in turn used farmers’ rights as a tool to exploit them, so as to promote 

their vested interests. This situation could be clearly understood with the case study of Pepsico 

Potato, where the innocent farmers were made to harvest potatoes under the method of contract 

farming, which later became a snare to them. Although the poor farmers are allowed to save, use 

or share the farm produce, they are still restricted from dealing with branded seeds and varieties. 

Therefore to ensure a level playing field at the global level and to create a comprehensive 

intellectual property regime akin to other IP rights, plant varieties should be recognized and 

protected; by facilitating the exponential growth of technologies in the rural regions of the nation 

with the proper  dissemination of knowledge and information
39

. 

PEPSICO POTATO CASE
40

 : THE PROVERBIAL DAVID V. GOLIATH BATTLE 

Every country had its own set of IP laws and any corporation had to register its patents in each 

and every country where it desired to operate its own business. The Protection of Plant Varieties 

and Farmers’ Rights Act (PPVFRA), which introduced intellectual property protection in the 

Indian agriculture, faced its biggest test in its implementation phase of nearly a decade and a half, 

when PepsiCo India initiated legal proceedings against four farmers in Gujarat for “illegally” 

growing its potato variety (FL 2027) registered under the PPVFRA
41

.  

The farmers were asked to cultivate the varieties based on a contract agreement through local 

dealers and were ignorant of the provisions of the Act and conditions made by the company. 

This in turn paved way for the breeders, taking advantage of the poor farmers’ ignorance, suing 

them for vitiating the terms of the contract and to get the varieties registered under the Act
42

. 

PepsiCo instituted a suit for permanent injunction to restrain infringement of the variety, FL 2027 

(commercial name FC-5) by seeking damages from the farmers i.e., around two crore Rupees 

from each farmer. The company stated that the farmers had been illegally producing, selling, etc. 

                                                 
39 PepsiCo v. Farmers: A Case of Misplaced Priorities or Possibility of Laying Down a News Precedent?, 

ARGENPAPA (Dec. 24, 2021),  http://www.argenpapa.com/noticia/7691-india-pepsico-vs-farmers-a-case-of-

misplaced-priorities-or-possibility-of-laying-down.html. 
40 Supra note 2. 
41 See Biswajit Dhar, Points of law in the PepsiCo potato case, THE HINDU BUSINESSLINE (May 07, 2019), 

https://www.thehindubusinessline.com/opinion/points-of-law-in-the-pepsico-potato-case/article27060326.ece. 

See also Jeroen Van Wijk & Anitha Ramanna, Global Convergence Meets Local Divergence: Intellectual 

Property in Indian Seed Markets, 39(3-4) THE INTERNATIONAL JOURNAL OF TECHNOLOGY MANAGEMENT 264 

(2007).  
42 Supra note 32. 
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the variety without their permission, thereby violating company’s statutory rights guaranteed 

under Section 64
43

 and 65
44

 of the Act.
45

  

According to the reports
46 

made by a private intelligence agency, Indus IntelliRisk and 

IntelliSense Services Pvt Ltd. employed by the company, there was ‘infringement’ as per Section 

64 of the Act
47

. This situation was extremely similar to the infamous Monsanto case (1998)
48

, in 

which Monsanto had sued a Canadian farmer named Percy Schmeiser, and claimed that the 

latter was illegally using their genetically modified Canola. Here, the petitioner had reportedly 

engaged private investigators to raid his field and to collect samples. This act in turn drew global 

condemnation. Percy became the icon of the global resistance by farmers against giant plant 

breeders, owing to which Monsanto was not able to seek damages from him
49

.  

The allegations which the company put against the farmers and the earlier stand of the Apex 

Court raised nation’s uproar where various farmers’ organisations vociferously protested; thereby 

trying to paint the company as some sort of a tyrannical capitalist trampling upon the rights of 

poor farmers
50

. Therefore, under intense pressure from its headquarters, the public and the 

political parties in India,
51

 the case ended on 10
th

 May, 2019, when PepsiCo had realised that it 

had crossed the Rubicon, and withdrew all the alleged suits against the innocent farmers
52

. The 

company had asserted that they decided to revoke the case so as to find a long term and an 

amicable resolution of all issues pertaining to seed protection
53

. 

                                                 
43 The Protection of Plant Varieties and Farmers’ Rights Act, 2001, §64. 
44 The Protection of Plant Varieties and Farmers’ Rights Act, 2001, §§41, 42. 
45 Supra note 36. 
46 Pankuri Aggarwal, The Farmers’ Rights Law Lays the IPR Trap, SPICY IP (Dec. 23, 2021), 

http.spicyip.com/2019/04/the-farmers-rights-law-lays-the-ipr-trap.html.  
47 Supra note 1.  
48 See BYJU’S, 08 MAY 2019: UPSC EXAM COMPREHENSIVE NEWS ANALYSIS (2019), https://cdn1.byjus.com/wp-

content/uploads/2019/05/08-May-2019-CNA.pdf. See also Kavita Kuruganti, Was there a victory for Monsanto 

in India's Supreme Court on a patent matter?, DOWN TO EARTH (Jan. 13, 2019), 

http://www.downtoearth.org.in/blog/agriculture/was-there-a-victory-for-monsanto-in-india-s-supreme-court-on-

a-patent-matter--62800.  
49 KOCHHAR S & BALA RAVI, Protection of Plant Varieties: Indian and International Scenario, in DYNAMICS OF 

INTERNATIONAL LAW IN THE NEW MILLENIUM 73 (R.K. Dixit & C. Jayaraj eds., 2011).  
50 Supra note 39 
51 Notification S.O.(E) 2229, 2007, Gazette of India, pt. II sec. 3(ii) (Dec. 31, 2007). 
52 PepsiCo withdraws all cases against potato farmers, THE HINDU BUSINESSLINE (May. 10, 2019), 

https://www.thehindu.com/news/national/pepsico-withdraws-all-cases-against-potato-

farmers/article27097655.ece. 
53 Karthikeyan Hemalatha, Pepsico vs farmers: Plant Varieties Cannot be Patented, Emphasise Legal Experts, 

MONGABAY (May 15, 2019), https://india.mongabay.com/2019/05/pepsico-vs-farmers-plant-varieties-cannot-be-

patented-emphasise-legal-experts/. 
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The case presents a clear-cut depiction of the International Intellectual Property Law (IIPL) and 

the differences in the Intellectual Property Laws of individual countries. Eventually, the IIPL 

recognized the fact that whenever there arises a dispute between a local and international law, the 

local law will prevail over the international law especially with respect to the intellectual property 

regime. The IIPL was the amalgamation of various treaties between nations around the globe viz 

Trade Related Aspects of Intellectual Property Rights (TRIPS) and the World Intellectual 

Property Organization (WIPO), a United Nations agency for administering IP agreements 

among its member nations
54

. The interplay between the International Union for the Protection 

of Plant Varieties (UPOV), FAO Treaty on Plant Genetic Resources (ITPGRFA), the 

Convention on Biological Diversity (CBD) and the Trade Related Aspects of Intellectual 

Property Rights (TRIPS Agreement) has given rise to an intricate system of protection of plant 

varieties. The protection so granted has, in turn, given birth to another issue which is very closely 

connected with the plant variety protection-that of farmers’ rights. The indiscriminate grant of 

patents over what has been termed as ‘bio-speculation’ or ‘bio-piracy’ is but one instance of the 

uneasy relationship between intellectual property and sui generis systems and farmer’s right
55

.  

The corporate monopolization however had created a huge dent in the farmers’ pockets. Those 

who ought to buy Genetically Modified seeds
56

 need to pay licensing fees and sign contracts that 

will dictate various terms; how they can cultivate a particular crop variety and at times will allow 

the seed companies to inspect their farms without prior notice. However, these seeds 

are expensive and farmers ought to buy them each year or else they will be liable for patent 

infringement. Moreover, it has also been found that farmers are not relying on seeds adaptive to 

their local conditions and farming traditions. Rather, local conditions are being changed to 

accommodate genetically modified seeds.
57

 The PepsiCo potato case posed a negative impact on 

the innocent Indian farmers. As we saw here, the company was trying to take advantage of the 

ignorant farmers. They are not skilled and are unaware of the conditions mentioned in the 

contract. Henceforth, companies and governments need to take more responsibility towards 

training and educating the farmers. Education and training of farmers should be considered on 

                                                 
54 See Id. See also PepsiCo India Holdings Pvt Ltd v. Bipin Patel, Commercial Trademark Suit Number 23 of 

2019. 
55 See JOSEPH SAVIRIMUTHU, FARMER’S RIGHTS: LESSONS FOR POLICY MAKERS IN SOUTH ASIAN DEVELOPING 

COUNTRIES (2003). See also ALEXANDER GILLESPIE, CONSERVATION, BIODIVERSITY AND INTERNATIONAL LAW 

(2013). 
56 What is GMO? A genetically modified seed? What does GMO mean?, SEEDSNOW, 

https://www.seedsnow.com/pages/everything-you-need-to-know-about-genetically-modified-gmo-foods.html 

(last visited Jul. 18, 2022).  
57 RSTV:The Big Picture-Pepsico v/s Potato Farmers, INSIGHTS (Jul. 16, 2019),  

https://www.insightsonindia.com/2019/07/16/rstv-the-big-picture-pepsico-v-s-potato-farmers/. 



2022 THE NUALS INTELLECTUAL PROPERTY LAW REVIEW 12 

 

 

a serious note as any other initiative aimed towards skill development of the farmers. There 

should be absolutely no compromise on ensuring farmers’ rights and the policy of seed 

sovereignty.
58

  

The case stood forward as a relief to poor farmers who can neither afford to defend themselves 

in court, nor to abandon the cultivation of large scale proprietary varieties.
59

 In addition, it should 

be a wake-up call to the government and policymakers; to ensure sustainable rural societies, 

protect soil health and in turn promote seed sovereignty, thereby to foster economic 

development for the nation as a whole.
60

  And this brought forth multiple questions that were 

asked when the PPVFRA was on the drawing board. Those questions span from some of the 

contentious provisions of the Act, to the manner in which it is being implemented. If these 

pertinent issues are not dealt with in keeping the spirit of the law, their potential adverse 

implications on farming communities, farmer-breeder conflicts could become more frequent and 

this would only push the farmers into deeper crisis.
61

  This case has already become an example 

of how conglomerates exploit the laws to realise their objectives.
62

 The authorities need to ensure 

that the laws of the land are being implemented in the true spirit itself.
63

 

Recently, PepsiCo India has lost the rights to its FC5 potato variety.
64
 Protection of Plant Varieties 

and Farmers’ Rights Authority (PPVFRA) Chairperson K.V. Prabhu passed an order by revoking 

a PVP (plant variety protection) certificate granted to PepsiCo (India) Holdings Pvt. Ltd for the 

FC5 potato. The order came based on an application filed by Kavitha Kuruganti, the convenor 

of the Alliance for Sustainable and Holistic Agriculture, to revoke the patent registration of the 

company. The order henceforth was hailed as an attempt to ‘prevent any other seed or Food 

Company from transgressing legally granted farmers’ seed freedoms in India”
65

. The PPVFRA 

                                                 
58 Id.   
59 Mrinalini Kochupillai & Gregory Radick, A Wake up Call on Proprietary Seeds, THE HINDU (May 9, 2019), 

https://www.thehindu.com/opinion/op-ed/a-wake-up-call-on-proprietary-seeds/article27072442.ece. 
60 Notification G.S.R. 452 (E), 2009, Gazette of India, pt. II sec.3(ii) (Jun. 29, 2009). 
61 Supra note 41.    
62 Biswajit Dhar, How Pepsico exploited the law in its potato fight against Gujarat farmers, CNBC TV18 (Apr. 
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gujarat-farmers-3133951.htm. 
63 Supra note 38. 
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also questioned the documentation produced by PepsiCo claiming it was the owner of the variety, 

and thus could be considered the Registered Breeder under the law
66

 .  

The monopolization of the agrarian sector by the giant hand of the corporate sector can be 

narrated with the biblical story of David who had defeated the Philistine giant, Goliath, which is 

often used as a parable; for the sector where the underdog overcomes the odds. In this story, 

David the shepherd boy “triumphed over the Philistine giant with a sling and stone only”. The 

depiction of the David and Goliath paradigm literally states that a small or medium-sized 

enterprise would be the underdog going into legal combat with the multinational corporations, 

the giant
67

. However, the tactical advantage afforded by giant financial resources does not always 

guarantee him victory on the legal battlefield. In the wise words of Mark Twain, “it’s not the size 

of the dog in the fight; it’s the size of the fight in the dog”
68
. In the battle between the corporates 

and the farmers, the final triumph was for the farmers, which is clearly visible through the case 

study of PepsiCo potato in India. 

SUGGESTIONS: CONSTRUCTING AN ALTERNATE REGIME
69 

The aforesaid analysis brings to limelight certain conflicting paradigms. On the one hand there 

are powerful arguments against extending the conventional IPR regime to plant varieties which 

can be summarized as follows:   

● All the knowledge received by people about the use of biodiversity, including selection and 

improvement of plant varieties, is held in common by the local communities. This knowledge 

is supposed to have been transferred by one generation to another over very long period of 

time with (or without) value addition by successive generations
70

. It has not only social and 

economic significance but also cultural and historical importance. Therefore, this knowledge 

must be held in common domain and should not be allowed to be monopolized by MNCs
71

. 

                                                 
66 India Revokes PepsiCo’s Potato Patent, IAS BABA (Dec. 11, 2021), https://iasbaba.com/2021/12/india-revokes-

pepsicos-potato-
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● The IPR regime, evolved for protecting industrial designs and processes is not suitable for 

biological products and processes. The diversity of crops or livestock is not accidental nor is 

it purely natural. It is the outcome of thousands of years of deliberate selection, planned 

exposure to a range of natural conditions, field level crossbreeding and other manipulations 

that farmers have tried out
72

. But the biotech industry conveniently sidesteps this contribution. 

In other words, the informal innovation of farmers and rural communities are seldom 

recognized and rewarded. Plant variety patents perpetuate exploitation of third world farmers 

and deprive them of their means to livelihood. India’s plant variety protection law is 

progressive and pro-innovation. The variance in State laws must be addressed considerably
73

. 

CONCLUSION 

Agriculture contributes a major share of total GDP in the developing countries and henceforth 

its vitality is quintessential for the overall well-being of the economy. It ensures food security and 

fosters national growth. Notably, high yielding crop varieties boosts agricultural productivity and 

in turn economic development. Whereas, the higher productivity is interlinked with the better 

welfare of the farmers. The judgment put forth by the plant protection and farmers’ rights 

authority is significant and historic in the sense, it upholds farmers’ right to high yielding seeds 

and their cultivation, as envisaged in Section 39 of the PPVFR Act; which makes this sui 

generis law of India truly unique
74

 i.e. it protects the rights of the farmers as well as, the breeders
75

. 

The Act is innovative and progressive. Though there is a common reference to UPOV
76

, these 

legislations remain non homogenous and are not fully coordinated. And the ambiguities in the 

Indian Act is a glaring example
77

. Even though the Act envisaged for the research and 

development in plant biodiversity, it curtailed the freedoms of the farmers to a greater extent
78

.  
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The Act promotes greater recognition of rights of the breeders which significantly benefited the 

multinational seed companies and thereby facilitated monopolization of seeds by the corporate 

sector. This system created a disparity (North-South barrier) among the developed and 

developing nations that means it allows the exploitation of the developing economies for the 

import of new variety seeds. And this system created an economic barrier especially in terms of 

protection of plant varieties and the recognition of the farmers’ freedoms. On one side the 

developed nations demanded for the plant variety protection laws so as to promote their plant 

breeders, biotechnology firms and MNCs, while on the other, developing economies are seeking 

recognition of rights for their farmers, indigenous and local communities to foster the 

conservation of genetic diversity. In India as well, there is wide disparity in the North & South 

owing to technicalities of the PPVFRA. The giant hands of those breeders are ousting the rights 

of the poor and innocent farmers, who have been saving and enriching genetic diversity, food 

security since centuries
79

. We must overcome these barriers existing with respect to the effective 

realization of farmers’ rights in India.  

Farmers’ Rights are well defined and established by the decision makers at the national level 

without proper mechanisms to incorporate the regional and local perspectives. Farmers are 

unable to voice their demands directly and they are being represented by NGOs. This is a 

pertinent issue that may lead to the interpretation of Farmers’ Rights in an improper manner, 

which in turn is not beneficial for the farmers. It will also marginalize small farmers and grassroots 

community organizations, the reason by which there is lower productivity in India though having 

a greater workforce in the agriculture sector. 

The implementation of Farmers’ Rights is not an easy hurdle. The concept is still largely ill-

defined in political and legal terms which causes considerable difficulty when it is assessed in the 

context of IPR systems. Intellectual property rights such as patents are being conceived as purely 

individual rights even though in practice, they can easily be shared among several individuals and 

entities. The rights holders are certainly identifiable individuals. But in the case of Farmers’ 

Rights, the beneficiaries in most cases will be a particular community or various communities. 

Therefore, the usual intellectual property rights model is not well suited to the recognition of 

Farmers’ Rights as it generally seeks to individualise contributions to the development of science 
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and technology
80

. It is therefore necessary to forge new tools thereby taking into account the 

special nature of the Farmers’ Rights.  

Developing coordination between various legislations and bodies is a serious hurdle in India. 

There are a number of institutions which are focusing only on the promotion of India’s 

agriculture and the development of farmers. Even though each organization focuses on one 

particular aspect, the overall picture is not clearly evaluated by any one in particular. And the 

lack of a clear and comprehensive policy; aimed at the productivity and protection of farmers is 

a serious shortcoming of Indian agriculture. Evolving an effective co-ordination between the 

PPVFR and the Biodiversity Act is another enormous task, and if properly enforced, will benefit 

the agricultural policies. The complexity is further highlighted by the fact that the Plant Variety 

& Farmers Rights Authority is vested with the task of implementing two completely different 

systems of Breeder’s and Farmers’ Rights
81

. 

The concept of Farmers’ Rights is the first step to re-establish a fair playing field in which all 

actors have claims over their knowledge. Narrowly viewed, it is just a mechanism for benefit 

sharing. But in a wider angle, it ensures global environmental justice and justice to farmers and 

indigenous communities. Most importantly, it ensures environmental equity.
82

 Provided that, 

agriculture a State subject, there is widespread variance in State-level laws and regulations owing 

to various agricultural policies; all this  need to be addressed properly, so as to foster the welfare 

of the farmers in particular and to boost the economic productivity of the nation in general
83

.  

Farmers should be granted individualistic rights instead of collective rights. More specifically, 

granting of individualistic rights means protection of the innocent farmers from patent 

infringement, which we had analysed clearly through the PepsiCo case and ensuring collective 

rights means patenting the traditional knowledge of the farming community. This in turn will 

curb the monopolization of genetic diversity by the corporate sector and will assure the 

recognition of ancient knowledge in the agrarian sector.
84

  

Farmers’ Right is a developmental right, paving a cradle to the progress of the Indian Economy. 

With the enactment of the Plant Varieties Protection & Farmers’ Rights Act, 2001, Indian 
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Agricultural regime had been shifted from the traditional principle of common heritage to a 

beneficial exchange system. This, in turn, paved the way for the privatisation and monopolisation 

of Indian agriculture. Two decades had passed after the implementation of the Act. However, 

there exist certain shortcomings with respect to the recognition of the rights of the farmers, the 

major workforce of the Indian economy. The farmers are still being represented by private 

stakeholders, and are mostly unaware of their rights with respect to seed policy, patent protection 

etc. The Act therefore requires a reconsideration, so as to ensure better agricultural productivity 

and security to the Indian farmers, in accordance with the international regime.  

** 



 

MOVING FROM CONVENTIONAL TO NON-CONVENTIONAL 

TRADEMARKS: RECOGNIZING SMELL MARKS 
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ABSTRACT 

Importance of Intellectual Property (IP) in the present day and age cannot be 

downplayed. In IP, lies the nucleus of present-day market growth and survival. 

Newer ways are being thought of, to make IP more pliable, and the same applies 

to one of the most significant forms of IP, viz., the trademark. A trademark is 

nothing less than a backbone for a product in the market. People see a swoosh, and 

know the shoes are right, they see an apple, and know the computer is right. 

Trademark of a product has thus become essential as it traces consumers back to 

the product. 

The market for trademark registration is thriving, and every day, a newer idea is 

conceived, to trademark more unique aspects of a product, and with this, the 

competition to register the trademarks is also increasing. Trademarks are seeing 

a particular rise in the registration of non-conventional trademarks, which are a 

departure from the conventional requirements of a mark being a unique name, 

symbol, logo, or a combination of all these. The non-conventional trademarks are 

more exigent because they include both visual and non-visual symbols, like colors, 

shapes, musical notes, taste and even smell.  

The authors will be focusing on relevance of smell marks as non-conventional 

trademarks, in India, and internationally. Smell can be tricky to describe, but once 

it is assimilated, it is one of the strongest mediums to trigger memories of a product 
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associated with that smell. It is for this reason, among many, that makes it a curious 

subject of trade mark to study. This paper aims to discuss the trends in smell marks 

globally, while also touching upon certain case laws on the subject. It discusses 

the pros and cons of smell marks as a non-conventional trademark. The paper is 

concluded with certain suggestions to make smell marks more inclusive in the 

Indian trademark regime. 

* 
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I. UNFOLDING NON – CONVENTIONAL TRADEMARKS 

Registration of trademarks is important for numerous reasons, such as to help make a 

distinguishable image of the product, so that the product is easily identifiable, by preventing 

ambiguity, to name a few.
1

 Trademark also gives an indication to the consumer about certain 

features of the goods, ranging from its quality, origin, market value etc. In order to pursue such 

objectives, a trader generally chooses to adopt a certain symbol, mark or any other such thing to 

differentiate his goods from the rest. However, over the years, owing to evolving technologies, 

the framework of trademark has undergone significant changes, leading to a new category of 

trademarks viz. non-conventional trademarks.  

Going by the definition provided by the World Intellectual Property Organization [hereinafter 

‘WIPO’], “a trademark is any sign that individualizes the goods of a given enterprise and 

distinguishes them from the goods of its competitors”.
2

 From the definition of the WIPO, it is 

clear that a sign must be distinctive as an indicator of the good or service required, in order to 

identify it as belonging to a particular person or business. While these signs are generally letters 

or symbols arranged in a particular pattern, they can also be non-conventional in the sense that 

they might incorporate a shape, sound or smell in a non-visual sense. These are equally important 

because these open new avenues in the marketing of a product, by enhancing their uniqueness. 

They might also be recognized by certain consumers who cannot identify a product by its 

traditional mark. It follows that, if a non-conventional trademark is distinctive and non-functional, 

it ought to be protected. 

The major IP reform came with the Agreement on Trade-Related Aspects of Intellectual 

Property Rights [hereinafter ‘TRIPS’] which is the most comprehensive multilateral agreement 

on IP. The prime objective of TRIPS was to decrease trade obstructions and promote 

appropriate protection of intellectual property rights.
3

 This was to be done by transfer and 

dissemination of technology for the mutual benefit of users and producers of technological 

                                                 
1 J. THOMAS MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION (4d ed. 2000). 
2 WORLD INTELLECTUAL PROPERTY ORGANIZATION, INTRODUCTION TO TRADEMARK LAW AND PRACTICE: THE 

BASIC CONCEPTS (2d ed. 1993). 
3 Agreement on Trade Related aspects on Intellectual Property Rights preamble, Apr. 15, 1994, Marrakesh 

Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994) 

[Hereinafter TRIPS Agreement].  
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knowledge that is conducive to social and economic welfare, and for balancing the rights and 

obligations.
4

  

Article 15(1) of TRIPS defines a trademark as “any sign, or any combination of signs, capable of 

distinguishing the goods or services of one undertaking from those of other undertakings.” 

Because TRIPS definition is largely functional and non-exhaustive, it leaves the potential of 

including non-conventional trademarks within its purview. However, the definition of trademark 

varies across jurisdictions.  

Lanham Act, the primary federal trademark statute of the United States of America [hereinafter 

‘US’] stipulates “the term trademark includes any word, name, symbol, or device or any 

combination thereof: (1) used by a person, or (2) which a person has a bona fide intention to use 

in commerce and applies to register on the principle established by this Act, to identify and 

distinguish his or her goods, including a unique product, from those manufactured or sold by 

others and to indicate the source of the goods, even if that source is unknown”.
5

 Thus, any goods 

of the applicant that can be distinguished from those of the others, registration may be granted 

to such goods.
6

 Therefore, distinctive marks, so long as they do not comprise immoral, deceptive, 

or scandalous matter, will be registered.
7

 The US practice however, is to deliberate the smell 

marks as functional or ornamental features of a product, and henceforth, non-inherently 

distinctive.
8

 

The European community identifies trademarks in the Council Regulation 40/94/EC on the 

Community trade mark.
9

 Article 4 provides for a definition as, “any sign capable of being 

represented graphically, particularly words, including personal names, designs, letters, numerals, 

the shape of goods or of their packaging, provided that such signs are capable of distinguishing 

the goods or services from those of other undertakings”.
10

  

In India, section 2(zb)
11

 of the Trade Marks Act, 1999 lays down that “trademark means a mark 

capable of being represented graphically and which is capable of distinguishing the goods or 

                                                 
4 Id. art. 7. 
5 Lanham Act § 45, 15 U.S.C. § 1127 (2022). 
6 § 2, 15 U.S.C. § 1052 (2022). 
7 § 2, 15 U.S.C. § 1052 (2022). 
8 Helen Burton, The UK Trade Marks Act, 1994: An invitation to an olfactory occasion, 8 EUR. INTELL. PROP. 

REV. (1995). 
9 Council Regulation No. 40/94, 1994 O.J. (L 11) (EC). [Hereinafter Council Regulation]. 
10 Id. art 4. 
11 The Trade Marks Act, 1999, § 2(zb) [Hereinafter Trade Marks Act]. 
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services of one person from those of others and may include shape of goods, their packaging and 

combination of colors”. The trademark once registered gives a monopoly to the owner, thereby 

protecting it from use by the other parties. It basically entails a distinct identification of the 

holder’s product in the market and the reputation attached with it. Therefore, it essentially gives 

certain rights to the holder to use his mark and creativity, and therefore the protection of trade 

mark becomes imperative.
12

 In addition to the aforementioned legislation, the Trade Mark Rules, 

2017, talk about the issue of graphical representation.
13

 Rule 26 requires that the trademark 

should be such that it can be presented on paper.
14

 In addition to this, this rule also provides for 

certain conditions to be adhered to, while graphically representing the marks.
15

 

These open-ended definitions of trademarks across jurisdictions have opened a Pandora box for 

non-traditional trademarks. This category of trademarks falls out of the conventional category of 

trademarks, and for good reasons. Apart from fitting into the conventional definitions, these are 

the marks which can be distinguished by other features, such as their unique smell, a particular 

tune or sound attached to them, or the texture or touch of a particular product. Thus, traditionally 

speaking, a trademark would essentially comprise a distinct mark that a product has, which is 

capable of being recognized and judged by the eye. However, since the definition is non-

exhaustive in nature, it may very well include non-conventional trademarks like smell, shape, 

sound marks etc. In line with the same, positive strides have been seen in the Indian context 

when it comes to non-conventional marks.
16

 

II. SIGNIFICANCE OF SMELL MARKS 

“I just love the smell of soil after it rains.” “Yes, even I really like the petrichor fragrance.” Most 

of us are likely familiar with these conversations. One can associate with the above scent being 

talked about is the earthy smell of soil, after rains and is called petrichor. Somewhere, all of us 

have experienced it and admired it. What we do not know however, is a way to describe this 

particular smell to someone who might not be familiar with the smell. 

                                                 
12 Trade Marks Act, §§ 2(zb)(i), 2 (zb)(ii). 
13 Trade Marks Rules, 2017, Rule 25(12)(b) [Hereinafter Trade Marks Rules]. 
14 Id. rule 26. 
15 Id. 
16 See generally ICICI goes Dhin Chik Dhin Chik, secures rights for jingle, NDTV PROFIT (Oct. 29, 2011), 

https://www.ndtv.com/business/icici-goes-dhin-chik-dhin-chik-secures-rights-for-jingle-2285 (India registered 

sound trademark for Yahoo’s yodel, ICICI’s corporate jingle “Dhin Chik Dhin Chik”, Zippo’s windproof lighter). 
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This question has gained more pertinence ever since the emergence of trademarks that cannot 

fit into the conventional boxes of design, packaging or merely looks. It all began with 

trademarking the shape, color and expanded to sound, smell and even taste. While the others 

might be comparatively easier to demonstrate in a product, thus, consequently getting a nod in 

trade mark registration. But when it comes to smell marks, it gets a little tricky. These non-

conventional trademarks are quickly gaining popularity in the civil and common law legal systems 

alike.
17

  

The importance of smell marks comes from the fact that smells or scents are registered so deeply 

in the human brain that it triggers the very memory that is associated with that scent. It comes 

from the fact that the olfactory bulbs lead the scent to reach the hippocampus, and the adjoining 

amygdala of the brain, which is an interesting fact to note, because not even the smell, auditory, 

and tactile information passes through these areas of the brain. It is noted by Rachel Herz, the 

adjunct professor of human behavior and psychiatry at Brown University, that scents are special 

because they bring back memories that might not be so easily recalled.
18

  

Although WIPO does not engage with smell marks in depth, it hints about the same by touching 

on the issue of registrability of smell marks. It provides that smell marks can be registered, 

“however, like any other type of mark, olfactory marks need to pass the test of registrability and 

it has been found that there is no reason to bar the registration of a scent if it functions as a 

trademark for the applicant’s goods”.
19

 In this regard, the WIPO has also given significant 

importance to the fact that “the diversity of signs which enterprises seek to develop as trademarks 

and to use in the marketplace shows that trademark law is subject to a dynamic process from 

which new types of marks may constantly evolve”.
20

 

It is perhaps this strong potential of the smells that lead the manufacturers to attach certain scents 

with their products and thus subtly increase the marketability of their products.
21

 Though these 

are still developing, the law on the subject matter is evolving. There have been cases, where, 

“smell of fresh cut grass” for Tennis Balls
22

, “high impact, fresh floral fragrance of Plumeria 

                                                 
17 Davis Vaver, Unconventional and Well-Known Trade Marks, 1 SING. J. LEG. STUD. (2005). 
18 Yasemin Saplakoglu, Why Do Smells Trigger Strong Memories, LIVE SCIENCE (Oct. 19, 2021), 

https://www.livescience.com/why-smells-trigger-memories.html. 
19 WIPO SECRETARIAT, SCT/16/2, NEW TYPES OF MARKS (2006).  
20 Id. 
21 SMELL, SOUND AND TASTE-GETTING A SENSE OF NON-TRADITIONAL MARKS, 1 WIPO MAGAZINE 5 (2009). 
22 Venootaschap onder Firma Senter Aromatic Marketing’s Application, (1999) E.T.M.R. 429 (Eur.).  
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blossoms” for “sewing thread and embroidered yarn”
23

 and so on would help people to associate 

the products with their particular scents. Hasbro was issued a trademark for the distinctive smell 

of “Play-Doh”.
24

 Thus, it becomes amply clear that if a product smells good, it is likely to be sold 

more. 

Smell acts not merely as a function of the product that aids its sale, but also as a factor that helps 

in distinguishing the product.
25

 It also has a huge impact on human memory, making it a highly 

effective trademark. Whenever people recall a particular smell, they recall a particular object 

associated with that smell.
26

 This memory of a particular smell remains with an individual and is 

very difficult to unlearn.
27

 The major disadvantage with respect to registering smell marks is that 

similar smells can be very difficult to distinguish without any kind of expert guidance which can 

make the whole process an erroneous exercise.
28

 Thus, it is essential that while granting smell 

marks, a balance is struck between the founding jurisprudence of trademark and the significance 

of smell marks in today’s age.
29

   

III. NON-CONVENTIONAL AND CONVENTIONAL TRADEMARKS MARKS: SAME 

FOOTING 

There are certain hindrances which prevail while dealing with registration of non-conventional 

trademarks. However, they can be granted the same status as that of conventional trademarks on 

the basis of satisfaction of the following three criteria: 

1. FUNCTIONS OF TRADEMARK 

The chief functions of trademark law are (a) identification, (b) source, (c) quality and (d) 

advertising.
30

 On fulfilling the above-mentioned requirements, a trademark becomes capable of 

                                                 
23 In Re Celia Clarke, U.S.P.Q. 2d 1238 (1990) (T.T.A.B.). 
24 Sarah Whitten, Hasbro has trade marked the smell of Play-Doh, and your Childhood, CNBC (May 18, 2018, 

12:08 PM), https://www.cnbc.com/2018/05/18/hasbro-has-trademarked-the-smell-of-play-doh.html. 
25 ANDREW BROWN & ANTHONY GRANT, THE LAW OF INTELLECTUAL PROPERTY IN NEW ZEALAND: AN 

EXPOSITION OF THE NEW ZEALAND LAW RELATING TO TRADE MARKS, PASSING OFF, COPYRIGHT, REGISTERED 

DESIGNS, PATENTS, TRADE SECRETS, AND THE FAIR TRADING ACT 1986 (1989). 
26 Faye M. Hammersley, The Smell of Success: Trade Dress protection for Scent Marks, 2(1) MARQ. INTELL. 

PROP. L. REV. 105 (1998). 
27 TRYGG ENGEN, ODOR SENSATION AND MEMORY (1991). 
28 Bettina Ellias, Do scents signify source: An argument against trademark protection for fragrances, 82 

TRADEMARK REPORTER 480 (1992). 
29 Abhijeet Kumar, Protecting Smell Marks: Breaking Conventionality, 21 J. INTELL. PROP. RTS. 129 (2016). 
30 Aakrishti Kumar, Smell Marks: Should India Start Sniffing?, INDIA LEGAL (Dec. 12, 2020), 

https://www.indialegallive.com/special/smell-marks-should-india-start-sniffing/#_ftn5. 
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registration, and whether it is conventional or non-conventional becomes totally immaterial. In 

the case of Qualitex Co. v. Jacobson Products Co. Inc.
31

, it was held that: 

“It is the source-distinguishing ability of a mark-not its ontological status as color, 

shape, fragrance, word, or sign-that permits it to serve these basic purposes. And, for 

that reason, it is difficult to find, in basic trademark objectives, a reason to disqualify 

absolutely the use of a color as a mark.” 

Applying the same logic to smell marks, it is safe to argue that smell marks can very well be 

trademarked. The most important objective of a trademark is to safeguard the business of the 

owner as well as the goodwill attached to such trademark. The court in Cadbury India limited 

and Others v. Neeraj Food Products
32

, while looking into the legislative intent of Trademark law 

held that: 

“The spirit, intendment and purpose of the Trademark legislation is protection of 

the trader and consumer against dishonest adoption of another's well known 

trademark with the intention of capitalizing on the attached reputation and goodwill 

or dishonest adoption of a trademark which is deceptively similar to the well-known 

trademark.” 

Thus, the law encourages production of quality goods by affording them protection. This 

protection very well creates a space for smell marks to fall in the domain as any other 

trademark.  

2. OBJECTIVES OF TRADEMARK 

Trademark law has two major objectives which go hand in hand viz. protection of the public 

from confusion and protection of trademark owner’s business. A smell mark fulfils these very 

objectives and should therefore be accorded protection under the trademark regime. It is highly 

significant that the definition of trademark has been an inclusive one so as to cater to the ever-

evolving technology and innovation in the field. Thus, non-conventional trademarks very well 

meet the merits and are not an alien concept to registration.  

                                                 
31 William M. Landes and Richard A. Posner, Trademark Law: An Economic Perspective, 30 (2) J. L. & ECON. 

265 (1987). 
32 Cadbury India Limited and Ors. v. Neeraj Food Products, 142 (2007) D.L.T. 724. 
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The Trademark Manual has clearly elucidated that non-conventional marks such as sound and 

color are capable of registration. Although, when it comes to smell marks, there is an inherent 

limitation with respect to graphic representation, however, this does not negate the possibility of 

smell marks being trademarked. 

3. ESSENTIALS OF TRADEMARK 

The two essentials as prescribed by section 2(1) (zb) of the Trade Marks Act, 1999 are: (a) 

graphical representation; and (b) distinctiveness. Graphical representation has always been the 

‘insurmountable obstacle’
33

 in respect of trademarking smell marks. Although smell marks can 

be represented in theory, there is a lot of uncertainty when it comes to practicality. At the same 

time, on analyzing the above-mentioned criteria, it can be very well argued that there exists no 

valuable distinction between conventional and non-conventional trademarks so as to devoid the 

latter of registration. The issue of graphical representation, however, has been a consistent rodent 

in this process. Despite this, certain jurisdictions have shown beginning steps towards indulging 

in the domain of smell marks. 

IV. THE EU AND US CRITERIA 

1. POSITION IN EUROPEAN UNION 

When it comes to the European Union [hereinafter ‘EU’], the first council directive was 

introduced in the year 1988.
34

 Thereafter, the Community Trade Mark Regulation [hereinafter 

‘CTMR’], established a system of registration of rights to be followed throughout the EU.
35

 For 

this purpose, the Office for Harmonization in the Internal Market [hereinafter ‘OHIM’] was 

established, “to be responsible for registering and administering Community trademarks”.
36

 

Subsequently, the EU countries built their trademark laws based on this. The UK Trade Mark 

Act, 1994, was also made based on this. The ability of graphically representing the mark is 

considered to be one of the most essential criteria for consideration of a trademark. This is talked 

about in both, the first council directive,
37

 which uses the same definition as used under article 4 

                                                 
33 Danny Friedmann, EU Opens Door for sound marks: will scent marks follow?, 10(12) J. INTELL. PROP. L. & 

PRAC. 931 (2015). 
34 Council Directive 89/104/EEC, 1989 O.J. (L 40) [Hereinafter First Council Directive]. 
35 Council Regulation, supra note 9. 
36 Commission Proposal for a Directive of The European Parliament and of The Council to approximate the laws 

of the Member States relating to Trade marks, 2013/0089 (COD) (Apr. 3, 2013). 
37 First Council Directive, supra note 34. 
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of the CTMR (now European Union Trade Mark [hereinafter ‘EUTM’])
38

 as well as the UK 

Act.
39

 The First Council Directive was repealed as per the 2008 Directive of the European 

Parliament and the Council to approximate the laws of the Member States.
40

 It, however, does 

not mention anything about smell marks. 

As soon as the UK Trade Marks Act was passed, an application to register their scent mark as a 

trademark for “Chanel No 5”, was filed by Chanel. While describing their perfume, Chanel 

attempted to graphically represent smell mark as “the scent of aldehydic-floral fragrance product 

with an aldehydic top note from aldehydes, bergamot, lemon and meroli; an elegant floral middle 

note, from jasmine, rose, lily of the valley, orris and ylang-ylang; and a sensual feminine note 

from sandal, cedar, vanilla, amber, civet and musk. The scent is also known by the written brand 

name No. 5”.
41

 However, the registration was denied principally owing to the fact that the perfume 

was not only a scent mark, but also a finished product, and so could not be deemed a sign of the 

product’s origin.
42

 Simultaneously, two more applications were submitted, one by Sumitomo 

Rubber Co. for “floral fragrance reminiscent of roses as applied to tires”
43

 and the other by 

Unicorn Products for “the strong smell of bitter beer applied to flights for darts”.
44

 Both of them 

were granted registrations. 

a) The Sieckmann Standard 

The European Court of Justice [hereinafter ‘ECJ’] in the controversial German case of Ralf 

Sieckmann v. Duetsches Patent-und Markenamt,
45

 stated that if the sign can be graphically 

represented “by means of images, lines or characters” in a “clear, precise, self-contained, easily 

accessible, intelligible, durable and objective” way, the sign may qualify for registration. These 

seven criteria are known as the “Sieckmann seven-fold test” and they have become the standard 

to determine whether graphical representation is acceptable or not for a trademark.
46

 The 

applicant’s “balsamically fruity with a hint of cinnamon” portrayal of the fragrance label, which 

included an olfactory image, a synopsis, and the chemical formula, did not meet the graphic 

                                                 
38 Council Regulation, supra note 9. 
39 Trade Marks Act, 1999, §1(a). 
40 Council Directive 2008/95/EC, 2008 O.J. (L 299). 
41 Chanel’s No. 5 Application, Oct. 31, 1994 (EU). 
42 Nathan K. G. Lau, Registration of Olfactory Marks as Trademarks: Insurmountable Problems, 16 SING. ACAD. 

L. J. 264 (2004). 
43 EU Trademark Application No. 2001416. 
44 EU Trademark Application No. 2000234. 
45 Case C- 273/00, Ralf Siekmann v. Deutsches Patent-und Markenamt, ECLI:EU:C:2002:748 (EU). 
46 K. C. KAILASAM & R. VEDARAMAN, LAW OF TRADEMARKS AND GEOGRAPHICAL INDICATIONS (1d ed. 2003). 
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representation threshold, according to the ECJ. The Court decided that a chemical formula just 

identifies the substance, not the smell, and declined to obey the requirement that a written 

statement be sufficiently thorough that it does not foster ambiguity, since “balsamically fruity with 

a hint of cinnamon” might be ambiguous.
47

 

Despite the Sieckmann case, the requirement of graphical representation more or less puts the 

registration of smell marks into a slumber. It was thus realized that certain reforms were needed 

in the EU trademark law for which the European Commission invited tender for the study of the 

overall functioning of the trademark system in Europe.
48

 It is evident that the issue of graphical 

representation was a significant matter and can be highlighted by the query raised by European 

Commission: 

“To what extent is the required capability of being represented graphically still a 

relevant and appropriate requirement for a sign to qualify as a trade mark with regard 

to non-traditional trademarks? What could be appropriate alternative requirements 

to establish instead of it?”
49

 

The tender was issued to Max Planck Institute which in its study concluded that “the requirement 

of graphical representation should be deleted”
50

 to widen the representation of non-traditional 

signs. This was affected in 2016, when Council Regulation No. 2015/2424, came into effect, 

amending Council Regulation No. 207/2009 on Community trademark and its corresponding 

Regulation No. 2868/95 of implementation.
51

 This led to the change in the Office for 

Harmonization in the Internal Market [hereinafter ‘OHIM’], which henceforth became 

European Union Intellectual Property Office.
52

The most noteworthy reform remains the 

elimination from the concept of trademarks of the provision of one of the core considerations 

that of graphical representation, as set out in Article 4 of the previous council regulation, laid 

down in principle in Sieckmann.
53

 In this respect, the European Trademark Directive 

                                                 
47 Supra note 21. 
48 EUROPEAN COMMISSION, MARKT/A1/Bud/BF/fm/ (2009) 204180, LETTER OF INVITATION TO TENDER NO. 

MARKT/2009/12/D: STUDY ON THE OVERALL FUNCTIONING OF THE TRADE MARK SYSTEM IN EUROPE (2009). 
49 Id. 
50 MAX PLANCK INSTITUTE FOR INTELLECTUAL PROPERTY AND COMPETITION LAW, STUDY ON THE OVERALL 

FUNCTIONING OF THE EUROPEAN TRADE MARK SYSTEM (2013). 
51 Council Regulation No. 2015/2424, 2015 O.J. (L 341) [Hereinafter Council Regulation 2015/2424]. 
52  Eleonora Rosati, What’s in a name? Today OHIM becomes EUIPO and CTMs becomes EUTMs, THE IPKAT 

(Oct. 21, 2021, 12:44 PM), https://ipkitten.blogspot.com/2016/03/whats-in-name-today-ohim-becomes-

euipo.html. 
53 Council Regulation, supra note 9. 
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[hereinafter ‘EUTMD’], modified the graphic representation criterion and replaced it with the 

Sieckmann requirements, of a mark being “clear, precise, self-contained, easily accessible, 

intelligible, durable and objective”.
54

 The deletion of the graphical representation requirement by 

the European Union paved the way for trademark registration being conducive to innovation. 

Thus, the EU has clearly moved towards a more flexible approach for recognizing non-

conventional trademarks. 

2. POSITION IN UNITED STATES OF AMERICA 

As per the Lanham Act, registration of smell is not precluded.
55

 The US was perhaps the first 

nation to register a smell mark as a trademark. It registered the first smell mark, via the 

Trademark Trial and Appeal Board [hereinafter ‘TTAB’] in 1990, in the case of In Re Clarke
56

 

for the fragrance of “high impact fresh floral fragrance reminiscent of Plumeria blossoms” in 

sewing yarns and threads. TTAB held that the applicant had demonstrated that “customers, 

dealers and distributors of scented yarns and threads have come to recognize the applicant as the 

source of these goods”.
57

 The TTAB had intended for such a determination to apply to a possible 

scent mark that has a one of a kind relationship to the product it serves. And by the same means, 

it has acquired consumer recognition. Later this decision was also cited in a famous case of 

Qualitex Co. v. Jacobson Products Co. Inc.
58

, while observing: 

“Scent marks can be affixed directly to or infused into the product, like the Plumeria 

Blossom-scented yarn or hypothetical raspberry-scented upholstered furniture, or 

could even be affixed as a scratch-and-sniff or scented card.”
59

 

This case is often considered to be a “stunning breakthrough for non-conventional trademarks”.
60

 

The United States Patent and Trademark Office [hereinafter ‘USPTO’] standard follows that 

“the amount of evidence required to establish that a scent or fragrance functions as a mark is 

substantial”.
61

 The US has a broader approach in this regard, as compared to other jurisdictions. 

                                                 
54 Council Regulation 2015/2424, supra note 51. [See explanatory statement no. 9]. 
55 Abhijeet Kumar, supra note 29, at 7. 
56 In Re Clarke, 17 U.S.P.Q, 2d 1238 (T.T.A.B 1990). 
57 TRADEMARKS AND BRANDS: AN INTERDISCIPLINARY CRITIQUE 95 (Lionel Bently, Jennifer Davis et al. eds., 

2008). 
58 Qualitex Co. v. Jacobson Products Co. Inc., 131 L. Ed. 2d 248:514 U.S. 159 (1995). 
59 Id. at 164. 
60 Jerome Gilson & Anne Gilson LaLonde, Cinnamon Buns, Marching Ducks and Cherry-Scented Racecar 

Exhaust: Protecting Non-Traditional Trademarks, 95 TMR 773 (2005). 
61 TMEP § 1201.13 (Oct. 2018) (U.S.A). 
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As of now, ten smell marks have been registered by the USPTO. In the United States, it must 

be supplemented that the scent has no functional use other than to differentiate and identify the 

brand from others.  

The USPTO has been quite liberal in its approach. This is supplemented by the fact that a 

footwear business has been granted trademark protection for the coconut aroma they use in their 

stores.
62

 However, the same has been canceled owing to certain procedural formalities. Apart 

from this, various other trademarks have been granted in the US in relation to smell trademarks. 

Verizon registered smell mark for their electronic products,
63

 Grendene for their line of bubble 

gum-scented jelly sandals
64

, Lactona Corporation for their toothbrushes with impregnated scent 

of strawberries
65

 etc. Thus, it is safe to say that the position of smell marks is permissible due to 

both the statutory provisions as well as judicial pronouncements.
66

  

V. THE INDIAN SCENARIO 

So far as the registration of trademark in India is concerned, a “graphical representation” of the 

mark is a sine qua non.
67

 The Indian definition, though does not specifically mention the non-

conventional trademarks, does carry them within its ambit because the definition is inclusive, 

thereby making way for inclusion of smell, sound, color marks and non-conventional trademarks 

of the kind. In addition to this, the Draft Manual on Trade Marks [hereinafter ‘Draft Manual’], 

relating to the practice and procedure of registering trademarks in India, happens to talk about 

non-conventional trademarks as well.
68

 The Draft Manual has been drafted by the Trademarks 

Office to provide clarity in the filing procedure and making it easier for applications to file 

trademark registration applications. In respect of smell marks, the Draft Manual explicitly 

provides: 

“Consumers of such fragranced goods are unlikely to attribute the origin of the 

products to a single trader based on the fragrance. Whatever may be the case, for 

                                                 
62 U.S. Registration No. 4113191. 
63 Eric C. Turnbull, Yes, You Can Trademark Smells, But It’s Not Easy O’REILLY RANCILIO P.C. (Apr. 13, 2018) 

https://www.orlaw.com/intellectual-property/2018/04/13/yes-can-trademark-smells-not-easy/, see also: U.S. 

Registration No. 4618936 (Oct. 7, 2014). 
64 U.S. Registration No. 4754435. 
65 U.S. Registration No. 3332910. 
66 Abhijeet Kumar, supra note 29, at 7. 
67 Trade Marks Act, 1999. 
68 CONTROLLER GENERAL OF PATENT DESIGN & TRADEMARKS, A DRAFT OF MANUAL OF TRADE MARKS - 

PRACTICE AND PROCEDURE (2015).  
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purposes of registration as a trade mark, unless the mark is ‘graphically represented’ 

it will not be considered to constitute a trade mark.” 

Thus, it is made sufficiently clear that smell marks have to be graphically represented as well.
69

 

Despite the fact that the Draft Manual has not been integrated into the Trade Marks Act of 1999, 

it remains the only source of information on the situation of non-conventional trademarks in 

India and hence cannot be discounted. 

In India, the registration process of non-conventional trademarks is quite a meticulous job, as 

India follows a regime similar to the one followed by the EU, thus raising the standards for the 

graphical representation of the trademark. Though the standards are identical to the ones 

followed in the UK, Indian courts have their freedom to interpret and modify the application of 

law from that of the UK Trademark Laws.
70

 Besides, the UK courts themselves follow the 

precedents set by the ECJ.
71

  India, therefore, needs to focus on reaching an arrangement that 

allows a more ‘open-system’ of setting criteria for granting trademark to smell marks. This is 

because, though the frequency of trade marking non-conventional marks has not picked up the 

pace of conventional ones, it can be safely presumed that the demand for non-conventional 

trademarks is likely to increase in the coming future.
72

 

1. THE PHANTOM OF GRAPHICAL REPRESENTATION 

The registration of trademarks in India is done on the basis of the Trade Marks Act, 1999 and 

the Trade Mark Rules, 2017. A trademark, to be eligible for registration has to comply with the 

requirements mentioned in these. For registration, a trademark should be: 

a) Distinctive 

b) Capable of visual/graphical representation 

c) Capable of serving as an identifier of the source 

d) Must not cause confusion in the minds of the public 

e) Must not be deceptive to the public 

                                                 
69 Id at 86. 
70 Dev Gangjee, Non-Conventional Trade Marks in India, 22(1) NAT’L L. SCH. IND. REV. 67, 70 (2010). 
71 Id. 
72 Id. at 71. 
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The registration of smell marks is among the most difficult one because as per the above-

mentioned criteria, the mark cannot be visually or graphically represented. Furthermore, there 

also exists a confusion because of the different standards in different countries when it comes to 

smell marks. What is mentioned to describe it usually, is the chemical formula, but that does not 

suffice the requirement of describing it without posing confusion, because the chemical formula 

describes the substance and not the exact smell.  The same has also been upheld by the ECJ.
73

 

The requirement is for the smell to be precise and non-confusing with the other smells. This 

condition is in place so that infringement rights, if any, can be correctly determined, may be 

properly evaluated, and all interested third parties can completely comprehend the nature of the 

mark based on the graphical representation.
74

 

So, the products that are verbally able to describe the smell in a clear and unambiguous manner 

can be allowed to be registered. Also, this requirement to represent a mark graphically also comes 

from the place of reason that the Registration Office for the trademark has a record of thousands 

of trademark applications, and keeping a sample of each would be quite unfeasible. A case in 

this regard, emphasizing on registration, has thus held that: 

“It is essential for traders to be able to identify with clarity what the registered trade 

mark is. The first question that arises when infringement is in issue is whether or not 

the alleged infringing mark is identical to the trade mark registered. If it is, and is 

used in relation to the same goods, the trade mark has an absolute monopoly. 

Where, however, the mark is not identical but merely similar, the monopoly is 

restricted to uses, which create the necessary likelihood of confusion on the part of 

the public. This is the fundamental aspect of the law and it is for this reason that the 

graphical representation, being the means by which the trade mark is defined, must 

be adequate to enable the public to determine precisely what the sign is that is the 

subject of registration.”
75

 

In another case,
76

 it has been summarized that the graphical representation was: 

                                                 
73 Siekmann, Case C- 273/00. 
74 Abida Chaudri, Graphically Speaking: Registering Smell, Colous and Sound Marks in the UK and Europe, 157 
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75 Swizzles Matlow Ltd., (1999) R.P.C. 879, 885. 
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“An imperative necessity for conducting the examination and registration procedure, 

including the search, and is commanded by the interests of the public and all owners 

of registered rights such as, for example, the owners of earlier trade mark rights who 

wish to determine the scope of protection of the application, and, finally, with regard 

to possible opposition proceedings.” 

However, there are certain instances where courts have laid down reasonings and criteria for 

granting registration to non-conventional trademarks. 

a) Judicial Recognition of Non-Conventional Trade Marks 

In cases of non-conventional trademarks also, the courts look at essentially the same checklist as 

the one which exists in cases of conventional trademarks. In addition to this, in the case of smell 

marks, it has also been seen that the condition that smell should be clear enough so as not to 

make any ambiguity in the consumers’ mind, and this has been emphasized time and again in 

many cases. Ever since the Sieckmann case, the question as per what all connotes the graphical 

representation of the smell had also been a matter of great discussion throughout the evolution 

of trademark law in this regard. Thus, different views were seen in different cases, obviously 

giving due regard to the merit of each case accordingly. Any confusion as to what could be a 

criterion to grant a particular smell mark can be understood from the cases discussed hereinafter. 

Firstly, in Venootschap Onder Firma Senta Aromatic Marketing Application,
77

 the registration 

was sought with regard to the smell of “freshly cut grass” from tennis balls. Despite the fact the 

application was first denied on the ground that the fragrance of “freshly cut grass” may mean 

differently to different class of people, the Second Board of Appeal eventually approved, while 

holding that: 

“The question then arises whether or not this description gives clear enough 

information to those reading them to walk away with an immediate and unambiguous 

idea of what the mark is when used in connection with tennis balls.”
78

 

“The smell of freshly cut grass is a distinct smell which everyone immediately 

recognizes from experience. For many, the scent or fragrance of freshly cut grass 

                                                 
77 Venootschap, supra note 22. 
78 Id. ¶ 13. 
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reminds them of spring, or summer, manicured lawns or playing fields, or other such 

pleasant experiences.”
79

  

“The Board is satisfied that the description provided for the olfactory mark sought 

to be registered for tennis balls is appropriate and complies with the graphical 

representation requirement of Article 4 of the CTMR.”
80

  

Thus, it can be simply put that the smell in this case was distinctive, and the consumer could 

instantly recognize the product. On the same grounds, “the strong smell of bitter beer” for flight 

of darts,
81

 and “a floral fragrance/smell reminiscent of roses” for tires
82

 was allowed registration in 

the UK.  

Contrary to the above case though, in another case where the registration was sought for an 

“essence of cinnamon” for furniture
83

, the olfactory mark for the same was not granted, because 

of the lack of clarity in the description of the smell. The problem here, as per the board, was that 

the applicants pre-supposed the familiarity of the consumers with the smell of cinnamon. So, in 

this case, a cook’s perception of the smell could be different from that of a person consuming 

just cinnamon flavored food or drinks. Moreover, the description failed to mention if the 

“essence of cinnamon” was synonymous to the actual smell, or was any different. In this case, the 

chromatographic analysis of the given fragrance was likewise rejected. 

Accordingly, while citing Venootschap case, it was held that: 

“I can see the force of this when it comes to the smell of fresh cut grass, but I believe 

that this is an approach that should be viewed with caution. It should be remembered 

that trade mark registrations can last an indefinite period of time and signs that are 

well known today may be less well known in years to come. Admittedly, this probably 

does not apply to freshly cut grass.”
84

 

VI. LIMITATIONS OF SMELL MARKS 

                                                 
79 Id. ¶ 14. 
80 Id. ¶ 15. 
81 Supra note 44. 
82 Supra note 43. 
83 R v. John Lewis, [2001] R.P.C 28. 
84 Supra note 22, ¶ 17. 
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Though the evolution of smell marks as non-conventional trademark will undoubtedly help to 

open new vistas in the marketability of products, promoting competitive practices, there come 

certain limitations appendaged to smell marks because of their non-conventional properties. In 

addition to posing difficulties in being graphically presented, the smell marks have also been 

touted as being quite subjective, because of the varying perception of people to scents. They keep 

changing as per the physical and mental sensitivity of a person. In addition to this, it is quite 

infeasible to store samples, as they might fade overtime due to factors like temperature, and other 

weather conditions.
85  

Marks are also rendered unsuccessful in their supposed function, as they 

create a “likelihood of confusion.” This happens when they are so strikingly similar to a product 

that the consumers cannot distinguish between two different products.
86

 A criticism leveled 

against scent marks is also that they do not possess a uniformity, a prerequisite for making a scent 

worthy of trade mark protection.
87

 The marks are also open to interpretations. So, it becomes 

clear that in order to secure the future of smell marks as a concrete trade mark, it is important to 

reach a consensus on the method of graphically representing them. 

1. FUNCTIONALITY DOCTRINE 

Among the biggest impediments with regards to the marks lie the debate surrounding the 

functionality doctrine, which does not grant a mark to a product which has scent or smell as its 

essential function. As per this doctrine, a product’s attributes which are intrinsically a function of 

it, are eligible for protection. The essence of this doctrine is that no one gets monopoly over an 

essential feature of the product, which would in turn become anti-competitive.
88

 The reasoning 

behind this is that this may lead to a rampant product piracy of well-known perfumes, leading to 

anti-competitive practices, with little legal recourse being available to that. However, the 

application of this doctrine to smell marks poses certain concerns.  

If we apply this doctrine in the domain of smell marks, then the functionality of a scent cannot 

be used as a natural attribute of the product.
89

 Scents, on the basis of the purposes they serve can 

be divided into “primary scents” and “product scents”.
90

 Since in the case of the former, the 
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primary reason for a consumer to buy a product is because of its smell, perfumes, essential oils, 

potpourri etc. fall in the former category. The product scents refer to the scent being the 

secondary characteristic of a product meant primarily to serve some other function. In this 

category, soaps, shampoos, cleaners etc. will fall.
91

 The scents are also recognized on the basis of 

their technical functionality (like in Odomos, All-Out etc.) instead of aesthetic functionality like 

those in perfumes.
92

 The requirement that the smell mark has to be non-functional and distinct 

can pose a hurdle in getting a lot of innovative scents protected.
93

 Thus, in case of smell marks, 

certain exceptions can serve as criteria to register them, depending on case-to-case basis. 

However, here also lies a sort of an irony because the perfumes, which are unique in themselves, 

can be replicated without there being a legal action for the same. It becomes ironic in the sense 

that the functionality doctrine was developed to reduce anti-competitive practices. Considering 

the case of the renowned perfume Chanel No. 5, which was denied trademark.
94

 The functionality 

doctrine can also sabotage the scent mark applications in multiple ways. For instance, in 2013, 

pharmaceutical company, Pohl-Boskamp GmbH & Co. KG applied to register the “flavor and 

scent of peppermint” for a nitroglycerin spray that treated chest pain.
95

 While examining the 

application, it was found that the flavor of peppermint made the “Nitro lingual pump spray” 

product more effective at treating angina, was termed functional, by the TTAB, and was therefore 

rendered ineligible.
96

 Thus, conforming to the functionality doctrine would render smell marks 

mostly ineligible for registration as a trademark. 

2. DESCRIPTIVE IN NATURE 

Contrastingly, the trademark in case of generic scents is not registrable. So, is the case with 

descriptive smell marks. The reason for this could be well understood from the fact that a generic 

mark is used to represent the entire product class. So, a scent, in spite of being initially distinct, 

may not remain so, if it becomes generic by a gradual use over the course of time. For example: 

paper towels that originally are used to clean surfaces are also marketed as lemon-fragranced, a 

scent associated with freshness, would eventually be asked by the customers not because of its 

primary purpose of cleaning surfaces, but because of its fresh citrus fragrance. Thus eventually, 

                                                 
91 Id.  
92 Supra note 48.  
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the lemon smell loses its uniqueness as an identifier for many consumers of the paper towels and 

starts to generically represent a new class of products: lemon scented towels.
97

 

Similarly, descriptive marks cannot get trademark protection simply because they impart some 

valuable information, thus also allowing competitors to market their goods and services.
98

 They 

are excluded so that they can be used without any disruptions, so as to promote competition in 

the market.
99

 Descriptive marks become problematic in so far as they furnish information about 

the product without levying further expenses. They are thus excluded from trademark 

registrability, as is also provided in the CTMR.
100

 The Lanham Act also refuses registration on 

this ground.
101

 

3. SUBJECTIVE NATURE 

There are various factors which play a role in determining a smell. This can range from how one 

perceives or understands a smell to someone’s health and physical conditions. This would also 

lead to subjectivity in the authorities while determining smell marks. It is agreed upon there can 

be no straight jacket formula to streamline this individual receptibility of individuals. The issue 

of subjectivity comes into picture while the scent is being described, thus leading to the 

“likelihood of confusion”. This also raises questions about checking the smells in the cases of 

infringements, as to who would be qualified enough to differentiate between scents and decide 

the cases accordingly. In case of Sherrell Perfumers Inc. v. Revlon Inc.,
102

 the court held that 

unless there is a single well recognized method to identify scents, people are bound to get 

confused as new scents enter the market. Proving infringement would also be a difficult task in 

such situations. 

4. CHEMICAL FORMULA INSTEAD OF GRAPHICAL REPRESENTATION 

As discussed earlier, graphical representation is a consistent issue with respect to smell marks. 

Thus, a shift to using chemical formula as a ground for registration was taken into consideration. 

However, acceptance of chemical formula to describe the scent has been a debatable issue. In 

these cases, arguments like the formula being incomprehensible by normal people should ideally 
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102 483 F. Supp. 188 (S.D.N.Y. 1980) (U.S.A.). 



2022 THE NUALS INTELLECTUAL PROPERTY LAW REVIEW 38 

 

  

pose no hindrance in its ability of being represented through a chemical formula. Merely because 

the consumers might not clearly understand the registration process, should be no impediment 

in the process of legal protection.
103

 However, a major stride has been made in this regard, since 

2017 when the requirement of graphical representation was made no more mandatory. Thus, 

changing the criteria of graphical representation, the EUTMD replaced it with the Sieckmann 

criteria, of a mark being “clear, precise, self-contained, easily accessible, intelligible, durable and 

objective”, thereby holding that: 

“In order to allow for more flexibility while also ensuring greater legal certainty 

with regard to the means of representation of trade marks, the requirement of 

graphic representability should be deleted from the definition of an EU trade 

mark. A sign should be permitted to be represented in any appropriate form using 

generally available technology, and thus not necessarily by graphic means, as long 

as the representation is clear, precise, self-contained, easily accessible, intelligible, 

durable and objective.”
104

 

Thus, adoption of a criterion like the US of there being a written and clear description of the 

mark, in lieu of a drawn image will facilitate registration of more marks.
105

 Also, the WIPO has 

laid down that the process of registration of smell marks must follow a different route than the 

rest of the trademarks.
106

 Thus, India should also make certain amendments in its trademark 

regime so as to recognize smell marks. 

VII. CONCLUSION AND WAY FORWARD 

The potential offered by the smell marks, their unique properties, cannot be undermined in the 

coming future. The olfactory senses being one of the strongest in humans, as has been noted 

time and again can play a crucial role in helping the consumers memorize and recall a product 

by its smell. They also play an important role among the visually impaired consumers. Similar 

smells can be distinguished by way of electronic sensory analysis. Additionally, the usage of 

technologically advanced smell sensors could be helpful in overcoming the limitation which 

graphical representation presents. Numerous technologies like the Gas Chromatography, E-
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Nose
107

 etc. to name a few, are being developed and could well be used in taking specimens of 

scents for this purpose.  

Smell marks also face an issue of durability. It is a given fact that the intensity of smell diminishes 

overtime and thus, there would be huge inconsistency in the sample deposition of smell marks. 

Additionally, the role of climatic conditions cannot be negated. However, the same can be 

countered by making sample collection feasible from local laboratory suppliers on a specified 

timeline. Another possible way out is the usage of ‘scentography’. It is an equipment which can 

store smell in nanoscopic quantities which can later be used as per the requirements.  

Sensory evaluation could also be used for determining different smells and their distinctiveness. 

It involves the statistical examination of human senses, particularly smell, for the purpose of 

appraising consumer items. A group of human assessors is put to the test, and an organization 

learns about the product’s insights based on the findings. This process involves three tests, i.e. 

analytical testing; affective testing and perception testing. Analytical testing involves asking certain 

questions about the product in order to acquire objective information about it. Affective testing 

involves surveying a small number of people who are asked to describe or assess a scent. Lastly, 

perception testing looks at the physiological as well as psychological elements of scent. Similarly, 

scentography as a process of artificially reproducing a fragrance using chemical and electrical 

technologies in order to create and save aroma could also be utilized. A prototype of a camera 

named ‘Madeleine’ was invented by Amy Radcliffe with this objective and could capture the 

odour.
108

  

Digital Scent Technology could also be a viable option. This is a branch of engineering that deals 

with the representation of odours. This technology essentially focuses upon transmitting “scent-

enabled” digital content including video games, web pages and movies. A virtual reality mask was 

unveiled by a startup named “FeelReal” in 2015. This mask came with a cartridge that smelled 

like, among other things, the ocean, powder, jungle, flowers, fire, grass and metal. These odours 

are produced via Bluetooth-connected odour-generating vents that are powered by a four-hour 

battery life cycle. 
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These technologies might help to create a database or record of sorts for the olfactory marks, 

which could be of help in the commercial market. Methods like breaking down the product to 

its structural formula, which mentions each chemical in its pure form can be adhered to, while 

recording the smell in words. Such a parallel can be drawn by seeing the representation of a 

musical note, which might not be “immediately intangible”.
109

 However, in the meantime, while 

these technologies are being made friendlier to use, criteria for accepting smell marks can be 

tweaked to accommodate certain unique scents, just like in Venootschap case, “the smell of 

freshly cut grass” was held to be clear and easily identifiable by people. So, in cases where the 

scents match this criteria, positive results can be seen. The criterion for approval of these marks 

would be better judged on a case-to-case basis.  

In the Indian context, there is a hitch in the way of development of smell marks as registered 

trademarks. Major reason for this is the fact that the Trademark Rules of 2017, despite being 

revised, do not do away with the requirement of mandatory graphical representation of the mark, 

which is a rudimentary step in the direction of inclusion of smell-marks, even though they do 

mention other non-conventional marks. The Rules need an overhauling to accommodate some 

method of inclusion of smell marks other than the criterion of graphical representation. As is 

known to us, the EU and USA have also made certain exceptions, in favor of this exceptional 

mark. We also know that the Indian trademark definition, as well as the TRIPS definition, both 

are inclusive in nature. Thus, it is imperative that this loophole be filled at the earliest. 

As per the guidelines of TRIPS and other international instruments on IP, a harmonization of 

trademark systems to ease and streamline the process is much needed in today’s time. The 

Singapore Treaty on the Law of Trademarks, 2006 and the regulations of 2011 on this treaty 

have spearheaded recognition of non-conventional trademarks.
110

 The WIPO can come up with 

a set of guidelines that apply uniformly to non-conventional trademarks in particular.  Especially 

when it comes to non-conventional trademarks, it is pertinent that there are a set of guidelines 

that apply commonly to all, in the interest of global trade. A set criterion is all the more important 

to seek just remedy in cases of infringements of non-conventional marks. The trademark 

regulations in India were revamped to be in compliance with TRIPS. However, various countries 

like the EU have undergone significant changes to keep up with technology and innovation. It is 

essential that the scope of Indian trademark law must also expand to include the practical issues 
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that arise when applicants attempt to meet the main requirement: graphical representation. It is 

the need of the hour that the trademark regulations be changed to allow for other types of atypical 

trademarks to be considered. Though positive strides have been seen in the Indian context when 

it comes to other non-conventional marks like shape
111

 and sound,
112

 when it comes to smell 

marks, it is time for India to be more receptive. 

** 
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ABSTRACT 

The present piece of writing attempts to enquire how the concept of Reputation in 

Geographical Indications Law is envisaged under the Indian law and what insights 

India can gain from the international legal landscape. Geographical Indications (GI) 

refers to signs that are used to identify the origin and quality, reputation or other 

characteristics of the product. GIs essentially link a product to a place. There are 

three ways one can establish the link between the product and a place, that is, through 

‘quality’, ‘reputation’ or ‘other characteristics’.    

Part I deals with the legislative and judicial jurisprudence developed to understand 

how reputation stands articulated and its inadequacy. Part II looks at international 

debates and discussions surrounding reputation to gain insight into the various 

dimensions of the notion of reputation that can be incorporated by countries into their 

domestic legislation. Part III, based on the international perspective on reputation, 

suggests amendments that are to be incorporated into the GI law in India. Part IV 

concludes with a cautionary note that the non-insistence of a strict standard for 

reputation can lead to ineligible GIs getting registration, which in turn will affect the 

entire GI ecosystem of India. 
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INTRODUCTION 

Geographical Indications (GI) refer to a sign used on a product that has a specific geographical 

origin and possesses qualities or reputation or characteristics that are due to that origin.
1

 GIs 

essentially links a product to a place.  

In March 2020, the Deputy Registrar of the Geographical Indications Registry in India issued an 

order refusing the registration of the GI Mizo Banana (Long Cavendish).
2

  The order quotes the 

IPAB decision that the basic foundation of GI protection is rooted in geography and reputation 

of the product associated with the cultivation area. It highlights the importance given to the 

element of reputation. The order touches on certain aspects of reputation but does not contain 

an in-depth discussion on what exactly is the concept of reputation under the Geographical 

Indications of Goods Act 1999 (hereinafter, “the Act”, “the GI Act”).
3

  

In the Indian context, reputation as a link thus requires an in-depth understanding owing to three 

main reasons; first, because it is the least discussed and relatively ignored one of the three links 

that form the basis for granting of a GI. The second is due to the general loosening of the 

reputation requirement as there is less scrutiny when it comes to the assessment of reputation.
4

 

Third, since India has taken the stand that reputation is a mandatory and crucial criterion for 

getting registration,
5

 its role in the entire process of protection of GI has assumed more 

significance.  

Owing to the multi-faceted nature of the concept of reputation, this article will focus on answers 

to the following specific questions.  What is reputation or the parameters for assessing 

reputation? How is reputation evaluated, i.e., the documents to be relied on in determining 

reputation? From whose perspective should reputation be considered - Should it be from the 

                                                 
1 Geographical Indications, WORLD INTELLECTUAL PROPERTY ORGANISATION (Nov. 7, 2021, 10:00 AM), 

https://www.wipo.int/geo_indications/en/.  
2 Mizo Banana (Long Cavendish), (2020), Order of Deputy Registrar of Geographical Indications Registry, 

Chennai, (Nov. 13, 2021, 11:00 AM), http://ipindiaservices.gov.in/GIRPublic/Application/Details/637.  
3 Id. 
4 Dev S. Gangjee, From Geography to History: Geographical Indications and the Reputational Link, in 

GEOGRAPHICAL INDICATIONS AT THE CROSSROADS OF TRADE, DEVELOPMENT AND CULTURE - FOCUS ON ASIA 

PACIFIC 37, 38 (Irene Calboli & Wee Loon Ng-Loy eds., 2017). 
5  See Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications, WORLD 

INTELLECTUAL PROPERTY ORGANISATION (Nov. 11, 2021, 10:00 AM), 

https://www.wipo.int/policy/en/sct/#:~:text=The%20SCT%20was%20created%20in,of%20national%20laws%2

0and%20procedures;  See also WIPO SECRETARIAT, COMPILATIONS OF REPLIES TO THE QUESTIONNAIRE I ON THE 

NATIONAL AND REGIONAL SYSTEMS THAT CAN PROVIDE A CERTAIN PROTECTION TO GEOGRAPHICAL INDICATIONS 

(2021), https://www.wipo.int/edocs/mdocs/sct/en/sct_40/sct_40_5.pdf.  
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viewpoint of producers or the general public or prior/potential consumers of GI and if so, from 

which section? And further should reputation be local or national, or is there a requirement for 

an international reputation for the GI product in question? Furthermore, what is the jurisdiction 

in which reputation is to be assessed in case of foreign GI applications? 

CONCEPT OF REPUTATION: THE INDIAN LEGAL LANDSCAPE 

In India, the primary statutory instruments governing the GI legal regime are the Geographical 

Indications of Goods Act 1999, the Geographical Indications of Goods Rules 2002 (hereinafter, 

“the Rules”) and Manual of Geographical Indications, 2011 (hereinafter, “the Manual”). The key 

to uncovering the concept of reputation in the Indian context can be found under the instruments 

mentioned above.  Under the GI Act, the definition of GI recognises reputation as a link between 

the product and the place.
6

 Neither the GI Act, the Rules nor the Manual define the terminology 

reputation nor do the instruments prescribe parameters for ascertaining it. Nevertheless, one gets 

certain clues about the notion of reputation. 

The GI Act provides that the reputation has to have a link and should be essentially attributable 

to the geographical origin.
7

 So, reputation must arise from the geographical origin of the product, 

at least essentially if not exclusively.  

The Rules state that in the case of products that request additional protection, the reputation 

shall be measured on a global scale.
8

  Does this mean that for products not claiming additional 

protection an international reputation of the good is not required? No clarification on the same 

is provided. Still, one can assume that since global reputation is explicitly required for products 

claiming additional protection for products not claiming additional protection, a global reputation 

is not required. 

The Rules and Manual further help one deduce that reputation is to be proved by way of 

historical records in the form of documentary evidence.
9

 One gets no further exposition regarding 

reputation under the statutes. 

                                                 
6 Geographical Indications of Goods (Registration and Protection) Act, 1999, § 2(1)(e). 
7 Geographical Indications of Goods (Registration and Protection) Act, 1999, § 2(1)(e). 
8 Geographical Indications of Goods (Registration and Protection) Rules 2002, Rule 79; See also Geographical 

Indications of Goods (Registration and Protection) Act, 1999, § 22(2). 
9 See Geographical Indications of Goods (Registration and Protection) Rules 2002, Format of Form GI 1.  
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To gain additional insights into the legislative intent behind the concept of reputation, a look at 

the legislative debates and discussions surrounding the GI Bill, 1999 might be of use. The Lok 

Sabha, Rajya Sabha debates and the Notes on Clauses form the chief sources of the legislative 

intent behind the enactment of the GI Act which was introduced as GI Bill in 1999.
10

  

An in-depth analysis of the three documents reveals that neither the debates in the Lok Sabha or 

Rajya Sabha nor the Notes on Clauses prepared by the Department of Industrial Development, 

Ministry of Commerce and Industry delves into the concept of reputation in detail.  The only 

passing references are that GI products enjoy a historical reputation and the reputation is 

associated with the goods.
11

 Further, the Bill seeks to prevent confusion for the purchasers of the 

GI goods.
12

 It is not surprising that the legislative discussions on the Bill remained peripheral 

because the subject matter of GI was new at that time for India and the legislature did not have 

the requisite knowledge or expertise to explore different aspects in detail. 

Having understood the paucity of legislative guidance on the notion of reputation, a perusal of 

the judicial jurisprudence is necessary. It is to be noted that very few cases on the subject matter 

of GI have reached the superior courts of the country. As of now, there are no judicial decisions 

of the superior courts in India which explore or clarify the concept of reputation under the GI 

Act.
13

 But the order of the Deputy Registrar of GI (which though is only a quasi-judicial body) in 

the Mizo Banana case is of relevance. In this case, the order makes one crucial observation that 

the reputation of a GI can be proved by way of historical data alone.
14

 Therefore, one can 

understand that the reputation of the GI is based on the historical evolution of the product. 

CONCEPT OF REPUTATION: INTERNATIONAL SCENARIO 

                                                 
10 See LOK SABHA, LOK SABHA DISCUSSION ON THE GEOGRAPHICAL INDICATIONS OF GOODS (REGISTRATION AND 

PROTECTION) BILL, 1999 (1999), http://164.100.47.194/Loksabha/Debates/Result13.aspx?dbsl=6873. See also 

RAJYA SABHA, RAJYA SABHA DISCUSSION ON THE GEOGRAPHICAL INDICATIONS OF GOODS (REGISTRATION AND 

PROTECTION) BILL, 1999 (1999), See also DEPARTMENT OF INDUSTRIAL DEVELOPMENT, MINISTRY OF COMMERCE 

AND INDUSTRY, NO. 12(56)/97-PP&C, NOTE FOR CONSIDERATION OF THE CABINET ON THE GEOGRAPHICAL 

INDICATIONS OF GOODS (REGISTRATION AND PROTECTION) BILL, 1999. 
11 See RAJYA SABHA, supra note 10. 
12 See DEPARTMENT OF INDUSTRIAL DEVELOPMENT, MINISTRY OF COMMERCE AND INDUSTRY, supra note 10, at 

31. 
13 See Tea Board, India v. ITC Limited, (2019) 1 CALLT 538 (HC). 
14 DEPUTY REGISTRAR OF GEOGRAPHICAL INDICATIONS, GEOGRAPHICAL INDICATIONS REGISTRY, CHENNAI, 

GEOGRAPHICAL INDICATIONS APPLICATION NO. 637, ORDER ON MIZO BANANA (LONG CAVENDISH) 4 (2020) 

https://search.ipindia.gov.in/GIRPublic/Application/ViewDocument. 
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The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS) is the most 

crucial international instrument on geographical indications to which India is a signatory.
15

  

Part II Section 3 of the TRIPS Agreement deals with the subject matter of Geographical 

Indications. The Agreement considers reputation as one of the links between the product and 

the geographical origin but neither defines nor elaborates on it.
16

 So it is the complete flexibility 

of the individual member countries to define and construe reputation according to their domestic 

needs.  

Even so, discussions surrounding the TRIPS Agreement and its interpretations provide some 

useful insights which countries can rely on to understand the international perspective on 

reputation. The negotiating history suggests that in the TRIPS Agreement, the concept of 

geographical indications was purposely construed as distinct from that of appellation of origin by 

allowing reputation to be an independent link.
17

  

The concept of the appellation of origin under the Lisbon Agreement, 1958 considers reputation 

as based on the quality and characteristics of the product that is as a dependant link.
18

 But the 

recent supplementary Lisbon Agreement, 2015 incorporates both the TRIPS and Lisbon 

Agreement, 1958 notions of reputation.
19

 For a deeper understanding of the concept of 

reputation under the TRIPS Agreement, the STC reports are worth mentioning as it brings to 

light multiple dimensions on reputation.
20

  

Reputation is seen as the public’s association of a product with a particular territory because the 

public believes that the product has particular characteristics.
21

 Reputation is also viewed as being 

                                                 
15 India to US: Will not tighten IPR rules beyond TRIPS mandate, THE HINDU BUSINESSLINE (Jan. 16, 2018), 

https://www.thehindubusinessline.com/economy/policy/india-to-us-will-not-tighten-ipr-rules-beyond-trips-

mandate/article9246323.ece#:~:text=India%20is%20a%20signatory%20to,to%20a%20product%20patent%20o

ne. See also LATHA R NAIR & RAJENDRA KUMAR, GEOGRAPHICAL INDICATIONS - A SEARCH FOR IDENTITY 13-21 

(2005). 
16Agreement on Trade Related Aspects of Intellectual Property Rights, Apr. 15, 1994, 1869 U.N.T.S 3; 33 

I.L.M. 1197 (1994) [hereinafter TRIPS Agreement]. 
17See, UNITED NATIONS CONFERENCE ON TRADE AND DEVELOPMENT - INTERNATIONAL CENTRE FOR TRADE AND 

SUSTAINABLE DEVELOPMENT & UNCTAD-ICTSD PROJECT ON IPRS AND SUSTAINABLE DEVELOPMENT, 

RESOURCE BOOK ON TRIPS AND DEVELOPMENT 276, 287-288 (1d. ed. 2005). 
18 Lisbon Agreement for the Protection of Appellations of Origin and their International Registration, Oct. 31, 

1958, revised 1967, amended 1979, 923 U.N.T.S 205 (1958). 
19 Geneva Act of the Lisbon Agreement for the Protection of Appellations of Origin and Geographical Indications, 

May 20, 2015. 
20 WIPO SECRETARIAT, STANDING COMMITTEE ON THE LAW OF TRADEMARKS, INDUSTRIAL DESIGNS AND 

GEOGRAPHICAL INDICATIONS - GEOGRAPHICAL INDICATIONS 6-7 (2003), 

https://www.wipo.int/edocs/mdocs/sct/en/sct_10/sct_10_4.pdf. 
21 Supra note 17, at 290. 
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closely linked to the historical origin of the product. Therefore any description of reputation 

should necessarily contain the historical evolution of the product within the geographical area.
 22

  

The reputation is based on the ability of the product to distinguish itself from other products. 

The stronger the distinguishing factor, the better will be the reputation of the product, whereby 

it would be easier to prove that the product has specific features and is distinguishable in a family 

of products. The specific features that have enabled the product from a particular point of time 

in history to the present to acquire an identity become its established reputation. The strength of 

the link, therefore, is a subjective criterion to be assessed on a case to case basis.
23

  

The basis of reputation is, thus the consumer’s perception of the product that is their ability to 

distinguish it from other similar products. In certain jurisdictions, the emphasis is on the 

economic value of reputation, which has been built through large investments. The criteria for 

assessing reputation is to be construed from the consumer’s perception of the product, their 

ability to distinguish it from other similar products, and the fact that the product has a high 

economic value in the minds of consumers. In general, for assessing reputation, the former and 

current reputation of the product and its history should be taken into account. 

As noted earlier, the TRIPS Agreement provides the countries with the freedom to determine 

what components should the legal notion of reputation encompass. In the EU, for instance, 

reputation consists of two components, namely, historical and market/current reputation. 

Historical reputation consists in proving that the product was linked historically, culturally and 

economically to a specified area. In comparison, market reputation refers to the consumer 

opinion that the product is better than other similar products whereby he can distinguish between 

the two.
24

 A country like India can adopt these two parameters for assessing reputation as it would 

encompass the historical as well as the current/market reputation enjoyed by the product.  

As to the question of the documents that can be relied on for assessing reputation, a file 

containing the key elements of the product and its historical evolution will prove useful as proof. 

The documents can contain the proof of first uses of the name, which includes initial descriptions 

about the product and its conversion method.
 

The documentary proof is to be in a detailed 

manner containing bibliographical references including references regarding the historical 

                                                 
22 Supra note 20. 
23 Id. 
24 ANDREA ZAPPALAGLIO, THE PUZZLE OF REPUTATION IN EU PROTECTED GEOGRAPHICAL INDICATIONS: CAN 

TRADITIONAL SPECIALITIES GUARANTEED PROVIDE A SOLUTION? 2-3 (2021). 
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reputation enjoyed by the product and the instances of uses of the name which directly link the 

products name and reputation to the geographical territory.
25

 

Instances might arise where written documentary pieces of evidence might not be available, and 

in such cases, oral evidence in the form of testimony may be made admissible.
26

 No discussions 

seem to have been made regarding the precautions to be followed while admitting oral evidence 

and from whom and how it is to be collected. It can reasonably be deduced that great caution 

must be exercised in ensuring the reliability and authenticity of the oral evidence so admitted by 

the authorities concerned.  

It is interesting to note that the documentary evidence requirement of different countries for 

assessing reputation is different, highlighting the flexibility that can be utilised under the TRIPS 

framework. Some of the evidence requirements of various countries are history or client market 

consumption/recognition over time, technical reports based on surveys, evidence of the strong 

presence in the market and media (internet, newspaper, TV), higher prices of the product, 

historical documents in the form of gazettes, opinions of experts, presence in exhibitions and 

trade fairs (national and international) and surveys determining consumer trust in the product.
 27

  

The third question to be pondered over is from whose perspective should reputation be 

assessed? Should it be from the viewpoint of producers or the general public or prior/potential 

consumers of GI and if so, from which section of the target group? And further should reputation 

be local or national, or is there a requirement for an international reputation for the GI product 

in question? 

The preceding discussion makes it lucid that reputation may be assessed from a consumer's 

perspective, but countries such as Guatemala assess reputation from the perspective of the 

general public.
28

 In light of the fact that GIs are specialised premium products that are generally 

not manufactured on a large industrial scale, the assessment of reputation ought to be done from 

consumers who are familiar with the product rather than the members of the general public who 

might not even be aware of such specialised products. 

While choosing to assess reputation from a consumer’s perspective, the question remains as to 

whether to include only the actual consumers who have the experience of purchasing the GI 

                                                 
25 Supra note 20, at 7. 
26 Supra note 20. 
27 See WIPO SECRETARIAT, Supra note 5, at 41-51. 
28 See WIPO SECRETARIAT, Supra note 5, at 43. 
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product or does it also include potential consumers who are likely to buy the product? The 

TRIPS discussions do not contain any reference to it. The logical approach can be to take into 

account actual and potential consumers who are interested and are familiar with the product for 

deciding as to whether the product has the requisite reputation or not.  

A related question that comes to one’s mind is whether a local or a national or international 

reputation is required while assessing the reputation of the product concerned? It is vital since 

requiring a local reputation implies that only the consumers residing in that locality need to 

consider the product as reputed for satisfying the legal requirement.  Whereas, on the other 

hand, a standard requiring international reputation would mean that the opinions of consumers 

from other countries or jurisdictions should also be taken into account in deciding whether the 

product has the requisite reputation or not. 

The STC report does mention that a local reputation may be considered sufficient rather than 

national or international reputation though it is the discretion of the member countries 

concerned.
  

In this regard, country practices also vary as States have chosen to require reputation either at a 

local level or national or international/well-known worldwide reputation as the standard. For 

instance, countries such as France require proof of permanent reputation at a national and/or 

international level. Kuwait uses the standard of having to be well-known worldwide. In 

comparison, countries such as the Republic of Moldova give the option of either a local, national 

or international reputation.
 29

  

Another issue is with regard to the jurisdiction in which the reputation is to be assessed in case 

of foreign GI applications. Should it be in the country of origin or the country where the 

application is filed? The countries follow the practice of either requiring reputation in the country 

of origin (Iran, Russian Federation, Colombia) or in the country where the application is filed 

(Latvia) or in both the jurisdictions (Vietnam, Kuwait).
30

  

The discussions regarding the concept of reputation in the context of the TRIPS Agreement has 

revealed that reputation is a multi-faceted concept and requires to be distinctly laid down under 

                                                 
29 See WIPO SECRETARIAT, Supra note 5, at 42-45. 
30 See WIPO SECRETARIAT, Supra note 5, at 51-52. 
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any national legislation. The present notion of reputation under the GI Act in India is inadequate 

and requires to be incorporated by way of an amendment to either the Act or the Rules. 

AMENDMENT TO THE INDIAN GI LAW 

The international discussions offer a good insight into how a country should construe its concept 

of reputation domestically. The crucial part is how to position this in the Indian scenario. The 

initial question that requires redressal is, should India have its indigenous notion of reputation 

or adopt some of the ideas reflected from the international discussions? 

The correct approach here would be the latter. The reasons being that first, India does not have 

an indigenous notion of reputation in the context of GI prior to the GI Act.
31

 Second, in the post-

GI Act era, as discussed above no indigenous concept has been evolved either through legislative 

or judicial or other interventions. Third, the ideas put forward regarding the notion of reputation 

under international discussions does not at least prima facie seem to affect our domestic interests.  

Having determined that, the first question which needs attention is regarding the components 

that constitute the notion of reputation. Both, historic and market reputation must be proved so 

as to fulfil the legal requirement of reputation. The second aspect is the materials to be relied on 

for assessing reputation, which can be both direct and indirect pieces of evidence. But it is 

important to consider that instances might arise when documentary evidence proving the 

reputation of the product might not be available. In such instances, at least as a matter of last 

resort, oral evidence can be made admissible provided the necessary precautions to ensure its 

authenticity are undertaken.  

The third question is from whose perspective should reputation be considered? Should it be 

from the viewpoint of producers or the general public or prior/potential consumers of GI and if 

so, from which section? The reputation must be assessed from the perspective of a consumer 

and not the producers/general public. The consumer can be both prior and potential consumers. 

In this regard, the Supreme Court (SC) judgement of Khoday Distilleries v. Scotch Whisky 

Association
32
 is relevant. Though the case concerns the application of the Trade and Merchandise 

                                                 
31 See DELPHINE MARIE-VIVIEN, THE PROTECTION OF GEOGRAPHICAL INDICATIONS IN INDIA: A NEW 

PERSPECTIVE ON THE FRENCH AND EUROPEAN EXPERIENCE 44-47 (1d ed., 2015). See also RAJYA SABHA, RAJYA 

SABHA DISCUSSION ON THE GEOGRAPHICAL INDICATIONS OF GOODS (REGISTRATION AND PROTECTION) BILL, 

1999 (1999), http://164.100.47.194/Loksabha/Debates/Result13.aspx?dbsl=6873.  
32 Khoday Distilleries v. Scotch Whisky Association, AIR 2008 SC 2737. 
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Marks Act
33

, the predecessor of the Trade Marks Act
34

, the subject matter in hand was Scotch 

Whisky.
35

 The court made a significant observation that consumers of Scotch Whisky, which is 

a specialised product, are a class of buyers who know the value of money, the quality and content 

of Scotch Whisky. They buy the product after deliberation and are educated regarding Scotch 

Whisky as the product is costly.
36

 The observation of the court points towards the fact that 

consumers of GI products are specialised consumers who are knowledgeable regarding the 

product they are going to purchase. So consumers who ought to be considered for assessing 

reputation must be potential or prior consumers who have a degree of familiarity with the product 

and knows the value of the product and not any consumer unfamiliar with the product.  

As to whether the reputation should be local, national or international? The reputation required 

need only be local
37

 because furnishing proof of reputation at the national or international level 

could be burdensome for the owners of the GI. In some instances where the product is localised 

in terms of its market and sales, a national or international reputation might be absent. So 

requiring a local reputation will only be catering to domestic interests. Requiring a local 

reputation also implies that the section of consumers to be considered for assessing reputation 

are the local consumers (potential or prior) who are familiar and know the value of the GI 

product in question.  

The final question is regarding the jurisdiction in which the reputation be assessed in case of 

foreign GI applications? India’s stand in the STC report that reputation need only exist in the 

country of origin for a foreign application is a logical stand.
38

 As reputation essentially arises from 

the geographical origin of the product requiring proof of reputation in the country of origin would 

suffice protection in another jurisdiction. 

CONCLUSION 

The preceding discussions call attention to the fact that the concept of reputation under GI is 

multi-faceted and is specific. Hence the need for comprehensively laying it down is required. 

The paucity of legislative guidelines, together with a lack of adequate judicial intervention, has 

                                                 
33 The Trade and Merchandise Marks Act, 1958. 
34 The Trade Marks Act, 1999. 
35 See Khoday Distilleries, AIR 2008 SC 2737, 2766-2767. 
36 Id. 
37 Supra note 20, at 6-7. 
38 See WIPO SECRETARIAT, Supra note 5, at 52. 
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led to a situation wherein the concept of reputation remains inadequately articulated in the Indian 

scenario.  

The TRIPS Agreement gives complete flexibility to the countries concerned to articulate 

reputation according to their domestic needs. Nevertheless, the international discussions offer 

useful insights into how the parameters for reputation are to be incorporated, the documents that 

can be relied on for assessing reputation, and from whose perspective should reputation be 

assessed. The country practices followed shows the array of possibilities available for India. 

It has to be utilised, and the various facets of reputation are to be explicitly included under the 

GI statutory framework by way of an amendment. It could ideally be to the Act or the Rules so 

that it is binding and will offer proper guidance to the examiners, applicants of the GI applications 

and other stakeholders concerned.  The non-insistence of a strict standard for reputation can 

lead to ineligible GIs getting registration and will affect the entire GI ecosystem of India. 

** 
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ABSTRACT 

Hey Alexa, add coffee and basmati rice to my shopping list. This statement might make 

one wonder which brand Alexa would choose for these groceries. This sheds light on 

AI’s interaction with trademarks. AI’s involvement in e-commerce marketplace and 

the purchasing process of consumers has made its interaction with trademarks 

manifold. AI challenges fundamental notions of trademark laws which are based upon 

human perception like the likelihood of confusion, average consumer, imperfect 

recollection, initial interest and post purchase confusion as AI can be perceived as an 

intelligent machine and it doesn't have the same confusion as a human. This paper 

explores this complexity of how AI’s presence would not make trademark law concepts 

redundant in the near future. It appears that there is scope for reform in the law owing 

to technological advancements, yet it is impossible to eliminate the trademark law as 

AI cannot replace human interactions and the emotional bonds between the consumer 

and the brand. 
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I. INTRODUCTION 

Artificial Intelligence (AI) has developed significant influence in the field of trademarks with the 

ability to have algorithms for reading trademark registers or assessing similarities between marks. 

Such tools are commercially used by platforms like TrademarkNow, TrademarkVision, 

MikeTM Suite, LawPanel’s Aila for trademark registration, search, application and monitoring 

purposes.
1

 This work is time consuming and the routine tasks involved in the process can be 

maintained efficiently using Artificial Intelligence (AI) tools. The focus of this paper is to study 

the relationship of AI with Trademarks from a purchasing perspective, focusing on AI’s use in 

advertising, branding, and interaction with consumers.  

Artificial Intelligence at its core is a complex integration of science with engineering. In simpler 

terms, it would be an intelligent machine capable of making decisions independently based on 

the input algorithms.
2

 A strong AI requires innovative thinking and logical reasoning abilities, 

whereas a weak AI merely creates a program tailored to perform a narrow function. Trademarks, 

on the other hand, is a representation made to distinguish goods and services from those of other 

enterprises.
3

 It gives the consumer an exclusive right to identify products originating from a 

particular business and then distinguish them from the competing ones.
4

  

The use of AI with trademarks from a consumer’s side can be seen with AI assisting consumer 

purchases in three ways
5

. Firstly, by influencing decisions like with chatbots (e.g., Ikea’s Anna), 

or with interactive product searches (e.g., Amazon’s style snap clothes), or with recommending 

systems like the social or collaborative filtering (say customers who bought this item, also bought 

these options, e.g., Amazon, Myntra) or the content-based filtering (say this product is 

recommended because you also watched this, e.g., Netflix, Hotstar, Amazon search history). 

Secondly, by making predictions based on likes and dislikes of a person like Virtual shop 

assistants (e.g., Levi’s Virtual stylist), voice attendants (e.g., Amazon’s Alex). Lastly, by deciding 

                                                 
1 Dev Gangjee, Eye, Robot: Artificial Intelligence and TradeMark Registers, in TRANSITION AND COHERENCE IN 

INTELLECTUAL PROPERTY LAW: ESSAYS IN HONOUR OF ANNETTE KUR 174-190 (N. Bruun et al. eds., 2020). 
2 John McCarthy, Basic Questions, What is Artificial Intelligence?, STANFORD UNIVERSITY (2007), http://www-

formal.stanford.edu/jmc/whatisai/node1.html. 
3 Trademarks, WORLD INTELLECTUAL PROPERTY ORGANIZATION, 

https://www.wipo.int/trademarks/en/index.html (last visited Oct 31, 2021). 
4 Frank I Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813–833 (1927). 
5 See MARIE-CHRISTINE JANSSENS & VILTE KRISTINA DESSERS, TRADEMARKS AND AI (2021). See also Marie-

Christine Janssens & Vilte Kristina Dessers, The Artificially Intelligent Consumer in EU Trademark Law, in 

GESTALTUNG DER INFORMATIONS RECHTSORDNUNG 143-160 (Veronika Fischer et al. eds., 2022).  

https://www.zotero.org/google-docs/?broken=mNudW5
https://www.zotero.org/google-docs/?broken=gRpAf6
https://www.zotero.org/google-docs/?broken=gRpAf6
https://www.zotero.org/google-docs/?broken=70vB0V
https://www.zotero.org/google-docs/?broken=70vB0V
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on purchases itself. (e.g., Dollhouse case
6

). This AI supported assistance benefits consumers by 

cutting down their search time by recommending customized products based on their likes. 

However, simultaneously AI can threaten brands by endorsing a few selected brands in its 

recommendations, outweighing other less prominent ones. Like how a search on Amazon 

platform for a product would first recommend Amazon’s own brand Solipsism products, thereby 

giving an unfair advantage to certain brands. Various such issues that threaten trademarks like 

liability of AI for suggesting counterfeit products, responsibility for infringing trademarks, and 

application of trademark theories to AI are discussed in this paper. Further, the basic constructs 

of the trademarks law are analyzed with respect to its application to Artificial Intelligence.  

This paper is divided into four parts. The first part would discuss the evolution of the purchasing 

process in its interaction with consumers. The second part discusses the identified potential 

issues that emerge from the conjecture between AI and trademarks. The third part comments 

upon the relevance of basic constructs of trademark law theory in its interaction with AI. The last 

part discusses the courts interpretations in assessing liability of AI. 

II. EVOLUTION OF THE PRODUCT PURCHASING PROCESS 

The primary function of trademarks is to make a connection between the brands and the 

consumers. Consumers' interaction with trademarks is based upon their purchasing behaviour. 

Their preference for a particular brand depends upon the brand image of the product where 

brand image corresponds to the level of trust a person can put on the brand.
7

 People 

interchangeably use the words ‘Activate’ and ‘Scooter’, where Activate is a brand that has such a 

brand image that people correlate it with scooter. Similarly, interchangeable use is seen with 

‘Domino’s’ and ‘Pizza’, ‘Maggie’ and ‘Noodles’. Hence, to analyze consumer and trademark 

interaction, understanding the functioning of the purchasing process becomes important.  

Purchasing process originated in the Victorian era (19th C.E.), where consumers were dependent 

on these assistants for their purchases.
8

 The shopping assistants assisted them and filtered 

products as per their preferences. This era laid the foundation of trademark law. The second 

transition was that of supermarkets, where product branding was non-inflammatory to consumers 

                                                 
6 Chitra Ramaswamy, ‘Alexa, sort your life out’: when Amazon Echo goes rogue, THE GUARDIAN (Jan. 9, 2017) 

https://www.theguardian.com/technology/shortcuts/2017/jan/09/alexa-amazon-echo-goes-rogue-accidental-

shopping-dolls-house. 
7 Schechter, supra note 4.  
8 Susie Steinbach, Victorian era, BRITANNICA, https://www.britannica.com/event/Victorian-era (last visited Nov 

1, 2021). 
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and branding kicked off with cues on phonetic, aural, and visual modes. The need for shopping 

assistants declined and consumers directly made their purchasing decisions.
9

  

The third, mega transition was the internet revolution. E-commerce shopping brought better 

accessibility and more information in the form of feedback and reviews. Consumers on the 

internet are in full control of their purchasing decisions and have a wide range of products and 

brands to choose from. The fourth shift, happened with the social media revolution
10

, where 

popular influencer culture and appreciation from family and friends in the form of likes, 

comments and acknowledgement became an important factor in influencing purchasing 

decisions.  

The present transition is artificial intelligence, where our decisions are influenced by product 

selections and recommendations from applications like Amazon Alexa, Google Home, chatbots, 

personal shopping assistants like Ikea’s Ask Anna, Mona, Amazon Dash, and AI robot assistants 

like Pepper. Arguably, introduction of AI applications has meant that the purchasing process has 

reverted to the old Victorian model, with some important differences.
11

 Where Victorian shop 

assistants assisted customers and filtered products for them; AI primarily does the same by 

filtering and recommending products to consumers online. Yet AI does more than that as its 

impact is beyond suggestive and it tries to nudge our behaviour by understanding our habits, likes 

and dislikes; thereby influencing our choices rather than merely suggesting products. This 

interaction becomes problematic when AI makes decisions independently for consumers like 

Samsung smart fridge directly ordering supplies on running out and Visa connecting fridge to 

credit card facility
12

. These decisions can be biased towards AI service providers (e-commerce 

marketplaces like Amazon, Alexa recommending Amazon brands for product purchases) or 

brands that pay for endorsements. It limits consumer’s choices and new entrants in the market 

are disadvantaged massively.
13

 

 

                                                 
9 Aparthiba Debray, Artificial Intelligence: A Looming Threat To Trademark Law?, KHURANA AND KHURANA 

(Jun. 18, 2021), https://Www.Khuranaandkhurana.Com/2021/01/18/Artificial-Intelligence-A-Looming-Threat-

To-Trademark- Law/. 
10 Irene Dickey & William Lewis, The Evolution (Revolution) of Social Media and Social Networking as a 

Necessary Topic in the Marketing Curriculum: A Case for Integrating Social Media into Marketing Classes, 

MANAGEMENT AND MARKETING FACULTY PUBLICATIONS 140-143 (2010). 
11 Lee Curtis & Rachel Platts, Trademark Law Playing Catch-up with Artificial Intelligence?, WIPO MAGAZINE 

(Jun. 2020), https://www.wipo.int/wipo_magazine_digital/en/2020/article_0001.html. 
12 Seth Archer, Artificial intelligence could make brands obsolete (Google, Amazon, Apple), BUSINESS STANDARD 

(Sept. 25, 2020), https://markets.businessinsider.com/news/stocks/artificial-intelligence-could-make-brands-

obsolete-2017-9. 
13 Debray, supra note 9. 
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III. ISSUES WITH AI 

General issues with AI’s use in trademarks law could be related to registration, infringement, and 

unfair competition. The World Intellectual Property organization (WIPO) put out a revised 

issues paper on AI that identifies the following issues of trademarks in its interaction with AI:
14

 

1. Impact of AI on trademark law 

2. Ownership of trademarks with respect to AI 

3. Reconsideration for Trademark law, practice, and functions considering use of AI in 

marketing in internet of things (IoT) applications 

4. Effect on brand recognition by AI’s use in product selection and need of evolution of 

Trademark Law principles of average consumer, likelihood of confusion, distinctiveness, 

and imperfect recollection. Also, to identify issues for the policymakers to consider 

5. Responsibility for actions of AI in recommending counterfeit products 

6. Issues of unfair competition by use of AI and relevance of IP systems to address it 

Other important issues with respect to functions of trademarks would be the question of the legal 

personality of AI and secondary liability issues in trademark infringement cases. So, if the AI 

suggests an infringing or a counterfeit product, would it also be deemed as an infringer?
15

 With 

respect to Trademark theories, for how long could we rely on likelihood of confusion as a 

measuring tool.  Do we need to develop additional measuring tools now that AI is in the picture?
16

 

How far can the perception of an average consumer be relevant with respect to AI? 

These issues draw attention to how trademark law primarily lays a lot of importance to human 

perceptions with respect to brands and marks associated with them. Hence, WIPO’s call for 

reassessment of human perception associated with origin function of trademark or likelihood of 

confusion test for assessing trademark infringement becomes important for consideration. 
17

 

                                                 
14 WIPO SECRETARIAT, WIPO/IP/AI/2/GE/20/1 Rev., WIPO CONVERSATION ON INTELLECTUAL PROPERTY (IP) 

AND ARTIFICIAL INTELLIGENCE (AI) 12 (2020). 
15 Debray, supra note 9. 
16 Vilté Kristina Steponénaité, Alexa, are you confused? Unravelling the interplay between AI and (European) 

trademark law, CENTRE FOR IT & IP LAW (Dec. 17, 2019), https://www.law.kuleuven.be/citip/blog/alexa-are-you-

confused-unravelling-the-interplay-between-ai-and-european-trademark-law/. 
17 Vilté Kristina Steponénaité, WIPO draws attention that AI may have an impact on trademark law, CENTRE FOR 

IT & IP LAW (Sept. 1, 2020), https://www.law.kuleuven.be/citip/blog/wipo-draws-attention-that-ai-may-have-an-

impact-on-trademark-law/. 
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Additionally, it also becomes relevant to question the argument that supports how traditional 

concepts and practices in Trademark law become irrelevant in its interaction with AI.  

IV. TRADEMARK THEORIES AND AI 

1. AI AS A PRIMARY CONSUMER 

AI’s role in the product purchasing process can be categorized in four ways. First, where only the 

human consumer chooses or decides and AI has no role; second, where AI suggests the product 

and human consumer decides on the purchase; third, where AI selects the product and the 

human consumer decides on the purchase; fourth, where AI acts as a primary consumer who 

selects and decides the product, keeping the human consumer out of the loop from the 

purchasing decision.
18

   

The third and fourth cases are problematic. Presently, AI is used both as a virtual assistant and 

for product recommendations. AI as a primary purchaser of products would make purchasing 

decisions likely to be data driven rather than being based on emotions. Benefits of AI as a 

consumer
19

 would be that it would perceive marks objectively, have perfect recollection and 

higher degree of specialization resulting in less likelihood of confusion, equal importance, and 

perfect attention in observing marks.  

Yet it fails to completely substitute humans with respect to the application of standards of a 

reasonable man when it comes to subjectivity in distinguishing between similar marks. AI is 

unable to assess the psychological impact of visual, aural, and contextual triggers on a consumer 

in determining legal consequences, as a human would do. Hence, it cannot replace humans 

completely and a human touch is still necessary while using marks. It is argued that the value of 

trademarks as rich symbols of meaning, and their advertising function, might be reduced with 

AI’s greater role in purchasing decisions.
20

 On the consumer's side, AIs would lock preferences 

of customers based on their prior purchasing history, this affects consumer access to new and 

competing brands in the market. On the brand’s end, since AI also looks for cheaper alternatives 

for customers, it hampers the customer base of popular brands. 

                                                 
18 Janssens & Desserts, supra note 5. 
19 Id. 
20 MARIE WHITE, ALEXANDRA MOGYOROS & DEV S. GANGJEE, IPO ARTIFICIAL INTELLIGENCE AND 

INTELLECTUAL PROPERTY, CALL FOR VIEWS - TRADE MARKS (2020).   
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Contrary to claims that AI reduces the value of trademarks, AI as primary shoppers might not 

result in a death of brands. This group, advocating for no substantial impact of AI on the value 

of trademarks, argues that the role of brand may remain a central aspect of assisted online 

purchasing.
21

 AI decisions are based not only on the cheapest alternatives in products but majorly, 

rely on the past purchases and browsing histories of the consumers. It makes the AI intimately 

acquainted with the values and preferences of the consumer, hence setting preferences to the 

favourite brands of the customer. Further, brand value is strengthened by customer’s satisfaction 

and they have an option of altering preferences in brands if their requirements are not addressed 

properly by the chosen brand. Hence, it can be agreed that AI does not have full control on 

choices, it stays in the driver's seat till the time consumers are satisfied with the products. 

Ultimately, it is the consumer who decides on going ahead with a particular brand or not based 

on his likes or dislikes. 

2. INITIAL INTEREST CONFUSION 

This concept discusses the confusion that happens before a product is purchased. It occurs when 

a consumer intends to buy a product but is instead subjected to a different similar product which 

creates a temporary confusion. Though this doctrine was born in 1970’s, it was first applied to 

the internet by the 9th circuit in Brookfield Communications Inc. v West Coast Entertainment 

Corp.
22
 while addressing the issue related to the use of registered trademarks as ‘meta tags’ by the 

non-trademark holder.
23

 

The online search results using AI, engage customers with desired products as well as similar 

alternatives. With a range of options available, consumers are likely to get confused and assume 

that the alternative third-party goods shown to them belong to the source mark. Keywords or 

metadata of popular brands are linked to unrelated third-party goods by websites or in 

advertisements.  In Interflora v Marks & Spencer
24

, court held that use of a trademark as Google 

AdWords, even without sufficient cause, might cause infringement. Here, Interflora had sued 

M&S for using its mark ‘Interflora’ as a Google AdWords. Further, in a recent panel discussion 

                                                 
21 Adam West, John Clifford & David Atkinson, “Alexa, Build Me a Brand” An Investigation into the Impact of 

Artificial Intelligence on Branding’, 9 BUS. MANAG. REV. 321, 327 (2018). 
22 Brookfield Communications Inc. v. West Coast Entertainment Corp., 174 F.3d 1036 (9th Cir. 1999). 
23 Himanshu Sharma, Hijacking Of Identity: Initial Interest Confusion - Intellectual Property - India, MONDAQ 

(Jun. 25, 2015), https://www.mondaq.com/india/trademark/407394/hijacking-of-identity-initial-interest-

confusion (last visited Oct. 29, 2021). 
24 Interflora Inc. v Marks and Spencer PLC, [2013] EWHC 1291 (Ch). 
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on the future of brands,
25

 many industry experts had suggested making AI providers responsible 

for any linkage of non-brands goods with a trademark online like that of web-hosting providers 

and Internet search engines.  

The same trend can be seen in Lush v Amazon,
26
where Amazon was held liable for unauthorized 

use of the ‘LUSH’ trademark (owned by Cosmetic Warriors for their product, Bath bombs), in 

marketing on their e-commerce website. AI led consumers to an alternative called Bomb 

Cosmetics in the search tab, which wasn’t linked to Lush products. This case deters online 

platforms and retailers to manipulate search functions by promoting alternative third-party 

products in the name of a popular brand despite having no partnership with it. It is the first case 

understanding the relationship between AI and trademarks. It clearly puts out that despite better 

accuracy of AI, it still has limitations in identifying and separating trademarks from similar 

products and potentially can lead to a series of similar litigations in future.  

3. AVERAGE CONSUMER IN MEASURING LIKELIHOOD OF CONFUSION 

An average consumer is the one who possesses average intelligence and imperfect recollection.
27

 

This definition was extended to internet users in Google France's case.
28

 Trademark registration, 

infringement claims and likelihood of confusion test, are all applied from the perspective of an 

average consumer. As mentioned earlier, AI is less likely to get confused using similar marks and 

it could better access and interpret huge contextual information. In fact, it is unlikely to repeat 

the same mistakes, hence, it is better than an average human consumer. This does make a case 

for redundancy of the concept of an average consumer in its application to AI. However, this 

interpretation has its limitations. 

Firstly, AI is applicable only in the online mode. The present environment would accommodate 

a hybrid model of online and offline shopping, where consumers aren’t completely out of the 

picture and this makes the average consumer concept relevant. Secondly, the end result of any 

purchases by AI is to deliver goods to consumers. Even if AI decides and ships goods to 

consumers without any human interaction, while there may have been no confusion at the point 

of sale, downstream, the person receiving the purchase may still be confused as to the origin of 

                                                 
25 RENEE KEEN ET AL., INTERNATIONAL TRADEMARK ASSOCIATION, ARTIFICIAL INTELLIGENCE (AI) AND THE 

FUTURE OF BRANDS: HOW WILL AI IMPACT PRODUCT SELECTION AND THE ROLE OF TRADEMARKS FOR 

CONSUMERS (2019), https://www.inta.org/wp-content/uploads/public-files/advocacy/committee-reports/AI-and-

the-Future-of-Brands-Report-2019-010-18.pdf. 
26 Cosmetic Warriors Ltd & Anr. v. Amazon.co.uk Ltd & Anr., [2014] EWHC 181 (Ch). 
27 Cadila Healthcare Ltd v. Cadila Pharmaceuticals Ltd, [2001] (2) PTC 541 SC. 
28 See Case C-236/08, Google France Sarl v. Louis Vuitton Malletier SA, [2011] BUS. L.R. 1. 
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the goods bearing the mark.
29

 This is also known as post sale confusion. Lastly, on the negative 

side, consumption practices and consumer psychology might not apply to AI technology
30

. Thus, 

given the fact that the consumers’ emotional and human interaction with the brand is still a very 

intricate part of the purchasing process, the average consumer concept becomes useful. 

4. AI INFRINGING TRADEMARKS 

A trademark infringement would depend upon the extent of AI’s role in the purchasing process. 

Further, the way AI makes online product searches for customers matters instead of how the AI 

internally processes the trademark. This follows the question of the extent of liability in cases of 

AI’s infringement. Liability would depend on the relevant circumstances of a particular case that 

would question ownership of the AI, form of use in the purchasing process, and the adequacy of 

responses of the owners and providers to the notices of infringement. It is argued that use of AI 

should not change the general application of trademark law that assigns liability based on whether 

trademarks are used in a healthy, competitive, and transparent market.
31

  

In Google France v Louis Vuitton
32
, court relieved search engines from trademark infringement 

claims stating that they do not infringe trademarks in keyword advertising since AI simply acts as 

a service provider and the mark is in the commercial communication. In this case, metatags on 

Google’s browser’s advertisements linked imitation products to Louis Vuitton’s trademarks as 

keywords.  The Court stuck to the traditional view of trademarks in its application to internet 

commerce.  

Similarly, in L’Oréal v eBay International
33
, where under the sale of 17 products by individual 

sellers on eBay’s platform, 2 products were allegedly counterfeit products bearing L'oreal's label. 

eBay was held not to be liable for trademark infringement as no notice of such infringing activity 

was given to it. It was ruled out that if an AI application was performing an infringing activity, the 

owner of that AI application would only be liable if he was put on notice of such activity and 

irrespective of that, no action was taken by him. Further, guidance from WIPO’s Jurisprudential 

                                                 
29 Debray, supra note 9. 
30 Jyh-An Lee, Reto M Hilty & Kung-Chung Liu, Roadmap to Artificial Intelligence and Intellectual Property: 

An Introduction, in ARTIFICIAL INTELLIGENCE AND INTELLECTUAL PROPERTY 1–8 (Jyh-An Lee, Reto M Hilty & 

Kung-Chung Liu eds., 2021). 
31 Marie White et al., supra note 20. 
32 Louis Vuitton Malletier SA, [2011] BUS. L.R. 1. 
33 Case C-324/09, L’Oréal v. eBay International, [2011] R.P.C. 27. 
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overview 3.0
34

 also upholds the same rationale. With respect to “automatically” generated pay-

per-click links, where the automatic service is a form of AI, WIPO panelists have held that a 

respondent cannot disclaim responsibility for content appearing on the website associated with 

its domain name.
35

 

However, this trend took a hit when a European High Court in the case Lush v Amazon
36
, made 

Amazon liable for infringement as has been discussed above. But there’s still no clarity if this 

interpretation would be taken forward in the future. From an overall assessment, courts have 

over the time treated AI similarly to internet service providers and this might continue in the 

future, still this interpretation lacks in holding intermediaries responsible for their AI’s trademark 

infringements. 

V. CONCLUSION 

AI has multiple points of intervention with trademarks, be it administration, registration, 

infringement, purchasing process or branding. This paper has focused primarily on the 

purchasing process component. With the present scenario, we can presume that the offline and 

online both of purchasing would coexist making the purchasing process hybrid. Different profiles 

would be made by different consumers as per the marketing channel are the kind of AI to be 

used for marketing. From the above discussion, it is seen that with AI’s intervention, the 

relationship between consumers and brands is changing dynamically. While branding is taking a 

hit with locking preferences for products, there are also opportunities for brands to efficiently 

use AI in targeting relevant customer bases by innovative means in the world of internet, thus, 

finding clients who rely on quality rather than the cheaper options. 

Pertaining to traditional concepts of trademarks law, it is unrealistic to conclude that these 

principles have become obsolete. The above discussion makes a good case for application of the 

traditional norms to AI. A few changes might be required in the future in concepts of the average 

consumer, but the concepts cannot be discarded in any context considering the end consumer 

in any purchasing process would be humans. However, the Court's interpretation as seen above, 

would need to be modulated for better protection of marks. Presently, the use of AI by 

consumers majorly revolves around product suggestions, so AI’s decision-making ability is yet to 

                                                 
34 WIPO, WIPO OVERVIEW OF WIPO PANEL VIEWS ON SELECTED UDRP QUESTIONS (“WIPO JURISPRUDENTIAL 

OVERVIEW 3.0”) (3d ed. 2017), https://www.wipo.int/amc/en/domains/search/overview3.0/index.html (last 

visited Nov 3, 2021). 
35 Id. 
36 Cosmetic Warriors Ltd & Anr. v. Amazon.co.uk Ltd & Anr., [2014] EWHC 181 (Ch). 
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come in full swing. A little advancement is seen in areas of predictive retail in the e-commerce 

market and in voice recognition softwares like Amazon’s Echo and Google’s Home devices. 

With more extensive use of AI’s decision making, changes could be brought about after 

observing its interaction with trademarks. To conclude, As Humphrey Bogart would have said 

to Ingrid Bergman in an updated version of Casablanca: AI is changing trademark law, maybe 

not today, maybe not tomorrow, but soon and for the rest of your life. 
37

 

** 

                                                 
37 Curtis & Platts, supra note 11. 
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BIOETHICS BEHIND TISSUE ENGINEERING: THE ETHICO-LEGAL 

IMPLICATIONS 

Niranjan E.V. 

 

ABSTRACT 

With the rampant technological development and innovations in the field of 

biomedical sciences, artificial organs through the process of tissue engineering have 

gained the attention of molecular scientists and patients. From stem cell research to 

organ duplication, there has been a significant breakthrough in the field of 

biotechnology in terms of artificial organ manufacturing in laboratories in the last 

decade. These innovations become subject matters of patents which gives rise to a 

conflict between the law of nature and the commercial viability of the organs. The 

issues on ownership rights pertaining to tissue-engineered organs remain unresolved 

and need urgent clarifications. These clarifications must be in accordance with the 

existing IP regime, while simultaneously fulfilling the social needs.  

On the other hand, there are ethical concerns, including issues of accessibility, 

availability and cost of the organs. The ethical questions posed to the researchers are 

to be addressed whilst the present developments in tissue engineering are carried 

forward.  These are to be scrutinised and closely examined in order to bring in a 

sound regulatory mechanism. The article discusses the reasons behind tissue 

engineering and the methods of organ manufacturing. The ethical considerations 

behind tissue engineering based organs are examined in detail through the eyes of 

bioethics. In light of the existing patent regime, the article also attempts to analyse 

the issues relating to the ownership of artificial organs.  
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INTRODUCTION 

Technological developments such as ‘Tissue Engineering’ aim to revolutionise conventional 

medical strategies to realise the most operative and successful therapeutic approaches for a wide 

range of incurable diseases.
1

 Current research in this area is centred on the reinstatement of 

“functionally active organs” that resemble a healthy organ in form and composition, through 

biomedical research where human beings, their organs and tissues are the primary subjects. The 

regrowth of tissue in a lab, consisting of the use of organic architecture scaffolds, desirable cell 

categories, and acceptable growth regulators and signalling of molecules, is backed by the goal of 

completely restoring tissues and organs.
2

 Bioengineering as a method of genetic research, has 

given significant importance to artificial organs where engineering, medicine and life sciences 

intersect.
3

  

The increase in the rate of organ defects and technical advances in the Artificial Organ and 

Bionics market, coupled with the lack of organ donors, are the factors driving the growth of tissue 

engineering based artificial organs.
4

 A major setback lies in access to organs that can be 

transplanted and hence this concern of scarcity of potential organs for transplantation is a 

contributing factor to the manufacture of artificial organs. The need for organ donations is 

growing all the time, and it is well outstripping the supply. The Directorate General of Health 

Services in India came out with a report that, with more than 200,000 people in India waiting for 

a kidney transplant, only 15,000 people receive one.
5

 Technological advancements 

and expanded public understanding of organ donation and transplantation have increased 

contribution rates. Nevertheless, a huge gap between the demand and supply continues to 

subsist. There is a longstanding need for artificial organs in many countries that can be met 

through research, designs and practical and biological applicability of the same in the human 

body. Despite significant advancements in transplantation, the role of artificial organs has not 

faded today. In fact, the lengthy wait period and the delay, necessitate viable and urgent alternative 

                                                 
1 Petra Gelhaus, Ethical Issues In Tissue Engineering. in FUNDAMENTALS OF TISSUE ENGINEERING AND 

REGENERATIVE MEDICINE 23 (Ulrich Meyer, Jörg Handschel, Hans Peter Wiesmann & Thomas Meyer eds., 

2009).  
2 Moloud Payab et al., An overview of ethical issues in Tissue Engineering, 5(1) J. APPLIED TISSUE ENG’G 11-20 

(2018). 
3 Id.  
4 Hannah B Baker, John P McQuilling & Nancy M P King, Ethical Considerations In Tissue Engineering 

Research: Case Studies In Translation. 99 METHODS 135–144 (2016).  
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approaches to organ transplantation.
6

 Hence, artificial organs come into the picture as synthetic 

instruments that can partially or completely replace a body organ. These instruments are capable 

of replicating or amplifying the organ's normal functioning.  

The sector for the manufacture of artificial organs is classified in the order of demand by patients 

- Artificial -Heart, Kidneys and Lungs, Implanted Devices, and related organ classes.
7

 The sector's 

rapid growth can be due to a huge patient pool and an increase in the number of surgeries based 

on transplantation.  Based on the Directorate General of Health Services’ research, 

approximately 1.8 lakh Indians experience kidney failure each year.
8

 Moreover, the Indian 

government launched the Ayushman Bharat Scheme, which seeks to provide insurance coverage 

of INR 5 lakh per year to every family. The pattern of the scheme covers over 1,300 illnesses, 

comprising coronary disease, renal and liver conditions, and diabetes.
9

 

Further, the conjunction between biotechnology inventions and patents has posed certain key 

challenges that are worth examining. Patentability of artificial organs is one of the highly debated 

areas in the field of Biotechnology Law, with no clear-cut clarification. Geneticists argue that 

human organisms, being not a subject matter of patents, curbs development in the area of tissue 

engineering.
10

 There is an urgent need for judicial and legislative clarification on whether “human 

organs” and those which are manufactured in labs through tissue engineering, would fall under 

the purview of patentable subject matter; and if it can rightly balance the necessity for organ 

manufacture while discouraging unethical biomedical research and practices. The complex 

design of human organs, as well as the ethico-legal conditions for healthy implantation of organs 

into the body, will necessarily involve extensive biomedical research and sound equipment to 

manufacture marketable artificial organs.
11

 This also implies that there is a prospect for additional 

patenting and associated licensing rights from various parts of the economy. The article will 

discuss the ethical concerns of tissue-engineered organs and how this affects their 

commercialization in the eyes of biotechnological patent law.  

                                                 
6 Katrina Hutchison & Robert Sparrow, What Pacemakers Can Teach Us about the Ethics of Maintaining Artificial 

Organs? 46(6) HASTINGS CENT. REP. 14-24 (2016). 
7 Supra note 5. 
8 National Organ Transplant Programme, DIRECTORATE GENERAL OF HEALTH SERVICES, 

https://dghs.gov.in/content/1353_3_NationalOrganTransplantProgramme.aspx (last visited Jul. 16, 2022). 
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10 Robert W Esmond, Bioprinting: The patent landscape, 21 PHARMA FOCUS ASIA (2014), 

https://www.pharmafocusasia.com/strategy/bioprinting.  
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TISSUE-ENGINEERING: MEANING AND SCOPE 

As already mentioned, one of the main reasons for the development of artificial organs through 

tissue engineering is the lack of organ donors. It is reported that in the US, the number of people 

on the waiting list is almost four times the number of transplants and donors put together.
12

 Using 

regenerative medical research, tissue engineering focuses on combining cells and tissues using 

adequate technologies in order to develop tissues that work similar to that of a naturally occurring 

tissue, replacing biochemical functions affected due to the injury and to remedy any illness that 

might result in the failure of the organ The outcome is referred to as a ‘combination product’.
13

 

‘Tissue-engineered skeletal muscle’ (TESM) and Bio-artificial pancreas (BAP) are some 

examples. This field is currently witnessing development at a fast pace, especially in the past 

decade, due to flourishing advancements in science and technology. The method explains a 

‘translation’ impetus of novel medical biotechnology because of the need for extensive research 

to address the prevailing health related concerns; increasing knowledge, awareness and access to 

medical facilities are also certain factors affecting this field.
14

 However, translational 

methods should not be construed as a promise that a certain line of study would result in perfectly 

safe and reliable drugs/products or therapies.  Instead, it should indicate researchers' duty to look 

ahead across the research on the other side, to predict the interaction between study 

development of such a new field of research, the research ethics associated with it, and to analyse 

and regularly evaluate how to conduct research of science and social merit, irrespective of the 

course taken throughout the translational route between two simultaneous experiments. 

In layman's terms, tissue engineering is a form of regenerative medicine, encompassing different 

research areas belonging to different branches of medicine to create artificial tissues.
15

 This 

interplay between engineering and life sciences is considered as the best method to manufacture 

artificial organs in laboratories. However, the legal, ethical and regulatory stances of this process 

are unaddressed and require serious consideration and examination. Some of the established 

methods that involve tissue engineering are Graph implantation, Xeno-graphing and Synthetic-

polymerization. While Graph implantation involves the engineering of tissues of the same 
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species, Xeno-graphing involves trans-species tissue engineering.
16

 In recent times, 3D printing of 

organs has emerged as a unique technology that has helped produce artificial organs.  

HOW DOES 3D ORGAN PRINTING WORK? 

Three-Dimensional (3D) Bio-printing is a three-dimensional scaffold method of polymeric 

process, used to create complex functional living tissues, which include supporting components.
17

 

The method is considered as the most advanced tissue-engineering technique that has resulted 

in precise, required outputs.
18

 It is an additive manufacturing method for creating organ/tissue-

like components that look and function like normal, natural organs/tissues. The process is 

carried forth using bio-inks, developed by biochemistry experts in laboratories.
19

  Bio-inks are 

layers of material deposited by 3D printers to produce intricate body components such as skin 

and bones.
20

 The method can be used in interdisciplinary areas, including medicine and 

bioengineering, which are used to manufacture artificial organs through tissue engineering. 

A bio-printer is used for the purpose of 3D bioprinting of tissues. Printing layered products is 

the function of the printer, and this method wherein 3D products are printed by way of layering 

them is known as 3D printing or additive manufacturing.
21

 Much like the method used while 

CAD files are employed to print tangible objects, these CAD files can also be generated 

right after scanning a product, which qualifies as ‘Three dimensional’- the process is known as 

3D scanning.
22

 The technique of 3D printing is gaining wide popularity in a variety of sectors, 

with the medical industry potentially benefiting the most from its introduction.  It has become 

much easier to manufacture fairly economical products that can be customised, in a modest 

amount of time, thanks to 3D printing, and the medical industry has benefited greatly as a result. 

Personnel involved in specialised research at the National University of Singapore have created 

novel methods for printing tablets and other drugs by incorporating other varieties of drugs that 

are tailored to suit the bodily necessities of every individual patient.
23

 As there is a wide range of 

applications for 3D printing in almost every industry and field, it's also cardinal to be cognizant 
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https://lawcirca.com/3d-printing-of-organs-and-patent-concerns-in-india/.  
19 Jianhua Zhang, Esther Wehrle, Marina Rubert & Ralph Müller, Bioprinting of Human Tissues: Biofabrication, 
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22 Id. 
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of the legal implications and the type of IP protection to be accorded in this respect.
24

 In order 

to provide protection for all aspects of 3D printing, an appropriate comprehensive framework 

that includes principles of biotechnology, law and ethics is a matter of necessity.  

THE ETHICO-LEGAL DEBATE ON 3D PRINTING 

For a patent to be granted, the invention must be novel, non-obvious and have a utility.
25

 All three 

conditions must be necessarily fulfilled in order to grant a patent. Bioprinting would pass these 

thresholds, making it eligible for patent protection.
26

 However, the ethical aspects of ‘bioprinting’ 

or any other medical innovation dealing with life forms is to be examined and is debatable until 

the gap between morality and technology is bridged appropriately. Section 3(j) of the Patents Act, 

1970 in India excludes patentability of inventions related to plant and animal forms, except for 

microorganisms.
27

 India being a signatory to TRIPS, has to balance its international obligations 

and adopt a holistic interplay with its domestic laws, and the patent law has to be shaped 

accordingly. The question arises as to where the inventive step lies, and the answer is closely 

associated with the techniques involved in the process of bioprinting, which involves the 

application of lasers, bio-ink and the polymeric process attached therewith.  

While there is room to fit this technique into the subject matter of patents, there exists no space 

for ethics. It is pertinent to understand that biotechnological advancements are thriving at a rapid 

rate, especially medical biotechnology. This comes with a plethora of heated debates on how 

tissue-engineered organs cannot be a subject matter of patent due to the prevailing ethical 

impediments associated with it. Some of which are privacy, mental health and social values. 

Section 3(b) of the Patents Act in India is relatable to this issue, which says that no invention 

intended for commercial exploitation, which is against public order, or morality is patentable.
28

  

The Act expressly prohibits the grant of patents for tissue-engineering based 3D printing of 

organs, which involves a procedure that involves creating a three-dimensional structure that is 

specifically intended to replace a defective or non-functional portion of the organ.
29

 By a simple 
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reading of Section 3 (j), it is apparent that 3D printing of tissue sections will specifically come 

under the exemption, and thus 3D printing of animal organs is not patentable since organic 

compounds or biomaterials could be used in the procedure.
30

 But the term "leaving part thereof" 

is a little ambiguous, and its reading leads to a presumption that India's latest patent law 

amendment favours patentability of 3D bioprinted tissues and organs made out of those tissues. 

THE INTERNATIONAL STANDPOINT 

The 'Convention for the protection of Human Rights and Dignity of the Human Being with 

regard to the Application of Biology and Medicine: Convention on Human Rights and 

Biomedicine' also known as the 'Oviedo Convention' was signed in 1997 and came into force in 

the year 1999.
31

 There are twenty-nine ratifications to this Convention, with its depository being 

the Secretary General of the Council of Europe. The Convention was framed to protect human 

dignity, their rights and freedoms, in accordance with the principles laid down against unfair use 

or misuse of human biological materials through medical advancements.
32

 The Convention's 

basic outline is that individual needs must take precedence over those of technology or culture 

based needs. It prohibits all kinds of prejudice based on an individual's biological/ genetic 

arrangement and restricts methods such as predictive genetic testing to solely for medical 

purposes. According to this convention, genetic modification is allowed only for the purposes of 

therapeutic, diagnostic and preventive forms of medical research, as long the process does not 

alter the genetic arrangement of the future generations altogether
33

. A series of principles are 

envisaged in the Convention with regard to the bioethics of medical research, the privacy of 

information, consent, organ transplantation, etc.
34

 Hence, Human Rights are considered as the 

touchstone of the Oviedo Convention, which lays down that the interests and welfare of humans 

are more important than that of science, technology or society.  

The Convention stipulates certain clear rules that medical researchers must follow especially 

when the patient is not in a state to give his consent. Moreover, it recognizes public debates, 

dialogues and consultations on informed consent during clinical trials, success and failure rates, 
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disclosure of technologies, etc.
35

 The restrictions based on public health and safety in accordance 

with domestic laws should be a matter of concern, thereby safeguarding their rights and freedom. 

It is also established through the convention that, except in cases of emergencies, an individual 

must explicitly agree to care in advance and that such consent can be openly revoked at any time. 

Handling of those who are not in capacity to provide their consent, such as minors or mentally 

disabled, is only permitted if it would result in a concrete and immediate contribution to their 

health. It is important to note that under this convention, the patients have a right to be informed 

regarding their fitness and the outcomes of projecting genetic testing, according to the 

Convention.
36

 The European Court of Human Rights ought to provide expert advice on right-

based legal issues affecting the understanding and application of the Convention by the Steering 

Committee on Bioethics, or such other committees appointed by the Committee of Ministers or 

the Parties.
37

 

The existing treaties and conventions only govern the diplomatic system related to human rights 

interests, but do not directly tackle the IPR concerns of human tissue based technologies. 

Nevertheless, it offers a universal framework for dealing with the problem that both regional and 

national governments can use. While it is not legally binding, the 'International Declaration on 

Human Genetic Data' establishes ethical guidelines for obtaining, refining, preserving, as well 

applying human genetic information found in biological specimens.
38

 Except prior, notified, and 

express permission from the person interested, or if the intended use defined by the laws of the 

home, corresponds to a major purpose of the interest of the public, Article 16 of the Declaration 

states that biology samples obtained for any of the reasons stated in article 5 should never be 

exploited for any other purposes that are inconsistent with the free consent that is originally 

obtained.
39

 

THE INDIAN REGIME 

The Ministry of Health and Family Welfare in India issued two sets of guidelines for exchange 

and use of biological materials of humans for the purposes of biomedical and bioengineering 
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research, drafted by the ICMR in 1997 and one specifically, for biomedical research where 

children are the subjects, in 2017.
40

 This comprehensive framework is argued to be sound and 

efficient to accommodate the necessities of biomedical researchers, patients as well as the society 

as large. However, there still remain certain bio-ethical considerations that are missing, which is 

discussed in the next part. The guidelines are still seen as a model for many developing nations 

in the world that are advancing in the field of bioengineering. The guidelines primarily focus on 

defining the biological materials that have the potential characteristics for the performance of 

biomedical research.
41

 These materials are obtained from patients through diagnostic techniques, 

autopsy of specimens, organ or tissue donation, discarded tissues or body wastes. 

The rules are noteworthy in so far as sharing as well as the transfer of biological samples is 

concerned. This really is a good way to prevent the potential lack of regulation over the use of 

those materials after they have left the knowledge of the local regulating agency. Especially 

notable is the need to sign a MoU/ agreement between the parties involved on the material 

transfer; in case of cross-border transfer, between the Indian and foreign partner.
42

 The precise 

terms that are to be included in the memoranda or the agreements rely upon the conditions of 

the case in question: Assessment of the background of the participants being collaborated or 

sent/received is also important. The guidelines however briefly obligate the performance of 

research in terms of confidentiality, commercial exploitation, publication, indemnifying and 

terminating the agreement, IPRs/assignment and licensing of patents and mercantile 

arrangements.
43

   

BIOETHICS IN TISSUE-ENGINEERING – AN APPRAISAL 

The field of bioethics has much to do with problems relating to ethics in the arenas of research, 

healthcare, medicine, and environmental safety apart from biotechnology. On a general note, 

such an approach for these issues has taken up a variety of perspectives. Contributions towards 

the discourse relating to bioethics, stems from the specialisations of humanities, sciences and 
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social sciences and the expertise in these.
44

 Philosophers, health officials, scientists, attorneys, 

social workers, theologians, disability advocates and anthropologists are the notable professionals 

working in the field of bioethics.
45

 They can be involved in teaching, conducting research, 

providing clinical care to the patients, or work to change the existing laws and public policies. 

Bioethics is the intersection of law, medicine, government policies, religious beliefs, and science.
46

 

Every field of study that supplies valuable expertise, methodologies, resources and challenges to 

learn about or improve practices, observations and policies that pose ethical issues that happen 

to be effective when resources and knowledge from various disciplines are put together and 

resolved step by step. 

Both internal and external reflexes are crucial for ethical considerations to control human 

activities; what the agent tends to do is external while why it is being done is internal. Conversely, 

the ethical assessment of conduct must therefore provide a determination of the mechanism by 

which we aim to achieve our targets. Given the various domains of tissue engineering and the 

applications, the ethical problems of the field may be categorised according to its stage of growth. 

Pre-clinical testing, clinical trials, clinical practice, and specialised clinical application are all 

phases of growth.
47

 This suggests that such a problem could be addressed from a range of 

viewpoints, many of which are related to the advancement, application, and operation of tissue 

engineering.
48

 Hence, this is essential to address the ethical concerns attached to tissue 

engineering including the aspects outside the purview of research, therapeutic and clinical ethics, 

and practice. Although it is complex to go into the aspect of ethical examination, it has to be 

tackled taking into consideration the techniques applied, the source of the persons who are a 

part of the process and what the ultimate goal is. It is therefore a comprehensive tactic to analyse 

the ethical considerations and arrive at a complete appraisal.  

Ethics are moral guidelines of individual values. On the other hand regulation is what government 

agencies/authorities enforce; for example the Food and Drug Authority (FDA) in the US
49

, the 
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fssai (in case of GMOs- Genetically modified Organisms)
50

 and Central Drugs Standard Control 

Organisation (CDSCO) in India for food and drug related inventions.
51

 Similarly, the Ministry of 

Environment, Forest, and Climate Change has a Genetic Engineering Appraisal Committee 

(GEAC) working under it.
52

 The said agency is responsible for the environmental assessment of 

practices including large-scale use of toxic microorganisms and recombinants for research 

purposes. Hence there is a need for striking a balance between ‘ethics’ and ‘regulation’ as far as 

biotechnology inventions are concerned. In an ideal society, ethics are given more importance 

than regulations. However, the policy-making methodology and the regulations governing ethical 

considerations vary from one state to another; ethics is a subjective concept.  

Bioethics in tissue engineering is evaluated on the basis of three main factors – Legal, 

Organisational and Individual.
53

 All three need to be interlinked and studied accordingly.  For 

instance in embryonic stem cell research, the cells are pluripotent in nature, which is the reason 

for a fuss that is prevailing in this case. But it being pluripotent is the reason why it is considered 

as a potential tool for tissue engineering based research.
54

 In this case, two main moral principles 

are to be taken note of – to prevent or abate the suffering that exists, and on the other hand to 

respect the value/worth of human life.
55

 While an early embryo is destroyed to carry on the 

research, it surges major human rights concerns because a human life is terminated at the very 

embryonic stage itself. Also, the future health implications resulting from these experiments must 

be considered by society in order to determine if the benefits far outweigh ethical values and 

guidance. There is a need to coherently understand the concept of ‘life’ of a human being, as 

well as the concept of developing a human being in the lack of mention of a female uterus. But 

then if the research is successful it benefits people at large. So how do we decide which one is 

important? There is a fair need for the answer to reach across the table, thereby working for both 

researches, while simultaneously protecting respect for human life.  
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HEALTH RISKS IN 3D PRINTING OF ORGANS 

Since there is a recognition and application of foreign materials, there exists some risk that 

invades the process of 3D printing of organs, which may result in inflammation of the organ.
56

  It 

is also argued that once the artificial organ is implanted into the beneficiary’s body, there is a 

possibility of dislodgement and relocation of cell compounds, which can sometimes be 

irreversible in nature.
57

 Biodegradable materials like polylactic acid are commonly used in tissue 

engineering scaffolds.
58

 Since degradable materials contain by-products that can enter the 

bloodstream, using them in an implant raises the risk of danger to the beneficiary. The 

components must be able to move through the kidneys without causing damage to the body. 

Cytotoxicity and clotting, including difficulty in excretion results in a stacking of contaminants in 

the system, and movement leading to disturbance of some other organs, while putting them at 

risk too. 

The process of bio-printing includes cell extrusion and the usage of synthetic scaffolding by using 

thin nozzles, which might create a higher force, collapsing the system.
59

 Even if the process is 

shaped in such a manner that the force is not so active, there will still be an impact of the 

momentary forces in the pathways, which might destroy the cell functioning. Moreover, the Ultra 

virus radiated light used in crosslinking the chemicals are toxic enough and might even result in 

damage to the DNA.
60

 Hence, the health risks associated with bio-printing are to be examined 

keenly, before deciding on whether this novel method of manufacturing artificial organs will be 

as efficacious as intended. 

THE TWO EYES OF BIOMEDICAL ETHICS 

Ethical concerns of organ models through tissue engineering can be examined from both 

‘biological’ and ‘socioeconomic’ points of view.
61

 In the case of artificial uterus and umbilical 

cord, there exist disagreements between different social, religious and cultural groups in terms of 
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their participation in either donating a tissue for the research, or implanting the resultant organ. 

One the other hand, in case of in-vitro research, the issue is whether the data of the patients 

collected are kept confidential, true representation of the research conducted, if their records are 

saved properly and the transparency in light of the pros and cons of implanting the artificial 

organ.
62

 Moreover, in the case of TESM- Tissue Engineered Skeletal Muscle, the issue is whether 

the researchers anticipate the benefit in the long run. For this, it is important for the investigators 

to study beneficiaries’ appropriately.
63

 Hence, if we don't want to repeat these inequalities arising 

out of social-economic and biological concerns, we should strategize in advance. Similarly, tissue 

engineering's implementation and development can have an impact on the health system in two 

ways: the conditions for tissue engineering's application/usage and recovery, as well as its 

utilisation. As a result, the most important question to be addressed is how tissue engineering 

works in relation to conventional procedures in terms of its advantages and drawbacks. 

If tissue engineering is proven to be beneficial to the society at large, its impact on health-care 

expenses could significantly be considerable as it depends on the potential patients participating 

in the process. Given the scarcity of resources and the rising cost of medical treatments in the 

present world, it would be reasonable to allocate resources depending on contestable criteria. As 

a result, ethical concerns must always be taken into account. Hence if a variation in the 

procedure isn't mentioned in the guidelines, it could make a big difference between successful 

work translations. This consideration should be taken care of appropriately.   

THE WAY FORWARD 

While conducting tissue engineering, researchers must make registrations for clinical trials, and 

produce intelligible and thorough data from ingeniously designed research throughout every 

stage, specifically the information secured from the initial trials, regardless of its result, in tissue 

engineering research. Transparency in the research approach and trial outcomes allows scientists 

to secure the details about the working factors and the unsuccessful ones, by conducting tests on 

the model, at an early stage of growth. This will pave the way for motivation towards such research 

in the future while aiding in the advancement of the field as a whole. Furthermore, publicising 

the findings of these trials so as to ensure accessibility, and making these comprehensible to 
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members of the general public will aid in educating those considering the idea of participation in 

such trials. It will also accentuate the general understanding of the overall advantages and 

disadvantages of participation in these trials, and potential therapies or novel research paths that 

may arise in this respect.  

While new designs of organs are experimented in laboratories, researchers also face 

methodological and procedural challenges, although they are well trained to handle them. Some 

of which include the trustworthiness in the data of the health of patient-subjects, and on the other 

hand, the portrayal by media and the public. To address these challenges, researchers ought to 

be faultless and transparent in justifying every step they take during the course of their research 

in terms of communications and collaborations both pre, and post the clinical trials.  

Although the standards of patentability subject matter in India are quite narrow, with regard to 

inventions that are derived out of human biological materials, there is a need to analyse if there 

is an invention in the first place. Moreover, the question is whether a patent can be granted to 

the end product resulting from tissue engineering or to the technique/process used to produce 

bio-engineered organs. Hence it is pertinent to examine if the act of invention that is carried 

forth, through extraction and purification of human tissue actually involves an inventive step. 

However, the donor in no way can be conferred a patent even if there is an inventive step because 

he has played no role in the act of tissue engineering. It is fair to introduce a benefit-sharing 

agreement signed between the donor and the researcher, and the rights can be shared if there is 

a grant of patent in the first place. This might still be subject to circumstances and would differ 

from case to case. An effective study should be conducted to analyse the plausibility of this 

mechanism. 

CONCLUSION 

Tissue engineering has the potential to provide new treatment solutions for a large number of 

people suffering from life-threatening diseases including serious congenital defects including 

organ failures.  As a result, there is a strong desire to rapidly convert this field's research results 

into effective viable therapeutic opportunities. But all research and experimentation must be 

carried out in a way that ensures patient safety and health, which boosts public confidence in this 

emerging field. While these advances are of great benefit, their applicability and 

implementation ultimately depend on a sound regulatory framework and its ability to be 

dynamic, given the number of opportunities. Moreover Tissue engineers must be aware of the 
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ethical concerns and considerations of the society, surrounding human experimentation and 

biomaterial science since they have a duty to ensure that the methods and procedures they use 

are developed in a way that is compatible with and inclusive of all ethical standards used for 

medical practice, including the field's other unique challenges. Those issues vary from social and 

cultural to anthropological factors, across the world.  

** 

 



 

 

REGISTRATION OF COLOR MARKS V. COLOR DEPLETION – A 

COMPARATIVE STUDY 

Harinee K.J. 

 

ABSTRACT 

A Color trademark is a non-traditional trademark that uses at least one color to fulfill 

the trademark role of specifically defining the commercial source of goods or services. 

Color is an essential tool for distinguishing brands. It is a consumer's first point of 

interaction with a company and is critical in assisting businesses to stand out in the 

marketplace. Color could be utilized to stimulate moods and emotions, affect customer 

attitudes and actions, and help businesses place or distinguish themselves from their 

competitors by using its psychological impact. A trademark with such a significant 

feature would not only bring value to a brand, but can also add to its distinctiveness. 

For example, the color purple has become such a distinctive characteristic of Cadbury 

Chocolates that even kids recognize it. Because of this ability to add value to brands, 

colors should be shielded by the trademark law in order to discourage coat-tailors 

from profiting from what has now become a brand’s symbol. Not only does registering 

a color protect the brand's interests by avoiding unjust competition, but it also ensures 

the customer that the purple bar of chocolate they grabbed in a hurry from the grocery 

is, in fact, Cadbury. However, there are some who argue against the registration of 

color marks citing color depletion as a reason. This paper will focus on issues 

regarding the registrability of color marks in the jurisdiction of USA, EU and India, 

and the relationship between the process of registration of color marks and risk of 

color depletion.  
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I. INTRODUCTION 

Color is an important tool for identifying brands. It is a customer's first point of contact with a 

business, and is crucial in helping organizations stand out in the marketplace. Color may be used 

to influence client attitudes and actions, as well as help organizations position or distinguish 

themselves from competitors, by using its psychological impact. A trademark with such a 

particular feature not only adds value to a company, but also makes it stand out. The color purple, 

for example, has become so associated with Cadbury Chocolates that even children recognize it. 

By eliminating unfair competition, registering a color protects the brand's interests. Because 

colors are generally recognized and may bridge cultural and linguistic barriers, they can be a 

successful marketing tool. This reduces cultural confusion. Color would be a vital component of 

a global marketing strategy for companies looking to grow their brand in different nations
1

. Color 

protection under trade mark law is thus advantageous for businesses that have established a global 

brand and want to safeguard their public image. 

The global importance of color leads to the debate over whether or not trademark protection for 

color marks is appropriate. One of the arguments against color trademark protection is color 

depletion theory. Color depletion theory advocates place their premise on fair competition. They 

argue that, since there are only a limited number of colors that can be retained for specific 

products, if individual producers are allowed to monopolize specific colors, the probability of 

running out of available colors is high, thereby causing commercial disadvantage to future 

competitors. The case of Campbell Soup Co. v. Armour & Co., in which the court denied the 

protection of the red and white Campbell Soup can by holding that if they monopolize red in all 

of its shades, the next manufacturer may monopolize orange in all of its shades, and the next 

yellow in the same way, has been particularly important for the construction of this theory. 

Obviously, the color palette will soon be depleted.
2
 

This paper will focus on issues regarding the registrability of color marks in the jurisdiction of 

the United States of America (hereinafter USA), European Union (hereinafter EU) and India, 

and the relationship between the process of registration of color marks and risk of color 

depletion. 

                                                 
1 Mubeen M. Aslam, Are You Selling the Right Color? A Cross‐cultural Review of Color as a Marketing Cue, 

12(1) J. MARK. COMMUN. 15-30 (2006) 
2 Campbell Soup Co v. Armour & Co., 175 F.2d 795, 798 (3d. Cir. 1949). 
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II. REGISTRATION OF COLOR MARKS IN USA, EU AND INDIA 

The TRIPS Agreement, which applies to all World Trade Organization members, includes a 

specific mention to color combinations, but not to a single color, in its definition of trademark. 

However, it does not limit the definition of a trade mark to the signs specified as examples, and 

it does not rule out the protection of a single color.
3

 

1. REGISTRATION OF COLOR MARKS IN USA 

The passing of the Trademark Act of 1946 in the United States paved the way for the protection 

of color trademarks.  According to Section 2 of the Trademark Act of 1946, “No trademark by 

which the goods of the applicant may be distinguished from the goods of others shall be refused 

registration on the principal register on account of its nature.”
4

  

However, the Trademark Act of 1946 had little effect for the next three decades as the US courts 

were hesitant to extend rights to colors. The US Federal Circuit upheld defense of the color pink 

(which is a single color) that's used in insulation material in the case of Owens-Corning Fiberglass 

Corp
5
 in 1985, signaling a significant change in color trademark jurisprudence. According to the 

Court, the Lanham Act states that if a mark is worthy of becoming or being distinctive of 

applicant's products in commerce, then it is capable of functioning as a trademark
6

. The court 

did, however, warn that color marks have a challenging burden to prove distinctiveness and 

trademark character, and ordered subordinate courts to evaluate each lawsuit on its merits
7

. 

Following that, in the case of Qualitex Co.v. Jacobson Products Co., Inc. in 1995, the United 

States Supreme Court acknowledged that a color can be used as a trademark
8
. The court then 

dismissed the two most common challenges to color trademarks: color depletion and shade 

confusion, concluding that the greenish-gold color of dry cleaning press pads were a 

trademarkable color. The court went on to say that this color fulfilled the criteria of a trademark 

because it served as a sign, a source identifier, and had no other purpose other than to describe 

the press pad's source. The court established a basic test for feature functionality in this case, 

                                                 
3 The Agreement on Trade-Related Aspects of Intellectual Property Rights art. 15(1), Apr. 15, 1994, 1869 

U.N.T.S. 299; D. GERVAIS, THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS 167 (2d 

ed. 2003). 
4 Lanham Act § 2, 15 U.S.C. § 1052 (2022). 
5 In re Owens-Corning Fiberglass Corporation, 774 F.2d 1116, 1119-20 (Fed. Cir. 1985). 
6 Lanham Act § 2 (f), 15 U.S.C. § 1052 (2022). 
7 774 F.2d 1116, 1127. 
8 Qualitex v. Jacobson Products Co, 514 U.S. 159, 162 (1995). 
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which serves as a cap on trademark protection: if exclusive use of a feature will place rivals at a 

substantial non-reputational disadvantage, the feature is functional.
9

 

There are two trademark registration registers in the United States. The first is the Principal 

Register, and the second is the Supplementary Register. The Principal Register protects very 

distinctive marks or marks that have gained secondary significance, while the Supplemental 

Register protects non-distinctive marks that have the potential to become distinctive.
10

 Since color 

marks are never inherently distinctive
11

, if the proposed color mark meets the requirements of 

§2(f)
12

, it will be registered in the Principal Register. If the proposed color mark isn't distinctive, 

it can only be registered on the Supplemental Register
13

. 

Despite the fact that a Supplemental Registration does not offer any substantive rights, federal 

law governs the validity, possession, and violation of Supplemental Registrations. A 

supplementary register’s registrant has the right to use a “Federal trademark registration notice”, 

such as the "®". It will then be eligible to submit an application for registration of the mark on 

the Principal Register after the mark has been in use for five years. However, if the color is 

functional, it is neither registrable on the Principal Register nor on the Supplemental Register 

under §2(f).
14

 

2. REGISTRATION OF COLOR MARKS IN EUROPEAN UNION 

The European Union (EU) in 1989 passed its first Trademark Harmonization Directive
15

. This 

is the primary piece of legislation that harmonizes EU trade mark regulation. This 1989 law was 

replaced twice, the first in 2008 and the second in 2015, by a Trademark Directive. Colors and 

sounds were included in the 2015 Trade Mark Directive's definition of trademark.
16

 The 

European Union Trade Mark Regulation
17

(EUTMR) regulates the registration and compliance 

                                                 
9 Id., at 165. 
10 Rebecca Tushnet, Registering Disagreement: Registration in Modern American Trademark Law, 130 HARV. 

L. REV. 867 (2017). 
11 Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205 (2000). 
12 15 U.S.C. §1052. 
13 Edward Weck Inc. v. IM Inc., 17 USPQ 2d 1142, 1145 (TTAB 1990). 
14 In re Pollak Steel Co., 314 F.2d 566, 136 USPQ 651 (C.C.P.A. 1963) (“reflective color on fence found to be 

functional”). 
15 Council Directive 89/104/EEC, 1988 O.J. (L 40) (EC). 
16 Council Directive 2015/2436, art. 3, 2015 O.J. (L 336) 7 (EC). 
17 Council Regulation 2017/1001, art. 4, 2017 O.J. (L 154) 8 (EC). (“A trade mark may consist of any signs, 

including words, including personal names, or designs, letters, numerals, colors, the form of products or 

packaging of goods, or sounds, provided that such signs are capable of:  

(a) distinguishing the goods or services of one undertaking from those of other undertakings;  

(b) being represented on the registry in such a way that the competent authorities and the general public can 

decide the clear and precise subject matter of the protection afforded to its owner”). 
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of European Union trade marks (EUTMs) (formerly known as "Community Trademarks'') and 

enables traders to gain EU-wide protection for their trademarks through a single registration. It 

is penned in the same manner as the Trade Marks Directive. The definition of a EUTM in 

Article 4 of the EUTMR is identical to the definition of trademark in the 2015 Directive. 

The European Court of Justice (ECJ) developed the guiding principles for colormark registration 

in the EU in the case of Libertel
18
 (ECJ). Libertel was trying to trademark the color orange in the 

context of telecommunications services. The question of law before the ECJ was whether a single 

color would ever be able to differentiate one undertaking's products from those of another, and 

if so, under what conditions should a color per se be registrable. The European Court of Justice 

agreed that a color per se can be registered as a trademark. Although a simple reproduction of 

the color on paper was found to be an insufficient graphic representation of the trademark, the 

Court stated that a sample of a color combined with its written description (particularly in 

accordance with an internationally established color identification code eg: the Pantone 

Classification System) would be sufficient to depict a corresponding color trademark graphically. 

Libertel also reaffirmed the Sieckmann criteria, which states that graphical representation of a 

trademark should be clear, precise, self-contained, easily accessible, understandable, durable, 

and objective.
19

  In the case of a color per se, the ECJ went on to say that distinctiveness without 

prior use is normally "inconceivable". As a consequence, a color trademark applicant must 

normally show that the color has gained distinctiveness through use in connection with the related 

goods or services. In a subsequent decision dated June 24, 2004
20

, the court decided that 

combinations of two or more abstract colors can be protected if the trademark application 

provides a clear specification about the arrangement of the colors on the goods, associating the 

colors in a fixed and standardized manner. 

3. REGISTRATION OF COLOR MARKS IN INDIA 

In India, Sections 2(1)(m), 2(1)(zb), and 10(1) of the Trade Marks Act, 1999 takes into account 

the combination of colors. Additionally, Section 26(2) of the Trade Marks Rules, 2017 states that 

“Where an application contains a statement to the effect that the applicant wishes to claim 

combination of colours as a distinctive feature of the trademark, the application shall be 

accompanied with reproduction of the trademark in that combination of colours.”
21

 Single-color 

                                                 
18 Case C-104/01, Libertel Groep BV v. Benelux-Merkenbureau, [2003] ECR I-03793. 
19 Case C-273/00, Sieckmann v. Deutsches Patent und Markenamt, [2002] ECR I-117. 
20  Case C-49/02, Heidelberger Bauchemie GmbH, 2004 E.T.M.R. 99, 13. 
21 Trade Marks Rules, 2017, § 26(2). 
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trademarks, on the other hand, are not included in the Act. Further, according to Section 9(1)(a) 

of the Act, trademarks that are not distinctive in nature shall not be registered.. This, however, 

restricts the extent of color trademarking in India, as single colors are easily obtainable and 

commonly used, and thus can be asserted to be non-distinctive. The color depletion theory, 

which refers to the world’s finite supply of colors, also enters the frame. As a result, it is possible 

to conclude that India's law on color trademarking is vague, and that the judiciary has been given 

a great deal of discretion in this regard. 

It's also worth noting that courts have often issued contradictory or opposing rulings over the 

years on the matter. As a result, the exact status of color trademarks in India is unclear. For 

example, the Delhi High Court in the case of Colgate Palmolive Co. v. Anchor Health and 

Beauty Care Pvt. Ltd
22
 in 2003 prohibited the defendant from utilizing the plaintiff's red and white 

color combination in the packaging of their goods, and also stated that replicating the color of 

another product was equivalent to passing off. However, in a later case of Britannia Industries 

Ltd. v. ITC Ltd.,
23
 where it was claimed that Britannia's Nutri Choice Digestive Zero Biscuit had 

replicated the yellow and blue color combination of ITC's Sunfeast Farmlite Digestive All Good 

Biscuit, the Delhi High Court refused an interim injunction on the ground that ITC had failed 

to show that the color combination had become a sign of its goodwill. Furthermore, in the case 

of Christian Louboutin Sas v. Abu Baker and Ors.,
24
 the court, placing reliance on Sections 

2(1)(m) and 2(1)(zb) of the Trade Marks Act, opined that it was not possible to trademark single 

colors. The court hence held that the plaintiff’s trademark, i.e., red color on the soles of ladies’ 

footwear had not been infringed by the defendant and thereafter dismissed the suit. 

III. RELATIONSHIP BETWEEN THE PROCESS OF REGISTRATION OF COLOR 

MARKS AND RISK OF COLOR DEPLETION 

If depletion is viewed as a binary concept in which a color is either depleted or not, the danger 

of depletion is minimized if fewer marks are registered. In other words, stringent registration 

criteria may control color depletion. 

1. DOCTRINE OF FUNCTIONALITY AND ABSOLUTE GROUNDS OF REFUSAL 

                                                 
22 Colgate Palmolive Co. v. Anchor Health and Beauty Care Pvt. Ltd., (2003) DLT 51 (India). 
23 Britannia Industries Ltd. v. ITC Ltd., 2017 (70) PTC 66 (Del) (India). 
24 Christian Louboutin v. Abu Baker and Ors., (2018) 250 DLT 475 (India). 
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The Sieckmann criteria and the color code specification are standard procedures in the EU that 

contribute to the disapproval of many color mark applications. Also, while Article 7(1)(e) 
25

 (deals 

with absolute grounds of refusal of trademarks) was initially only applicable to shape marks, the 

2017 Amendment widened its scope,  covering "the shape, or other characteristics”. As a result, 

any sign consisting solely of "shape" or "other characteristic" resulting from the nature of the goods 

themselves, which occurs from technical results, which provides substantive value to the goods, 

cannot be registrable. However, it is questionable if color marks are covered by Article 7(1)(e). 

If they do, color marks may become more difficult to register in the future. On the one hand, 

including colors under “other characteristics'' may appear inconsistent, given that colors were 

explicitly incorporated in Article 4 as what may entail a “sign” in the 2017 amendments. On the 

other hand, Article 7 may be counteracting Article 4, as the definition of "colors" as signs may 

contribute to a spike in the volume of color mark applications. Article 7 would then serve as a 

safeguard, ensuring that colors used solely for aesthetic purposes are not registered to the 

prejudice of competitors. 

The doctrines of utilitarian and aesthetic functionality have also been recognized under the 

Indian law, where these defenses and constraints for shape marks are established in S. 9(3) of 

Trade Marks Act, 1999 (which deals with absolute grounds for refusal of trademarks). While S. 

9(3) Clauses (a) and (b) cover utilitarian functionality, Clause (c) covers aesthetic functionality. 

However, the Trade Marks Act, 1999 does not specifically state the aforementioned 

requirements for color marks. 

The US functionality doctrine can have an impact on color depletion because it can be used to 

justify denial of registration or revocation. Qualitex used functionality as a security net to enable 

single-color mark registrations, as any registration that put competitors at a disadvantage would 

be struck down by the doctrine.
26

 

On the other hand, not all single-color mark registrations are harmful to competitors, but they 

could lead to color depletion and functionality. The doctrine was not applicable in Qualitex 

because the green color for the cloths-pad was non-functional.
27

 This was likewise the case with 

Louboutin's red sole, causing practitioners to wonder when color markings would be regarded 

aesthetically functional.
28

 One explanation for this ambiguity could be because courts believe the 

                                                 
25 Council Regulation 2017/1001, art. 7(1)(e), 2017 O.J. (L 154) 8 (EC). 
26 Qualitex Co v. Jacobson Products Co., 514 U.S. 159, ¶ 168-169 (1995). 
27 Beebe & Fromer, Are we running out of trade marks? An empirical study of trademark depletion and    

congestion, 131 HARV. L. REV 977 (2018). 
28 Christian Louboutin S.A. v. Yves Saint Laurent America Holdings Inc, 103 U.S.P.Q.2d 1937 (2d Cir. 2012). 
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functionality doctrine's effect is overly harsh, resulting in a reluctance to dismiss applications on 

this ground.
29

 As marks are registered to the disadvantage of competitors, this hesitation could 

lead to increase in color depletion. Moreover, the functionality test only considers the possible 

impact of each application on competition, not the entire trade mark system. As a result, it's 

uncertain whether or not depletion would fall under this doctrine's purview. In other words, 

having tight, formal laws reduces the danger of depletion by reducing the number of colors 

registered. However, if judges and examiners are hesitant to enforce the standards, the result will 

be more registered color marks and a higher danger of depletion in practice. 

2. DISTINCTIVENESS 

In the EU, single color markings are naturally recognizable. However, this is not the case in the 

United States. By raising the registration bar, the US method may be able to control depletion. 

Color marks can only be inherently distinctive in the EU under exceptional situations, thus 

proprietors in both regimes must demonstrate proof of acquired distinctiveness upon 

registration.
30

 

In the case of India, the Draft Manual of the Indian Trademark Office 2015 states that single-

color marks are frequently subject to opposition under Section 9(1)(a) of the Act since they lack 

the ability to distinguish. Weighty evidence should be required to overcome objections under 

Section 9(1)(a) of the Act whenever the exclusive right to color is claimed, just as it is in the EU. 

The assumption that there would always be more colors available was one of the arguments for 

dismissing the depletion theory in Qualitex.
31

 In Libertel, the European Court acknowledged that 

colors are limited in number, holding that the public are seldom in a situation directly to make a 

comparison of goods in multiple shades of color and thus the multitude of distinct colors that 

are in fact readily accessible as prospective Trade Marks to distinguish goods or services is 

limited. The court also stated that while determining a color's potential distinctiveness as a 

trademark, consideration must be given to the general interest in not unreasonably restricting the 

availability of colors.
32

 As a result, it may appear that the EU has taken a more stringent approach 

to color mark registration. At the same time, it's unclear how depletion is perceived in the EU 

registration process, but the US functionality doctrine, when properly applied by courts and 

examiners, can be a useful regulatory instrument, at least for specific color marks. As far as India 

                                                 
29 McKenna, DysFunctionality,48 HOUS. L. REV. 823 (2012). 
30 C-104/01 Libertel Group v. Benelux-Merkenbureau, [2003] ECR I-3793, ¶ 71. 
31 Qualitex v. Jacobson Products Co, 514 U.S. 159, ¶ 168 (1995). 
32 Case C-104/01, Libertel Groep BV v. Benelux-Merkenbureau, [2003] ECR I-03793. 
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is concerned the color depletion theory is neither acknowledged nor denied by the Indian 

Courts.  

Since fewer marks meet the registration standards in both the EU and the USA, strong formal 

standards are an effective way to prevent color depletion. However, there is uncertainty about 

the distinctiveness requirements in both India and the United States. The criteria in the United 

States and India, particularly when it comes to acquired distinctiveness evidence, are sometimes 

inadequate and occasionally imprecise.
33

 In the EU, for example, the use of survey evidence has 

strengthened the standards, and while no specific percentage of identification is required, case 

law indicates that it is typically high.
34

 Furthermore, in the EU, color depletion is sometimes 

considered in the assessment. As an alternative, establishing the same evidence and assessment 

in the United States and India would contribute to a unified system. 

IV. CONCLUSION & SUGGESTIONS 

As of November 2021,
35

 493 color markings had been registered out of 1264 color mark 

applications submitted to the EUIPO between 1996 and 2021. Both color combinations and 

single color marks are included. Even if the total number of applications is minimal, it is the low 

fraction of successful applications that is truly noteworthy, since only 39 percent of applications 

result in registrations. The stringent registration procedures, which minimize color depletion, 

could be one explanation. The statistics show that the registration procedures are not only 

effective in limiting depletion, but also that the severity of color depletion is low, given the low 

number of registered marks. However, it's important to recall that the first color markings were 

just recently permitted to register, and that defining the parameters took time. As parameters are 

defined and customers become more knowledgeable, the number of applications and successful 

registrations may rise in the future. Color may also have greater value for brands. 

One of the possible changes to mitigate color depletion at the shores of the registration process 

itself is to introduce industry-specific reforms. This could be especially useful for color markers 

in the fashion business, where the use of colors and their significance differ from other industries. 

When it comes to colors, the fashion industry must be recognized as an entirely independent 

                                                 
33

 Lisa Larrimore O., The Google Shortcut to Trademark Law, 102 CALIF. L. REV. 352, 353-57 (2014). 
34

 Council Regulation (EU) 2017/1001, art. 9(2)(a), 2017, O.J. (L 154) 10 (EC). 
35

 EUIPO, Statistics for European Union Trade Marks (1996-01 to 2021-11 Evolution) (2022), 

https://euipo.europa.eu/tunnel-

web/secure/webdav/guest/document_library/contentPdfs/about_euipo/the_office/statistics-of-european-union-

trade-marks_en.pdf. 
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subject in case laws.
36

 This was also highlighted in Louboutin v. YSL, where District Court Judge 

Marrero opined for cancellation, claiming that fashion is reliant on colors and that colors must 

only be trademarked . Only in distinct patterns or combinations of shades that manifest a 

conscious effort to design a uniquely identifiable mark embedded in the goods”
37

 Fashion differs 

from other businesses in that the use of a certain color is greatly influenced by the trend cycle.
38

 

Any reform that affects both existing registered marks and new applications must take into 

account the quantity of already registered trademarks. As of now, the quantity of color marks is 

quite minimal, making it less of a concern.
39

 

Close monitoring and a stringent empirical study on the existing depletion level of color markings 

would also assist the trademark systems. The system must be continuously monitored to ensure 

that we can make modifications before we approach dangerously low levels of depletion. 

Technology should also be used to improve the accessibility of searching for non-traditional 

markings to a greater level. A great example is WIPO’s launch of their innovative artificial 

intelligence-powered image search technology, making it easier to search for registered color 

marks based on images instead of words. When it comes to more drastic reforms, these should 

be weighed against the necessity for change. We currently have very minimal empirical evidence 

to show that we have attained significant color depletion levels. So, the difficulties in the 

registration procedure must be weighed against the brand's requirement for an exclusive right to 

a shade, and if that requirement is greater than the brands investment a color mark registration 

may not be permissible. 

** 

                                                 
36

 Jekatarina K., Issues surrounding registration of color marks, 22 RGSL Research Paper 51 (2012). 
37

 Christian Louboutin S.A. v. Yves Saint Laurent America Holdings Inc.,778 F. 2d 445 (2011). 
38

 Sreepada, The new black: trademark protection for color marks in the fashion industry, 19 FORDHAM INTELL. 

PROP. MEDIA & ENT. L.J., 1132, 1156 (2009). 
39

 Tushhnet, Registering Disagreement: Registration in modern America Trademark Law, 130 HARV. L.REV. 

867, 871 (2017). 



 

 

THE TRYST BETWEEN MICKEY MOUSE AND THE U.S. 

COPYRIGHT LAW- A HAPPILY EVER AFTER? 

Saiesha Dhawan, Jason James 

 

ABSTRACT 

Disney, as a media corporation and an animation studio, has grown to be one of 

the biggest entities in the entertainment industry, with expected income projections 

of approximately $17 Bn in 2021-22, with most of its revenue being generated from 

its intangible intellectual properties. The Walt Disney Company rose to fame with 

the advent of Mickey Mouse, which became one of their most prominent and 

advertised properties of all time. This was mainly due to the fact that Mickey's debut 

animated short - "Steamboat Willie '' was an innovative and never before seen black 

and white animated cartoon with synchronised audio. Mickey Mouse has since 

gone on to become a classic figure with historical significance in the animation 

industry, but its long profitable life has also come with a huge demerit - since 

copyrights aren't granted indefinitely, this has resulted in a problem for Disney in 

that their exclusive copyright over Mickey is about to expire. This article aims at 

highlighting the complicated legal provisions governing copyright and trademark 

laws in the United States; elaborating upon the misuse and conflict between the 

laws. Further, this article discusses the consequences and effects of extending the 

copyright law, discussing both the proponent and opponent stands. Lastly, this 

article attempts to analyse the media giant’s reactions to this upcoming problem 

and the possible implications of this issue in the future. 

  

* 

                                                 
 Saiesha Dhawan is a graduate of GLSLC, Gujarat University. She may be contacted at 

saieshadhawan15@gmail.com. 

 

Jason James is a final year student pursuing B.A. LL.B. from GLSLC, Gujarat University. He may be contacted 

at jason.off.james2506@gmail.com. 



2022 THE NUALS INTELLECTUAL PROPERTY LAW REVIEW 90 

  

INTRODUCTION 

Disney’s amicable relationship with the U.S. copyright law has influenced the Intellectual 

Property Laws in the United States drastically since Mickey Mouse’s first appearance in the 

famous animated short “Steamboat Willie” in 1928; regardless of its positive or negative 

implications on the U.S. IP regime, it has always worked out in Disney’s favour, until now. 

Even before Mickey’s debut, the copyright act was subject to a series of amendments in context 

to the period of protection. Initially, Mickey Mouse was entitled to a total of 56 years of 

protection under the 1909 Copyright Act, which provided for a 28-year protection with the option 

to renew the copyright for another 28 years after expiry. In accordance with this provision, 

Mickey Mouse should have essentially entered the public domain in 1984
1

. This would've been 

undeniably catastrophic for Disney since Mickey had become their titular character and was on 

its way to global recognition. Thus, as the expiration date drew closer, Disney began lobbying 

Congress as a recourse, thereby starting the Company’s recurring practice of pushing for the 

amendment of the copyright laws in the U.S. so as to extend the term of copyright protection 

period for registered characters.
2

 Suffice to say, the lobbying was immensely successful - Congress 

reshaped the Act to conform with the European regulations
3

; the 1976 Act established the 

doctrine of fair use in America, eliminated the renewable structure of copyright to a single term 

and extended the protection period of copyrights which had been published after 1922 to 75 

years, resulting in Mickey’s copyright protection being extended till 2003.
4

  

However, this wasn’t the last amendment. In 1998, the Copyright Term Extension Act (CTEA), 

popularly known as the Sonny Bono Act or the Mickey Mouse Protection Act, was established 

to extend the copyright protection period to 95 years, all in Disney’s interest
5

. Disney went so far 

as to allocate separate funds and launch an entire team, known as the ‘Disney Political Action 

Committee’, specifically tasked with lobbying senators and important officials to this cause. The 

Political Action Committee ended up contributing a total of $149,612 to the campaigns of the 

                                                 
1 Disney’s Influence on U.S. copyright Law, CARDOZO LAW (Aug. 26, 2021), 

https://online.yu.edu/cardozo/blog/disney-influence-copyright-law. 
2 Kaitlyn Hennessey, Intellectual Property—Mickey Mouse’s Intellectual Property Adventure: What Disney’s War 

on Copyrights Has to Do With trademarks And Patents, 42(1) W. NEW ENG. L. REV. (2020).  
3 Disney vs. The Public Domain: How Mickey Mouse Continues to Protect His copyright, LUCENTEM (Dec. 5, 

2018),  https://lucentem.com/2018/12/05/disney-vs-the-public-domain-how-mickey-mouse-continues-to-protect-

his-copyright/. 
4 Id.  
5 Arvind Pennathur, Mickey’s Tryst with Copyright Law: The Standoff Comes to an End, THE IP LAW POST (Aug. 

7, 2020), https://iplawpost.wordpress.com/2020/08/07/mickeys-tryst-with-copyright-law-the-standoff-comes-to-

an-end/. 
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sponsors for the Bill. The cherry on top for the 19 out of 25 sponsors was that Michael Eisner, 

Disney’s CEO, made personal contributions to the sponsoring Senate and House members in 

various capacities.
6

 Subsequently, this Act came to be criticised on the account that it was 

restricting the rights of the public by upsetting the balance between creativity and protection 

provided by copyright law.
78

 

This extension didn’t go unaddressed. The Supreme Court of the United States, in the case of 

Eldred v. Ashcroft
9

, discussed the constitutionality of the Copyright Term Extension Act of 1998. 

The plaintiffs were of the opinion that the CTEA Act violated the limited time provision of the 

copyright clause and free speech guaranteed under the First Amendment, with added opposition 

being directed towards the retrospective effect of the Act. However, the Supreme Court, in its 7-

2 decision, observed that the Congress had the authority to implement the act as their action was 

under the ambit of the Copyright Clause of the Constitution and in fact did not violate the 

Constitution by extending the protection for an additional 20 years as it treated both future and 

existing copyrights in parity. The claim of violation of the First Amendment was also held 

groundless by the Court.  

Thus, as things stand as of now, Disney’s first ever Mickey is due to enter the public domain on 

1st January 2024. 

DURATION OF COPYRIGHTS IS DYNAMIC IN THE U.S., AND THEY ARE 

DETERMINED IN THREE CATEGORIES
10 

The duration of copyrights in the U.S. is a tricky subject. Unlike the copyright regime in most 

modern Common law jurisdictions - the U.S. still has three kinds of existing protections for 

copyrighted works, each with a different term of protection which is determined depending on 

the year that the original application was filed in. According to the present law, specifically the 

Copyright Term Extension Act, 1998, there are three types of copyrights currently in operation:  

                                                 
6 Zachary Crockett, How Mickey Mouse Evades the Public Domain, PRICECONOMICS (Jan. 7, 2016), 

https://priceonomics.com/how-mickey-mouse-evades-the-public-domain/.  
7 Rosaria Di Fiore, Disney and his copyright: will his characters live “happily ever after”?, MEDIA LAWS (Jan. 

31, 2020),  https://www.medialaws.eu/disney-and-his-copyright-will-his-characters-live-happily-ever-after/.  
8 Victoria A. Grzelak, Mickey Mouse & Sonny Bono Go To Court: The Copyright Term Extension Act And Its 

Effect On Current And Future Rights, 2(1) J. MARSHALL REV. INTELL. PROP. L. (2002). 
9 Eldred v. Ashcroft, 537 U.S. 186 (2003). 
10  Nick H. Kamboj, Disney’s Influence on the Enactment of the Copyright Term Extension Act (“CTEA”), as 

Well as the CTEA’s Retrospective and Prospective Impact (Nov. 2018) (Master’s Thesis, Harvard Extension 

School) (on file with the Harvard University Library System).  
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1) Those created and published before 1978, which are entitled to be protected for a total 

of 95 years according to 17 U.S.C 304,  

2) Those created before 1978 but not published till afterwards. are entitled to be protected 

for the lifetime of the author + 70 years, according to 17 U.S.C. 303, and 

3) Those created on or after 1978 have the same duration of the lifetime of the last surviving 

author with additional 95 years from publication and 120 years from creation (whichever 

is shorter) in case of work for hire creations. 

The reason for this glaring incongruence between U.S. IP law and other modern jurisdictions 

can solely be attributable to Disney and its vested interest in retaining the proprietor rights over 

Mickey. 

THE CLASH BETWEEN TRADEMARK AND COPYRIGHT IN THE PUBLIC DOMAIN 

Although the copyright protection of Steamboat Willie Mickey is ending in 2024, its trademark 

is not. Besides copyrighting each and every version of Mickey ever released, Disney has also 

trademarked them, and unlike copyright protection, trademark protection does not expire
11

; it 

continues as long as the mark is associated with the company or the individual, i.e. the source. 

Luckily for Disney, the image of Mickey is inextricable from the company. 

This signifies that Disney can to some extent still prevent the usage of Mickey’s character after it 

enters the public domain, implying that the loss of Mickey’s copyright is not grave.
12

 In the case 

of Tarzan
13
, the work did not reap the benefits of the 1998 Amendment as it was published before 

1923. Like Mickey, Tarzan’s character is also protected by both, copyright and trademark which 

worked in the Edgar Rice Burroughs estate’s benefit in 2012 when the ERB Inc. filed a lawsuit 

against Dynamic Entertainment for trademark infringement for creating comics similar to Tarzan 

and John Carter. Even though both the characters are in public domain and are eligible for re-

use, it remains implicit that ERB Inc. can still contest their usage which has effectively stopped 

the usage of the Tarzan mark without permission.  

The Sherlock Holmes
14
 case too is quite similar to Mickey’s, like Mickey’s multiple versions 

which won’t be entering the public domain all at once, certain elements which were a part of the 

                                                 
11Timothy B. Lee, Mickey Mouse will be public domain soon—here’s what that means, ARSTECHNICA (Jan. 1, 

2019), https://arstechnica.com/tech-policy/2019/01/a-whole-years-worth-of-works-just-fell-into-the-public-

domain/.  
12 Id. 
13 Edgar Rice Burroughs Inc. v. Dynamic Forces Ent Inc., No. 12 Civ. 1192 (ER) (S.D.N.Y. Feb. 12, 2012). 
14 Klinger v. Conan Doyle Estate, Ltd, 755 F.3d 496 (7th Cir. 2014). 

https://www.bitlaw.com/source/17usc/303.html
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Sherlock Holmes short stories can’t be re-used or adapted as they were written after 1923; the 

cases differ on the premise that Sir Arthur Conan Doyle wasn’t able to change or update his work 

like Disney did which gives the company an upper hand. According to the Doctrine of Tacking, 

the rights over a mark continue to subsist even after modifications as long as it creates the same 

continuous commercial impression.
15
 Moreover, a trademark is relevant as long as the mark is in 

use and continues to be associated with the source of the mark. Lastly, Mickey’s trademark 

needed to develop a secondary meaning or a distinction to protect itself in the public domain, 

which Disney has undoubtedly succeeded at.
16

  

MISUSE OF TRADEMARK 

Disney’s rampant intellectual property protection can be attributed to Walt Disney’s relationship 

with Universal Studios. Mickey’s silhouette and name has become so iconic so as to have been 

associated as Disney’s trademark, which may make one wonder whether protection under 

trademark can be used to prevent the use of the character by third party creators. The famous 

case of Dastar Corp. v. Twentieth Century Fox Film Corp.
17

 answers this question where it was 

observed that using a trademark to protect expired copyright would “create a species of mutant 

copyright law” as it restricts the free use of works which have entered the public domain and that 

trademarks cannot be used to extend the expired protection of copyright. 

It seems pertinent to mention here that the Court in Redbox Automated Retail, LLC v. Buena 

Vista Home Ent., Inc.
18

, has cautioned Disney against expanding their protection by misusing 

copyright.
19

 Yet, Disney has shown no sign of change and have kept up their practice of endless 

remakes, mostly live actions which help them “restart the copyright clock” on their works.  

IMPLICATIONS OF EXTENDING COPYRIGHT PROTECTION 

When we talk about the primary purpose of copyright, which is to promote creativity while 

protecting the rights of the authors and disseminating cultural knowledge to the public,
20

 in 

context to Disney and the recurrent extension of copyright laws in the U.S, two views have come 

                                                 
15 Sarah Sue Landau, Of Mouse and Men: Will Mickey Mouse Live Forever?, 9(2) NYU J. INTELL. PROP. & ENM’T 

L., (2020).  
16 Id.  
17 Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23 (2003). 
18 Redbox Automated Retail, LLC v. Buena Vista Home Ent., Inc., 399 F. Supp. 3d 1018, 1026 (C.D. Cal. 2019). 
19 399 F. Supp. 3d 1018, 1026 (C.D. Cal. 2019). 
20 Khurana and Khurana, The Mickey Mouse Debate, MONDAQ, (Dec. 24, 2021, 3:15 PM), 

https://www.mondaq.com/india/copyright/558114/the-mickey-mouse-debate. 
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into prominence. One in support of it, arguing that creators must be given a longer time to derive 

sole benefits out of the property that they conceptualised and, the opponents who contend that 

extension of copyrights is unfair to the general public as a work entering public domain does not 

negate the original creator’s right to commercialise their creation - it simply extends to the rest of 

the populace as well.
21

 

Opponents further argue that instead of promoting creativity, extension stifles it as the public 

cannot build upon the copyrighted work, such as the works of Shakespeare. Moreover, while 

copyrighting their works, copyright holders were aware that their work will enter the public 

domain eventually.
22

 It would be prominent to point out here that even Professor Richard Epstein 

of the NYU School of Law, who is known to be a staunch defender of Intellectual Property 

Rights believes that a copyright period of life of the author with an additional 70 years is far too 

long and that copyright works should enter the public domain after 28 years
23.

 Another notable 

point which was raised by the opponents of copyright extension was the apparent hypocrisy of 

Disney; it is quite paradoxical how most of Disney’s biggest works have been picked up from the 

public domain itself. Well known classics such as Snow White, Alice in Wonderland, Cinderella, 

The Hunchback of Notre Dame, The Jungle Book and Hercules; even Treasure Planet, a 2002 

Disney animated movie were all a part of the public domain before Disney created its own 

adaptations. Therefore in essence, Disney found source material from the public domain and 

adapted them into copyrightable works. This is quite ironic as Disney itself is now opposing the 

same adaptations from entering the public domain.
24

 

Whereas, proponents of extension have confidence that extension promotes creativity as it 

provides the author of the work monopoly and a safe area to create, adapt and utilise their works. 

The group further contends that the period of copyright protection must extend to the longevity 

of its authors and also the work itself as with the advent of technology, creative works can be 

exploited in the public domain infinitely after expiry.
25

 Moreover, the prevailing digital age has 

shifted the way in which the public domain functions in comparison to 1998 with the emergence 

                                                 
21 Kaitlin Bernasky, Saving Mickey Mouse: The Upcoming Fight FOR Copyright Term Extension In 2018, LAW 

SCHOOL STUDENT SCHOLARSHIP 439 (2014).  
22 Id. 
23 DAVID KLINE ET AL., INTRODUCTION TO INTELLECTUAL PROPERTY 121 (2021). 
24 Clarissa Anderson, The History of U.S. Copyright Law and Disney’s Involvement in Copyright Term Extension 

(Nov. 2021) (Honors Program Senior Thesis, Department of Criminal Justice, University of Wyoming) (on file 

with the University of Wyoming Libraries). 
25 Id.  
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of search engines like Google and communities like Wikipedia editors, Reddit and Twitter 

users.
26

 

IS FURTHER EXTENSION OF COPYRIGHTS TENABLE? 

The future of U.S. copyright law is uncertain. With no other avenue left Disney can try to push 

for another extension as it had in the past with the Sonny Bonno Act, however, this time around 

they are highly unlikely to succeed. The advent and near universal availability of all the Internet 

has advanced the reach as well as the jurisprudence of IP laws - all commercially creative works 

are accessible through the internet for anyone to alter and interpret, this is evident in the online 

video making, social media and microblogging communities which strive on content featuring 

interpretations and adaptations of popular creative works. Thus, the age of online content 

creation puts immense weight behind the argument to maintain the term of copyrights fora 

shorter term. Further extension of the copyright protection would betray billions of their lawful 

right to alter and expand upon creative works which have become part of the culture and the 

society as a whole. With the current set up of copyright laws, the current generation wouldn’t be 

alive long enough to engage with the copyrighted works freely as the average protection period 

lasts longer, many a times even decades longer than the average human lifespan.
27

 

Unlike the minimal or no public opinion previously, the fears of widespread backlash has already 

perturbed three of United States’ most powerful rights holder groups; the Motion Picture 

Association of America, the Recording Industry Association of America (RIAA) and the Authors 

Guild from attempting to pursue any further extension. "It's not something we are pursuing," an 

RIAA spokesman has been recorded stating
28

, mostly because it's understood that another 

extension of the copyright law wouldn’t be probable.  

CONCLUSION 

It is clear that Disney cannot go for another extension legislation neither can it rely on trademark 

protection to cover the lack of copyright protection, however, if they were to simply let Mickey 

enter public domain it would sound the death knell for any future attempts to protect copyright 

protection on extremely profitable and lucrative works such as - Marvel, Star Wars and many 

                                                 
26 Supra note 11.  
27 Stacey M. Lantagne, Building a Better Mousetrap: Blocking Disney’s Imperial Copyright Strategies, 12(1) 

HARVARD JOURNAL OF SPORTS & ENTERTAINMENT LAW 141, 152 (2021). 
28 Id. See also Timothy, supra note 11. 
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other such properties which were first released decades ago and also will eventually come to the 

Courts with the same problem at which point the fact of having given up the exclusive copyright 

over Mickey will be a bad precedent against Disney's case. 

The Company has always attempted to dominate the laws surrounding its own interests by 

lobbying and filing multiple lawsuits, which hasn’t been without a rationale. Mickey Mouse 

approximately values at 6 billion dollars per year and has indeed become a global powerhouse.
29
 

In addition to Disney’s 12 theme parks, 52 resorts, 9 studios and 4 cruise ships which include 

Pixar and Marvel, reinstating the known fact that copyright protection is an invaluable asset for 

Disney. Which leaves us with the question; what will happen once Mickey enters the public 

domain? 

** 

                                                 
29 Meganne Tillay, The Fight to Continue Mickey Mouse’s Copyright, THE COURTROOM, (Dec. 27, 2021, 7:00 

PM), https://thecourtroom.org/the-fight-to-continue-mickey-mouses-copyright/.  



 

 

LIABILITY OF SHORT VIDEO SHARING APPLICATIONS UNDER 

COPYRIGHT ACT, 1957 

Anshika Chadha 

 

ABSTRACT 

Short video sharing Applications [“Applications”] are social media platforms that 

allow users to create and share short video clips. A dominant trend among such 

platforms is to allow content creators to add music to their videos, either by allowing 

them to use music extracted from other videos, or giving access to music from an 

audio library. This audio library contains music from the users’ own personal devices 

as well as tracks curated by the Application itself. Concerns regarding copyright 

infringement arise when the background music being exploited for commercial gain 

is actually a copyrighted track that has not been licensed from the copyright owner. 

Entering into licensing deals for millions of music tracks can be expensive for the 

Applications, and till 2020, almost all of such platforms distributed copyrighted music 

without obtaining a license first.  

One defence that Applications may take against alleged copyright infringement would 

be of the safe harbour provisions that apply to intermediaries under Section 51(a)(ii) 

and Section 52(1)(c) of the Copyright Act, 1957 [“1957 Act”]. But can such 

Applications actually be considered intermediaries? Can it be established that there 

was no secondary infringement by these Applications, considering that they knowingly 

allow infringing copies of copyright music to be communicated to the public as well 

as be stored in their audio library? In such a background, a question further arises 

whether such Applications would instead be able to avail the exception of fair dealing 

under Section 52(1)(a) of the 1957 Act by satisfying requisite criteria.  
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I. SHORT VIDEO SHARING APPLICATIONS 

India has witnessed a quick surge in the number of Applications available to the public, especially 

after July 2020.
1

 When the video sharing platform ‘Tiktok’, known for hosting the maximum 

number of Indian users, was blocked by the Indian government in June, 2020,
2

 many home-

grown Applications with a similar interface vied to take its place.
3

 Since then, Applications such 

as Josh, Moj, MX Taka Tak, Roposo, Mitron, to name a few, have gained millions of Indian 

users who create videos and upload them on the platforms.
4

 

These Applications are platforms primarily assessed on a mobile phone, allowing users to create 

videos and share them on their public accounts. Most have a common framework, where users 

can generate and edit their videos within the Application itself, taking help of the features 

provided therein. One of such features is the option to add music to the videos. For instance, 

one of the most popular trends on short-video platforms is to lip-sync to background music.
5

 

Such background music can be added to one’s video in multiple ways. Firstly, the Applications 

provide a music library to their users, where they can either choose snippets of music from a 

curated list of songs or add music that is already stored in their own devices. Secondly, a 

collaboration feature allows users to extract music from a video that has already been posted by 

another user, or “duet” with them by remixing the previous video i.e., incorporate the previous 

video into their own video. As Janhavi Parikh, Business Head of MX Taka Tak said, “music is 

the backbone of the short video format.”
6

 

On the face of it, there seems nothing wrong with such Applications, where users merely create 

and share videos as short as 15 or 30 seconds. But the problem becomes clearer once we 

consider how commercially valuable the digital content creation system has become. The holding 

                                                 
1 The Rise Of Made In India Digital Content, RED SEER (Apr. 2021), https://redseer.com/reports/the-rise-of-made-

in-india-digital-content/. 
2 Press India Bureau Delhi, Government Bans 59 mobile apps which are prejudicial to sovereignty and integrity 

of India, defence of India, security of state and public order, MINISTRY OF ELECTRONICS & IT (Jun. 29, 2020),  

pib.gov.in/PressReleseDetailm.aspx?PRID=1635206. 
3 K. Sunil Thomas, Race hots up to occupy the video app throne left vacant by TikTok, THE WEEK (July 11, 2020), 

theweek.in/news/biz-tech/2020/07/11/race-hots-up-to-occupy-the-video-app-throne-left-vacant-by-tiktok.html. 
4 Tarush Bhalla, Indian apps reach 97% of TikTok user levels, LIVEMINT (Apr. 22, 2021), 

livemint.com/technology/tech-news/indian-apps-reach-97-of-tiktok-user-levels-11619024801566.html. 
5 Siladitya Ray, 2020’s Top Online Video Was An Infectious TikTok Lip-Sync—And It’s Now More Liked Than 

Anything On YouTube, FORBES (Dec. 26, 2020), forbes.com/sites/siladityaray/2020/12/26/2020s-top-online-

video-was-an-infectious-tiktok-lip-sync-and-its-now-more-liked-than-anything-on-youtube/?sh=44605a3d5b93. 
6 Hardik Joshi, Interview of the Week – Janhavi Parikh, Business Head, MX Taka Tak, MUSIC PLUS (May 08, 

2021), https://www.musicplus.in/interview-of-the-week-janhavi-parikh-business-head-mx-taka-tak/. 
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companies of these Applications have managed to raise hundreds of millions in funds.
7

 The 

major revenue stream for over-the-top platforms have been partnerships with corporations and 

brands for direct advertisements,
8

 and Applications follow the same model to facilitate content 

marketing.
9

 Advertising revenue depends heavily on the total user base and number of daily users 

of these Applications, which become extremely high for these Applications in just a year.
10

 Some 

Applications have also started making money by incorporating video-based social commerce 

technology, where a shop button is added to a video promoting a product.
11

  

Therefore, it is clear that the platforms are reaping profits by allowing users to create content 

within their existing model. Music is a key feature of every Application - scrolling through 

Applications such as MX Taka Tak or Moj, one can hardly encounter a video which does not 

have a popular song or melody in it. But in most of the platforms, the music has not been licensed 

from copyright owners. Palpably, the working of short video platforms rests on the use of music 

to boost engagement, with the end goal of earning money, but without paying the actual copyright 

owners and composers of the music what they are due. In fact, the music industry in India has 

been losing around Rs. 200 crores annually in revenues since short-video Applications access 

libraries of music labels illegally without making requisite payments.
12

 Only a few Applications, 

such as Moj and Chingari, have signed licensing deals with music labels like T-Series,
13

 but most 

continue to provide access to copyrighted music without licensing the same.
14

 This situation can 

                                                 
7 Harsh Upadhyay, India’s short video apps amass over 600 Mn installs and close to $1 Bn in funding since TikTok 

ban, ENTRACKER (Jul. 1, 2021), entrackr.com/2021/07/indias-short-video-apps-amass-over-600-mn-installs-and-

close-to-1-bn-in-funding-since-tiktok-ban/. 
8 Lata Jha, Brand partnerships may constitute 60% of revenue for OTTs, LIVEMINT (Aug. 03, 2021), 

livemint.com/industry/advertising/brand-partnerships-likely-to-bring-60-of-revenues-for-otts-

11627897499144.html. 
9 Gargi Sarkar, Will Indian short-video platforms' monetisation experiments pay off?, IWORLD (May 03, 2021), 

indiantelevision.com/iworld/over-the-top-services/will-indian-short-video-apps-monetisation-experiments-pay-

off-210503. 
10 Jessica Xalxo, The Rise and Rise of Indian Short-Video Apps, ROLLING STONE INDIA (Jun. 29, 2021), 

rollingstoneindia.com/the-rise-and-rise-of-indian-short-video-apps/. 
11 Sohini Mitter, Short video platform Chingari enters social commerce, makes millions of videos 'shoppable', 

YOUR STORY (Feb. 17, 2021), yourstory.com/2021/02/tiktok-short-video-platform-chingari-social-commerce-

shoppable/amp. 
12 Lata Jha, The music industry in India is losing about Rs200 crore in revenues annually as short-video apps 

bypass payments and access libraries of music labels illegally, LIVEMINT (Jan. 19, 2021), 

https://www.livemint.com/news/india/music-industry-losing-revenue-thanks-to-short-video-apps-

11611038358707.html. 
13 See Gaurav Laghate, Short video app Chingari signs licencing deal with T-Series, ECONOMIC TIMES (Sep. 18, 

2020) https://economictimes.indiatimes.com/tech/internet/short-video-app-chingari-signs-licencing-deal-with-t-

series/articleshow/78181900.cms. See also Lata Jha, ShareChat, Moj sign multi-year licensing deal with T-Series, 

LIVEMINT (Aug. 05, 2021), livemint.com/industry/media/sharechat-moj-sign-multi-year-licensing-deal-with-

tseries-11628138716659.html. 
14 Indian labels hit short-video apps with infringement notices, MUSICALLY (Aug. 05, 2020), 

musically.com/2020/08/05/indian-labels-hit-short-video-apps-with-infringement-notices/. 
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simply be understood as someone else indirectly gaining enrichment out of the fruits of another 

person’s labour, which goes directly against the fundamental justification of copyright protection.
15

 

It was thus not a surprise when T-Series, a big music label, sent copyright infringement notices 

to multiple short-video platforms.
16

 

However, at the same time, the position of these Applications must also be understood. 

Currently, there are hundreds of music labels in India. It will be difficult as well as extremely 

expensive for such platforms to enter into licensing deals with a good number of such labels, and 

their revenue might not be able to offset such a heavy expense.
17

 Applications may choose to 

enter into a licensing agreement with a couple of the major labels, but it would significantly restrict 

the music library provided to content creators. Additionally, users - equipped with the option to 

add music from their own device - may end up illegally downloading the music anyway to their 

phones when they find it unavailable on the Application itself. This would not solve the problem 

for both the music labels as well as the Applications. In light of this, we must consider whether 

under the 1957 Act, these Applications could possibly avail protection for the way they operate, 

such that bypassing licensing deals would not be considered copyright infringement.  

II. COPYRIGHT OVER A SOUND RECORDING 

“Song” is a term of general usage to depict the music that we hear. But for the purposes of the 

1957 Act,
18

 the term “sound recording” is used to denote a recording of sounds,
19

 and it usually 

incorporates two kinds of works. One is the ‘lyrics’, which are dramatic works;
20

 the other is the 

musical composition created by the composer which is a musical work.
21

 The final “song” that 

we hear is the sound recording created by a producer,
22

 which includes a combination of the 

underlying works. An infringing copy of a sound recording refers to any recording “embodying 

the same sound recording, made by any means.”
23

 Since the term recording is used, it would 

include both audio and visual recordings, and we can therefore include videos in its ambit. 

                                                 
15 Justin Hughes, The Philosophy of Intellectual Property, 77 GEO. L.J. 287, 288 (1988). 
16 T-Series serves legal notice to video apps for copyright infringement, BUSINESS STANDARD (Sep. 06, 2020), 

business-standard.com/article/companies/t-series-serves-legal-notice-to-video-apps-for-copyright-infringement-

120090600424_1.html. 
17 Ameet Datta, Apna Time Aagayaa? An Indian TikTok Rival will also Need to Navigate the Music Industry, 

DECCAN HERALD (Jul. 07, 2020), deccanherald.com/brandspot/pr-spot/apna-time-aagayaa-an-indian-tiktok-rival-

will-also-need-to-navigate-the-music-industry-858226.html. 
18 The Copyright Act, 1957 (lndia). [Hereinafter Copyright Act]. 
19 Copyright Act, § 2(xx). 
20 Copyright Act, § 2(h). 
21 Copyright Act, § 2(p). 
22 Copyright Act, § 2(d)(v). 
23 Copyright Act, § 2(m)(iii). 



VOL IV  SHORT VIDEO SHARING APPLICATIONS & COPYRIGHT LIABILITY 101 

 

 

 

For simplicity, every sound recording provided by and accessed through an Application would 

be referred to as “music”. Under Section 14, those holding copyright over music have various 

rights, and one important right is to communicate the work to the public.
24

 Section 14 gives 

copyright owners such an exclusive right as well as the right to authorise the same. Any such act 

done without authorisation would amount to infringement.
25

  

III. INTERMEDIARY LIABILITY UNDER COPYRIGHT ACT, 1957 

In India, the statutory framework concerned with intermediary liability is primarily found in 

Section 79 of the Information Technology Act, 2000 [“IT Act”] the Information Technology 

(Intermediary Guidelines and Digital Media Ethics Code) Rules, 2021 as well as the Indian 

Copyright Act, 1957 [“Copyright Act”], and the Copyright Rules, 2013. The scope of the present 

discussion will be restricted to the Copyright Act. 

The Copyright Act does not define intermediaries anywhere, however they can be held liable for 

secondary copyright infringement under Section 51(a)(ii), where liability is imposed on any 

person who, without license, permits for profit, a place to be used to communicate infringing 

works to the public.
26

 The same provision also gives an exception to the liability, exempting the 

person in case they were not aware or had no reasonable ground for believing that the works 

were infringing. Next, under Section 52(1)(c) of the Copyright Act, the “transient or incidental 

storage of a work” in order to provide access will not be considered copyright infringement. We 

shall first consider the liability of the Applications under these sections. 

1. LIABILITY WITH RESPECT TO THE FEATURE ALLOWING USERS TO UPLOAD MUSIC FROM 

THEIR PERSONAL DEVICES AS WELL AS THE “COLLABORATION” FEATURE. 

It can be recalled that the Applications allow their users to extract audio from the music available 

on their personal devices and use the same as background music for their videos uploaded on 

the platform. The Applications also allow a “collaborate” as well as “duet” feature where the user 

can use the audio already uploaded by another user in their videos or mix audios for a duet 

where both videos are joined together. 

(i) Section 51(a)(ii) 

                                                 
24 Copyright Act, § 14(e)(iii) 
25 Copyright Act, § 51(a)(i). 
26 Copyright Act, § 51(a)(ii). 
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Under Section 51(a)(ii), firstly, the term “aware” has been interpreted to mean actual specific 

knowledge of the infringement and not simply general awareness on the part of the person.
27

 

Unlike the requirement of a court order to impute actual knowledge to an intermediary, as was 

read into Section 79(3) of the IT Act in the Shreya Singhal case,
28

 there is no such need of the 

same in case of Section 51(a)(ii).
29

 Secondly, the term “place” has been interpreted to include 

cyberspace too.
30

 We can understand “for profit” to mean that the person should be gaining any 

financial benefit on account of the use of this place for communicating infringing copies. Finally, 

the term “permit” implies that the person should be capable of exerting control over the 

situation.
31

  

“For Profit” 

With respect to the two features mentioned above, when we consider the element of “profit” or 

a financial benefit, it is clear that Applications adopt various models to make monetary gain 

through the Applications and the content uploaded therein. MX Taka Tak, for instance, offers 

subscription through payment of a subscription fee to facilitate users’ access, use and viewership.
32

 

Roposo has a system of “ROPOSO coins” which allow paid activity to users after they purchase 

the coins.
33

 To earn revenue, Moj shares data and engagement habits of its users to show them 

sponsored content.
34

 All of this is apart from the revenue earned through advertisements and 

paid partnerships with brands on the Applications.
35

 Therefore, Applications permit “for profit” 

a place to be used by the users to communicate infringing copies of works. Communication of 

work to the public means making the work available to be seen or heard or enjoyed by the public 

in any such manner.
36

 When Applications allow users to incorporate unlicensed music in their 

videos and post it for the world to see, from their personal devices or through the feature of 

                                                 
27 MySpace Inc. v. Super Cassettes Industries Ltd., (2017) 69 PTC 1, ¶ 36. [Hereinafter MySpace]. 
28 Shreya Singhal v. Union of India, (2015) 5 SCC 1, ¶ 122. 
29 DIVIJ JOSHI, INDIAN INTERMEDIARY LIABILITY REGIME: COMPLIANCE WITH THE MANILA PRINCIPLES ON 

INTERMEDIARY LIABILITY 3 (Elonnai Hickok & Swaraj Baroaah eds., The Centre for Internet & Society), 

https://cis-india.org/internet-governance/files/indian-intermediary-liability-regime (last visited Aug. 20, 2021).  
30 MySpace, ¶ 15. 
31 Aradhya Sethia, The Troubled Waters of Copyright Safe Harbour in India, 12(5) J. INTELL. PROP. L & PRAC. 

398, 406 (2017). 
32 MX TAKA TAK, USER AGREEMENT §2.3, https://www.mxplayer.in/download-mx-takatak-app/terms (last visited 

July. 20, 2022). [Hereinafter User Agreement]. 
33 §7.6, ROPOSO User Terms and Conditions, https://www.roposo.com/tnc (last updated June 11, 2021). 
34 Permission to Share Your Profile Information with Third Parties, Terms of Use, Moj, 

help.mojapp.in/policies/terms/ (last visited Aug. 8, 2022). 
35 See Part II.  
36 Government of India, Department For Promotion of Industry and Internal Trade Ministry of Commerce and 

Industry, A Handbook of Copyright Law, COPYRIGHT OFFICE, copyright.gov.in/documents/handbook.html (last 

visited Aug. 22, 2021). 
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collaboration, it would amount to communication of the music to the public. Liability under 

Section 51(a)(ii) would be applicable to these Applications.  

Lack of Awareness and Reasonable Ground 

To escape this liability, the exceptions under the provision will have to be satisfied, which are 

two. Firstly, if the Application was not aware that the copyright over the music is being infringed, 

and secondly, if they had no reasonable ground to believe that the copyright was being infringed 

through such communication. The standard for awareness being actual knowledge, we have to 

consider whether the Application would have specific knowledge that the music being used was 

licensed or not. For the music that the users add themselves to the library, it would be a rare case 

that the user is adding licensed music from their own device. Today, multiple platforms exist for 

legally listening to music, such as Spotify, Apple Music, which do not allow users to download 

music to their devices; the download option is restricted to the confines of the platform. 

Theoretically, it would not be unreasonable to assume that the music generally found on the 

device of a user has been downloaded without a license. The moment they upload the same to 

Application’s music library, and create a video to be monetised, they are also communicating the 

work in a manner which amounts to infringement of copyright. Similarly, if the music uploaded 

is unlicensed and used for collaboration by another user, the communication of an infringing 

copy continues to take place.  

However, it can also be argued from a more practical perspective that there is no reasonable way 

for the Application to know whether each audio uploaded by a user is infringing a copyright or 

not. As was observed in the Myspace judgment, in a virtual world, it is impossible for an 

intermediary to figure out which user generated content is infringing the copyright in which 

work.
37

 The Applications boast millions of daily users, and it cannot be expected for them to 

know whether every new music added by a user is leading to communication of an infringing 

copy of work. In this regard, it is submitted that the Applications also have knowledge about their 

user base. Statistics show that 80% of the users of Applications are not from metro cities,
38

 and 

41% of the users are between ages 16-24.
39

 The Application would thus be “aware” or have 

knowledge that almost all of its users, in general, would not be able to purchase licensed music 

to store it on their personal devices, and consequently, know that the music they are uploading 

will lead to communication of an infringing copy of a work. The MySpace judgment relied on 

                                                 
37 MySpace, ¶ 36. 
38 Supra note 1, at 14. 
39 Id. at 21. 
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the definition of knowledge given in Copinger and Skone James on Copyright,
40

 as per which 

imputing actual knowledge requires us to see whether the infringer turns a blind eye and fails to 

take steps “to inquire into the kind of work it permits”. While in the context of the kind of 

platform MySpace was, the court held that it could not have specific knowledge of infringement 

as it would be unable to know the owners of all works uploaded on the website, the situation with 

respect to the Applications is different. Unlike a website where various kinds of content are 

shared, the Applications are restricted to videos, predominantly containing background music. 

The Applications’ complete reliance on the use of music and awareness with respect to the 

practicalities of licensing music has to be considered. Calling their knowledge mere “suspicion” 

would be turning a blind eye to reality. Combined with the knowledge of their user base, it would 

not be just an apprehension on part of the Applications that the music uploaded is infringing 

copyright. Rather, if they choose to ignore the information in front of them which shows that they 

are most definitely allowing infringing copies of a work being permitted on their Application, 

they will fail the awareness test.  

Even if this knowledge test has not been satisfied, then it is submitted that the same logic can be 

used to conclude that the Applications had reasonable grounds to believe that copyright 

infringement would take place. Consequently, the exceptions under Section 51(a)(ii) are not 

satisfied and the Applications would not be able to evade liability for copyright infringement 

under this section.  

What does “permit” mean? 

The only way the Applications still could end up avoiding liability as per Section 51(a)(ii) is if the 

interpretation of the term “permit” was looked into from a different perspective. In the MySpace 

judgement, the court did not really delve into what “permit” should entail, but took a very basic 

and surface level view. It relied on the fact that MySpace allowed users to upload content on the 

platform and that it generated revenue to confirm that the element of “permit for profit” was 

satisfied.
41

 If we follow the same route towards this element of control, the User Agreements of 

various Applications would take us to a similar conclusion. For instance, in MX Taka Tak, the 

access to content and any feature of the Application, including “sound, audio” is provided only 

to users who agree to the User Agreement and comply with their Privacy Policy.
42

 The 

                                                 
40 1 COPINGER AND SKONE JAMES ON COPYRIGHT (Kevin Garnett et al. eds., 16d. ed. 2012), cited in MySpace, ¶ 

36. 
41 MySpace, ¶ 34. 
42 §1.1, User Agreement. 
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Application retains the rights and sole discretion to place limits on use or storage of any user,
43

 

and “allows” users to use, upload and share “sounds, audio” and content.
44

 The Application also 

has the right to terminate or suspend the account of any user.
45

 All this goes on to show that the 

Application has control i.e. they are permitting a place to be used.  

However, it is submitted that this would be a narrow approach towards authorisation. The crucial 

consideration is not whether the Application is generally permitting its use to post content, rather, 

it is whether the Application is somehow authorising the communication of infringing copies of 

a work to the public. The aspect of authorisation is therefore restricted to the communication of 

infringing copies only. Here, the User Agreements make it clear that users are not allowed to 

post content which infringes the copyright of others.
46

 Therefore, while the Application is 

permitting access to a “place”, the same is limited by the clause that the copyright in a work 

cannot be infringed while such access is given. Similar frameworks are present in other 

Applications as well.
47

 It can therefore be concluded that, while the Applications authorise posting 

of content by users, they do not authorise posting of infringing copies of works, which is what is 

specifically required in the Section. Therefore, with respect to the feature where users can extract 

audio from music found on their own device, as well as the feature allowing collaboration, if the 

interpretation of what it means to “permit for profit” is modified, the Applications will not be 

held liable as the section would not be applicable on them. 

(ii) Section 52(1)(c) 

In Section 52(1)(c) too, certain criteria need to be satisfied. The section states that transient or 

incidental storage of a work to provide access to it would not be considered copyright 

infringement. There are multiple elements attached to this. Firstly, the access should not have 

been expressly prohibited by the copyright holder. Secondly, the person responsible for transient 

storage should not be aware or have reasonable grounds to believe that an infringing copy is being 

stored. Finally, the main element to be satisfied is that the storage should be transient or 

incidental in nature. 

                                                 
43 §2.2, User Agreement. 
44 §4.1, User Agreement. 
45 §13, User Agreement. 
46 §5(j), User Agreement. 
47 See MITRON, TERMS OF USAGE AND COMPLIANCE §4.2.4, https://web.mitron.tv/tos.html (last visited Aug. 21, 

2021). See also Safety - Terms of Use, MOJ, help.mojapp.in/policies/terms/ (last visited Aug. 21, 2021). See also 

JOSH, TERMS AND CONDITIONS §12, https://share.myjosh.in/terms-conditions (last visited Aug. 21, 2021). See also 

ROPOSO, USER TERMS AND CONDITIONS §4.1(h), https://www.roposo.com/tnc (last updated June 11, 2021). 
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When Applications allow users to upload music from their own devices, they end up storing the 

music within the platform in order to facilitate the collaboration feature. The music is stored such 

that any other user could then use it for their own video, which means the Application is 

providing access to the music to other users.  

With respect to the first requirement, the transient or incidental storage of only lawful work 

should be there, i.e. the copyright holder should have authorised that the work was allowed to 

be given for access in the first place. In case of music that has not been licensed, it cannot be said 

that the copyright holder authorised uploading the same on the Application so that it can be 

communicated to the public. The aspect requiring awareness or existence of a reasonable belief 

that no copyright was being infringed would have the same conclusion as was reached in the 

previous discussion.
48

 Both these aspects are therefore not satisfied.  

Transient or Incidental Storage  

The 1957 Act does not define what transient or incidental storage would entail, but considering 

the varying kinds of intermediaries that exist, especially in a technology-driven world, the terms 

could be made flexible to suit all kinds of intermediaries. Still, the provision is very limited in its 

scope as it will protect only those intermediaries that temporarily store a work in the process of 

providing links, access or integration. In the 2012 Amendment, the initially proposed term 

“transient and incidental” was changed to “transient or incidental” so that the section is able to 

cover areas such as search, hosting, information retrieval and caching.
49

 The aim was to ensure 

that any incidental storage of work such as due to “caching” was exempted from liability. 

However, if the storage of work is deliberate in nature, then it would constitute infringement as 

per Section 51.
50

 In the present situation, the storage of the music uploaded by users is not 

temporary in nature. In fact it is a deliberate choice made by the Application to keep building its 

music library and allow users to “collaborate” and mix “duets” with other users. This in turn 

helps to boost engagement within the Application,
51

 which is a primary objective of the platforms 

to increase their revenue.
52

 Therefore, as none of the elements in this section are satisfied, the 

Applications would not be able to evade liability in this case as well.  

                                                 
48 See Part IV.A.iii. 
49 Parliament of India, Rajya Sabha, Department - Related Parliamentary Standing Committee On Human 

Resource Development, Two Hundred Twenty-Seventh Report On The Copyright (Amendment) Bill, 2010, ¶ 19.4. 
50 Id. ¶ 19.2. 
51 Supra note 6. 
52 Sarah Perez, Instagram officially launches Remix on Reels, a TikTok Duets-like feature, TECH CRUNCH (Mar. 

31, 2021), techcrunch.com/2021/03/31/instagram-officially-launches-remix-on-reels-a-tiktok-duets-like-feature/. 
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2. LIABILITY WITH RESPECT TO THE MUSIC LIBRARY CREATED BY THE APPLICATION 

The very existence of the concept of an intermediary is to ensure that the person or entity merely 

acting as a link or on behalf of someone else does not face the same liability as the one who is 

personally involved in the act (here, copyright infringement). When we consider the feature 

where Applications create a music library with unlicensed music, they are not taking such an 

action on behalf of anyone else. The music library is created by the Applications themselves, 

making it a personal act. Here, although the Application is not hosting any music uploaded by a 

user, it is the source of the communication of an infringing copy of a copyrighted work. Further, 

the creation of a music library cannot be done without obtaining licenses for the music from 

copyright holders.
53

 Three kinds of licenses are to be taken by Applications for the same. A 

Synchronisation License for the sound recording,
54

 a Publishing License for the music and lyrics 

that form a part of the sound recording,
55

 and a Mechanical Right for streaming, storage and 

reproduction.
56

 Without these licenses, the music library will infringe the copyright of the rights 

holders, and since it will be an action of the Application and not of its users, it could not claim 

that it is simply an intermediary.  

Therefore, with respect to the music library, we cannot consider the Application to be an 

intermediary. Eventhough an intermediary is not defined, we can note that the requirements 

under Section 51(a)(ii) and 52(1)(c) are not being satisfied. This is because, firstly, since the 

Applications create the music library themselves, they would definitely have knowledge whether 

or not they have entered into a licensing deal with the copyright owners i.e. whether copyright 

infringement is taking place or not. And secondly, the storage of the music in the music library 

of the Application is deliberate and permanent and not incidental or temporary. This is why for 

creating a music library with music that has not been licensed from the copyright owners, the 

Applications can be held liable for primary infringement, with no respite from the exemptions 

offered to intermediaries for secondary infringement.  

IV. EXCEPTION OF FAIR DEALING 

Since the Applications will most likely fail to be protected as an intermediary under the 1957 

Act, another aspect we can consider is whether they will be saved by the exception of fair use or 

                                                 
53 Ameet Datta, supra note 17. 
54 Achille Forler, Music Licensing In India 101, TUNECORE (May 05, 2020), tunecore.in/guides/music-licensing-

in-india-101. 
55 How Music Royalties Work: 6 Types of Music Royalties, SOUND CHARTS (Jan. 09, 2020), 

soundcharts.com/blog/music-royalties#who-gets-paid-when-royalty-is-dealt. 
56 Id. 
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“fair dealing” as per the terminology in India. The fair dealing exception to copyright 

infringement given under section Section 52(1)(a) of the 1957 Act will come into picture here. 

In India TV Independent News Service v. Yashraj Films Pvt. Ltd.,
57

 it has been held that Indian 

fair use is also determined using the four factors prevalent in the U.S.
58

 These are:  

(i) the purpose and the character of the use, including whether such use is of a commercial 

nature or is for non-profit educational purposes;
59

  

(ii) the nature of the copyrighted work;
60

 

(iii) the amount and substantiality of the portion used in relation to the copyrighted work as 

a whole;
61

 and 

(iv) the effect of the use upon the potential market for or value of the copyrighted work.
62

 

Therefore, not only would the work need to satisfy the criteria in Section 52(1)(a), it must also 

pass the four-factor test. Under Section 52(1)(a)(ii), fair dealing with any work for the purpose of 

criticism or review will not constitute copyright infringement. With respect to the Applications, 

primarily the purpose of “review” can be relied upon. The purpose of “private or personal use”
63

 

will not be applicable since the final work making use of the music, which is the short video, is 

being uploaded on a social media platform. Presently, we would need to satisfy that the short 

videos are fair dealing with the copyrighted music for the purpose of review. Accordingly, the 

Application providing access to the music to its users would not be held liable for copyright 

infringement, because the short videos would not be a way of communicating the music to the 

public rather they would be “fair dealing”.  

The first requirement to be satisfied is that the short videos are fair dealing, which means they 

must meet the four-factor test. The first factor is regarding the nature and character of use of the 

copyrighted work. When users create a video using copyrighted music as background audio, 

while their long-term goal is to somehow monetise the video, at that point they are simply posting 

the video for a non-commercial purpose. This is the situation of 90% of the users, as they are not 

                                                 
57 (2012) 192 DLT 502 (DB). 
58 Id. ¶40. 
59 Blackwood & Sons Ltd. v. Anparasuraman, AIR 1959 Mad. 410 (Where the court took note of the purpose for 

which a copyrightable material was used while determining Fair Use). 
60 R.G. Anand v. Deluxe Films & Ors., 1978 (4) SCC 118 (The court considered whether the spectator after 

looking at the works gets the unmistakable impression that infringement of copyrighted work has taken place). 
61 Chancellor Masters & Scholars of the University of Oxford v. Narendera Publishing House & Ors., 2008 (38) 

PTC 385 Del (The quantity and value of the work taken was considered as well as the effect on market share). 
62 Id. 
63 Copyright Act, § 52(1)(a)(i).  
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“influencers” or content creators with huge followings that allow them to enter into paid 

partnerships with brands and earn money from the videos they post.
64

 However, when we 

consider the users that are monetising their videos, as well as the Applications themselves that 

are earning money through the videos, it has to be concluded that the use is commercial in nature. 

Nonetheless, courts have held that just because an activity is commercial in nature would not 

make it ipso facto “unfair”.
65

 The facts and circumstances, length of use, context, purpose and 

intention behind the use will also have to be considered.
66

 

It is submitted that the nature of the use of the music is transformative, which means that its use 

adds something new, such that the new work has a different character.
67

 Users take a portion from 

the music and add their own creative effort to reach the final video to be uploaded.
68

 They plan 

and record videos with new techniques and add transitions using in-app tools, which takes both 

skill and judgment, and in the end, value is added to the initial work to create something 

completely new. The use can be considered to be transformative as it is completely different 

from the purpose for which the music was originally created. Therefore, even if the copyrighted 

work itself is a creative work, its use is transformative in nature, which takes our focus away from 

the underlying work to the new video that has been created as required by law.
69

 

In addition to this, short videos are usually only of 15 or 30-seconds’ duration, which means that 

users extract only snippets out of the original music. The duration is so short that the music used 

in the background of the videos cannot be considered a substantial part of the original work, both 

quantitatively and qualitatively. The effect of these short videos on the potential market of the 

copyrighted music is also not negative, in fact the use of such music has proved to be quite 

beneficial in the sense that use of certain music clips often become a trend on the Applications, 

making the “song” go viral, and the Applications are nothing but free publicity.
70

 Once music 

garners interest over the Application, users would flock to a music streaming platform to continue 

                                                 
64 Supra note 1. 
65 ICC Development (International) v. New Delhi Television Ltd. 2012 SCC OnLine Del 4919; Super Cassettes 

Industries Ltd. v. Hamar Television Network Pvt. Ltd., 2011 (45) PTC 70 Del. 
66 ESPN Star Sports v Global Broadcast News Ltd. & Ors., 2008 (38) 477 (Del.) (DB). 
67 Campbell v. Acuff-Rose Music Inc., 510 U.S. 569 (1994); Chancellor Masters & Scholars of the University of 

Oxford v. Narendera Publishing House & Ors., 2008 (38) PTC 385 Del; University of Cambridge v. B.D. Bhandari 

and Ors., 2011 SCC OnLine Del 3215; Super Cassettes Industries Ltd. v. Chintamani Rao & Ors., (2012) 49 PTC 

1. 
68 Most Applications follow a common format in terms of the features offered. The actual content of the features, 

such as effects and stickers, might differ, but in a competitive sphere, the more creative a user is allowed to be on 

an Application, the better. 
69 Super Cassettes Industries Ltd. v. Chintamani Rao & Ors., (2012) 49 PTC 1, ¶ 27 
70 Mathures Paul, Making a viral hit out of a new single, TELEGRAPH INDIA (Jul. 04, 2021), 

telegraphindia.com/science-tech/music-tracks-that-can-make-your-short-video-platform-content-go-

viral/cid/1821222. 
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to listen to the full work, ensuring that copyright holders also feel the positive impact of the gain 

in popularity and expanding market of listeners.  

Once the aspect of fair dealing is settled, we have to see if the use of the music in creating short 

videos can be considered “review”. The scope of the term “review” was looked into in the case 

of Super Cassettes v. Chintamani Rao.
71

 The court stated that the intention should not be to ride 

“piggyback” on another’s work, instead the focus of attention should be on the new work created 

by using the work of another for the purpose of review.
72

 A review requires intellectual input and 

original mental exercise by the person using the copyrighted work.
73

 Review has also been 

interpreted to mean to view, inspect or examine a second time.
74

 It was further held in Super 

Cassettes v. Hamar Television Network Pvt. Ltd. that a liberal approach must be adopted to 

ascertain what would constitute a “review”.
75

 In light of this, we can consider the use of music in 

making short videos to be a review. The videos made on the Applications use the music to take 

a second look at them, such that the focus is shifted to what is being expressed in the final video 

and not the original music. 

In light of this, we must consider what features of the Applications will be saved with fair dealing 

exception. When an Application allows users to extract snippets from music saved on their 

device, or via a collaboration feature, the use of the music can be considered fair dealing. It has 

to be emphasised that the music in its entirety is not being communicated to the public such that 

the copyright over it is infringed. Instead, an insignificant quantity of the music is being allowed 

to be transformed to create a completely different work. Those 15 seconds do not hamper the 

potential market of the music. However, when we look at the feature where the Applications are 

creating a whole music library, the fair dealing exception will not apply. This is because even if a 

snippet is being used ultimately, the Applications are still storing and providing unauthorised 

access to music in its entirety with a commercial motive. Consequently, it is submitted that the 

Applications can be protected under the provision of fair dealing only partially.  

V. CONCLUSION 

The aim of this paper was to gauge whether the Applications could continue to operate without 

purchasing appropriate licenses for the music that is used in the content uploaded on their 

                                                 
71 Super Cassettes Industries Ltd. v. Chintamani Rao & Ors., (2012) 49 PTC 1. 
72 Id. ¶ 27. 
73 Id. 
74 Chancellor Masters & Scholars of the University of Oxford v. Narendera Publishing House & Ors., 2008 (38) 

PTC 385 Del, ¶38 (referring to the SHORTER OXFORD DICTIONARY (5d ed. 2002)). 
75 Super Cassettes Industries Ltd. v. Hamar Television Network Pvt. Ltd., 2011 (45) PTC 70 Del., ¶8. 
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platform. Licensing requirements can be extremely burdensome, and imposing them on each 

Application has been criticised for the negative effect it can have on freedom of expression that 

thrives on such platforms.
76

 In this context, attempts were made to save certain features of the 

Applications from attracting liability. It was found that while the features allowing users to extract 

audio from music stored in their personal devices and further collaborate using music already 

uploaded by another user can be saved, the audio library created by the Applications without 

taking licenses over the music will definitely impute liability.  

It was not a shock that when powerful music labels such as T-Series filed infringement suits 

against such Applications,
77

 the feud ultimately resulted in a flood of licensing deals.
78

 While many 

Applications have followed suit,
79

 there are still a few that have not proceeded with legitimising 

their music libraries.
80

 Practically, music labels involve themselves only when they see that certain 

Applications are doing quite well for themselves, which makes them demand their fair share 

from the earnings. The power dynamic between the two sides is such that no Application would 

want to fight a suit for infringement in court, rather they would want to settle the issue amicably, 

finalise a licensing deal and continue with an ever growing business.  

** 

                                                 
76 Anupriya Dhonchak, ‘Impact on Free Speech’, Onerous Copyright Licensing, Fair Dealing and Alternatives to 

TikTok, SPICYIP (Jul. 23, 2020), spicyip.com/2020/07/alternatives-to-tiktok-copyright-issues.html. 
77 T-Series serves legal notice to video apps for copyright infringement, BUSINESS STANDARD (Sep. 06, 2020), 
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78 See Moj announces long-term music licensing deal with T-Series, LIVE MINT (Aug. 04, 2021), 

livemint.com/companies/news/moj-announces-long-term-music-licensing-deal-with-tseries-

11628077083529.html. See also Saregama enters into music licensing deal with Josh - short video app, BUSINESS 

STANDARD (Feb. 02, 2021), https://www.business-standard.com/article/news-cm/saregama-enters-into-music-

licensing-deal-with-josh-short-video-app-121020200271_1.html. See also Saregama signs licensing deal with 

short video app Triller, HT TECH (Apr. 06, 2021), tech.hindustantimes.com/tech/news/saregama-signs-licensing-

deal-with-short-video-app-triller-71617686266775.html. 
79 Lata Jha, Short video apps to invest up to Rs200 crore annually in music licensing deals, LIVE MINT (Oct. 05, 

2020), https://www.livemint.com/industry/media/short-video-apps-to-invest-up-to-rs200-crore-annually-in-

music-licensing-deals-11601877510862.html. 
80 Applications such as MX Taka Tak and Roposa have still not entered into music licensing deals with any label, 

but can soon be expected to. 



 

 

THE TRAGEDY OF ANTI-COMMONS IN COVID-19: TURNING TO 

PATENT PLEDGES 
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ABSTRACT 

The tragedy of anti-commons manifests itself most often in the development of 

pharmaceutical or biotechnical products, creating a setback not only to innovation in 

the field but also to a potential social asset. A more public highlight of the same may 

be noted in the subsistence of periods of health emergency such as the recent COVID-

19 pandemic, during which patent thickets have dampened the expedited and 

permeating expansion of therapeutic and preventative medicine. This short essay 

makes a case for encouraging patent pledges as tools to bypass such thickets and 

lessen scientific reaction time to health emergencies, whilst contractually securing the 

rights of patent holders in a suggestively equitable manner. 
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I. INTRODUCTION: THE TRAGEDY OF ANTI-COMMONS 

The tragedy of anti-commons was first identified in 1998
1

 as a corollary to the tragedy of 

commons,
2

 which purported that the common ownership or privatisation of local resources 

would serve as incentive to preserve such resources and prevent the depletion of the same. 

However, “[t]he anticommons thesis is simple: when too many people own pieces of one thing, 

nobody can use it”.
3

 

This was noted significantly as regards innovation and research in biotechnology, genetics, 

medicine and pharmaceuticals, which have a particularly cumulative nature.
4

 Any innovation in 

a particular scientific field builds upon previous research or prior art in the same field. Therefore, 

there is a high probability that any new product developed infringes, even incidentally, upon at 

least one patent if not more. Such phenomena have been observed widely in pharmaceutical 

research and development,
5

 and the chilling effect of the same has also been noted by courts. For 

instance, in the Association for Molecular Pathology v. U.S. Patent & Trademark Office,
6

 the 

Court noted a survey of laboratory directors, where it was found that more than half decided not 

to develop new clinical tests due to multiple patents on genes and license costs, and believed that 

such patents reduced their ability to conduct research effectively.
7

 More recently, the threats from 

such underlying patents were also manifested in the COVID-19 crisis, where a diagnostics 

company, which allegedly held two blood-test patents sued another company for infringing such 

                                                 
1 M.A. Heller & R.S. Eisenberg, Can Patents Deter Innovation? The Anticommons in Biomedical Research, 280 

SCIENCE 698–701 (1998).  
2 Garrett Hardin, The Tragedy of the Commons: The population problem has no technical solution; it requires a 

fundamental extension in morality, 162(3859) SCIENCE 1243-1248 (1968).  
3 Michael Heller, The Tragedy of the Anticommons: A Concise Introduction and Lexicon, 76 THE MODERN LAW 

REVIEW 6 (2013) [hereinafter Heller].  
4 William Lesser, Whither the Research Anticommons?, in FROM AGRISCIENCE TO AGRIBUSINESS: THEORIES, 

POLICIES AND PRACTICES IN TECHNOLOGY TRANSFER AND COMMERCIALIZATION 131–144 (Nicholas 

Kalaitzandonakes et al. eds., 2017), https://www.ncbi.nlm.nih.gov/pmc/articles/PMC7121752/#CR13.  
5 Heller, supra note 3, at 6 (“Some years ago, a drug company executive presented me with an unsettling puzzle. 

His scientists had found a potential treatment for Alzheimer’s disease, but they couldn’t develop it for the market 

unless the company bought access to dozens of patents. Any single patent owner could demand a huge payoff; 

some blocked the whole deal. This story does not have a happy ending. The drug sits on the shelf though it might 

have saved millions of lives and earned billions of dollars.”). 
6  The Association for Molecular Pathology v. U.S. Patent & Trademark Office, 2010-1406, WL 3211513 (Fed. 

Cir. 2011) [hereinafter Molecular Pathology]; Other cases where similar observations were made include 

Association for Molecular Pathology v. Myriad Genetics, 133 S. Ct. 2107, 2111 (2013); Mayo Collaborative 

Services v. Prometheus Laboratories, 132 S. Ct. 1289 (2012) (“… the grant of patents that tie up [a law of nature] 

will inhibit future innovation premised upon them […] or otherwise forecloses more future invention than the 

underlying discovery could reasonably justify.”). 
7 Molecular Pathology, 2010-1406, WL 3211513 (Fed. Cir. 2011) (“A survey of laboratory directors … found 

that 53% decided not to develop a new clinical test because of a gene patent or license, and 67% believed that 

gene patents decreased their ability to conduct research …. In addition to labs that have ceased performing 

BRCA1/2 genetic testing, labs have avoided or refrained from developing tests for BRCA1 and BRCA2 as a result 

of the patents held by Myriad.”) 

https://www.ncbi.nlm.nih.gov/pmc/articles/PMC7121752/#CR13
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patents in the production of its COVID-19 tests.
8

 Such an incident discernibly exacerbates the 

scepticism of the proponents of the anti-commons theory, especially since the equitable access 

to patented health technology is hampered downstream for generic recreations.
9

 However, in this 

tussle between private patent rights and the social responsibility of corporates and conglomerates, 

certain routes have allowed for access to significant inventions bypassing patent thickets. The 

same has been discussed in Part III. Thereafter, Part IV makes a case for patent pledges and the 

article concludes in Part V. 

II. ASSESSING THE ROUTES TO BYPASS PATENT THICKETS 

 

 

1. NEGOTIATIONS FOR VOLUNTARY PATENT LICENSE 

The most common method to obtain access to a patented article or process is through licensing 

post negotiations with the patent-holder. This allows for the laying down of conditions of use, 

exclusivity of access and royalty payments to the patent-holder on the basis of their unique 

negotiations with the proposed licensee. However, the complexity of negotiating with multiple 

patent holders in a patent thicket and its associated costs leads to such a prolonged exercise, 

becoming infructuous. Further, where a public health emergency calls for the hasty development 

and commercialisation of a beneficial innovation, time is of essence for innovation of targeted 

                                                 
8 Nicole Wetsman, A SoftBank-owned company used Theranos patents to sue over COVID-19 tests, THE VERGE 

(Mar. 18, 2020), https://www.theverge.com/2020/3/18/21185006/softbank-theranos-coronavirus-covid-lawsuit-

patent-testing.  
9 A. McMahon, Global equitable access to vaccines, medicines and diagnostics for COVID-19: The role of patents 

as private governance, 47 J. MEDICAL ETHICS 142-148 (2021). 
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treatment methods. For instance, in the vacuum of specific COVID-19 therapy, drug repurposing 

was widely practiced during the scourge of the pandemic,
10

 but many such drugs have been noted 

to have detrimental impacts as well, highlighting the need for accelerated development of 

coronavirus specific therapeutic treatments. 

2. COMPULSORY LICENSING 

The Paris Convention for the Protection of Industrial Property [“Paris Convention”],
11

 as well as 

the Agreement on Trade-Related Aspects of Intellectual Property Rights [“TRIPS”]
12

 permit the 

national authorisation of compulsory licensing. In India, the Patents Act, 1970 [“Patents Act”] 

provides for a framework under Chapter XVI,
13

 with suo moto action by the Controller allowed 

during national emergencies, extreme urgencies and for public non-commercial use during 

public health crises.
14

 In a recent report by a Parliamentary Standing Committee on the “Review 

of Intellectual Property Regime in India”,
15

 the compulsory licensing of materials necessary for 

medicine and vaccine production was encouraged for the COVID-19 national health emergency.  

“Generic production in large quantities without any obligation of patents would help 

in removal of supply constraints in availability of affordable drugs, medicines and 

vaccines at times of high case load and death toll due to Covid-19. The Committee, 

therefore, recommends that the Government should delve into the prospect of 

temporarily wavering patents rights and issuing Compulsory Licensing to tackle the 

inadequacy in availability and accessibility of Covid-19 vaccines and drugs during an 

emergency like situation induced by the pandemic.”
16

  

                                                 
10 Thakur Uttam Singh, Subhashree Parida, Madhu Cholenahalli Lingaraju, Manickam Kesavan, Dinesh Kumar, 

& Raj Kumar Singh, Drug Repurposing Approach to Fight COVID-19, 72(6) PHARMACOL REP. 1479-1508 

(2020). Remdesivir was initially used to treat Ebola, Favipiravir for influenza, lopinavir-ritonavir was an anti-

retroviral for the treatment of HIV etc. (“Use of chloroquine for SARS-CoV2 asks for a high dose but an overdose 

of chloroquine has been reported to cause poisoning and death…in a recent clinical trial with 199 severely ill  

patients with confirmed SARS-CoV2 infections, lopinavir-ritonavir treatment did not improve the time to clinical 

improvement and mortality rate beyond standard care and further, some patients also showed adverse drug effects 

such as gastrointestinal disturbances.”) 
11 Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, 828 U.N.T.S. 305. 
12 Agreement on Trade-Related Aspects of Intellectual Property Rights, of Apr. 15, 1994, Marrakesh Agreement 

Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994). 
13 Patents Act, 1970, §§ 84-92. 
14 Patents Act, 1970, § 92. 
15 DEPARTMENT RELATED PARLIAMENTARY STANDING COMMITTEE ON COMMERCE, ONE HUNDRED AND SIXTY 

FIRST REPORT ON THE REVIEW OF THE INTELLECTUAL PROPERTY RIGHTS REGIME IN INDIA (2021), 

https://rajyasabha.nic.in/rsnew/Committee_site/Committee_File/ReportFile/13/141/161_2021_7_15.pdf.  
16 Id. ¶¶12.14, 20.5 (“…immediate steps by India should be undertaken at domestic level such as issuing of 

compulsory licenses and encouraging the mechanism of voluntary licensing to share Covid-19 technology to other 

producers and manufacturers. This would help in scaling up of production and manufacturing of Covid-19 

vaccines and medicines in the country at times of national health emergency of Covid-19 pandemic. The 

https://rajyasabha.nic.in/rsnew/Committee_site/Committee_File/ReportFile/13/141/161_2021_7_15.pdf
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In other countries, such as Israel, the government has approved compulsory licensing of Kaletra 

in its COVID-19 applications for the production of generic medicines,
17

 while many others such 

as Canada, France and Germany have increased regulatory control over compulsory licencing, 

adding to the number of situations where a compulsory license may be granted.
18

 

3. PATENT POOLS 

One of the more effective methods to remove patent thickets are possibly patent pools or sets of 

agreements among patentees with patents to complimentary articles or processes, which allow 

licensing in packages to each other as well as any third party on the terms as determined by 

patentees. These have often been considered in response to health emergencies, including the 

2002 SARS outbreak, 2005 and 2009 H1N1 influenza outbreaks.
19

 However, the effective 

utilisation of patent pools in biomedical and healthcare sectors has been slightly constrained due 

to an underdevelopment of the patent pool mechanism. The basic rationale behind the patent 

pool is to bundle together all patents ‘essential’ for the development of a particular article or 

process, but the essentiality of the patents is difficult to determine where the final article sought 

has not been produced,
20

 i.e. the problem is simply regarding what to include in the pool.
21

 

Subsequently, will the patent requirements of all innovators be satisfied by the pool? If not, would 

this lead to the creation of a plethora of overlapping patent pools? This circularity of resolving 

patent thickets through pools has not been dealt with by regulators or combed through owing to 

the small number of such pools. Further, even its possible pro and anti-competitive effects have 

not been adequately explored to harmonise the classically rivalling considerations of competition 

and intellectual property.  

                                                 
Government must avoid any chance of delay in invoking compulsory licenses on crucial drugs and vaccines in 

case of an emergency like situation in future. Proactive steps should also be taken for technology transfers to 

manufacturing companies once the trials of medicines or vaccines are completed in order to prevent delay in their 

availability which would be detrimental to the country's interest.”) 
17 Ed Silverman, AbbVie will allow generic copies of its HIV pill in Israel after the government approved a license, 

STAT NEWS (Mar. 20, 2020), https://www.statnews.com/pharmalot/2020/03/20/abbvie-israel-hiv-kaletra-

coronavirus-covid19/.  
18 Adam Houldsworth, The key covid-19 compulsory licensing developments so far, IAM MEDIA (Apr. 7, 2020), 

https://www.iam-media.com/coronavirus/the-key-covid-19-compulsory-licensing-developments-so-far.  
19 Jorge L. Contreras, Michael Eisen, Ariel Ganz, Mark Lemley, Jenny Molloy, Diane M. Peters & Frank Tietze, 

Pledging intellectual property for COVID-19, 38 NATURE BIOTECHNOLOGY 1146–1150 (2020) [Hereinafter 

Contreras]. 
20 Willard K. Tom, A Field Guide to Antitrust Issues in Standard Setting and Patent Pooling, 14 COMPETITION: J. 

ANTITRUST & UNFAIR COMPETITION L. SECS. ST. B. CAL. 13, 28-29 (2005). 
21 Hilllary Greene, Patent Pooling behind the Veil of Uncertainty: Antitrust, Competitive Policy, and the Vaccine 

Industry, 90 BOSTON U. L. REV. 1397 (2010) (“Discerning the technological relationship between patents and 

identifying whether any are essential may be extremely difficult”) [Hereinafter Greene]. 
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For COVID-19, the Medicines Patent Pool [“MPP”], a United Nations-backed organisation 

functions to facilitate technology licensing and pandemic preparedness.
22

 However, even a 

solution such as this is limited to benefitting generic manufacturers and not encouraging 

innovation among biomedical or pharmaceutical developers. In essence, it functions more like a 

copyright society than a patent pool, with pharmaceuticals granting sub-licensable licenses to the 

MPP. 

4. PATENT PLEDGES 

Patent pledges, as is clear from the nomenclature, allow the patent holders to publicly commit to 

making their patents freely available for a particular or indefinite period for restricted or 

unrestricted use. Many organisations have lately preferred undertaking patent pledges for use of 

their patents in COVID-19 applications as opposed to encouraging patent pools or pre-empting 

compulsory licenses.
23

 At the outset, the procedure for such a pledge is simple, at least as 

compared to individual negotiations or patent pools. In essence, a patent pledge is a unilateral 

statement that commits the patentee to refrain from filing patent-infringement suits. Second, the 

patentee can customise the conditions of the pledge according to their requirements, i.e. it can 

offer a free license, or claim royalties on FRAND terms. Further, even the duration of the pledge 

may be determined by the patentee, and absolute rights over the patented product or process 

revert to the patentee after the expiration of such term, allowing for long term commercial 

viability on the side of the patentee. This provides a degree of flexibility, though less than in 

individual negotiations or patent pools but more than compulsory licensing. Third, patent 

pledges can operate without geographical boundaries, thereby allowing increased cross-border 

technology transfers, especially to developing nations. This is especially notable since many 

developed nations refrain from exercising the state’s compulsory licensing rights, and oppose 

such actions even by developing nations.
24

 Fourth, a maximum of patent pledges will allow new 

innovators to mix-and-match the essential patents for their innovation, as opposed to being 

                                                 
22 MEDICINES PATENT POOL, https://medicinespatentpool.org/ (last visited Jul. 12, 2022). 
23 This has been done through platforms such as OPEN COVID PLEDGE, https://opencovidpledge.org (last visited 

Jul. 12, 2022) and OPEN COVID DECLARATION, https://www.gckyoto.com/covid19 (last visited Jul. 12, 2022). 

For instance, AbbVie has unilaterally pledged certain drugs, Moderna, Inc, its mRAN vaccine, Medtronic has 

pledged medical equipment etc. 
24 Xiaodong Yuan & Xiaotao Li, Pledging Patent Rights for Fighting Against the COVID‐19: From the Ethical 

and Efficiency Perspective, J. BUS. ETHICS 14 (June 2021). 

https://medicinespatentpool.org/
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prescribed a pre-determined set of patents, which effectively reduces their choices among 

substitutes and thereby creates anti-competitive effects.  

Thus, patent pledges synthesise not only conflicting jurisprudence behind intellectual property, 

i.e. (i) the remunerative and economic motive and (ii) encouraging innovation, but also promote 

social welfare goals of the state and biomedical ethics that seem to take the backseat in a vaccine 

nationalist clime.  

III. ENCOURAGING PATENT PLEDGES 

Considering the above-discussion, it can thus be inferred that a tragedy of anti-commons can be 

avoided to a great extent with the encouragement of patent pledges or, in a sense, temporary 

standard licenses for certain patents. While it may be too early to encourage all patent holders 

to pledge their creations, the COVID-19 pandemic has indicated that a certain class of 

biomedical inventions can serve as a significant alleviator of a public health tragedy, and provide 

the scientific community building blocks for creating effective therapies. The assessment of the 

efficacy of patent pledges still requires regulatory studies and evaluation by legal scholars.  

However, a specific hypothetical legislative introduction may serve as food for thought in 

concluding this essay; contractual insertions in patent grants. Here, the patent application would 

have an optional clause where, if the patentee agrees, the declaration of situations such as 

‘national emergencies’ or ‘extreme urgencies’ may automatically put into action a patent pledge, 

which is then standardised and regulated by the patent regulator. Thus, say a researcher has 

developed a synthetic protein ZZ and applies for a patent with the regulator assenting to the 

optional clause, her patent would be qualified with a pledge. Thus, in a pandemic, her patent is 

pledged for certain uses as determined at the time of grant for the period of the pandemic, or as 

determined at the time of grant. This allows the balance of social welfare with the private interests 

of the patentee, say for instance, the pandemic commences in the 17
th

 year of the patent, the 

patentee’s absolute economic interests would have been secured for most of the term and the 

pledge (free or FRAND) arises out of her sense of social responsibility and with consent. At the 

same time, since “[a]n effective response to a disease outbreak requires the immediate 

mobilization of scientific resources [and g]reat forethought should be given to identifying and, 

when possible, mitigating or even eliminating legal obstacles to such mobilization”,
25

 the state is 

able to timely determine the outbreak of a pandemic, thereby mobilising resources almost 

                                                 
25 Greene, supra note 21, at 1401. 
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immediately. This also overcomes the problem of passive pledges, as the state can act as an active 

steward in ensuring that the pledged patents are directed to the necessary developers and 

innovators.
26

 

IV. CONCLUSION 

The discussion on and around patent pledges, especially as solutions to the tragedy of anti-

commons remains restricted, with few examples to discuss and even fewer factors to allude to 

the reasons for which any patent-holder may want to pledge their patents. The advent of the 

COVID-19 pandemic and the consequent boom in the number of pledges does indicate that 

there is an element of globally conscious social responsibility and/or public perception involved, 

which drives the increase in pledges. In any case, it indicates that for the biomedical or 

pharmaceutical industry, patent pledges may go a long way in correcting the innovation stifled by 

anti-commons or patent thickets and creating a balance between retention of absolute power by 

the patent-holder and its acquisition by the state. Thus, both the academic scholarship and 

regulators would benefit by encouraging patent pledges in biomedical research, since it would 

lead to the theoretical detangling of patent thickets and benefit the welfare motive of the state as 

well as give impetus to innovation. 

**

                                                 
26 Contreras, supra note 19, at 1148. 
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ABSTRACT 

The current Copyright regime in India provides statutory licensing as a tool that 

holders of copyrights may utilise, with respect to radio or television broadcasting. 

However, with the dawn of a new technological era, internet broadcasting has risen 

to the forefront of content consumption, particularly with respect to music and 

streaming services. This brings with it a host of interpretational challenges, as at 

present, the same has not expressly been incorporated into the Indian legal 

framework. The Draft Copyright (Amendment) Rules, 2019 touched upon this 

subject, but the provisions concerning internet broadcasting were removed from 

the final notified version of the Rules released in 2021. Therefore, the 

aforementioned lacuna continues to persist.   

To this effect, the author shall attempt to trace out the legal history behind internet 

broadcasting vis-a-vis statutory licensing, and look into the effects that the 

inclusion of internet broadcasting into the statutory licensing regime may have 

upon the music market, as per the Draft Rules. The present state of the music market 

in India, and the necessity behind the requirement of reformation shall also be 

examined. Finally, a comparative analysis with the United States licensing regime 

shall be studied, and suggestions shall be put forth as to how to provide for the 

legal ambiguity concerning this issue.  
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I. INTRODUCTION 

Statutory licensing is a form of compulsory licensing whereby a broadcasting organisation that 

wishes to display a pre-published literary, musical, visual, or audio-based creation to the general 

public, obtains the right to do so after issuing notice to the relevant owners of the broadcast 

material as to the duration and territorial scope of the broadcast. In such cases, the broadcasting 

organisation is bound to pay royalties to the owner of the copyrighted work at the rate fixed by 

the High Court. This is a relatively new development, as the prior scheme of intellectual property 

administration was vested with the Intellectual Property Appellate Board (“IPAB”) as provided 

for under Section 31D of the Copyright Act, 1957. This was later abolished by the Tribunals 

Reforms Act, 2021, replacing the jurisdiction of the IPAB with that of the High Courts.
1

 The 

generally accepted definition of broadcasting organisations as per the Act is limited to radio and 

television broadcasting. However, the Draft Copyright (Amendment) Rules, 2019, proposes to 

extend this to include internet broadcasting organisations as well. Through this paper, an attempt 

will be made to trace out the legal evolution of the status of statutory licensing in the Indian music 

broadcasting industry, and analyse whether the same may prove advantageous or disadvantageous 

to the stakeholders. 

II. INTERNET BROADCASTING - LEGAL CONTEXT 

The 21st century has witnessed the revolutionization of the broadcasting industry with the advent 

of internet broadcasting. The rise of online platforms such as Spotify, Wynk Music, Youtube 

Music, Amazon Music, Gaana etc. has enabled a marked increase in the large-scale consumption 

of auditory and visual media, particularly music. Since internet broadcasting is a relatively new 

phenomenon as compared to its radio and television counterparts, its legal standing with respect 

to its applicability under the Copyright Act, 1957 is ambiguous, at best. On inspection, two 

contradicting legal frameworks can be observed with respect to internet broadcasting, as 

developed by both statutory and judicial means.  

1. CASE 1 - STATUTORY LICENSING UNDER INTERNET BROADCASTING AS A LEGALLY 

ACCEPTABLE FRAMEWORK 

According to one legal framework that recognises internet broadcasting as falling under the 

purview of the Copyright Act, 1957 (Hereinafter referred to as the “Copyright Act”) an internet-

                                                 
1 Tribunals Reforms Act, 2021, § 33. 
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based broadcasting organisation may only proceed with the act of broadcasting after payment of 

a fixed royalty, as per section 31D of the Copyright Act. The details of the said prerequisites to 

broadcasting are provided for under Rule 31 of the Copyright Rules, 2013 (Hereinafter referred 

to as the “Copyright Rules”) read in conjunction with the Tribunals Reforms Act, 2021. As per 

these rules, the High Courts are in charge of determining the royalties to be made to the owners 

of the streamed content after factoring in various elements such as the nature of use of the works
2

, 

the class of the works
3

, the prevailing standards of royalties with respect to such works
4

, the time 

slot in which the broadcast takes place
5

 etc.  

The Copyright Rules, however, do not explicitly contain the term ‘internet broadcasting’. 

Nevertheless, the Department of Industrial Policy and Promotion (DIPP) under the Ministry of 

Commerce and Industry, issued a clarificatory memorandum in 2016 expressly stating that 

internet broadcasting was to be included within the ambit of the Copyright Act, and by extension, 

the Copyright Rules.
6

 Thus, it may be inferred that the Government of India was tacitly allowing 

the integration of statutory licensing into the field of internet broadcasting.  

2. CASE 2 - STATUTORY LICENSING UNDER INTERNET BROADCASTING AS A LEGALLY 

REJECTED FRAMEWORK 

A contradictory stance to the aforementioned position was taken by the High Court of Bombay 

in 2019, in the case of Tips Industries Ltd. v. Wynk Media Ltd.
7

 In this case, the plaintiff (Tips 

Industries) had entered into a commercial licence agreement with the defendant, (Wynk Media) 

an internet broadcasting platform, for the purpose of broadcasting certain sound recordings, the 

copyright of which was owned by Tips Industries. The licence that Tips Industries had granted 

to Wynk Media was due to expire, and hence, negotiations were commenced to draft a fresh 

licence agreement. However, both parties were unable to arrive at a mutually satisfactory 

conclusion, and thus, no new agreement was signed. 

Tips Industries issued multiple notices to Wynk Media to desist from displaying Tips Industries’ 

music on their platform, but Wynk Media failed to comply. In light of this, Tips Industries filed 

dual copyright infringement suits against Wynk Media. In return, Wynk Media claimed that they 

                                                 
2 The Copyright Rules, 2013, Rule 7(c). 
3 The Copyright Rules, 2013, Rule 7(b). 
4 The Copyright Rules, 2013, Rule 7(d). 
5 The Copyright Rules, 2013, Rule 7(a). 
6 DEPARTMENT OF INDUSTRIAL POLICY AND PROMOTION, MINISTRY OF COMMERCE AND INDUSTRY, F-NO 14-

35/2015-CRB/LU (IPR VII), OFFICE MEMORANDUM (2016).  
7 MANU/MH/0682/2019. 
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were entitled to a statutory licence under the Copyright Act, and thus were acting within the 

bounds of the law. The Court, holding  in Tips Industries’ favour, observed that the provisions 

pertaining to statutory licensing under the Copyright Act would only apply to radio and television 

broadcasting, and not internet broadcasting. The Court further held that the memorandum relied 

upon by Wynk Media did not contain ‘statutory flavour’ and was thus non-binding. A similar 

verdict was held in the case Warner Music Ltd. v. Spotify.
8

 

3. POSITION UNDER THE DRAFT COPYRIGHT RULES, 2019 

On May 30, 2019, the new Draft Copyright (Amendments) Rules, 2019 (Hereinafter referred to 

as “Draft Rules”) were released to the public for critiques and commentary. The stated objective 

of the revised Draft Rules was to upgrade the existing Copyright regime to function with greater 

efficiency in an era witnessing an increasing rate of technological transformations. The biggest 

amendment that was introduced through the Draft Rules was the substitution of the words “for 

each mode of broadcast” in the place of “by way of radio broadcast or television broadcast” in 

conjunction with statutory licensing.
9

 That is, statutory licensing was proposed to apply to all 

forms of broadcasting, including internet broadcasting. Although these amendments did not 

come into force via the Copyrights Amendment Act, 2021, and possibly because of it, the legal 

lacuna concerning statutory licensing vis-a-vis internet broadcasting may merit study on a 

theoretical level. 

III. COMPETITIVE EFFECT OF STATUTORY LICENSING 

1. RATIONALE BEHIND THE INTRODUCTION OF STATUTORY LICENSING TO THE 

BROADCASTING INDUSTRY 

To understand the effects of statutory licensing if applied to internet broadcasting, it may be 

pertinent to trace out the rationale behind its introduction into the Indian music industry in the 

first place. The 227th Report of the Rajya Sabha Parliamentary Standing Committee on the 

Copyright (Amendment) Bill, 2010 notes that the reasoning behind the establishment of a 

compulsory licensing regime in the broadcasting industry was to ensure the protection of 

broadcasting agencies.
10

 Prior to such a system of operation, broadcasters lacked access to various 

                                                 
8 Warner/Chappell Music Limited v. Spotify AB, (2019) SCC 6469. 
9 Copyright (Amendments) Rules, 2019, Rule 29(3). 
10 DEPARTMENT-RELATED PARLIAMENTARY STANDING COMMITTEE ON HUMAN RESOURCE DEVELOPMENT, THE 

227TH REPORT OF THE RAJYA SABHA PARLIAMENTARY STANDING COMMITTEE ON THE COPYRIGHT 

(AMENDMENT) BILL, 2010 ¶ 15.2, 15.4 (Nov. 23, 2010). 
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copyrighted works due to the existence of a framework whereby licences were voluntarily 

auctioned for FM operators. This rendered the owners of the intellectual property to be 

broadcasted with immense transactional power, that they exploited to lay down highly 

unfavourable terms and conditions for any broadcaster involved. Thus, the statutory licensing 

system was introduced to rectify these imbalances of competitive power in the broadcasting 

industry. 

2. IMPLICATIONS OF STATUTORY LICENSING TO INTERNET BROADCASTING 

The above rationale may also be imputed to internet broadcasting. That is, under a voluntary 

licensing regime, the possibility of a monopolistic strong arming by copyright owners over 

broadcasting agencies via the setting of unreasonable licensing terms is often cited as a criticism 

of the scheme by proponents of statutory licensing. Furthermore, it is also often put forth that 

the transaction costs implicit within a voluntary licensing system is high, due to various reasons 

such as having to track down the copyright owners of each piece of media to be broadcasted, 

negotiating contracts with each copyright owner, the attendant legal costs etc.
11

 On the other hand, 

voluntary licensing advocates posit that under a statutory licensing regime, the High Court may 

set royalties at a lower rate than warranted, this time unduly favouring the broadcasting agencies. 

Following from this, it is suggested that without granting copyright owners a say in negotiating the 

royalties on their music, it allows larger corporations to gain access to copyrighted works at a 

much cheaper rate.  

IV. OVERVIEW OF THE CURRENT STATE OF THE INDIAN MUSIC INDUSTRY 

When aiming to deduce the relative benefits of a voluntary licensing system over a statutory 

licensing system and vice versa, it is first necessary to examine the industry in which these systems 

would potentially be operating within. In the music industry, digital audio streaming is a rapidly 

burgeoning mode of media consumption, enabled significantly by the rise of smartphone usage 

and a concomitant decrease in data costs. In 2020 alone, digital audio streaming rose by 40% in 

India, an exorbitant rise over a span of just one year.
12

 The major broadcasting agencies in terms 

                                                 
11 Simrat Kaur, Why Such Small Pittance For Our Music?: Music Industry Lifts Up Its Voice Against Statutory 

Licensing, SPICYIP (Dec. 26, 2019), https://spicyip.com/2019/12/why-such-small-pittance-for-our-music-music-

industry-lifts-up-its-voice-against-statutory-licensing.html. 
12 Lata Jha, Streaming of audio grows nearly 40% in India in 2020, LIVEMINT (Dec. 15, 2020, 11:08 PM) 

https://www.livemint.com/news/india/audio-streaming-grows-40-in-india-in-2020-11608022882735.html.  
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of audio streaming in the Indian music industry are Gaana, JioSaavn, Wynk Music, Spotify, and 

Google Play Music. Their individual market shares are depicted in the pie chart below.
13

 

 

In September 2019, Deloitte India released a report on the economic impact of the recorded 

music industry in India. Based on the filings of JioSaavn and Gaana, they calculated that the size 

of the audio streaming industry (internet broadcasting) was valued at ₹270 crores, generating 

employment of around 810 FTEs (Full Time Equivalents).
14

 The industry also seems to be 

undergoing major upheavals in terms of large-scale investments, with internet broadcasting 

platforms in particular falling within the thick of it, involved in million dollar deals. Various 

examples of this may include the $115 million funding raised by Chinese technology giant 

Tencent for Gaana,
15

 Spotify’s launch in India (Spotify India) - Spotify being the international 

leader in the audio streaming sector,
16

 Reliance Jio’s acquisition of  Saavn for $104 million, 

                                                 
13 Id. 
14 DELOITTE, ECONOMIC IMPACT OF THE RECORDED MUSIC INDUSTRY IN INDIA (2019), 

https://www2.deloitte.com/content/dam/Deloitte/in/Documents/technology-media-

telecommunications/IMI%20report_singlePage.pdf. 
15 Avendus advises Gaana on USD 115 million fundraise led by Tencent,  AVENDUS (Mar. 2018), 

https://www.avendus.com/india/transaction/avendus-advises-gaana-on-usd-115-million-fund-raise-led-by-

tencent.  
16 Spotify Launches in India, SPOTIFY (Feb 26. 2019), https://newsroom.spotify.com/2019-02-26/spotify-

launches-in-india/.  
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thereby raising the valuation of the newly integrated JioSaavn (JioMusic + Saavn) to over a 

whopping $1 billion
17

 etc. 

On the one hand, these numbers are indicative of the huge and continual potential for growth in 

the Indian music industry, in terms of internet broadcasting. However, more tellingly, these 

numbers are also indicative of the exponential and unequal market power that the major 

streaming sites occupy. It is a well-established fact of the music industry that composers, lyricists 

and songwriters have weak bargaining power as compared to industry giants. In fact, composers 

were often forced to sign away their royalty rights in perpetuity to producers, in exchange for the 

purchase of their music.
18

 This may, in part, be influenced by the absence of a solid ‘music 

publisher’ presence in India, as is standard in many western jurisdictions.
19

  

Music publishers undertake various functions such as closing deals with artists, promoting songs 

written by their lyricists to musicians/movies/ads/promotional campaigns, issuing licenses, 

collecting licensing fees on behalf of their signed artists, providing feedback, enabling cross-artist 

collaborations etc.
20

 Although an artist may technically sign to both a music publisher and a record 

label, a music publisher’s revenue is more closely tied to the income earned by composers and 

lyricists, thereby providing music publisher’s with an incentive to protect the interests of their 

artists, notably more so than record labels themselves.
21

 By extension, the Indian music industry 

may benefit from a bolstering of the music publishing industry. 

The dominating effect of streaming/broadcasting corporations, compounded with large music 

labels, may be evidenced even through their royalty sharing policy. To take the example of 

Spotify, it keeps 30% of the overall revenue accrued to it from streams of the artists’ work.
22

 70% 

of the remainder is allotted to music labels, and the remaining 30% is divided amongst the music 

publishers and the artists, who get 15% each. However, the music publishers in India are often 

the music labels themselves, thus leaving no scope for negotiation by creators. The final cut that 

                                                 
17 Integration of JioMusic and Saavn in a Transaction Valued at Over US $1 Billion, JIOSAAVN (Mar. 23, 2018), 

https://www.jiosaavn.com/corporate/blog/2018/03/23/integration-of-jio-music-and-saavn-in-a-transaction-

valued-at-over-us-1-billion/. 
18 A different tune, FRONTLINE (Jul. 13, 2012),https://frontline.thehindu.com/the-nation/article30166552.ece  
19 Lack of music publishing knowledge robbing Indian artists of royalties, MUSIC PLUS (Mar. 3, 2022), 

https://www.musicplus.in/lack-music-publishing-knowledge-robbing-indian-artists-royalties/.  
20 Heather Mcdonald, What a Music Publishing Company Does, THE BALANCE CAREERS (Oct. 28, 2019), 

https://www.thebalancecareers.com/what-does-a-music-publishing-company-do-2460915.   
21 Zach Scott Gainous, What is the difference between record deals and music publishing deals?, THE FRUITFUL 

FIRM (Jun. 28, 2019), https://www.thefruitfulfirm.com/post/differences-between-music-publishing-record-label-

deals-contracts-agreements.  
22 Spotify reveals artists earn $0.007 per stream, BBC NEWS (Dec. 4, 2013), 

https://www.bbc.com/news/entertainment-arts-25217353.  
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the creators receive are once again to be divided amongst the lyricist, singers etc. leaving each 

creator with a paltry final sum.
23

 Thus, such industry standard practises are indicative of an almost 

predatory presence by corporate giants, and a concomitantly weak artist workforce, with little to 

no power of negotiation.  

As witnessed above, an analysis of internet broadcasting cannot be complete without examining 

its association with music labels. The business model followed by most internet broadcasting 

platforms entails a directly proportional relationship between the visibility of their art and the 

income they receive. That is, the more popular a particular audio recording is, the greater will be 

the revenue generated for the broadcasting platform, and the greater will be the artist’s own 

returns. An artist may only achieve visibility by signing over their rights to music labels, as labels 

have a greater presence and more economic capabilities to invest in the promotion of their artist’s 

work.  

Thus, artists are stuck with the illusion of choice. They may either remain obscure without 

handing over their ownership rights, or transfer these rights along with their ability to earn from 

them, in exchange for the (uncertain) possibility of visibility. The algorithm of such internet 

broadcasting platforms also favour the already popular artists and their works, over relatively 

unknown artists.
24

 In this manner, independent artists who are absent from the mainstream are 

barred from earning a proper income. In extreme cases, some artists have not even been granted 

the royalties that are statutorily due to them.
25

 

Here, it may be pertinent to note that it there is an interconnected relationship between the three 

major stakeholders in the music industry - users/consumers, artists/creators, and the 

corporations. In theory, the consumers of artistic content represent the need for affordable 

access, artists in turn would require a reasonable return on their creative enterprises, and 

corporations are invested in obtaining income for their efforts involved in distributing and 

marketing the artistic work in question. It may be said that the laissez-faire market structure will 

harmonise the interests of the multiple stakeholders in such a way so as to produce an optimum 

outcome for all those involved. This, however, implies that there exists an absolute freedom of 

                                                 
23 Dmitry Pastukhov, Music Streaming Rates Payout, SOUNDCHARTS BLOG (Jun. 09, 2019), 

https://soundcharts.com/blog/music-streaming-rates-payouts.  
24 Jared Richards,“Enough Is Enough”: Here’s Why Artists Are Taking Serious Action Against Spotify, JUNKEE 

(Oct. 30, 2020), https://junkee.com/justice-spotify-stream-demands-artist-petition/276139.  
25 Samarth Goyal, Lucky Ali: I am probably the only artist who has not been paid royalties by a label, HINDUSTAN 

TIMES (Jun. 16, 2020, 3:55 PM) 

https://www.hindustantimes.com/music/lucky-ali-i-am-probably-the-only-artist-who-has-not-been-paid-

royalties-by-a-label/story-bc19Jxe6ZlrLqrhVO3HKAK.html.  
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contract - free of considerations such as an imbalance of bargaining power - between the 

negotiating parties. As aforementioned, this is hardly the case. Therefore, it is posited that the 

skewed market dynamics among creators and corporate labels necessitates legislative 

intervention. 

V. CHALLENGES TO THE IMPLEMENTATION OF A STATUTORY LICENSING 

SYSTEM 

Following from the demonstration of the essentiality of legislative intervention in the sphere of 

licensing under internet broadcasting, it may be pertinent to examine the kind of legislative 

intervention that may be appropriate to preserve the rights of the creators/artists. Statutory 

licensing, as envisioned by the Draft Copyright Rules, 2019, may provide the answer to tilting the 

scales back in favour of the creators, ensuring equity. Rule 13 of the Copyright (Amendment) 

Rules provides that Internet Broadcasting is to be added to the purview of broadcasting under 

the Copyright Rules, 2013, for statutory licensing purposes. However, the Rules seem to have 

erred in this respect.           

1. DISTINCTION BETWEEN INTERNET BROADCASTING AND RADIO/TELEVISION 

BROADCASTING 

Internet Broadcasting differs from Radio and Television Broadcasting fundamentally, in terms 

of its operational model. Radio and Television are non-interactive ‘push’ based broadcasting 

services. Internet Broadcasting is an interactive ‘pull’ based service. In the first case, the consumer 

is a passive receiver of the content they consume. They do not have the ability to choose the 

media that they stream, such as in the case of songs playing on the radio, on music channels on 

TV etc. In the second case, consumers are actively involved in selecting the content they wish to 

consume, such as choosing songs to stream from Spotify, Wynk Music etc.
26

 However, the 

Copyright Rules lay down procedures for the royalty fixation of push-based services only. So, the 

parameters that serve royalty determination of push-based services cannot directly be imputed to 

that of push-based services. Therefore, a new system for deducing adequate royalty rates must 

be devised, to ensure fairness to all stakeholders involved.         

2. A COMPARATIVE OVERVIEW OF THE US LICENSING REGIME 

                                                 
26 Push versus Pull, NEW ARTIST MODEL (Jul. 5, 2013), https://newartistmodel.com/push-versus-pull/.  
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In 2018, the United States passed the Orrin G. Hatch-Bob Goodlatte Music Modernization Act, 

or the Music Modernization Act (Hereinafter referred to as the “MMA”). The MMA 

represented a complete overhaul in the field of copyright licensing under the American music 

industry. It scrapped the song-by-song voluntary licensing system under the previous regime, in 

favour of a Mechanical Licensing System. It envisioned the creation of a Mechanical Licensing 

Collective (MLC) to oversee the issuance of blanket licenses, undertake the collection of 

royalties, and distribute the same to the respective copyright owners.  

One significant change it has brought about is the inclusion of the 50% clause - the stipulation 

that no artist/songwriter is to earn a royalty of less than 50% of the total royalty remuneration 

received.
27

 Furthermore, a different mode of royalty calculation has also been incorporated into 

the Act - the willing buyer/willing seller model.
28

 The willing buyer/willing seller model is a 

method of valuation that assumes that the owner of a product is willing to sell it, and there exists 

in the market, at least one genuine buyer in the market at that time, willing to purchase the same 

product, whether or not the aforesaid is necessarily true on the date of valuation.
29

 

The Act was passed unanimously by Congress
30

, and received widespread support from various 

artists in the industry.
31

 In light of the above, there is an exigent need for the Government of India 

to make statutory modifications in order to better cater to the unique field of internet 

broadcasting. Similar amendments to the MMA may be incorporated into the Indian licensing 

framework. A higher percentage of royalty-sharing may be accorded to artists, so that they may 

obtain a rightly deserved increase in income for their work. An analogous mode of royalty 

valuation may be devised, but with a higher level of legislative modification, so as to serve the 

needs of Indian musicians. 

A more streamlined mode of royalty collection via the issue of a blanket licence for music 

available within a particular database may also be issued, so as to remove barriers to entry from 

the broadcasting corporation side. This may prove to be particularly important, as in its current 

                                                 
27 Nick Gaskell, The Music Modernization Act is Being Overlooked, MEDIUM, (Oct. 2, 2018), 

https://medium.com/@gaskell.nick/the-music-modernization-act-is-flimsy-and-being-overlooked-

1738dd4b5016. 
28 Frequently Asked Questions, US COPYRIGHT OFFICE, https://www.copyright.gov/music-

modernization/faq.html (Last visited on August 23rd, 2020). 
29 INTERNATIONAL VALUATION STANDARDS COUNCIL, INTERNATIONAL VALUATION STANDARDS 2017 1, 19 

(2017), http://www.cas.org.cn/docs/2017-01/20170120142445588690.pdf. 
30 Andrew Flanagan, A Music Industry Peace Treaty Passes Unanimously Through Congress, NATIONAL PUBLIC 

RADIO INC (Sept. 19, 2019), https://www.npr.org/2018/09/19/649611777/a-music-industry-peace-treaty-passes-

unanimously-through-congress. 
31 Ari Herstand, Hit Songwriters Hit Back at SESAC, DIGITAL MUSIC NEWS (Aug. 1, 2018), 

https://www.digitalmusicnews.com/2018/08/01/songwriters-fight-sesac/. 
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state, the internet broadcasting market is in the form of an oligopsony, where the few buyers of 

music licences control the market, consumption patterns, royalty rates etc. An increase in the 

number of indigenous broadcasting agencies catering to smaller artists may also undergo a 

resurgence. This in turn may also improve the competitiveness of the market as a whole, 

improving efficiency.  

VI. CONCLUSION AND SUGGESTIONS 

This paper began by tracing out the legal context of statutory licensing as a competition law tool 

to regulate internet broadcasting. It was understood that opposing viewpoints were taken by the 

legislature and the judiciary respectively, culminating in the releasing of the Draft Copyright 

(Amendment) Rules, 2019 for public comments and later the passing of the Copyright 

(Amendment) Rules, 2021. The rationale behind the introduction of statutory licensing into the 

copyright regime in general was examined, and its applications to internet broadcasting were 

explored. The current position of the music industry in terms of competitiveness was also 

analysed, and a conclusion as to the necessity of statutory licensing with respect to the present 

state of the music industry was arrived at, in the affirmative. Thus, the hypothesis that a market-

based industry standard approach towards licensing in the music industry would be more 

effective as compared to statutory licensing, stands disproved. Finally, certain shortcomings in 

the Draft Copyright (Amendment) Rules, 2019, were identified, and the same was contrasted 

with the Music Modernization Act, 2018, passed by the US.  

In light of the above there is an exigent need for reform in the music industry, particularly with 

respect to ownership rights and payment of creators for their artwork. The music industry stands 

at the danger of becoming a conglomerate-driven content-pumping machine, controlling the kind 

of art that the public has access to, instead of enabling it. Creativity and diversity have been 

sacrificed upon the altar of profit, as evidenced by the cyclical growth of the already famous. But 

with suitable legislative reform, the oligopsonistic music market may evolve into a more equitable 

industry with a fair division of royalties and greater protection to artists, so that they may finally 

enjoy the fruits of their creative labour.  

** 



 

 

THE UNIFORM DISPUTE RESOLUTION POLICY (UDRP): AN 

EFFECTIVE REMEDY FOR CYBERSQUATTING OF TRADEMARKS? 

Smruti Poola 

 

ABSTRACT 

The world of e-commerce engulfs the spirit of consumerism which is facilitated 

through a virtual interface. To be accurately represented on a virtual platform, brands 

have established their websites or internet domains by capturing their brand essence 

by naming such websites after their already popular brand name.   

To streamline the adjudication of domain name disputes and offer relief to the 

aggrieved parties of such practices, the Internet Corporation for Assigned Names and 

Numbers (ICANN) implemented the Uniform Domain-Name Dispute Resolution 

Policy (UDRP) in 1999; which follows an innovative and novel legal structure which 

presents a dispute resolution model that is an amalgamation of three facets of legal 

systems - judicial, arbitral, and ministerial. Keeping in mind the evolving contours of 

the internet, the relevancy of the UDRP is brought to the forefront. The internet isn’t 

the same as it was 22 years ago - the requirements of the present-day demand more 

attention and efficiency to battle instances of domain name disputes. 

This article explores the relevance of the Uniform Dispute Resolution Policy in terms 

of accurately addressing domain name disputes and the issue of cybersquatting of 

trademarks. Firstly, the author attempts to analyse the meaning, scope and features 

of the UDRP and explain the nuances of domain name disputes. Secondly, the author 

evaluates the application of the UDRP and its transformation over the years. Thirdly, 

the concerns expressed about the UDRP are dissected. Lastly, the paper discusses 

UDRP’s framework and its efficiency in addressing domain name issues.  
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I. DOMAIN NAME DISPUTES 

1. MEANING 

Domain name disputes indicate action arising from multiple claims or issues about the ‘Uniform 

Resource Locator’ (URL) or web address on the World Wide Web (internet). Domain name 

disputes consist of various levels that aid in distinguishing between the different aspects of the 

offence, which can be understood to exist in multiple variances.  

Disputes about domain names can be packed into two compartments. The first domain offence 

is “cybersquatting”; this refers to a third party occupying the brand’s domain name regardless of 

the word in question being a registered trademark, with the mala fide intention of selling the 

domain name back to the brand as an attempt to gain profit.
1

 The second cause for domain name 

disputes is categorised as ‘typo-squatting’
2

; this encompasses the natural typing errors made by 

users while mindlessly and hurriedly entering a URL name into the browser that would inevitably 

lead them to a website that is owned and created by the bad faith act of a cyber-squatter to 

indirectly divert website traffic from the primary and verifiable webpage of the business 

organisation.
3

  

This scenario has been famously dealt with in Microsoft v. Microsof.com, a.k.a Tarek Ahmed
4
. 

Another popular type of cybersquatting is termed as the ‘Domain Parking’ or ‘Name-Jacking’ 

method, that primarily describes and stands for a process wherein a domain name is intentionally 

purchased under the guise of a second-level domain name which facilitates the profiteering of 

the person so engaging in such activities through the searches for the original domain name.  

Although the extent of domain name disputes is beyond imaginable, cybersquatting is generally 

considered the main issue when it comes to domain name registrations.  

2. EMERGENCE OF CYBERSQUATTING OF TRADEMARKS 

                                                 
1 Janhavi Sitaram Dudam, What is Cybersquatting in the Indian Trademark Act, IPLEADERS (Sept. 12, 2021), 

https://blog.ipleaders.in/cybersquatting-indian-trademark-act/#Cybersquatting_meaning_and_forms. 
2 John White, ICANN’s Uniform Dispute Resolution Policy, 16 BERKLEY TECH. L.J. 229 (2001). 
3 David A Simon, An Empirical Analysis of Fair Use Decisions under the Uniform Domain-Name Dispute-

Resolution Policy, 53 BOSTON C.L. REV. 65 (2012).  
4 Microsoft v. Microsof.com a.k.a. Tarek Ahmed, D 2000-0548 (WIPO Arbitration and Mediation Center - July 

21, 2000).  

https://blog.ipleaders.in/cybersquatting-indian-trademark-act/#Cybersquatting_meaning_and_forms
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A ‘trademark’ is a crucial component of a brand’s identity.
5

 The tech-savvy and rapidly advancing 

world has shifted brands’ focus on to e-commerce platforms that facilitate trade through an 

internet domain.
6

 Cybersquatting of trademarks refers to a scenario wherein the domain name 

registered by one user is the trademarked intellectual property of another business; the intent 

behind such early domain registration of the trademarked name corresponds with the desire to 

make unlawful gains from such registration.
7

  

The term ‘cybersquatting’ in common parlance refers to the overt act of an individual or company 

purchasing and registering a specific domain name with bad faith intentions, which often ends in 

the re-sale of such name for a high and unreasonable price to gain profits.
8

 These names are 

generally trademarked names that ultimately and understatedly form an essential part of a brand’s 

identity; in one instance of Marks & Spencer v. In A Million
9

, the UK-Court observed that 

“cybersquatting involves the registration as domain names of well-known trademarks by non-

trademark holders who then try to sell the domain names back to the trademark-holder”. 

Generally, the persons engaging in this arguably despicable act are labelled as “cyber-squatters”. 

This act is also more often than not referenced as cyberpiracy, domain name grabbing or domain 

name piracy.
10

  

The practice of “cyber-squatting” is one of the more unfavourable results of the sudden and 

unanticipated boom in the usage and popularity of the internet in the modern age and era of 

digital times.
11

 The act of cybersquatting garnered momentum when businesses were still 

speculative of the new technologies and the strategies employed therein to gain more commercial 

exposure. Thus, the act of cybersquatting emerged as an ill-intentioned option for individuals 

who were free to register these common company names as a domain owned by them in their 

capacity and then hold these names for re-sale to big business corporations to make personal 

                                                 
5 Philip M. Nichols, Electronic Uncertainty within the International Trade Regime, 15 AM. U. INT' L REV. 1379, 

1380 (2000). 
6 Nilanjana Chatterjee, Arbitration Proceedings under ICANN's Uniform Domain Name Dispute Resolution Policy 

- A Myth of Reality, INT'L BUS. L.J. 728 (2006). 
7 Roman Vayner & Mushfiq S, Analyzing Website Domains For Trademarks, THE WEBSITE FLIP (July 3, 2022, 

11:00 PM), https://thewebsiteflip.com/domains/trademarks/. 
8 Ian L Stewart, The Best Laid Plans: How Unrestrained Arbitration Decisions Have Corrupted the Uniform 

Domain Name Dispute Resolution Policy, 53 FED. COMM. L.J. 509 (2001). 
9 Marks and Spencers v. One in A Million, [1998] EWHC Patents 357. 
10 Rebecca W Gole, Playing the Name Game: A Glimpse at the Future of the Internet Domain Name System, 51 

FED. COMM. L.J. 403, 406 (1999). 
11 Laurence R Helfer & Graeme B Dinwoodie, Designing Non-National Systems: The Case of the Uniform Domain 

Name Dispute Resolution Policy, 43 WM L. REV. 141 (2001). 

https://thewebsiteflip.com/domains/trademarks/
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profits.
12

 One of the most prominent companies or businesses that fell prey to this practice was 

Panasonic.
13

  

3. EFFECT 

A domain name delivers all rights over the use and publication of the website so created to the 

person who registers such name until the person sells the domain or the registration expires. 

Therefore, the act of cyber-squatters registering a brand name translates to the retention of all 

rights in such domain name, which prevents the brand from using their rightful identity to gain 

customers, thereby causing insurmountable amounts of loss to them in terms of time, money, 

and value.
14

  

Cybersquatting includes within its ambit the concept of ‘bad faith registration’ and ‘use’. It is 

commonly acknowledged that for cybersquatting to occur, both these criteria should be present; 

however, in some cases, as witnessed in Telstra v. Nuclear Marshmallows
15

, even bad-faith 

registration forms sufficient grounds for cybersquatting without any actual use.  

The main effect of cybersquatting lies in the infringement of the parties' trademark rights, entitled 

to such a trademark, registered in bad faith as a domain name. Anyhow, it is a popular topic of 

debate, especially since previous judgements have indicated that domain names have no authority 

being classified or identified in or of themselves as a legal trademark and exist differently, as 

observed in Espace Technologies v. Campbell
16

.  

II. THE UNIFORM DISPUTE RESOLUTION POLICY 

Domain name disputes have multiple layers and complications in their practical application when 

compared to their theoretical bargain. This is due to the intersection between the varied legal 

qualities of trademark and cyber law together, which creates a global discord.
17

 Alternative 

Dispute Resolution (ADR) mechanisms are appraised to be particularly fitting to tend to such 

                                                 
12 Stephan Elias and Richard Stim, Cybersquatting: What It Is and What Can Be Done About It, NOLO (July 3, 

2022, 11:00PM), https://www.nolo.com/legal-encyclopedia/cybersquatting-what-what-can-be-29778.html. 
13 Panasonic v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal. 1996). 
14 Karen Webb, The Appeal of the Internet - Looking at the Uniform Domain Name Dispute Resolution Policy and 

How It Is Newly Influenced by the Anti-cybersquatting Consumer Protection Act, 43 SANTA CLARA L. REV. 1431 

(2003). 
15 Telstra v. Nuclear Marshmallows, D2000-0003 (WIPO Arbitration and Mediation Center - Feb. 18, 2000). 
16 Lisa P Lukose, Trademark Infrignement Through Cybersquatting: Law and Policy: A Study of UDRP and 

Indian System, 6 CNLU L.J. 33 (2017). 
17 Leonard D DuBoff and Christy O King, Legal Practice Tips: Cyber Troubles: Resolving Domain Name 

Disputes, 65 OR. L. REV. 33 (2005). 

https://www.nolo.com/legal-encyclopedia/cybersquatting-what-what-can-be-29778.html
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disputes.
18

 To streamline the adjudication of domain name disputes and offer relief to the 

aggrieved parties of such practices, the Internet Corporation for Assigned Names and Numbers 

[from now on referred to as ‘ICANN’]
19

,a global organisation to “coordinate the technical 

management of the Internet’s domain name system, the allocation of IP address space, the 

assignment of protocol parameters, and the management of the root server system” was 

established, and has been acknowledged by governments around the world. ICANN functions 

to regulate and represent global interests w.r.t cyberspace and it implemented the Uniform 

Domain-Name Dispute-Resolution Policy [from now on referred to as ‘UDRP’]
20

 in 1999. By 

the end of 2012, the World Intellectual Property Organisation (WIPO) had applied the 

jurisprudence of UDRP to resolve nearly twenty-two thousand domain name disputes.
21

 And 

recently, in 2021, on the occasion of WIPO’s 20
th

 anniversary, it was declared that the 

international body has administered fifty thousand cases under the UDRP.
22

 

UDRP follows an innovative and novel legal structure, unlike anything witnessed before; it 

presents a dispute resolution model that is an amalgamation of three facets of legal systems - 

judicial, arbitral, and ministerial.
23

 Moreover, the dispute resolution policy is widely remarked to 

be similar to arbitration.
24

 According to the guidelines under UDRP, upon a trademark holder’s 

allegation of any domain name-related offence, the domain name holder must mandatorily 

submit to an administrative proceeding under the terms so prescribed by UDRP. Such dispute 

shall be adjudicated and resolved by an approved provider under the policy.
25

 In other words, 

the UDRP Policy frames the legal path for resolving disputes between a domain name registrant 

and a third party about the malicious registration and use of an internet domain name.
26

 UDRP’s 

jurisdiction stretches over all domain name owners and issues arising out of the same, through a 

mandatory contractual agreement binding them to the terms of UDRP upon the registration of 
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(1997). 
19 Fact Sheet, ICANN (Nov. 2013), https://www.icann.org/en/system/files/files/quick-look-icann-01nov13-

en.pdf. 
20 ICANN, Uniform Dispute Resolution Policy (1999), http://www.icann.org/udrp/udrp-policy-24oct99.htm.  
21 David A Simon, supra note 3. 
22 CircleID Reporter, WIPO Arbitration and Mediation Center Registers its 50,000th Cybersquatting Case, 

CIRCLEID (Dec. 1, 2020), https://circleid.com/posts/20201201-wipo-registers-its-50000th-cybersquatting-case. 
23 Supra note 11. 
24 Oliver R Gutierrez, Get Off My URL! Congress Outlaws Cybersquatting in the Wild West of the Internet, 17 

SANTA CLARA COMP. H. TECH. L.J. 139, 148 (2000). 
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the domain name.
27

 UDRP aims to inculcate a fast, efficient and inexpensive dispute resolution 

culture with regard to internet domain issues. Disputes under UDRP’s jurisdiction are dealt with 

by providers ICANN has appointed for adjudicating the dispute through UDRP mechanisms. 

These providers authorised under the UDRP are listed as the World Intellectual Property 

Organisation (WIPO), the National Arbitration Forum (NAF), the Disputes.org/e-Resolutions 

Consortium and the CPR Institute, who are designated as dispute resolution service providers.
28

  

1. BACKGROUND 

As the era of the new digital age and the internet were rapidly integrated into everyday lives to 

benefit the public and promote capitalistic models, the cases on the issue of cybersquatting 

exhibited a parallel growth.  ICANN realised the importance of streamlining the procedure to 

be followed in cybersquatting cases, remarking it to be an international affair of importance. 

Carrying this objective, ICANN remarkably drafted and adopted the UDRP on October 24
th

, 

1999.
29

  

The unexpected and unprecedented rise in the record number of cybersquatting cases 

internationally contributed to ICANN’s decision to adopt the UDRP. The move also came in 

light of the absence of specific laws to streamline the apparent disputes and protect the 

trademark-holders’ rights. The UDRP contains a unique set of guidelines and solutions to deal 

with cybersquatting issues that mirror mechanisms of alternative dispute resolution. The policy 

can be enforced upon all top and well-identified domain pages. The steps of ICANN in 

establishing a process that unequivocally and specially deals with such disputes were taken with 

help from organisations that later were classified as the providers, such as the WIPO.
30

   

2. FEATURES OF THE UDRP 

The first case that records practical application of the UDRP is World Wrestling Fed. Ent. Inc. 

v. Michael Bosman
31

 wherein the service provider of dispute resolution as designated by ICANN 

through the framework of UDRP was the WIPO. UDRP has five service providers at present, 

including WIPO. The rest of which can be recognised to be the Asian Domain Name DRC, 

                                                 
27 Webb, supra note 14. 
28 Georgette H Tarnow, Www.yourname.com: How Useful is the Uniform Domain Name Dispute Resolution policy 

(UDRP) in Protecting Personal Names from Cybersquatters, 22 MARSHALL J. COMP. INFO. L. 535 (2004). 
29 Wayde Brooks, Wrestling over the World Wide Web: ICANN's Uniform Dispute Resolution Policy for Domain 

Name Disputes, 22 HAMLINE J. PUB. L. POL'Y 297 (2001). 
30 Tarnow, supra note 28. 
31 World Wrestling Federation Entertainment Inc. v. Michael Bosman, D99-0001 (WIPO Arbitration and 

Mediation Center - Jan. 14, 2000). 
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National Arbitration Forum (NAF), Czech Arbitration Court and Arab Center for Dispute 

Resolution.
32

 Each of these providers have their own administrative rules that apply 

supplementary to the UDRP’s guidelines, which allows for a more comprehensive experience. 

The application of UDRP is made compulsory in nature during the time of registration itself. 

This is elucidated by the terms and conditions agreement that lays forth the requisite compilatory 

norms that a domain-name registrant must follow to complete successful registration; these terms 

and conditions entail the submission of the party to the jurisdiction of the UDRP in the instance 

where a dispute about the domain name may arise.  

According to the provisions enumerated in the UDRP, recognition of such trademark rights may 

be awarded to countries that do not wholly recognise or acknowledge such rights in standard law 

systems on a usual basis. Therefore, the application is extended to all jurisdictions that fairly 

encompasses the resourcefulness of an ordinary and necessary resolution process.
33

  

To successfully initiate proceedings against a cyber-squatter, a complainant must establish their 

extent of rights over the impugned domain name. This was a famous criterion established in 

Kimball Hill v. None
34

. Furthermore, the findings in Centennial Communications v. Centennial
35

 

elucidated that irrespective of proof of the trademark existing upon the domain name, the 

complainant must exhibit good faith in the registration of the complaint.  

The next step is to determine the grounds under which such an act is claimed. This could range 

from the domain name being found to be identical or confusingly resembling its phrase or 

appearance, consisting of characters that are significantly similar to a trademark whose rights are 

vested with the complainant. This has been reiterated in Banco Atlantico v. Infomax 2020.
36

  

Another ground under which proceedings can be initiated is on the claim that the domain name 

registrant doesn’t hold any rights or interest in the domain’s name. As observed in Bennett 

Coleman & Co. Ltd. v. Steven S. Lalwani
37

, wherein popular news websites’ names which are 

regulated through trademark protection in India were registered in the United States of America; 

                                                 
32 Kimberly J. Miller, The Uniform Dispute Resolution Policy: An Uphill Fight for Domain Name Registrants, 19 
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it was found that the domain name holder possessed zero interest or rights in these names and 

was found to be in bad faith.  

Lastly, a complaint can be filed before a panel selected under UDRP based on the registration 

of a domain address in bad faith. This signifies registering a domain name with mala fide 

intentions to exploit and unfairly gain an advantage over the domain name trademark holder. 

The same was observed in the case of AT&T Knowledge Venture v. Rnetworld.
38

 

The UDRP follows a mechanism wherein the burden of proof is carried upon the shoulders of 

the complainant, who needs to establish the requisite elements as under the Policy to seek 

adequate relief for the upsetting infringement of their rights. The UDRP employs a complex yet 

straightforward dispute resolution model that deeply resembles the structure of Arbitration. 

Hence, all disputes are referred to the same method to resolve, along with the service providers’ 

guidelines to aid the enactment of the rules,
39

 hereby objectively achieving its goal of creating an 

easy, fast and budget-friendly manner of dispute resolution. 

III. TYPES OF DISPUTES 

Generally, disputes under the UDRP can be grouped into some categories based on the type of 

disputed domain name. This could range from the real name of a person who is popular in the 

public eye, the stage name of such person, a trademarked name belonging to an individual or a 

brand, or any public political figure’s name. UDRP encompasses and deals with all such disputes 

upon which decisions are rendered to the correct effect keeping in mind the guidelines elucidated 

by ICANN and the supplementary rules of the service providers.
40

  

1. ACTUAL NAME DISPUTES 

It is commonly argued that when the provisions of UDRP are taken into consideration, 

protection for personal or actual names is not explicitly recognised. However, suppose the person 

contesting the domain name of such nature can successfully prove the usage for trade or 

commerce. In that case, intellectual property rights may be established over the same. This can 

be noticed in the dispute in the Roberts v. Boyd
 41

 case wherein the domain name holder held an 

                                                 
38 AT&T Knowledge Venture v. Rnetworld D2007-0035 (WIPO Arbitration and Mediation Center - Mar. 14, 
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auction on an online platform to trade the usage of the domain “Julia Roberts commercially”. It 

was found that it was used in bad faith with lousy intentions and zero-interest or rights and the 

ruling was in favour of the complainant.
42

  

Another recent instance was the case of Willams v. Byrne
43

, wherein the names “Venus and 

Serena Williams” were used as domain names and registered with .com, .net and .org extensions 

and also a banner on each of these websites claiming that there would be an auction of the domain 

names for one million dollars. The panel found that the reason behind the domain name's 

registration was to exploit the Williams sisters, and therefore, ordered for the domain name to 

be transferred.  

Another significant dispute decided under the aegis of UDRP is the Van Halen v. Morgan
44

, 

wherein a complaint was brought forth by the famous guitarist Edward Van Halen that his name 

was being used for the domain on a bad-faith basis. The domain-name holder refuted this claim 

by stating that it was just a fan site. The panel agreed with the domain name holder that fan 

websites aren’t in bad faith and didn’t prompt any extortion, reinforcing the critical provisions of 

the UDRP, wherein all elements have to be satisfied. 

Such disputes and rulings prove and reiterate the enjoyment of rights in personal names, which 

are used in trade or commerce. 

2. STAGE NAMES 

The second type of disputed domain name relates to the domains created with a stage name that 

wasn’t previously registered. The guidelines under UDRP regarding the same might fall short in 

general practice; nicknames aren’t protected under it; however, if commercial use and all 

elements of the UDRP are established, some relief could be provided.  

The case of Sumner, p/k/a Sting v. Urvan
45

 indicates the same. The sting.com website mirrors 

the famous stage name of Gordon Sumner, who identifies himself as “sting” for artistic work. 

This name was used popularly by him but not trademarked. The domain name holder denied 

giving the title back to Sumner unless a sum of 25,000 dollars was paid to him. The provider, in 

this case, found no merit in the complaint. It stated that birth names are entirely different from 
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nicknames and since “sting” is a widely used word in English parlance, the doubt of confusion is 

erased.  

In another case of Ciccone, p/k/a Madonna v. Parisi
46

, the famous singer who goes by the stage 

name “Madonna” challenged the domain name registration of the website madonna.com. The 

domain owner purchased the name and linked it to another obscene website. The panel 

elucidated that there was a high likelihood of confusion despite the disclaimers on the website 

since Madonna owned a trademark over her name and, therefore, decided to transfer the domain 

name.  

3. TRADEMARKS 

This type of domain name dispute describes a scenario in which the impugned name is already 

a registered trademark by a business or individual using it in a commercial capacity before the 

existence of the domain name.
47

 Therefore, such a name holds legal weightage as it is already 

protected by law and identified as a brand’s trademark. 

In the fascinating case of Modefine S.A. v. A.R.Mani
48

 or Armani.com, the famous and luxury 

fashion house brought a claim against Anand Ramnath Mani (A.R. Mani) for using the domain 

“armani.com”. A.R. Mani was a graphic designer and illustrator. The Armani brand company-

owned trademarks relating to the name “Armani”. Therefore, they complained against the 

possible confusion and infringement of the trademark. The panel rejected the company’s 

complaint and found that the graphic artist had rights over the domain name as it was used for 

business for many years, and there was no bad faith registration.  

In the case of Sam Francis Estate v. Magidson Fine Art, Inc,
49

 the complainant found an art gallery 

using the domain name "samfrancis.com" to trade in artistic works commercially. However, the 

website contained a disclaimer message stating that Sam Francis did not own the website. After 

due process, the Panel concluded that there was no bad faith use and, therefore, denied the 

complaint.  

Therefore, it is pretty clear that UDRP finds application in various disputes that encompass 

multiple factors.  
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IV. APPLICATION OF THE UDRP 

ICANN has been relentlessly promoting the benefits of UDRP that applies to various types of 

domain names. These types include generic top-level domains, country-level domain names, etc. 

and have been expanding their applicability and coverage since 1998.
50

 

Guidelines on the conduct of proceedings under UDRP demonstrate that the procedural and 

substantive part of the applicable law can be found in UDRP itself. UDRP regulates the criteria 

for assessing the dispute and the procedure to be followed.
51

 The policy prescribes that the 

conflicts can be presided over by a single panellist or upon the complainant’s wishes; a panel 

consisting of three members could also be selected. 

The UDRP claims to exhibit three principal ideals; first, to eradicate the global cacophony caused 

due to the multiple jurisdictional issues and laws applicable to domain name disputes; second, to 

drastically reduce the high amount of cost concerning dispute resolution; and lastly, UDRP aims 

to moderate its application to avoid any underlying controversy that could arise from the 

superseding of national laws with global law.
52

  

Furthermore, the remedies made available under the UDRP are automatically enforced by the 

registrar where the infringing domain name was registered initially.
53

 The policy casts a duty on 

the registrars to abide by the panellist’s award of cancelling the domain name or transferring the 

same to the complainant.  

UDRP guidelines to resolve disputes dictates a “mandatory administrative proceeding” that 

exhibits a stark similarity to arbitration proceedings.  Diverting from traditional arbitration 

systems, the proceedings under UDRP are publicly accessible and published online to ensure 

transparency and disclosure.
54

 

1. UNDERSTANDING THE UDRP 

Role of Providers 
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The dispute resolution providers enlisted under the UDRP are appointment adjudicators 

collectively referred to as “panellists”.  Under the Rules for UDRP, which was enacted in 2013, 

the panel is entitled to adjudicate disputes by interpreting the provisions of the UDRP, the UDRP 

Rules, and principles of law. However, the applicability of domestic law is still ambiguous.
55

 The 

complainant is vested with the choice of panellist; once selected, the panellists notifies the 

concerned parties, including the registrar and ICANN, about the proceedings' date.
56

  

The panellists aim to maintain a high degree of cautiousness while interpreting the UDRP to 

ensure that parties deliconsistentform decisions despite the vast geographical gaps. Hence, 

domestic law's role is curtailed to store standardised solutions to domain name disputes. The 

panellists are entrusted with the duty to apply the relevant provisions of law and assess the merits 

in such disputes while considering its implication on an international level.  

Conditions for Challenge 

The UDRP specifies a particular set of conditions that must be fulfilled to establish a domain 

name malfeasance. Three elements are listed under Paragraph 4(a) of the policy to satisfy. The 

first element clarifies that the registered trademark and the domain name in issue must be 

interlinked in terms of being “confusingly similar” or sharing an “undistinguishable identity”. The 

second element elucidates that the domain name’s registrant must not have any good legal 

position or claim over the ownership of the domain name. And the last part concludes that the 

registered domain name in issue is the subject of some malicious or unlawful use.
57

  

The entire idea of use and registration in bad faith to abuse the big trademark holder's rightists 

in silence is encompassed under the layers of the second element.  

However, additional guidelines are provided in the WIPO Guide to UDRP that sets out criteria 

that successfully prove bad faith use and registration of a domain name.  

Resolution and Remedies  

The proceedings are usually handled within the time frame of 60 days. To conclude the 

proceedings, the panellists adjudge the outcome of the dispute.  
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The two possible ends to the dispute result in either the domain being transferred to the 

complainant if the trademark owner successfully establishes the three elements, or the complaint 

being rejected and the registrant retaining the ownership. Therefore, the remedies offered are 

restricted and limited.  The UDRP provides no monetary relief or injunctions.  However, when 

requested, the cancellation of the domain name is also considered by the panellists. The decision, 

once delivered, obligates the registrars to enforce the same within the bracket of 10 days.  

The Intersection of UDRP and Judicial Proceedings  

The UDRP takes within its ambit a specific set of issues related to domain names to deal with; 

the problems that are not included under UDRP, the parties are allowed to approach judicial 

authorities for enforcing those rights. These judicial mechanisms can be resorted to before, 

during or after the proceedings under the UDRP. Moreover, the decisions rendered under 

UDRP proceedings are not binding on judicial authorities. Therefore, the concerned judicial 

body will treat separate judicial proceedings as a new case.  

2. AMENDMENTS TO THE UDRP 

The pressing nuances transformed or altered to address impressing concerns or logically valid 

procedural flaws. The changes introduced to the Policy were intended to strengthen its 

application and provide an advanced system of resolution for domain name disputes.  

New Rules of Procedure  

In 2013, the Generic Names Supporting Organisation (GNSO) issued specific recommendations 

in its report
58

 that elucidated protocols that could be adopted to UDRP to address preordained 

flaws in its procedural system. The ICANN acted on these submissions and released a revised 

version of the UDRP Rules of Procedure (‘Rules’)
59

 in July 2015. The new rules were designed 

to combat the virulent practice of ‘cyber-flight’ that essentially represents the transfer of the 

disputed domain name, once the complaint is filed, to a new and disconnected registrar with the 

intent to evade UDRP proceedings.
60

 In Fifth Third Bancorp v. Secure Whois Information 
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Service,
61

 the Panel remarked that “an act that constitutes cyber-flight would in itself prove bad-

faith registration and use under Paragraph 4(b) of the UDRP”.  

The new Rules introduce the terms “lock” and “pendency”; it mandates that the registrar should 

“lock,” i.e., measures that refrain or prevent the acts of transfer, the concerned domain name 

before sending a notice to the respondent. Such lock shall be operative throughout the pendency 

(the duration between the submission of complaint and implementation of the UDRP award) of 

the UDRP proceedings. The ICANN has issued notices to registrar’s that have failed to comply 

with the terms specified under these Rules under the threat of termination and direction to 

resolve their inadequacy, such as the case of Vishesh Infortecnics.
62

  

Moreover, the new Rules expunge the need for the complainant to inform the respondent at the 

outset.
63

 The Rules also introduced changes regarding the time limit and mode of implementation 

of the award. They defined terms of settlement of domain name disputes outside the purview of 

the UDRP.
64

 The settlement terms stipulate an efficient process that ensures payment outside 

UDRP is monitored and implemented beneficially.  

Uniform Rapid Suspension System  

In 2013, ICANN implemented the Uniform Rapid Suspension System (URS) that mirrors the 

provisions contained in the UDRP with the distinction that it offers a speedier and more 

systematised manner of resolving cybersquatting issues, in comparison to the UDRP. The 

requirements of the URS were implemented to complement the procedure under UDRP rather 

than compete with it. However, the scope of URS is minimised and limited to new “generic top-

level domains” (“gTLDs”), which include domains that do not fall within the ambit of “.com” or 

“.net”. Furthermore, the URS only deals with issues obvious with the trademark's compulsion to 

register with no contentions on significant facts.   

The URS follows a narrower approach to issues that aims to resolve matters within a minimum 

of 17 days from initiation, in contrast to the UDRP proceedings that may take up to 2 months. 

Moreover, the remedies are given under URS only contemplates the suspension of the domain 
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name until the registration period has lapsed,
65

 which does not adequately satisfy a complainant’s 

plea.  However, the proceedings under URS are more affordable when compared to UDRP.  

3. RIGHTS PROTECTION MECHANISM (RPM) 

Incorporating the new gTLDs into the digital sphere, which holds power to expand the scope of 

domain names, has forced ICANN to take note of their functioning and implement competent 

regulations to govern cybersquatting issues for these types of new domain names. Therefore, to 

internationalise and streamline the dispute resolution process for the new gTLD domain names, 

ICANN has implemented procedural outlines that govern the process that precedes and follows 

the delegation of trademarks under new gTLDs.
66

 The URS system and UDRP are also regarded 

to form part of this RPM. The RPMs act as supplementary to the UDRP that aids the functions 

of the Policy through preventing cybersquatting cases, especially during the rolling out process of 

gTLDs.   

Legal Rights Obligation 

The Legal Rights Obligation (LRO) is a procedural method that facilitates dispute resolution that 

allows trademark holding entities or interested organisations to formally oppose any application 

filed before the ICANN for new TLDs. The LRO allows any rightful forces to address their 

concerns which usually stem from potential trademark infringement. ICANN has designated 

WIPO to deal and handle applications under the LRO exclusively. The panel appointed is 

directed to have either one or three members adjudicate and determine whether the potential 

for infringement would arise in the grant of the new TLD.  

LRO was enforced and operative between June 13
th

, 2012 to March 13
th

, 2013, for the latest 

round of new gTLDs added by ICANN. WIPO observed the filing of 71 applications objecting 

to certain TLDs. Each of these applications was subject to review by panels appointed by WIPO. 

The meetings, after review, in their findings, rejected 59 obligations and found merit in 4 

applications, while the rest were withdrawn or prima facie discarded for non-adherence to 

procedural necessities.
67

 The purpose of LRO vests in ensuring that the gTLDs applied for are 

barred from enjoying any unfair advantage, unjustifiability impair or create a likelihood of 
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confusion about the trademark. The LRO lists a string of necessary factors to be considered by 

the panels before deciding upon the relevance of an application.  

Trademark Clearing House (TMCH) 

The ICANN implemented the TMCH in March 2013 after a lengthy process of deliberations 

that commenced in 2010, when it was first proposed. The TMCH, in essence, captures and 

records all validly registered trademarks that are maintained on its secured database to curb 

instances of trademark infringement in domain names. TMCH is distinct from a trademark office 

as it does not have the power to register trademarks. Still, it merely acts as a tabulated system that 

records the existence of brands throughout the globe. New gTLDs are advised to use TMCH to 

protect their domain identity and ensure no trademark infringes.  

The TMCH was introduced as a solace to aggrieved brand owners who were seriously critical of 

ICANN’s new gTLD plans. The fear of cybersquatting and vulnerability of trademarks to new 

gTLDs bothered trademark owners about additional costs in domain name infringement. 

Therefore, the Association of National Advertisers formed a body recognised as the “Coalition 

for Responsible Internet Domain Oversight (CRIDO)” that lobbied with ICANN to inculcate a 

robust mechanism for trademark protection into their plans for gTLD.
68

 

Post-Delegation Dispute Resolution Procedure (PDDRP) 

The PDDRP entails protecting trademark rights in cases wherein the registry operator’s actions 

could give rise to the potential of infringement. It allows trademark holders to bring action against 

registry operators for infringement or dilution of their rights. It is acknowledged as a higher-level 

RPM. The PDDRP states conditions from top and second level claims, upon fulfilment of which 

the lousy faith of a registry can be established.
69

 The requirement stipulates that the registry, on 

either level, must infringe trademark rights. The PDDRP accords responsibility to the registrars 

to disown bad-faith practices or profit intent that are said to infringe upon trademark rights. It 

also provides a platform for users to voice concerns regarding bad-faith infringement by a registry 

operator. The remedies offered by the PDDRP are limited to the transfer of the disputed domain 

name by the registrar or recourse under the provisions of the UDRP.
 70
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However, the PDDRP panels are empowered to order certain registry operator restrictions that 

impact their functioning and profits. Furthermore, certain safeguards are contemplated upon to 

favour the registry operator. The panel can grant sanctions to the operator if a complaint is 

meritless, and in such cases, the operator would be permitted to temporarily suspend the 

complainant’s right to make complaints and impose legal costs.
71

 Registry operators are also 

protected in instances where liability is sought to be enforced merely due to the presence of 

infringing domain names. 

V. CRITICISMS AGAINST UDRP 

Undeniably, according to ICANN, the intent behind the implementation of the UDRP was to 

introduce efficiency and commonality and erase jurisdictional lines about the resolution of 

disputes alleged to be cybersquatting. However, some scholars strongly opine and discuss the 

proper functionality of the UDRP in terms of its implementation and provisions. The UDRP 

has provoked many opinions, some in favour and the others steeply criticising the policy for 

favouring the trademark holder, though claiming to offer “impartial and independent” methods 

of domain name dispute resolution.
72

  

1. BIAS TOWARDS TRADEMARK OWNERS 

It is feared that rightful domain name registrants with conceivably acceptable claims are being 

forced to transfer their domain names to trademark owners with no recourse to traditional 

litigation.
73

 The main concern is against UDRP’s inclination towards supporting trademark 

owners by allowing them an uncontested platform to question or pursue claims against domain 

names that are moderately similar to their protected mark thereby compromising the registrant’s 

free speech rights.
74

 The policy also faces intense backlash for not addressing fundamental 

problems of reverse-domain name hijacking issues.
75

  

2. MINIMAL SCOPE 

                                                 
71 Id. 
72

 Kimberly J Miller, supra note 32. 
73

 Keith Blackman, supra note 33. 
74

 John White, supra note 2. 
75

 Luke A Walker, supra note 39. 



2022 THE NUALS INTELLECTUAL PROPERTY LAW REVIEW 148 

 

  

It is imperative to realise that UDRP only considers a tiny portion of the various distinct types of 

intellectual property disputes in cyberspace.
76

 And the scope of its application cease to extend 

beyond top-level and generic domain names, making a fragment of 65 percent of the total domain 

name registrations.
77

 Nevertheless, the resolution machinery under the UDRP covers most of the 

existing domain names, representing a policy trade-off. However, in cases such as Consorzio per 

la Tetela del Formaggio Gorgonzola v. Gilberto Ramponi Rivelli
78

, the need to address other IP 

rights such as Geographical Indications (GIs) under UDRP is highlighted and therefore, the 

pertinent need to expand the Policy’s scope is brought to the limelight.  Moreover, the ambiguous 

interpretation of the Policy ignites concerns regarding the powers accorded to the Panels in 

determining cases under the UDRP. The unregulated power increases the risk of inconsistency 

in decisions. However, panels increasingly refer and follow past choices that could offer stability.  

3. FORUM SHOPPING 

UDRP provides autonomy to the complainant once the complaint is filed to choose or select the 

forum under which the proceedings would be carried out. This could be any of the service 

providers listed under the provisions of the UDRP, particularly in Para 4(f). This provides an 

unfair advantage to the complainant. Their forum selection could be made accordingly to 

leverage their stance in the dispute, ultimately benefitting their case and winnings.
79

  

4. LACK OF TRANSPARENCY IN PANELS 

This entails that a single panellist randomly would be assigned by the service provider to preside 

over the case. However, the number of panellists can be increased by either of the parties by 

bearing the extra cost of the same. In the three-person panel, one is picked by the complainant, 

one by the domain name holder and the other at random. Moreover, there are no solid criteria 

that entail the appointment of the panellists. There is no transparency or information provided 

to the parties regarding the basis of selection where a case is presided by a single panellist. This 
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leads to unnecessary complications that incite disagreements between the parties and increase 

the scope of arbitrariness.
80

 

5. LACK OF APPEAL
81

 

The UDRP, in all its might, is not a formal court of law and thereby mitigates the possibility of 

appealing a decision rendered by the panellist to a higher authority, much to the contrary of an 

arbitration proceeding. Therefore, a standard law process has room for scrutiny missing from 

general UDRP guidelines. Though the appeal system is in place, the request can lie only to the 

same platform, and no higher authority or forum can be approached to sanction or decide such 

an appeal. Therefore, the case once again falls within the purview of UDRP in the exact 

mechanisms.
82

  Adding to the concern, guidelines under UDRP are tinted with vagueness on 

applying the principle of res judicata and can allow a different service provider to accept a case 

previously decided.
83

  The same was witnessed in the case of Sahil Gupta v. Michal Lichtman,
84

 

wherein the complainant raised subsequent pleas in the Forum followed by the Arab Centre for 

Dispute Resolution (ACDR) after WIPO had delivered an unfavourable judgement towards the 

complainant’s requests. 

6. HUMAN RIGHTS PERSPECTIVE 

The contextual framework of UDRP has raised a few eyebrows about its effects on human rights. 

There have been long-standing claims that UDRP contains provisions that negatively impact free 

speech rights, equality and other issues concerning human rights. The human rights discussion 

on UDRP becomes more relevant considering ICANN’s declaration of change in their 

institutional framework to integrate more compliance with human rights beliefs.
85

 Therefore, in 

line with the new ICANN’s framework, the UDRP has also been subject to review for the first 

time since its enforcement in 1999.
86

  

Therefore, quite obviously, there are a few unaddressed and bothering factors attached to 

implementing the ICANN’s UDRP.  However, these concerns have not been addressed or 

mentioned by the authority. The reform of UDRP is a strongly advised move that has been 
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sought after by multiple activists within the legal community. Though strong suggestions to guide 

reforms within the policy exist, UDRP ultimately does fulfil its primary objectives and can only 

be developed for future implementation.  

VI. CONCLUSION 

The world of IP is increasingly growing conscious of the possibility and danger of cybersquatting 

of trademarks to curb the same and introduce an objectively viable option; ICANN drafted and 

implemented the UDRP almost 20 years ago. The combination of events involving the offset in 

the internet then the paradigm shift in reliance on alternative modes of dispute resolution such 

as arbitration indisputably paved the path for new dispute resolution methods to emerge that 

incorporated the fast pace and connectivity showcased by the internet.
 87

 The benefits of internet 

technology have profoundly impacted the development of ADR due to its use as both an 

educational tool and a means to resolve conflict. 
88

 Therefore, the legal community was quick to 

offer online dispute resolution methods tailored to fit the demands of e-commerce websites.
89

   

The UDRP equips the aesthetics of arbitration as a method of reverences arising from domain 

name issues. It mandates the parties to submit themselves to compulsory arbitration of the trade-

mark domain name-based issues before any relief may be granted using cancellation, suspension 

or transfer of the domain name in question. According to the guidelines prescribed under 

UDRP, the dispute resolution proceedings begin by the filing of a complete complaint 

accompanied by the necessary fee arrangements by any party with a certified or trusted dispute 

resolution provider. The Policy provides three significant elements that have to be established 

for the crime of cybersquatting to be confirmed. A set of reliefs that can be availed upon proving 

the same are also mentioned. The UDRP effectively deals with all the necessary aspects of 

cybersquatting and its impact.  

However, at the same time, UDRP faces harsh speculative criticism upon its application in a fast-

advancing growing world and there are various areas where the scope of development and reform 

has been identified.
 90

   

                                                 
87 Henry H Perritt, The Internet is Changing the Public International Legal System, 88 K.Y. L.J. 885, 896 (2000). 
88 Martin C Karamon, ADR on the Internet, 11 OHIO ST. J. DISP. RESOL. 537 (1996). See also Richard Michael 

Victorio, Internet Dispute Resolution (IDR): Bringing ADR into the 21st Century, 1 PEPP DISP. RESOL. L.J. 279 

(2001).   
89 Jeffrey M Aresty, The Internet and ADR, 23 GPSolo 30 (2006); See also David A Hoffman, The Future of ADR 

Professionalization, Spirituality, and the Internet, 14 DISP. RESOL. MAG. 6 (2008). 
90 John White, supra note 2. 



VOL IV  CYBERSQUATTING OF TRADEMARKS – UDRP AS A REMEDY? 151 

 

 

Moreover, the threat of cybersquatting is far from extinction. This is due to multiple brands 

growing more active over internet platforms and people seeking to take advantage of the same. 

The caseload recorded by service providers is only experiencing unfettered growth in numbers. 

WIPO, in 2018 reported 3477 cases filed under UDRP.
91

 The number of cases has only steadily 

grown in the years following 2018 till date.
92

 Amusingly, even domain names containing the terms 

‘covid’ and ‘corona’ have been subject to a dispute under UDRP in the past year.  

To work in a well-rounded sense, UDRP should be amended and modified in a way that carters 

to the evolved needs of each IP right holder. The utilisation of technology twenty years ago and 

today has an astonishing load of differences that should be considered. While there are strong 

suggestions upon the diminishing value of domain names due to the efficacy of search engines to 

locate information, evidence suggests that the domain name industry is still proliferating while 

propounding the integration of economic and cultural values into its system.  Hence, to correctly 

mould the needs of trademark holders more effectively, the UDRP could be improved and 

revised with solutions tailored to address the varied concerns raised by knowledgeable critics.  

Presently, the UDRP is under review to assess its flaws and relevance in addressing domain name 

issues in the current digital climate. The review is part of the second phase of the ‘Policy 

Development Process (PDP) Review of All Rights Protection Mechanisms in All gTLDs’, an 

initiative ICANN took to strengthen their protective structure.
93

  

The PDP hopes to revisit the conditions and circumstances of the UDRP. The formulation of 

additional mechanisms akin to UDRP has led to the charter of a ‘Working Group’ under the 

PDP to study and review the new mechanism’s effectiveness for the ‘gTLDs’ program as well as 

the UDRP. In its first phase, the PDP developed new mechanisms that are determined to aid 

UDRP, such as the Uniform Rapid Suspension (URS), the Trademark Clearing House, the 

Legal Rights Obligation (LRO) and the Trademark Post-Delegation Dispute Resolution 

Procedure (PDDRP).
94

  These mechanisms were reviewed by the Working Group chartered by 

                                                 
91 CircleID, WIPO Reports Cybersquatting Cases Grew by 12% Reaching New records in 2018, CIRCLEID (Mar. 

18, 2019), 

https://circleid.com/posts/20190318_wipo_reports_cybersquatting_cases_reached_new_record_in_2018. 
92 Doug Isenberg, WIPO at 50,000 Domain Name Disputes: The GigaLaw Interview, GIGALAW (Nov. 30 2020), 

https://giga.law/blog/2020/11/30/wipo-at-50000-domain-name-disputes-the-gigalaw-interview. 
93 Monika Zalnieriute, supra note 80. 
94 Winterfeldt IP Group USA, Lessons from Historical Uniform Domain Name Dispute Resolution Policy 

Decisions, WORLD TRADEMARK REVIEW (2018), https://www.worldtrademarkreview.com/enforcement-and-

litigation/lessons-historical-uniform-domain-name-dispute-resolution-policy. 

https://circleid.com/posts/20190318_wipo_reports_cybersquatting_cases_reached_new_record_in_2018
https://giga.law/blog/2020/11/30/wipo-at-50000-domain-name-disputes-the-gigalaw-interview
https://www.worldtrademarkreview.com/enforcement-and-litigation/lessons-historical-uniform-domain-name-dispute-resolution-policy
https://www.worldtrademarkreview.com/enforcement-and-litigation/lessons-historical-uniform-domain-name-dispute-resolution-policy


2022 THE NUALS INTELLECTUAL PROPERTY LAW REVIEW 152 

 

  

ICANN in 2016. These mechanisms aimed to complement the provisions of the UDRP and 

ensure that cybersquatting cases were effectively countered.  

However, the increasing trend of cybersquatting on a global level proves that these supplementary 

mechanisms and the UDRP have to be strengthened. The ICANN should streamline the 

procedure under UDRP by amending the main context instead of enacting complementary 

practices that could confuse regular brands who wish to register their domain names. The UDRP 

has to adapt to the contours of the present times.  

The new era to resolve domain name disputes, particularly cybersquatting, has dawned with 

ICANN taking cognisance to review and modify the policy to fit the gaping requirements of the 

modern world. The possibilities for development in the UDRP are endless. The Policy is no 

stranger to staunch criticism rooted in its default to meet specific standards of redressal. Strong 

opinions and voices for reforms within the Policy have been in the limelight for the better half of 

the decade. 

The list of shortfalls has been built up over the last 21 years enjoyed by the UDRP since its 

addition to the international legal framework. The relatively recent changes that led to 

introducing new systems, complementary mechanisms and new rules of procedure for the 

UDRP can be regarded as bargained relief for some critical inspectors. However, the constant 

efforts of ICANN act as a testament and herald to the fact that UDRP is adapting and 

incorporating active measures to offer a more comprehensive resolution to domain name 

disputes and the governance of cybersquatting issues will positively be improved.  
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