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PREFACE 

The Centre for Intellectual Property Rights, established in 2015, has through its multi-

faceted endeavours, strived to promote scholarship in intellectual property laws since its 

inception. The NUALS Intellectual Property Law Review published by the Centre, is a 

peer-reviewed, double blind and open access journal. The first issue, published in 2019, 

introduced discourse on certain themes of contemporary relevance. The second volume 

took us forward in the study of evolving contours of intellectual property rights. The present 

issue continues our effort to illuminate the diverse dimensions of intellectual property and 

highlighting the contemporary significance of the subject.  

The article by Ananthu S Hari and Prof. (Dr.) K.D Raju titled Strategies for Geographical 

Indications Protection: Takeaways from India examines the shortcomings of the Indian 

legal framework for protection and enforcement of geographical indications and undertakes 

a comparative analysis of jurisdictions such as the European Union, France, the United 

States, and China to suggest potential alleviatory responses and measures.  

Lubhanshi Rai, through Penalty Of ‘Compulsory Licensing’: A Derogation from Patent 

Protection to Deter the Misuse, as Patent & Antitrust Law Interfaced explores the concept 

of compulsory licensing from the angle of patents and antitrust law. The author attempts to 

analyse compulsory licenses as the touchstone to understand the interconnections between 

the jurisprudence of antitrust and patent laws.  

Adyasha Samal’s Copyright’s Tryst with Tattoos: Navigating Issues of Ownership, Bodily 

Autonomy and Publicity Rights addresses the evolution of new challenges to subsisting 

standards of copyright protection through creations in ink.  The author argues that bodily 

autonomy as well as personality rights must be considered superior to rights that may be 

claimed to enclose such creations within the realm of copyright.   

The Rising Indispensability for International Commercial Arbitration to Resolve 

Intellectual Property Disputes by Athith Pradeep is an exposition of the positive milieu for 

employment of international commercial arbitration in resolving intellectual property 

disputes. The author cites ‘historical synchronicity’ between the two disciplines and 

surveys the pandemic backdrop in substantiating his position.  
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Mayank Tyagi in his article Copyright Blockchained: Exploring the Possibilities and 

Challenges of Blockchain Implementation in the Copyright Realm addresses the changes 

that may be affected to the copyright regime through the introduction of blockchains. The 

author investigates the use of smart contracts in enforcement of copyright by creators and 

collection agencies as well as in curbing infringement, especially in the digital domains.  

Geographical Indications: Catalysing India’s Journey Towards Becoming ‘Atmanirbhar’ 

by Yashi Agrawal attempts to connect the ‘Atmnanirbhar Bharat Package’ 2020 with its 

potential role in boosting the growth and development of Geographical Indications in India. 

The article, through a geo-socio-political analysis, examines the Indian GI scenario and 

recommends how the Atmanirbhar scheme may provide impetus to the Indian GIs.  

Authors Himani Jaruha and Riya Thawani highlight the disruptive role that trade secrets 

play, especially in the matter of health-related inventions in Trade Secrecy: Another Source 

of Mayhem in the Covid-Stricken World. Through this article one is reminded of the 

developed- developing country paradigms of IP enforcement in the post-TRIPS world, 

especially in the context of COVID 19. 

Mohit Kar and Shreya Sahoo, through Indian Ad Tech Industry at Loggerheads with Ad-

Blocking: Potential Copyright Violations and Net Neutrality Issues tackles the subject of 

legitimate ad-blocking and explores whether it leads to copyright violations or abuse of net 

neutrality principles.  

The article, Can Deep Thought Patent the Earth? Artificial Intelligence’s Tryst with Patent 

Law by Arvind Sankar and Jitmanyu Satpati analyzes the challenges to inventor-

identification raised by AI-generated inventions. The authors recommend responses that 

would be helpful in tackling such challenges in redefining standards in patent laws. 

The note, Of Waivers and Appeals encapsulates the important changes in the realm of IP 

in the last year, and contemplates its future. 

The NUALS Intellectual Property Law Review team would like to thank the Hon’ble Vice-

Chancellor, NUALS, Prof. (Dr.) K C Sunny for his constant support and astute guidance. 

The Centre is grateful to all the authors of articles that are a part of this issue, as well as 

everyone who has contributed to the publication of the same.  
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In particular, we would like to thank the members of our Advisory as well as Editorial 

Boards for their valuable suggestions and assistance. We also place on record our thanks to 

the panel of reviewers for their invaluable contribution. Even during the pandemic, the 

reviewers enabled the publication of this volume through their timely responses as well as 

cooperation and support.  

DR. ATHIRA P.S 

EDITOR-IN-CHIEF, 

DIRECTOR (I/C), CENTRE FOR INTELLECTUAL PROPERTY RIGHTS 

NATIONAL UNIVERSITY OF ADVANCED LEGAL STUDIES 
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EDITORIAL NOTE 

As the world is coming to terms with living amidst the pandemic and adapting to the new 

normal, the relevance of intellectual property was brought to question many a time. As the 

landscape of IP changes substantially and procedurally, we believe that research and 

inquest into cutting-edge development are necessary to protect and promote intellectual 

property rights. 

Volume III of the Journal discusses a myriad of issues in IP. From patents and copyrights 

to GIs and trade secrets, our authors have delved into contemporary issues that will 

substantially add to academia. We are glad to be a platform of discussion for novel matters 

in intellectual property and technology, and we strive to carry forward this cause in the 

future as well. 

Changes we have made in this Volume are all under the hood. As a measure to avert link 

rot that plagues academia, we have saved every online reference in this Volume in the 

Internet Archive’s Wayback Machine. We shall continue this effort for our future 

publications, and we encourage authors to do so as well. To further our commitment to 

open access availability of published works, we are working on making the Journal easily 

available online. 

I thank Mr. Ashutosh Kumar, Ms. Dhanya K. A., Dr. Jishnu J. R., Mr. Naveen Gopal, Dr. 

Rakhy R. S., Ms. Rukma George, Mr. Sreenath Namboodiri, and Dr. Victor Vaibhav 

Tandon for being peer reviewers. Their contributions and comments have gone a long way 

in crafting this Volume. 

This Volume would not have been possible without the unwithering enthusiasm of the 

Student Board of Editors. They have shown utmost sincerity in their duties and maintained 

a strict sense of professionalism throughout this publication year, even as they were fighting 

the pandemic in their own ways. 

I would also like to thank R. Ananthesh, the Deputy Editor-in-Chief of the Board and the 

Managing Editor of the IP Site. Along with the Board, he has worked on expanding the 

scholarship and viewership of the blog. 
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Lastly, I would like to thank Dr. Athira P.S, Editor-in-Chief of the NUALS Intellectual 

Property Law Review, who has been a constant tower of strength in this unforgiving year. 

The Journal is greatly indebted to her for her ever-present guidance and support. 

On behalf of the Board of Editors, 

SUHAN S 

EDITOR-IN-CHIEF (STUDENT BOARD OF EDITORS) 
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STRATEGIES FOR GEOGRAPHICAL INDICATIONS PROTECTION: 

TAKEAWAYS FROM INDIA 

Ananthu S Hari, Prof. (Dr.) K.D Raju  

ABSTRACT 

The Geographical Indications of Goods (Registration and Protection) Act, 1999 (GIGA) 

embodies the availability of both civil and criminal remedies in the scenario of 

infringements. However, multiple difficulties hinder the effective enforcement of the 

legislation; for instance, Section 50(4) of the GIGA stipulates that the complaints have to be 

filed before an officer in the rank of Deputy Superintendent of Police (DSP) or equivalent. 

This is a practical concern as it is relatively difficult for local farmers and artisans to have 

easy access to an officer of such a high rank. Besides that, Section 66 of the Act, which 

provides that suits for infringement have to be filed in a court not inferior to that of a District 

Court, is also troubling, as most of the GIs in India are located in rural areas, which in most 

cases are away from the district headquarters. Travelling this far for conducting the 

litigation and hiring a lawyer of the District Court for that purpose is an additional financial 

burden for most of the producers. Even after two decades of the enactment of the GIGA, 

there is still an evident lack of awareness about the law among the public. A comprehensive 

GI policy covering aspects such as mapping potential products, speedy registration process, 

post-registration monitoring, and brand building is yet to be developed. In light of these 

issues relating to enforcement, this research paper examines some of the positive measures 

adopted in foreign jurisdictions that may be imbibed in India for better GI protection. The 

nature of GI protection in jurisdictions such as the European Union, France, the United 

States, and China is comparatively analyzed with the Indian situation to suggest possible 

takeaways for India. 

*  
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INTRODUCTION 

The history of legal protection to products originating from specific areas has emanated during 

the 12th century in Europe.1 The purpose of such earlier laws was to protect domestic products 

from unauthorized selling.  Most of the previous legislation were either consumer protection 

laws or penal statutes. The concept of Indication of Source (IOS) and Appellation of Origin 

(AOO) for the protection of products from specific geographic areas have evolved during the 

“Paris Convention for the Protection of Industrial Property, 1883”.2 The IOS is only a primary 

source indicator. The quality requirement is not stringent in the case of IOS. However, AOO 

is a higher standard of protection as compared to IOS.3 The efforts for protecting goods 

originating from specific geographical areas have a long history. However, the legal framework 

of Geographical Indications (GI) protection only developed in recent history. The “Agreement 

on Trade-Related Aspects of Intellectual Property Rights” (TRIPS) of the World Trade 

Organization (WTO) recognized GI as one of the seven categories of protected intellectual 

property rights.4 According to Article 22 of the TRIPS Agreement,  

“Geographical Indications are indications which identify a good as originating 

in the territory of a Member, or a region or locality in that territory, where a 

given quality, reputation or other characteristic of the good is essentially 

attributable to its geographical origin.” 

As GI protection is concerned, the TRIPS Agreement has stipulated a minimum standard of 

protection, and the member countries are free to adopt GI protection in a way that better suits 

the domestic interests.5 The post-TRIPS era has seen different Member countries adopting 

different standards regarding GI protection.6 The European Union (EU) has adopted a stringent 

GI regime, whereas the United States has adopted a trademark-centric approach. Many 

developing countries in Asia, including India, have adopted a sui generis system.7 

 
1 MICHAEL BLAKENEY, THE PROTECTION OF GEOGRAPHICAL INDICATIONS: LAW AND PRACTICE 4 (2014). 
2 BERNARD O' CONNOR, THE LAW OF GEOGRAPHICAL INDICATIONS 23 (3d ed. 2004). 
3 Frequently Asked Questions: Geographical Indications, WIPO, 

http://www.wipo.int/geo_indications/en/faq_geographicalindications.html (last visited Dec. 19, 2020). 
4 Tunisia L. Staten, Geographical Indications Protection under the TRIPS Agreement: Uniformity not Extension, 

87 J. PAT. & TRADEMARK OFF. SOC'Y. 221, 222-223 (2005). 
5 Felix Addor and Alexandra Grazioli, Geographical Indications beyond Wines and Spirits: A Roadmap for a 

better Protection for Geographical Indications in the WTO/TRIPS Agreement, 5 J. WORLD INTELL. PROP. 865, 

866 (2002). 
6 Irene Calboli, Expanding the Protection of Geographical Indications of Origin under TRIPS: Old Debate or 

New Opportunity, 10 MARQ. INTELL. PROP. L. REV. 181, 195 (2006). 
7 Tim Josling, The War on Terroir: Geographical Indications as a Transatlantic Trade Conflict, 57.3 J. AGRIC. 

ECON. 337, 338 (2006). 

http://www.wipo.int/geo_indications/en/faq_geographicalindications.html
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In light of these issues relating to enforcement, the research paper is analyzing the enforcement 

of GI law in some foreign jurisdictions and examines the possible takeaways for India. The 

first part of the paper analyses the TRIPS-plus characteristics of the GI regime of India. The 

difference of the Indian GI regime from the EU advocated TRIPS-plus standards, and the 

provisions related to enforcement of the “Geographical Indications of Goods (Registration 

and Protection) Act, 1999” (GIGA) are examined. In the second part, the GI law 

implementation in different jurisdictions such as the European Union, France, the United 

States, and China are comparatively analyzed with the Indian position. Since the TRIPS 

agreement mandates only a minimum GI protection standard, there is a considerable difference 

in the implementation. Member States adopt the GI regime according to the demands of their 

socio-economic and cultural needs. The research paper attempts to devise the possible 

takeaways for India from the experiences in the other jurisdictions. 

I. INDIA AND TRIPS-PLUS GI STANDARDS 

Both India and the EU have adopted TRIPS-plus standards of GI protection. In India, a 

comprehensive sui generis legislation, namely the “Geographical Indications of Goods 

(Registration and Protection) Act, 1999,” is enacted in compliance with the TRIPS Agreement. 

However, the nature of GI protection in India is different from that of the EU. For example, 

additional protection for wines and spirits is one of the EU GI regime's major highlights. 

Article 23 of the TRIPS Agreement, which provides additional protection, reflects strong 

pressure from the EU.8 However, In India, more focus was given to the protection of 

agricultural and handicraft products since they are beneficial for the indigenous farmers and 

artisans.9 To ensure equal treatment to all specific GIs, it was necessary to extend the additional 

protection status to them. Therefore, as per GIGA 1999, goods other than wines and spirits can 

also seek additional protection under Section 22(2).10As per the provisions of the Indian law 

on GIs, additional protection is not granted automatically. According to Rule 77 of the 

“Geographical Indications of Goods (Registration and Protection) Rules, 2002”, to be granted 

additional protections, the applicant needs to apply on Form no. GI-9 and deposit a prescribed 

 
8 Stacy D. Goldberg, Who will Raise the White Flag - The Battle between the United States and the European 

Union over the Protection of Geographical Indications, 22 U. PA. J. INT’L ECON. L. 107, 117 (2001). 
9 Delphine Marie‐Vivien, The Role of the State in the Protection of Geographical Indications: From 

Disengagement in France/Europe to Significant Involvement in India, 13.2 J. WORLD INTELL. PROP. 121, 124 

(2010). 
10 S. K Soam, Analysis of Prospective Geographical Indications of India, 8 J. WORLD INTELL. PROP. 679, 682 

(2005). 
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fee of Rs. 25,000-/-. which is five times greater than the registration fee of a typical GI 

application. 

II. DOMESTIC BATTLE AGAINST INFRINGEMENT 

One of the primary goals of any legislation on GI is to prevent infringement of the protected 

products. According to Rule 2(a) of the “Intellectual Property Rights (Imported Goods) 

Enforcement Rules 2007”, “Goods infringing intellectual property rights” are defined as: 

“Goods which are made, reproduced, put into circulation or otherwise used in 

breach of the intellectual property laws in India or outside India and without 

the consent of the right holder or a person duly authorised to do so by the right 

holder.”11 

The provision is squarely applicable to infringement of the rights of GI holders. When we look 

into GIGA 1999 language, we can see that GI is protected from infringement by legal remedies. 

Both civil, as well as criminal remedies, are available to the right holders. 

A. Criminal Remedies 

The GIGA contains penal provisions relating to the infringement and misappropriation of 

registered GIs. Some of the offenses under the sui generis law are: 

Falsifying and falsely applying geographical indications12 

For selling goods to which false geographical is applied13 

Falsely representing a geographical indication as registered14 

Improperly describing a place of business as connected with the Geographical Indications 

Registry15 

Falsification of entries in the Register16 

Offenses by the companies17 

 
11 The Intellectual Property Rights (Imported Goods) Enforcement Rules, 2007, Rule 2(a).  
12 The Geographical Indications of Goods (Registration and Protection), 1999, § 38(1) & 38(2). 
13 Id. at § 40. 
14 Id. at § 42. 
15 Id. at § 43. 
16 Id. at § 44. 
17 Id. at § 49. 
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Abetment in India of acts done out of India18 

Enhanced penalty on second or subsequent conviction.19 

Unlike most other IP rights, GI rights are associated with public property rights, and hence it 

is important to have penal provisions to deter infringement. The GIGA is one among the very 

few IP legislations in India that provides for criminal remedies in the event of an infringement. 

B. Civil Remedies 

The holders of registered GIs may initiate either infringement or passing off proceedings 

against an infringer. The initial forum of such litigation should be a Court not subordinate to 

the District Court having jurisdiction.20 In addition to a suit for infringement, the sui generis 

system offers the possibility of filing a suit for passing off arising out of the use of any GI 

which is “identical with or deceptively similar” to the GI, whether registered or unregistered.21 

III. ISSUES RELATED TO ENFORCEMENT 

As the GIGA 1999 is comparatively new IP legislation in India. It is exposed to the usual 

beginner’s troubles when it comes to enforcement. Though the law is worded into a statute, the 

real challenge begins when it is attempted to implement and enforce the same. Some of the 

issues concerning the enforcement of the legislation are discussed below. 

A. The Authority to Which the Complaint is to be Filed 

As per Section 50(4) of the GIGA 1999,  

“Any police officer not below the rank of deputy superintendent of police or 

equivalent, may, if he satisfied that any of the offences referred to in the 

Geographical Indications of Goods (Registration and Protection) Act 1999, has 

been, is being, or is likely to be, committed, search and seize without warrant 

the goods, die, block, machine, plate, other instruments or things involved in 

committing the offence, wherever found, and all the articles so seized shall, as 

soon as practicable, be produced before the Judicial Magistrate of the first class 

or Metropolitan Magistrate, as the case may be: Provided that the police officer, 

before making any search and seizure, shall obtain the opinion of the Registrar 

 
18 Id. at § 54. 
19 Id. at § 41. 
20 Id. at § 66. 
21 Id. at § 66. 
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on the facts involved in the offence relating to geographical indication and shall 

abide by the opinion so obtained.”22 

As widely quoted in India, GI is a poor man’s intellectual property. The principal beneficiaries 

of a GI registration are the farmers and artisans associated with the particular goods. 

Considering the social realities and practicality issues, it seems very difficult for the Registered 

Proprietor or the Authorised User to have easy access to an officer in the rank of Deputy 

Superintendent of Police (DSP) or equivalent in person and lodge a complaint. In many 

situations, the GI Registry facilitates the lodging of complaints to the DSP-ranked officer on 

behalf of the GI holder. This creates an additional burden for the GI Registry, which is already 

facing a scarcity of human resources. 

B. Forum of Litigation and Challenges to Producers 

Under Section 66 of the GIGA 1999, suit for infringement has to be filed in a court not inferior 

to a District Court having jurisdiction.23 However, in reality, most of the GIs in India are located 

in rural areas and local settlements, which in most cases are away from the district headquarters. 

This situation compels the Registered Proprietor to travel quite far for conducting the 

litigation. In addition to that, hiring a lawyer of the District Court for this purpose is also a 

financial burden for the proprietors who are socially, economically, and politically not that 

sound in most cases. 

C. Visibility of GI Laws 

Even though the GIGA 1999 was enacted almost one and half decades back, there are very few 

judgments where the courts tried to interpret the provisions. There are many instances where 

the court pronounced judgments by totally disregarding the 1999 Act. The Kerala High Court 

judgment in the case of “Murugan v. State of Kerala” is a typical example.24 In this case, the 

High Court ordered to return to the petitioner the infringed goods seized by the Police from a 

complaint of the GI holder of Aranmula Kannadi. By a surprising judgment, the High Court 

held that there is nothing to show that the manufacture of Aranmula Kannadi is the monopoly 

of the GI holder (Vishwa Brahmana Aranmula Metal Mirror Nirman Society) as they don’t 

have an exclusive trademark over the product. The judgment of the High Court was made 

 
22 Id. at § 50 (4). 
23 Id. at § 66. 
24 Murugan v. State of Kerala, Cri. M.C. No. 7485 of 2015. 
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without considering the provisions of GIGA 1999. This shows the need for proper awareness 

about the legislation's purpose and nature even to the country's higher judiciary. The number 

of GI cases filed before the Intellectual Property Appellate Board (IPAB) is also relatively 

negligible. 

D. Need for a National GI Policy 

Even though the history of GI laws dates back to the early 12th century, India's sui generis 

legislation is still in its nascent stages.25 The GIGA 1999 was enacted, leaving behind many 

ambiguities and confusions concerning the enforcement.26 However, the unfortunate part is 

that such confusions were not settled even after two decades of the functioning of the 

legislation. Lack of awareness about the law and the financial burden of litigation are reasons 

for the GI implementation's stagnant nature. The Government needs to emphasize 

institutionalizing the GI mechanism by conducting awareness programs and registering 

potential products. Adopting a domestic policy for GI protection, promotion, and exporting is 

to be seen as essential.27 Mapping of the potential GIs, expenses associated with post-

registration monitoring, marketing, and conflict resolution are to be covered under this policy 

framework, 

IV. INDIAN GIS IN FOREIGN JURISDICTIONS 

For the adequate protection of GIs, it is necessary that the same is protected beyond boundaries 

across the globe. The protection of indigenous GIs in the international market is always 

perceived as a concern by developing countries.28 The Basmati Rice and Darjeeling Tea 

counterfeiting incidents unfolded the need for more effectiveness in the protection of Indian 

products in foreign jurisdictions.29 For enabling protection in a foreign country's market, it is 

necessary to get the product recognized by the law of that foreign country as a product 

originating from India. 

 
25 Soumya Vinayan, Intellectual Property Rights and the Handloom Sector: Challenges in Implementation of 

Geographical Indications Act, 17 J. INTELL. PROP. RTS. 55, 55-56 (2012). 
26 VANDANA SINGH, THE LAW OF GEOGRAPHICAL INDICATIONS - RISING ABOVE THE HORIZON 193 (2017). 
27 Naresh Kumar Vats, Geographical Indication - The Factors of Rural Development and Strengthening Economy, 

21 J. INTELL. PROP. RTS. 348, 352 (2016). 
28 Kasturi Das, International Protection of India's Geographical Indications with Special Reference to 

“Darjeeling” tea, 9(5) J. WORLD INTELL. PROP. 459, 485 (2006). 
29 Id. at 461. 
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However, under Article 1(1) of the TRIPS Agreement, deciding the proper channel for GI 

protection is up to each Member State. As a result of this flexibility, which is being offered by 

the TRIPS Agreement, different Member States have adopted different approaches for GI 

protection. This situation is challenging for developing countries like India, as they have to 

seek separate protection in different countries, relying on different procedures. Such a process 

is difficult because of the complexities of the procedures involved and the expenses associated 

with it.30 

The Member States with a sui generis system of legal protection to GIs demands more effort 

from other countries who wish to register their products as GI in that particular Member State’s 

market.31 The applicant States are required to provide more information to States with the sui 

generis system for registration of GIs. This information includes the details as to the process 

of manufacture, geographical origin, uniqueness, etc. The most challenging part is that this 

information is required to be provided in that particular Member State's language and by 

following their legal procedures. This is a strenuous task and involves additional expenses also. 

V. GI PROTECTION MECHANISM IN OTHER JURISDICTIONS 

The sui generis domestic legislation for GI protection is not available in most jurisdictions. 

The majority of the States have taken the approach of protecting GI through a system of TM 

registration.32 However, TM registration generally does not favor permitting the registration of 

a name with geographical attributes. Therefore, GIs are generally protected in the form of 

collective marks or certification marks. In some jurisdictions, both TM as well as GI protection 

is available parallel to each other.33 

 

 
30 Daniel Gervais, Irreconcilable Differences - The Geneva Act of the Lisbon Agreement and the Common Law, 

53 HOUS. L. REV. 339, 340 (2015). 
31 Gail Evans and Michael Blakeney, The Protection of Geographical Indications after Doha: Quo Vadis?, 9(3) 

J. INT’L. ECON. L. 575, 579 (2006). 
32 Brian Rose, No More Whining about Geographical Indications: Assessing the 2005 Agreement between the 

United States and the European Community on the Trade in Wine, 29 HOUS. J. INT’L. L. 731, 733 (2006). 
33 Dev Gangjee, Quibbling Siblings: Conflicts between Trademarks and Geographical Indications, 82 CHI.-KENT 

L. REV. 1253, 1259 (2007). 
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In addition to the sui generis system and TM protection, there are other approaches also adopted 

by the different WTO Member States to provide GI protection. Examples of such approaches 

are protection afforded through unfair competition and consumer protection laws. These 

particular approaches also prove to be too expensive for applicant States. The expenses 

associated with the litigation process for protection are too unbearable as GI is protected as a 

community right in developing countries like India.34 

A. The European Union 

The EU is always viewed as a strong advocate of the protection of geographical origin-based 

products, beginning from the Uruguay Round of the TRIPS negotiations. The first EU 

regulation made to protect GI was the “Council Regulation 2081/92 on the protection of 

geographical indications and designations of origin for agricultural products and foodstuffs”, 

which was modified many times afterward in a span of two and a half decades. Until 1992, 

most of the European countries protected unique products through domestic laws. The “Cassis 

de Dijon judgment,” which provided that products legally produced and marketed in one 

Member State, could be marketed in another, paved the way for discussions on the need for an 

EU regulation.35 As a result, Council Regulation 2081/92 was adopted. In addition to that, there 

is a separate set of regulations that govern the GIs for wines and spirits. 

Currently, four kinds of goods can be protected under EU quality schemes:  

1. Wines (Regulation 1308/2013) 

2. Aromatised wines (Regulation 251/2014) 

3. Spirit drinks (Regulation 110/2008) 

4. Agricultural products and foodstuffs (Regulation 1151/2012).36 

As of December 2020, 3304 GIs are registered in the EU.37 The number of registrations is very 

high compared to the 370 registrations made until the same time in India.38 Of the 3304 

registrations, 1616 are wines, 1441 are in the food category, 242 are spirits, and 5 are 

aromatised wines.39 The EU mechanism is highly successful not only at identifying and 

 
34 VANDANA, supra note 12 at 193. 
35 Case C-120/78, Rewe-Zentral v. Bundesmonopolverwaltung Fur Brantwein, 1979 E.C.R. 649. 
36 Yves Van Couter & Florence d'Ath, Protecting the Origin of Foodstuffs in the European Union, 1 EUR. FOOD 

& FEED L. REV. 290, 291-292 (2016). 
37 GI VIEW, https://www.tmdn.org/giview/gi/search (last visited Dec. 20, 2020). 
38 INTELLECTUAL PROPERTY INDIA, 

http://www.ipindia.nic.in/writereaddata/Portal/Images/pdf/GI_Application_Register_10-09-2019.pdf (last 

visited Dec. 21, 2020). 
39 Supra note 37.  

https://www.tmdn.org/giview/gi/search
http://www.ipindia.nic.in/writereaddata/Portal/Images/pdf/GI_Application_Register_10-09-2019.pdf
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registering products but also at labelling and marketing aspects. Presently, the EU grants GI 

protection for agriculture-related products. However, deliberations are also going around as to 

the need for extending the protection to non-agricultural products.40 The EU Green Paper 

published in 2014 on the extension of GI protection stressed the possible problems which may 

pop up in a scenario where additional protection to non-agricultural products is granted.41 

Regulation 1151/2012, the current EU legal regime on GIs, provides three schemes of 

protection to GIs and Traditional Specialities. They are; 

1. Protected Designation of Origin (PDO) 

2. Protected Geographical Indication (PGI) 

3. Traditional Specialities Guaranteed (TSG) 

The PDO and PGI are granted logos that represent the specific link of the product to the place 

of origin. In the case of PDOs, the product-place link needs to be stronger than PGIs. In the 

case of TSG, the link with the place is not necessary. TSG protects foodstuffs with some special 

character.42 As of December 2020, 1835 PDOs, 1227 PGIs, and 242 GIs in the spirit drink 

category are registered in the EU.43 The quality labels associated with the products are 

important factors influencing consumer choices. The logo associated with each of the quality 

schemes serves almost similar tasks to a trademark logo among consumers' minds. 

When it comes to enforcement of the Regulation, different EU Member States have taken 

different approaches considering their market demands and economic conditions. In this 

regard, Article 13 of the Regulation is significant. Article 13 of the Regulation stipulates that 

the Member States should provide remedies if there is an infringement by indication of third 

parties. This provision keeps a check on cross-border infringements to a certain extent. The 

high reputation associated with the EU quality schemes is also beneficial to the customers. The 

 
40 William New, EU Agrees to Accede to Controversial WIPO Agreement Raising GI Protection, INTELLECTUAL 

PROPERTY WATCH (Dec. 21, 2020, 11:30 AM), https://www.ip-watch.org/2019/03/20/eu-agrees-to-accede-to-

controversial-wipo-agreement-raising-gi-protection/. 
41 Monika Ermert, EU Parliament Considers Extension of GI Protection to Non-Agricultural Products, 

INTELLECTUAL PROPERTY WATCH (Dec. 21, 2020, 5:30 PM), https://www.ip-watch.org/2015/05/08/eu-

parliament-considers-extension-of-gi-protection-to-non-agricultural-products/. 
42 Flora Southey, GI protection Post-Brexit: What Food and Drink Producers Need to Know, FOOD NAVIGATOR 

(Dec. 22, 2020, 9.00 AM), https://www.foodnavigator.com/Article/2020/10/16/GI-protection-post-Brexit-What-

food-and-drink-producers-need-to-know. 
43 Supra note 37.  
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success of EU measures in bringing desired revenues to the producers is also a result of 

marketing and awareness regarding the products' quality attributes. 44 

The EU always envisaged a very high standard of GI protection as opposed to the US position 

of considering GI as a subset of trademarks. Since the GI chapter under the TRIPS agreement 

was formulated as a compromise formula, only a minimum standard of protection was 

accorded.45 Therefore, in the post-TRIPS period, the EU actively pursued to bring the desired 

standard of GI protection through free trade agreements.46  The “European Union - South 

Korea Free Trade Agreement” (KOREU), “European Union-Singapore Free Trade 

Agreement”(EUSFTA), “European Union-Vietnam Free Trade Agreement” (EVFTA), and 

“Japan-European Union Economic Partnership Agreement” (JEFTA) are some of the EU 

FTAs with TRIPS-Plus GI standards. The EU - China bilateral agreement, exclusively dealing 

with GIs, was another considerable trade deal signed on September 14, 2020.47 As per this 

landmark trade deal, a list of hundred GIs of EU will get protection in China, and likewise, 

hundred Chinese GIs will get protection in the EU.48 It is also agreed that the trade deal will 

protect a further 175 GIs of each contracting party after four years. 

The EU action for promoting GI through FTAs is something that India can also think of 

adopting. In the absence of a successful international registration mechanism, the free trade 

route seems to be an alternative for ensuring GI protection in international markets. 

B. France 

France was at the forefront of protecting origin-specific goods, and the history of such 

protection dates back to the 12th century. There were efforts even during the 12th century to 

protect products like Roquefort Cheese.49 The “Law for the protection of the place of origin” 

was passed on 6th May 1919. The 1919 law was the first-ever comprehensive French statute 

 
44 Efthalia Dimara & Dimitris Skuras, Consumer Demand for Informative Labeling of Quality Food and Drink 

Products: a European Union Case Study, 22(2) J. CONSUMER MKTG. 90, 90-92 (2005). 
45 Tim Engelhardt, Geographical Indications under Recent EU Trade Agreement, 46 INT’L. REV. INTELL. PROP. 

COMPETITION L. 781, 781-782 (2015). 
46 Id. at 782. 
47 China’s Commerce Ministry calls Geographical Indications Agreement with EU a Milestone, GLOBAL TIMES, 

(Dec. 22, 2020, 10:00 AM), https://www.globaltimes.cn/content/1200910.shtml. 

48 HUAXIA, CHINA-EU AGREEMENT ON GEOGRAPHICAL INDICATIONS A MILESTONE: COMMERCE MINISTRY, 

XIANHUANET, (DEC. 22, 2020, 11.00 AM), HTTP://WWW.XINHUANET.COM/ENGLISH/2019-

11/07/C_138537092.HTM. 
49 Sarah Bowen, Embedding Local Places in Global Spaces: Geographical Indications as a Territorial 

Development Strategy, 75(2) RURAL SOC. SOC’Y 209, 218 (2010). 

http://www.xinhuanet.com/english/2019-11/07/c_138537092.htm
http://www.xinhuanet.com/english/2019-11/07/c_138537092.htm
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for the protection of products originating from specific places.50 Products originating from 

particular areas are protected in France through mechanisms such as Indication of Source 

(IOS), Appellation of Origin (AOO), and Geographical Indication (GI).51 

On 30th July 1935, a new law was enacted, which established the “National Institute of 

Appellations of Origin for Wines and Spirits” (INAO).52 INAO predominantly includes 

producers who represent the interest of the community behind the process of manufacture of 

the products. The production of wines of superior quality was made one of the perceived goals. 

The very functioning of INAO is an example of State participation in protecting GIs as it 

operates in the public sector. The body is under the Ministry of Agriculture's supervision and 

includes representatives of industry professionals engaged in production, qualified experts, and 

members of official departments and agencies.53 

In 2006, some significant changes were brought in as GI protection in Europe is concerned. 

Both the EU Regulation 1992 and the French legal framework were amended. The most 

significant change was regarding the role of the State in the protection and promotion of GIs. 

The role of the State was made limited, with more roles being invested with the producers. This 

was seen as an appropriate measure considering the organizational strength of the producers in 

Europe.54 The integration of different players into a single platform was the basic contribution 

made by INAO. It comprises representatives of industry professionals, consumers, experts, and 

officials from the Government and NGOs. Therefore, the French Regulation of 2016 has 

legitimized the organization of the producers, which is an organization for the defense and 

management of the GI as provided in Article L. 642-17 of the Code Rural.55 The English 

translation of the provision reads as follows: 

“The defence and management of a product benefiting from a red label, an 

appellation of origin, a geographical indication or a guaranteed traditional 

specialty is ensured by an organization with legal personality. 

 
50 Dev Gangjee, RELOCATING THE LAW OF GEOGRAPHICAL INDICATIONS 102 (2012). 
51 Anne Laumonier, A French point of view on geographical indications, MINISTRY OF AGRICULTURE AND FOOD 

- FRANCE, 

https://archive.moag.gov.il/yhidotmisrad/research_economy_strategy/publication/2018/Documents/Laumonier_

GI_policy_enpardv.pdf (last visited Dec. 23, 2020). 
52 Britt Karlsson, Congratulations INAO, 80 Years This Year!, BK WINE MAGAZINE (Dec. 24, 2020, 7:30 AM), 

https://www.bkwine.com/news/congratulations-inao-80-years/. 
53 DELPHINE, supra note 9, at 124. 
54 Delphine Marie-Vivien, et al., Are French Geographical Indications Losing their Soul? Analyzing Recent 

Developments in the Governance of the Link to the Origin in France, 98 WORLD DEV. 25, 26-27 (2017). 

55 CODE RURAL ET DE LA PÊCHE MARITIME [RURAL AND SEA FISHING CODE] art. L. 642-17 (Fr.).  
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A single organization can ensure the defence and management of several 

products. 

The organization seeks recognition as a defence and management organization 

within the meaning of the provisions of this title when requesting the attribution 

of the sign of quality and origin to the product for which it intends to ensure 

the defence and management.” 

The legitimization of the organization has further strengthened the position of producers. The 

socio-economic conditions of producers in France require only limited interference from the 

Government side. In developing countries like India, the State has a larger role to play, 

considering the producer’s socio-economic backwardness. However, the successful 

establishment of a producer’s association can be emulated in India as well.  

C. The United States 

The US - European debate regarding the nature of GI protection has a long history. The 

European countries in general adopted a continental-based system of GIs, which has a public 

approach. On the other hand, the US adopted a common-law system of certification trademarks 

with a private approach.56 The European immigrants to the US in the 17th and 18th centuries 

were instrumental in bringing with them European methods and styles of manufacture, some 

of which were unique to specific regions and products.57 The European immigrants brought 

with them grape varieties and traditional methods of winemaking from their home countries. 

Thus, European geographical names have been used in the US for a very long time.58 As a 

result of this long usage without adhering to any specific geography, such names had lost their 

geographical identity and served primarily to describe certain styles and types of the original 

products to the American consumers.59 

The US was never supportive of the idea of protecting GIs as a specific intellectual property. 

GI protection was perceived as a subset of the trademark regime; it is under the ambit of 

certification marks, collective marks, regular trademarks, or common law trademarks.60 During 

 
56 Eva Gutierrez, Geographical Indicators: A Unique European Perspective On Intellectual Property, 29 

HASTINGS INT'L & COMP. L. REV. 29, 30-31 (2005). 
57 VANDANA, supra note 26, at 189. 
58 BRIAN, supra note 32, at 734. 
59 Daniele Giovannucci, et al., Defining and Marketing “Local” Foods: Geographical Indications for US 

Products, 13(2) J. WORLD INTELL. PROP. 94, 99-100 (2010). 
60 Paul J Heald, Trademarks and Geographical Indications: Exploring the Contours of the TRIPS Agreement, 29 

VAND J. TRANSNAT’L. L. 635, 637-638 (1996). 
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the Uruguay round negotiations, which were primarily carried out between the US and the EU 

to the near exclusion of all the other countries,61 the US did not mention anything about the 

need to protect GI as an IP under the TRIPS framework.62 This is reflective of the country’s 

inclination towards a private ownership-centric system rather than community ownership with 

a State support mechanism.63 However, the US wanted to protect domestic GIs through other 

legal frameworks for the welfare of indigenous artisans and farmers. Therefore, GIs are 

protected in the US through many statutes instead of a sui generis system. Predominantly, GIs 

are protected by trademark law.64 

The “Lanham (Trademark) Act of 1946”, as amended in 1999, has the most significant impact 

on GIs. The “US Federal Alcohol Administration Act” (FAA Act) and “Federal Bureau of 

Alcohol Tobacco, Firearms and Explosives” (BATFE) have provisions relating to the 

protection of wines and spirits. The Lanham (Trademark) Act was initially conceived as a 

federal statute dealing exclusively with trademarks. Comprehensive revisions to the Lanham 

Act took effect in November 1989, and policymakers have since amended the Act in tune with 

trade negotiations.65 The latest amendment was made in 1999, which eventually made the 

statute compliant with the TRIPS Agreement. 

The US trademark law has recognized that it is necessary to give rights to those who use words, 

names, symbols, or devices to identify their goods or services. The legal framework does not 

afford protection to GIs that do not provide such identifications unless they acquire a secondary 

meaning sufficient to qualify for trademark or service mark protection.66 Most of the GIs in the 

US are protected as either certification marks or collective marks. Both are forms of communal 

property, controlled by, respectively, a certifying body or collective body. In either case, the 

mark may be used by multiple parties within the community, subject to the certifying or 

collective body's control.67 

 
61 SOAM, supra note 10, at 706-710. 
62 DANIELE, supra note 59, at 99. 
63 Frances G Zacher, Pass the Parmesan: Geographic Indications in the United States and the European Union-

Can there be Compromise, 19 EMORY INT’L. L. REV. 427, 429-433 (2005). 
64 Marsha A. Echols, Food Safety Regulation in the European Union and the United States: Different Cultures, 

Different Laws, 4 COLUM. J. EUR. L. 525, 527-528 (1998). 
65 Christine Haight Farley, Conflicts Between US Law and International Treaties Concerning Geographical 

Indications, 22 WHITTIER L. REV. 73, 75-76 (2000). 
66 Id. at 75-76. 
67 DANIELE, supra note 58, at 95-96. 
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For historical and cultural reasons, a sui generis GI system never received much acceptance in 

the mainstream. Unlike the US, both the EU and India have a long list of unique products with 

rich historical underpinnings. It was ideal for the US to go with a trademark regime instead of 

a specific GI system in this context. 

D. China 

Although China has many products known by its place of origin, such as “Jinhua ham,” 

“Fuling pickled mustard tuber,” and “Huangyan tangerines,” the country was slow to adopt 

the GI regime.68 China has a unique GI protection system, where the same is protected through 

three systems under dual protection mechanisms.69 On the one hand, GIs are protected in China 

as collective or certification marks under the Trademark Law through the system run by the 

“State Administration of Industry and Commerce” (SAIC).70 On the other hand, China 

implements GI-specific rules to protect products related to GIs through the systems operated 

by the “General Administration of Quality Supervision, Inspection and Quarantine” (AQSI) 

and the Ministry of Agriculture (MOA).71 There are also separate registration mechanisms 

under each of these systems. 

The Chinese Trademark Law defines a GI as: 

“An indication identifying a good as originating in a specific area, where a 

given quality, reputation or other characteristic of the good is essentially 

attributable to the natural or human factors of the area.” 72 

As per the Trademark statute, GIs can be registered and protected as collective marks or 

certification marks with the Trademark Office. This mechanism is very much similar to the 

trademark-centric approaches of jurisdictions like the US and Australia. Interestingly, China 

also has a budding sui generis mechanism operated under AQSI and MOA with a separate 

registration option. The AQSI system ensures quality standards and certification similar to that 

of the AOO model of France. The MOA measure covers only a narrow area and is limited only 

 
68 Wang Xiaobing & Irina Kireeva, Protection of Geographical Indications in China: Conflicts, Causes and 

Solutions, 10(2) J. WORLD INTELL. PROP. 79, 79-80 (2007). 
69 Bradley M Bashaw, Geographical Indications in China: Why Protect GIs with both Trademark Law and AOC-

type Legislation, 17 PAC. RIM L. & POL'Y J. 73, 74-75 (2008). 
70 Mark J Calaguas, A Rosé by any other Name: Protecting Geographical Indications for Wines and Spirits in 

China, 3 LOY. U. CHI. INT’L. L. REV. 257, 268-271 (2005). 
71WANG, supra note 68, at 79-80. 

72 (中华人民共和国商标法) [Trademark Law of the People's Republic of China] (promulgated by the Standing 

Comm. Nat'l Peopte's Cong., Aug. 23, 1982, effective Mar. 1, 1983), art. 16 (China). 
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to agricultural products. In addition to the existing systems, China is about to bring specific GI 

legislation. On September 24, 2020, the China National Intellectual Property Administration 

(CNIPA) released a Draft Law on GI for further comments.73 The proposed legislation is seen 

as a response to the recent bilateral agreement on GIs which was signed with the EU. The first 

phase of the bilateral agreement is expected to protect a hundred Chinese GIs in the EU market, 

with a prospect of further 175 GIs to be protected after four years in the second phase. 

Like China, India also has abundant reserves of GIs that will provide enormous economic and 

cultural benefits if exploited wisely. The negotiation between India and the EU on the “Broad-

based Trade and Investment Agreement” (BTIA) began in 2007 and is not yet completed 

because of conflicting interests.74 In such a scenario, the successful conclusion of a separate 

agreement dealing exclusively with GIs as entered into by China and the EU is opening a new 

path for countries like India.  

CONCLUSION 

The GIGA 1999 is relatively a new piece of IP legislation in India, which came into force only 

by late 2003. Therefore, there are still areas of concern and confusion as to the implementation 

of the legislation for attaining the primary purposes intended while drafting the law. The GIGA 

1999 is progressive legislation and offers much more than a mere fulfilment of the TRIPS 

obligations. However, even after two decades of GIGA’s enactment, there is a considerable 

lack of awareness about the law. As of December 2020, only 370 goods are registered as GIs 

before the GI Registry. The fewer number of applications received for registration show the 

public's lack of awareness about GI registration's economic possibilities. Presently, the GI 

Registry performs additional responsibility for conducting awareness programs in rural areas 

with GI potential. However, the Registry's functioning is hindered to a considerable extent due 

to the inadequacy of manpower. 

Therefore, creating awareness about the law and marketing of the products is to be concertedly 

pursued. For that purpose, India's GI logo needs to be marketed as a viable brand like the PDO 

and PGI of the EU. The unscientific nature of pre-registration scrutiny taking place at the 

 
73 Aaron Wininger, China Issues Draft Provisions on the Protection of Geographical Indications, NATIONAL LAW 

REVIEW (Dec. 24, 2020, 6:00 PM), https://www.natlawreview.com/article/china-issues-draft-provisions-

protection-geographical-indications. 
74 Amiti Sen, EU Wants A Separate Investment Protection Pact with India, THE HINDU BUSINESS LINE (Dec. 24, 

2020, 1:30 PM), https://www.thehindubusinessline.com/economy/eu-wants-a-separate-investment-protection-

pact-with-india/article30390422.ece. 
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Registry level is also an issue as there are many examples of products with very little economic 

utility also getting GI tags. In addition to that, at present, there is no structured mechanism for 

mapping potential GIs. The Act is also silent about having an institutional mechanism for post-

registration monitoring of registered GIs. Post-registration quality monitoring is necessary for 

better marketing of domestic products in the international market. Mapping potential products, 

speedy registration, post-registration monitoring, and brand building are all equally vital and 

need a strong policy outlook for effective implementation. A strong policy framework at the 

national level may further strengthen the strategic marketing of GI products. 

The nature of GI protection in India is different from that of the EU and other developed 

countries. In the EU, the protection of wines and spirits is seen as more critical, whereas 

agricultural products and handicrafts are given prominence in India. Therefore, the efforts for 

GI protection need to address these issues separately. It is very important to have regional 

arrangements among developing countries to protect agricultural and handicraft products 

effectively. A similar arrangement in the likes of the EU Regulation on GIs among Asian 

countries is a possible alternative. Such cooperation may further strengthen the efforts for the 

extension of protection to products other than wines and spirits 

In a developing country like India, where the farmers and artisans are not individually capable 

of protecting their GI tagged products to a larger extent, the State has a significant role to play 

regarding the exporting, marketing as well as in the prevention of infringement. As GI is 

considered to be “a poor man’s IPR,” it is appropriate to have governmental intervention for 

protecting the collective rights and interests of the GI holders. The establishment of a 

producer’s collective like the INAO of France under Governmental supervision may benefit 

the producers. In addition to the challenges of preventing infringement at the domestic level, 

the Government also has the extra responsibility of registering and marketing Indian products 

in foreign jurisdictions. Due to the stringent procedures and expenses associated with GI 

registration, only three Indian products have applied for it in Europe thus far (These products 

are Darjeeling Tea, Kangra Tea, and Basmati Rice). Out of the three applications made, only 

one product got registered by the EU Commission (Darjeeling Tea was registered in 2011). In 

this context, the possibility of signing a bilateral agreement that ensures the registration of 

multiple GIs at one go can be looked into. The successful example of the EU-China exclusive 

trade deal on GIs is a positive model in this regard. 
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Therefore, enactment of a comprehensive GI policy, establishing a strong producer collective, 

and active involvement in regional arrangements with GI protection measures are some of the 

positive measures that India may pursue for better GI protection. Besides these measures, 

signing a bilateral trade deal with the EU dealing exclusively on GIs may also be beneficial for 

Indian GIs. 

** 
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ABSTRACT 

The Article discusses the specifications of ongoing tension between patent law & 

antitrust, as far as it is concerned with the imposition or grant of compulsory license 

as a penalty or remedy, while simultaneously throwing light on the scope & means to 

harmonize the same. While the room for an interface between the two subjects could 

be big, the author has deemed it appropriate to discuss the same only in light of the 

application of compulsory license. 

The author explains what the term compulsory license in theory means, and how it 

looks in practical application. Throughout the article, it will be visible that the 

implementation or litigation around the concept is not as simple as it sounds in theory, 

rather it comes out in different faces, which are contradictory among themselves, and 

being as such, it makes the analysis complex. Different cases with varying facts give 

rise to contradicting results & therefore the author in the article has not provided a 

precise one-sided conclusion. 

The author begins the analysis discussing the jurisprudence of interface, and moves 

on to appreciate various rights which impliedly vest with the patentee on account of 

the exclusive patent holding. The author further, through the discussion on various 

patent power-violations that we usually come across, warns of the cautious enjoyment 

of the exclusive right to the patent, within the ambit of patent law strictly, as not to 

violate the well-known antitrust principles. 

The analysis in the article on the practical implementation of compulsory license is 

largely derived from the jurisprudence of the US, as in other jurisdictions including 

India, the concept has largely survived in theory only. 
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INTRODUCTION 

While we talk about the interface between the law of patent and antitrust, among scholars, 

governments & adjudicatory machinery across the globe, there have been unending debates 

over the magnitude of limitation that may be imposed upon the patent power in the garb of 

antitrust. Patentees across the world for obvious reasons oppose the intervention of antitrust 

authorities, as against those who are concerned with the fair competition in the market vis. 

consumers’ as well as producers’ welfare. The author, through the present paper seeks to carry 

forward the said literature or discussion on the interface with an in-depth analysis of 

compulsory license as a focal point of the intersection between the two subjects.  

In order to understand the relevance of compulsory licensing in the realm of the interface, it is 

pertinent to have a conceptual understanding of the concept. Two types of licenses, in theory, 

are contemplated under the patent law of any given jurisdiction, the first being a ‘voluntary 

license’ which is a demand-consent based transaction between the patentee & licensee, while 

the second one is a ‘compulsory license’. A License gets the qualifying tag of compulsorily 

given when granted by the government, patent or an antitrust authority (hereinafter, the 

‘authority’), to a third party in accordance with the procedure of law, with the purpose of 

permitting such party to exploit the patented product1.  

The need for compulsory license arises only when the request by the prospective licensee for 

voluntary one fails or is refused by the patentee. Hence compulsory license necessarily carries 

a negative relationship with the refusal to license (hereinafter, ‘refusal’) by the patentee. It’s 

therefore needless to mention that compulsory license is not a matter of direct & wilful 

transaction between the patentee & licensee, but a legal compulsion imposed upon the former, 

in the favour of later and interest of the public. The author is obliged to mention here that 

though the concept of compulsory license is available in theory in almost every notable legal 

jurisdiction of the world, the developed jurisprudence with abundant cases where the penalty 

of compulsory license has actually been imposed is only available for the USA. 

The author, therefore, in the present article with essentially the case laws of the USA, by having 

a little resort to the relevant jurisprudence available in Europe and India, attempts to analyse 

that how far the patentee’s act of refusal to voluntarily grant a license is likely to be trapped 

under antitrust as a ‘refusal to deal’ and thereby get punished with the penalty of compulsory 

 
1 (For the purpose of this article, ‘Patented product” includes patented processes as well.) 
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license i.e., a duty to deal (hereinafter, the ‘penalty’). Hereby the discussion will be signified 

with the consolidation of the relevant rulings & scattered jurisprudence which is intended to 

connect the said penalty and the anti-competitive conduct of refusal, as two opposite faced 

sides of the same coin, by having due regard to the understanding that later is a matter of a right 

until the statutory limit of protection exceeds. 

A four-part strategy to discuss the aforesaid matter has been followed in the present article, 

wherein vide Part I, the author attempts to acquaint readers with the broad jurisprudence on 

interface between the two subjects and how exactly the penalty of compulsory license comes 

into play, which is followed by the Part II wherein refusal by the patentee has been appreciated 

as an inherent right vested by the virtue of very patent-holding, which is then warned of 

cautious use in the discussion under Part III on the possibilities where the act of refusal may 

exceed its statutory protection and fall in the ditch of antitrust as a refusal to deal, further 

attracting ‘compulsory license’ as an antitrust penalty i.e. a duty to deal. Under Part IV, the 

author discusses, in general, the conduct of leveraging ensuing from the monopoly use of 

patent: how it can push the patentee to refuse to deal further and whether it could attract the 

penalty of compulsory licensing or not. Lastly, the author concludes the article with 

recommendations for ‘harmonious construction’ as a means to adjudicate the relevant cases. 

I. AN INTERFACE: LOCATING THE THIN LINE LIMITATIONS  

The usage of a patent; purpose; and manner of the usage lies in the hands of the patentee who 

may end up encroaching upon the regime of antitrust, while exercising its exclusive rights 

under apprehension that it has absolute and unfettered discretion over the usage of a patent. To 

avoid such unintentional encroachments, it’s pertinent to locate at the outset, the thin lines of 

boundaries between two subjects. 

The author with the following scenarios, attempts to locate those thin lines of limitations: 

Firstly, the exercise of exclusive patent rights which follows no such ‘act’ or ‘effect’ on 

competition in the market, which antitrust seeks to punish; 

Secondly, an enjoyment of exclusive patent rights follows such anti-competitive ‘act’ including 

‘refusal to license’ or ‘effect’, which is likely to be trapped under antitrust. However, those acts 

of effects constitute to be what would have been foreseen by the lawmakers of patent law, as 

inherent & obvious consequence of the legitimate exercise of the patent right; 
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Thirdly, the exercise of right follows such ‘act’ or ‘effect’ which does not fall within any of the 

above scenarios and goes beyond the scope of patent protection. In other words, an ‘act’ or 

‘effect’ ensuing from patent use, would not have been foreseen or appreciated by the lawmakers 

as a consequence of the patent use. For example, ‘refusal to license’ essentially goes along with 

an exclusive right to exploit a patent, however may be punished if accompanied with such other 

‘act’ or ‘effect’ which is not protected under patent law. 

In the first two scenarios, the law of patents would override antitrust, while the latter would 

prevail in the last-mentioned scenario. It’s in this third situation, the interface between two 

subjects begins, as antitrust authorities with the purpose to remedy the damages caused to 

competition in the market, may direct the patentee to decentralize the exploitation of a patent 

or in words may impose a penalty of compulsory licensing. 

II. UNILATERAL REFUSAL TO LICENSE; AN INHERENT RIGHT 

The Refuse to grant license is a right that naturally flows from a legal right conferred upon the 

patentee to bar others from using the patented invention. Therefore, the legality of ‘refusal’ lies 

in the very nature of the right to enjoy a patent, being ‘exclusive’ i.e., having a right to bar 

others from enjoying the same. This exclusive right is a reward for the invention done by the 

patentee and gives him a competitive advantage over the competitors.  

The competitors of the patentee with the purpose to obtain ‘compulsory license’ may allege 

‘refusal’ as an abuse of the patent power. Such claims of abuse could be adjudicated only after 

being weighed against the right of the patentee to refuse to deal (grant licence). The possibility 

of the latter to win is better on the premises of a reasoning discussed in the preceding para, 

while the chances of the former overriding the latter is not extinct and the same may occur in 

circumstances enumerated under the next part. The right to refuse, therefore, has been held to 

have not fallen afoul of the Sherman Act2. This position with respect to ‘refusal’ being an 

obvious & natural consequence of an exclusive right is a general rule of law.3 Only in 

exceptional circumstances, the act of ‘refusal’ may get punished.  

A line demarcating ‘refusal’ as a statutory right from those exceptional circumstances where 

such refusal could be punished, is vulnerable & may be exposed to unjust interventions if the 

objective of the two laws & accompanying jurisprudence is not understood properly. Those 

 
2 United States v. Westinghouse Electric Corp., 648 F.2d 642 (9th Cir. 1981). 
335 U.S.C.§ 271(d). 
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exceptional circumstances have been tried to be delineated under part III and IV of the present 

article, through the analysis of the series of judgments ruled in consonance with the legislative 

mandate.  

Now, having mentioned that ‘refusal to license’ has won legal protection through judicial 

precedents in the US, the author is obliged to present a clear picture of the following two 

aspects:  

Firstly, to punish Refusal to license as a ‘refusal to deal’ under antitrust, a prior condition of 

the patent holder being ‘dominant’ in the relevant market4 must be established. However, there 

are divergent opinions on the question that whether such very dominance may be presumed or 

not in a case of a patent, which the author must mention, is being answered in negative more 

usually.5  

Secondly, Arguendo, that the prior condition of monopoly or dominant power of the patentee 

is presumed or established, ‘misuse of patent’ thereto should in no case be presumed at the first 

place. It is needless to mention that the mere holding of the ‘Monopolist Position’ (hereinafter, 

used also for the entity who is dominant or has substantial market power, if not exact 

monopoly) is not a punishable act in itself6 if it’s been achieved with the grant of statutory 

protection like a patent or with any other justified business method.7 Therefore, as discussed 

under part I also, that the conduct of ‘unilateral refusal’ should not bother an antitrust authority 

unless such anti-competitive act(s) or effect(s) follow the act of ‘refusal’ which do not fall 

under the statutory protection of patents.8 Hence, it’s only when there is ‘misuse of patent’ or 

‘refusal’ is accompanied by such ‘anti-competitive practice(s)’ which the legislature would 

neither have foreseen nor appreciated as the natural consequence of patent protection, the 

patent holder may be penalised appropriately with any antitrust penalty including ‘compulsory 

license’. 

 
4 Northern Pacific R. Co. v. United States, 356 U.S. 1, 6. 
5 Monsanto Co. v. Spray-Rite Serv. Corp., 465 U.S. 752, 761 (1984), answers the question in negative, while 

International Salt Co. v. United States, 332 U.S. 392 & United States v. Paramount Pictures, Inc., 334 U.S. 131 

do it positively.  
6 U.S. v. Line Material Co.,333 U.S. 287 (1948); U.S. v. Aluminum Co. of America, 148 F.2d 416 (1945). 
7 State of Illinois v. Panhandle Eastern Pipe Line Co., 935 F.2d 1469 (7th Cir. 1991); Zenith Radio corp. V. 

Hazeltine Research Inc. 395, U.S. 100, 135 (1969). 
8 In re Independent Service Organizations Antitrust Litigation, 162 F.R.D. 355; CSU, L.L.C. v. Xerox Corp., 202 

F.R.D. 275 (D. Kan. 2001). 
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A. Colgate Doctrine: Commercial Power of the Owner-Manufacturer vis. a 

Patentee  

While the discussion is being made upon a commercial discretion of the patentee to say ‘no’ to 

others, the author feels it obligatory to enlighten upon the ‘Colgate Doctrine’9 The case which 

evolved the said doctrine, although does not relate to the intellectual property but the antitrust 

regime, assumes significance over here due to its peculiar ruling. The ruling in essence 

provided that an individual denial or refusal to deal cannot be held illegal under antitrust law 

if such refusal to deal is not otherwise inspired by some conspiracy. Further, the owner of the 

product had the undoubted right to maintain the resale price (hereinafter, ‘RPM’) which if not 

adhered by the retailers, the owner was fully entitled to refuse to continue to deal.10 The 

underlying rationale is that the owner shall have every right to take commercial decisions 

whatsoever w.r.t to the product it owns.11 The ruling subsequently invited several criticisms 

because of the legalization of RPM therein,12 which otherwise under the subject of antitrust is 

considered illegal. Nonetheless, the doctrine may ignite inspiration for patent protection, as the 

significance of the commercial power of the owner which fetches exclusiveness in the 

enjoyment of the business over the owned product is what exactly sought to be cherished by 

the patent law also. Therefore, the patentee by the virtue of this inherent right may choose to 

maintain the resale price for the patented product and refuse to continue to deal if such fixed 

price is not adhered to.13 So, what the doctrine had intended to provide long back under the 

antitrust regime, although questionable therein, is acceptable under the intellectual property 

regime, thereby highlighting a conflict between the two subjects.14  

The said commercial discretion may also be witnessed in a form of territorial division of the 

market made as per the patentee’s will. In a case,15 the patentee, a national of the federal 

republic of Germany granted exclusive rights with respect to patent to a licensee subject to the 

 
9 United States v. Colgate & Co., 250 U.S. 300 (1919). 
10 Miller Insituform v. Insituform of N.A. 830 F.2d 606 (6th Cir. 1987). 
11 United States v. Trans-Missouri Freight Association, 166 U. S. 290, 320, (The trader or manufacturer, on the 

other hand, carries on an entirely private business, and can sell to whom he pleases); Eastern States Retail Lumber 

Dealers' Association v. United States, 234 U. S. 600 (1914), (A retail dealer has the unquestioned right to stop 

dealing with a wholesaler for reasons sufficient to himself, and may do so because he thinks such dealer is acting 

unfairly in trying to undermine his trade); 

See also, Standard Oil Co. v. United States, 337 U.S. 293 (1949); United States v. American Tobacco Co., 221 U. 

S. 106, 180 (1969); Boston Store of Chicago v. American Graphophone Co., 246 U. S. 8 (1917). 
12 United States v. Parke, Davis & Co., 362 U.S. 29 (1960). 
13 Bement Sons v. National Harrow Company, 186 U.S. 70 (1902); United States v. General Electric Company, 

272 U.S. 476 (1926). 
14 Zenith Radio Corp. v. Hazeltine Research, Inc., 395 U.S.100 (1969). 
15 Brownell v. Ketcham Wire Mfg. Co., 211 F.2d 121 (9th Cir. 1954).  
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territorial restriction imposed, that the licensed patented product could not be manufactured & 

sold out of the USA. The license agreement due to territorial limitations imposed was alleged 

to be violative of antitrust laws. However, the allegation was rejected and the validity of the 

agreement was upheld. This discussion highlights another aspect of conflict as antitrust seeks 

to punish an act of ‘territorial division of the market’,16 but when such division happens for the 

patented object as per the discretion of the patentee, then such act does not itself become illegal, 

rather, it is called an exercise of the exclusive commercial power vested with the patentee 

whereby he is entitled to use his sole discretion.  

B. Refusal to License: Backed by ‘Public Policy’  

It’s been acknowledged as a law that the public policy favours patent protection & maintains 

an interest in the enforcement of adequate remedies for patent infringement.17 In this regard, 

the author finds it interesting to mention that the patentee’s refusal is presumed as a valid 

business justification for the consumer harm and therefore unless rebutted that such refusal is 

accompanied by other anti-competitive conduct, cannot be punished under the antitrust.18 

Therefore, a patentee cannot be deprived of the right to say no in the garb of consumer welfare. 

The Patentee-monopolist, therefore, does not have to be obliged to grant licence and thereby 

pamper or assist its rivals,19 as the same is appreciable neither under the laws of antitrust nor 

that of the patents. A self-serving & arrogant business setup of the patentee is exactly a need 

of a free market economy, as such setup is expected to contribute to the fierce competition, 

which in turn would motivate the competitors to innovate and improve the quality of their 

products at lowest possible price and thus would build a room for consumer welfare. Hence, it 

isn’t remote to contemplate that consumers’ interest would rather be adversely affected if the 

monopolist-patentee is being very often, in practice, required by the court to grant a license to 

the rivals. A reason being that setting things (patented product) out on a platter & spoon-feeding 

by the inventor i.e. patentee in favour of its competitors would remove for the latter not only 

the very incentive to compete but also the incentive to make and invest in the innovation; 

research & development (R&D), which otherwise would have been visible in the market out 

 
16 See Market Division or Customer Allocation, FEDERAL TRADE COMMISSION, https://www.ftc.gov/tips-

advice/competition-guidance/guide-antitrust-laws/dealings-competitors/market-division-or (last visited Jun. 22, 

2021); See also The Competition Act, 2002, § 3(3)(c).  
17 Abbott Labs. v. Andrx Pharms., Inc., 452 F.3d (2006); PPG Indus., Inc. v. Guardian Indus., Corp., 597 F.2d 

1090 (6th Cir. 1979); Apple Inc. V. Samsung Electronics Co., Ltd. 809 F.3d at 647. 
18 WIPO SECRETARIAT, REFUSALS TO LICENSE IP RIGHTS – A COMPARATIVE NOTE ON POSSIBLE APPROACHES 48 

(2013), https://www.wipo.int/export/sites/www/ip-competition/en/studies/refusals_license_IPRs.pdf. 
19 MCI Communications Corp. v. AT & T, 708 F.2d 1081; Catlin v. Washington Energy Co., 791 F.2d 1343 (9th 

Cir.1986); Berkey Photo, Inc. v. Eastman Kodak Co., 603 F.2d at 294. 
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of competitive retaliation to the patent in question.20 So, factors like public interest; market 

economy and R&D being a common objective of the laws of patent and antitrust, create a way 

for harmonization between the two subjects.  

Moreover, it has been suggested that no court should impose a duty to deal i.e., ‘compulsory 

license’ that it cannot explain or adequately and reasonably supervise.21 Scholars also 

emphasize that enforcement of ‘compulsory license’ by the antitrust machineries, might give 

rise to ‘False Positives’22 & therefore would be a highly aggressive measure such that it might 

discourage innovation in the market23 as already discussed. Hence the antitrust agencies are 

reasonably expected to not oppose the power gained by the patentee by the virtue of patent-

holding & subsequent commercial decisions taken by him. 

III. COMPULSORY LICENSING; A DUTY TO DEAL 

The discussion under this head is made without prejudice to the preceding respective 

submissions in favour of commercial autonomy, although is intended to emphasize the 

significance of the concept of compulsory licensing, as a weapon to attack the misuse of patent 

or abuse of monopoly power and as a means to achieve public interest when required. However, 

when exactly the weapon should be used cannot be possibly laid down with exhaustive 

precision, because of the very nature of jurisprudence of the concept having wide ends & is 

being resorted to purely on factual merits of the case.  

Therefore, here the author discusses below the various scenarios where ‘refusal’ may be 

punished: 

A. Refusal to License: Whether inspired by a concerted action? 

A refusal if adjudged as one flowing from an anti-competitive agreement, could specifically 

attract the penalty of compulsory licensing.24 Say, had the RPM not been a unilateral 

transaction as discussed in the preceding part, but a result of the concerted action, the refusal 

 
20 Olympia Equip. Leasing Co. V. Western Union Telegraph Co., 797 F.2d at 375-76. 
21 Phillip Areeda, Essential Facilities: An Epithet in Need of Limiting Principles, 58(3) ANTITRUST LAW JOURNAL 

841-853 (1989); See also United States v. Terminal Railroad Assn. of St. Louis, 224 U. S. 383 (1912); See also 

Associated Press v. United States, 326 U. S. 1 (1945). 
22 Matsushita Elec. Industrial Co. v. Zenith Radio Corp., 475 U. S. 574, 594 (1986); Verizon Communications 

Inc. V. Law Offices of Curtis V. Trinko, LLP, 540 U.S. (2003). 
23 Makan Delrahim, Forcing Firms To Share The Sandbox: Compulsory Licensing Of Intellectual Property Rights 

And Antitrust, U.S. DEPARTMENT OF JUSTICE (May 10, 2004), https://www.justice.gov/atr/speech/forcing-firms-

share-sandbox-compulsory-licensing-intellectual-property-rights-and.  
24 Agreement on Trade-Related Aspects of Intellectual Property Rights art. 31, Apr. 15, 1994, 1869 U.N.T.S. 299; 

See also The Indian Patent Act, 1970, §90(1)(ix). 
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may have been liable to be punished with any antitrust penalty including ‘duty to deal’ i.e., 

compulsory licensing. The case, United States V. Vehicular Parking Ltd.25 holds that resale 

price maintenance with a number of licensees as such with the deliberate intention to keep the 

prices stable throughout the market is an anti-competitive practice and goes beyond the scope 

of patent protection. There was an apparent concerted action behind imposing RPM 

simultaneously on a number of licensees, which essentially is illegal here and not such a 

standalone act of RPM which was justified earlier in reference to the Colgate doctrine. The 

authority however did not impose the penalty of ‘compulsory license’, maybe on account of an 

implied responsibility to resort to the said penalty only if it’s extremely important or 

indispensable.  

In the case of United States V. Imperial Chemical Industries26 where patented products were 

refused to be exported through a common agreement intended to allocate or divide territories, 

the patentee was penalized with the ‘compulsory license’. Here, what was illegal was not the 

refusal to export or territorial division of the market of course as neither ‘refusal to deal’ nor 

‘territorial division’ by the patentee as a standalone act is punishable, but it’s that common 

agreement and concerted action which inspired such ‘refusal’ with the further intention to 

divide the market.  

However, this case seems to have taken a route different from what was noted in the previously 

mentioned Vehicular Parking ltd. case as far as the concern for imposition of penalty of 

‘compulsory license’ is in question. In both the cases, conduct of the patentee otherwise 

protected as discussed in part I, were backed by a larger conspiracy or concerted action, 

however in the first mentioned case compulsory license was not imposed, while in the present 

imperial chemical case, the penalty of compulsory license was not only imposed but also had 

been glorified in the following terms:  

“Provision in the decree for compulsory licensing on a reasonable royalty basis 

does not present an insurmountable obstacle even though a number of patents 

may be involved. Difficult and time-consuming problems may be created in 

determining the royalties, but the answers are there and may be ascertained; 

difficulties to be encountered in finding these answers do not justify denial of 

the relief which the established facts require”. Hence, precedents suggest, that 

where refusal to license, is implemented in a manner constituting abuse, and 

beyond the protection of patent, antitrust law, could always be attracted.” 

 
25 54 F. Supp. 828 (D. Del. 1944). 
26 105 F. Supp. 215 (S.D.N.Y. 1952). 
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Such contradiction between the cases, is the irony of varying facts. Broad outline of the factual 

matrix may appear to be similar as discussed in the above two cases, however the circumstances 

in total, composed of various minor facts, play a huge role in determining conclusively: 

whether such a penalty should be imposed or not. Nonetheless, the author opines that the 

authority should be confident about the requirement of circumstances and public interest, while 

imposing such extreme punishment of compulsory licensing as it’s a direct attack upon the 

right of the patentee conferred upon through a specific statute.  

B. Optimistic approach: Compulsory License, a win- win solution: 

The patentee before filing a suit for alleged infringement, should first introspect their own work 

with respect to the patent it claims: has it been able to reach out to the people? If the answer is 

in the negative, regardless of the validity of the claim, the infringer might simply escape with 

the benefit of a license, however, with the duty to pay fixed royalty, along with the burden to 

make the patent alive.27  

The motive is to uphold only what would have been intended by the legislature through the 

grant of patent protection to the invention, i.e., to make it beneficial for humankind. If it is not 

possible for the patentee to fulfil that purpose, the license is liable to be awarded to one who 

can serve the purpose.28 Moreover, the authority in such cases before reaching the conclusion 

for the issue of whether compulsory license is to be granted to the infringer or not, is duty 

bound to evaluate the factors: that whether the grant of injunction against established 

infringement would adversely affect public interest inter alia, the factors of irreparable damage 

caused to the patentee by the infringement, adequacy of monetary damages & balancing rights. 

If the public interest or any of the other mentioned factors appear to disfavour the patentee’s 

claim, the court would go against the patentee by granting compulsory license.29  

The author finds it interesting to mention here that the court at some instances while granting 

‘compulsory license’ in an injunction suit, has termed this penalty as an ‘equitable relief’ in 

favour of the patentee. The reason for terming the penalty as a remedy for the patentee is that 

 
27 Julius E. Foster V. American Machine & Foundry Co., 492 F2d. 1317 (2nd Cir. 1974). 
28The Indian Patent Act, 1970, §84(1), §85 and §89; Bayer Corporation vs. Union of India, AIR 2014 Bom 178; 

Archana Shankar & Gitika Suri, Q&A: patents in India, LEXOLOGY (Jun. 22, 2021, 11:09 PM), 

https://www.lexology.com/library/detail.aspx?g=69c2088f-4f0a-4949-a63d-aff3daedd573. 
29 Server Tech., Inc. v. Am. Power Conversion Corp., 3:06-CV-00698-LRH-VPC (D. Nev. 12 May., 2017); 

Immersion Corp. v. Sony Computer Entertainment Am., Inc., No. C 02-0710 CW (N.D. Cal. 10 Jan., 2005); Foster 

v. American Machine Foundry Co., 492 F.2d 1317 (2d Cir. 1974); Shatterproof Glass Corp. v. Libbey-Owens 

Ford Co., 758 F.2d 613, 628 (Fed. Cir.1985), (In these cases, compulsory license, instead of injunction was 

granted). 

https://www.lexology.com/library/detail.aspx?g=69c2088f-4f0a-4949-a63d-aff3daedd573
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an injunction sought would merely punish the infringer and not compensate the patentee 

adequately. Therefore, this remedy of compulsory license requiring regular payments by the 

infringer to the patentee in the form of royalty,30 has often been resorted to and considered a 

flexible approach: a win-win option which secures compensation in the form of royalty for the 

patentee and on the other hand also ensures the public interest and consumer welfare, as it is 

ultimately a liability in the garb of ‘remedy’ imposed upon the patentee with a duty to now deal 

with the licensee-infringer and thereby cause to be manufactured more affordable products with 

the aid of patented technology for more number of consumers.  

C. Patented product: Whether an ‘essential facility’?  

A product, access to which is indispensable, is called an essential product or an essential 

facility. The doctrine applicable to the concept finds its place in most of the antitrust 

jurisprudence throughout the world with the origin being under the jurisprudence developed in 

the USA.31 This concept is a branch of study within the broad antitrust issue of refusal to deal32 

which the author has been discussing so far in the form of refusal to license.  

The essential facility doctrine is attracted when the following four essential conditions are made 

out33: firstly, the product or facility (here, patent) is controlled by the monopolist; secondly, 

there is no alternative to such facility i.e., to say there is no substitute of the patented product 

in relation to the purpose for which license is sought; thirdly, the access to the facility or product 

has been denied (here, refusal to license); fourthly, possibility of providing the access. While 

the first three factors are quite clear in their meaning, the last one is puzzling, but probably 

encompasses a consideration that whether the product or facility in question can be termed as 

scarce or indispensable. Once these factors are shown to be in existence, the authority would 

be driven to impose upon the monopolist a duty to deal (here, compulsory license). Therefore, 

the consideration of these factors, which is based on facts and circumstances, varying from 

case to case, is expected to conclusively decide the question of whether the monopolist is to be 

directed to grant compulsory license.  

The author discusses below the different scenarios where the patent being an essential facility 

may be sought to be accessed:  

 
30 Supra note 27. 
31 See Terminal Railroad Co. v. U.S., 224 U.S. 383 (1912).  
32 THE ORGANIZATION FOR ECONOMIC CO-OPERATION & DEVELOPMENT, THE ESSENTIAL FACILITIES CONCEPT 

(1996). 
33 MCI Communications Corp. v. AT&T., 708 F.2d 1081, 1132 (7th Cir. 1983). 
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Indispensable for the Human Generation  

‘Refusal’ by the patentee to grant a license is not justified when the patented product is essential 

in nature for the human generation like life-saving drugs. If any patented life-saving drug is 

listed at such prices in a country which is unaffordable for the people there, compulsory license 

may be imposed on the patentee in that country. So was done in South Africa for patented 

AIDS medications.34 In another case Bayer Corp. V. UOI35 in India, the Supreme Court had 

upheld the grant of the first ever compulsory license in the country for the patented anti-cancer 

drug Nexavar, for the reason of this drug having not worked in India. The non-workability was 

derived from the price at which the drug was being sold by the foreign patentee, which was 

multiple times higher than the affordable standard rate in India. Similarly, other countries 

including Thailand’s public health department have also issued ‘compulsory licensing’ for such 

essential medicines.36 

Indispensable for the prospective licensee 

Refusal to license may be punished as a refusal to deal also in a case where a patented product 

has a qualifying tag of indispensable attached to it on account of the need of the competitor -

prospective licensee to develop a new product. Such a new product should be one which could 

not be developed without the usage of the patent in question and if the license is not granted 

the prospective licensee cannot in its own capacity compete effectively. Hence the nature of 

patent should be such that, it’s essentially required for the prospective licensee to ensure a 

competitive survival.37  

Further, indispensability must be established to prove that the essential facility controlled by 

the patentee is incapable of duplication for the reasons attributable to the economic, 

geographical or legal constraints.38 The term ‘legal constraint’ would of course include the 

 
34 WILLIAM FISHER III & CYRIL RIGAMONTI, THE SOUTH AFRICA AIDS CONTROVERSY A CASE STUDY IN PATENT 

LAW AND POLICY (2005).  
35 Bayer Corporation vs. Union of India, AIR 2014 Bom. 178. 
36 Jerome Reichman, Compulsory licensing of patented pharmaceutical inventions: evaluating the options, 37(2) 

JOURNAL OF LAW, MEDICINE AND ETHICS 247–263 (2009), 

https://www.ncbi.nlm.nih.gov/pmc/articles/PMC2893582/. 
37 Olympia Equip. Leasing Co., 797 F.2d 370 (1986); A support may also be derived from the case laws relating 

to the copyright: Case C-418/01, IMS Health GmbH & Co OHG V. NDC Health GmbH & Co KG, 2004 E.C.R. 

I-5039; See also Cases C-241 & C-242/91 P, Radio Telefis Eireann v. Comm'n of the Eur. Cmtys., 1995 E.C.R. 

I-743. 
38 State Of Illinois, ex rel. Roland W. Burris V. Panhandle Eastern Pipe Line Company, 935 F.2d 1469 (7th Cir. 

1991); Vijay Kumar Singh, Applying “Essential Facility Doctrine” – What’s the Right Approach?, 1(Mar-Apr) 

COMPETITION LAW REPORTS B-151 (2011); See also, Competition Act 89 of 1998 § 1(viii) (S. Afr.), (Essential 

Facility means “an infrastructure or resource that cannot reasonably be duplicated, and without access to which 
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existent patent protection on such facility, which no one other than the patentee can use. Hence 

the prospective license must be shown to have no other efficacious alternative to go for, nor 

should there exist any substitute of the patent sought to be accessed. On coming across such 

facts & circumstances, the authority may impose a duty to deal upon the patentee, in favour of 

the competitor- prospective licensee with the purpose of letting the latter develop a ‘new 

product’ for the benefit of consumers in the relevant market.   

Indispensability’ may be better understood in reference to the landmark case, Microsoft V. 

Commission39 decided by the European Competition Commission. In the case, Microsoft, a 

dominant player in the market, was punished with a penalty of compulsory license, as it had 

refused to provide interoperability information to its competitors. The said refusal had 

disallowed the competitor to develop a product which could operate in a compatible manner 

with the Windows system, owned by Microsoft. This disentitlement further had the potential 

to substantially reduce the competition against Microsoft in the market, with the ultimate 

prejudice to the interest of the consumers. Microsoft was held to have abused its power and 

was therefore penalized with the compulsory publication and licensing of the interoperability 

information, which was denied to be accessed earlier.  

It would be reasonable to say that if such a product sought to be developed by the prospective 

licensee with the aid of the patent in question, corresponds to a need or huge demand from the 

consumers in the market, there are higher chances for the prospective licensee to win against 

the patentee.40 In other words, the higher the demand is for the new product, the more the case 

goes in favour of terming the patented product as indispensable or essential, and therefore more 

the chances exist of imposing the penalty upon the patentee.  

Indispensable to increase the optimal level of consumption & production 

Sometimes, efficiency in production might require the competitors to cooperate by the way of 

patent pooling41 for separate patents which are complementary to each other but owned by 

different patentees. Such pooling of complimentary patents is essential to give not only an end 

consumer the widest possible satisfaction but also the competitors the highest possible profits.42 

 
competitors cannot reasonably provide goods or services to their customers”); See also, Associated Press v. United 

States, 326 U.S. 1 (1945).  
39 Case T-201/04, Microsoft v. Comm’n, 2007 E.C.R. II-3601. 
40Gregory Gundlach & Paul Bloom, The ‘Essential Facility’ Doctrine: Legal Limits and Antitrust 

Considerations, 12(2) JOURNAL OF PUBLIC POLICY & MARKETING 156-169 (1993).  
41 THE WIPO Secretariat, PATENT POOLS AND ANTITRUST – A COMPARATIVE ANALYSIS (2014), 

https://www.wipo.int/export/sites/www/ip-competition/en/studies/patent_pools_report.pdf. 
42 Josh Lerner & Jean Tirole, Efficient Patent Pools, 94(3) THE AMERICAN ECONOMIC REVIEW 691-711 (2004). 
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A production with the combination or pooling of these complementary patents, if shows to be 

yielding better returns for these patentees & higher consumption level for the consumers, then 

such patent pooling, in the opinion of the author should be appreciated, though without 

prejudice to the considerations to prevent other anti-competitive practices likely to emerge 

from such pooling. So, the foremost requirement is to verify the fact that these separate patents 

are not by their nature in competition with each other i.e., are not substitutable, rather are 

‘blocking’ such that they all can operate effectively only upon being pooled together.43  

However, there is hardly any case law available where the authority can be seen using the 

weapon of compulsory licensing to require different patentees to pool their blocking patents so 

that a better efficiency for the patentees and satisfaction level for the consumers can be 

achieved. Regardless of the non-availability of such case law, the author is of the opinion that 

the authority is entitled to impose the duty of mutual compulsory licensing for the purpose 

discussed above. The reason being that if such mutual duty is not imposed, then the patents 

required to be pooled would go underutilized and ultimately would not be able to serve the 

public in the best manner possible. Hence, pooling in such cases may be termed as 

indispensable and if not done voluntarily by the patentees should warrant the authority to 

impose the duty of mutual compulsory licensing.44  

Patent Pooling: a flip side 

Nonetheless, a flip side i.e., anti-competitive effects of such patent pooling are also available 

under the jurisprudence and are in fact even more popular than the pro-competitive effect 

discussed. In a case45 where the conduct of patent pooling & allocation of territory was 

involved, which restrained interstate trade in violation of the Sherman Act, it was held to be an 

‘act’ against the very ‘public policy’.46 In the case the ‘public injury’ was deemed fit to be 

remedied with the grant of ‘compulsory license’. However, the author is a bit afraid to say that 

such a penalty of ‘compulsory license’ was indispensable to cure the ‘pubic injury’ caused.    

The discussion between the two preceding paragraphs, witnesses the following two common 

mentions: firstly, patent pooling being the subject matter of discussion; secondly, compulsory 

 
43 Steven Carlson, Patent Pools and the Antitrust Dilemma, 16(2) YALE JOURNAL ON REGULATION 359 (1999). 
44 Aspen Skiing v. Aspen Highlands Skiing, 472 U.S. 585 (1985); Lorain Journal Co. v. United States 342 U.S. 

143, 146-49 (1951).  
45 United States v. National Lead Co., 332 U.S. 319 (1947). 
46 See Morton Salt Co. v. Suppiger Co. 314 U.S. 488 (1942), (a court of equity will not aid the protection of patent 

monopoly, when attempted to be used as the effective means of restraining competition with the patentee’s sale 

of an unpatented article, as same goes against the very public policy). 
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license being the solution. Nonetheless, there is an unavoidable difference that under the last 

section, patent-pooling was sought to be achieved through compulsory license, while here it 

was sought to be punished with it. These natural contradictions are sufficient to make the 

patentees understand that they cannot be absolutely immune from the application of antitrust 

principles.  

IV. ‘COMPULSORY LICENSE’ AGAINST ‘LEVERAGING’: 

DISCUSSING THE FEASIBILITY 

We often come across the practice of leveraging47 by the patentee. The term here refers to a 

conduct of the patentee whereby he through the use of his protected patent seeks to control the 

market of another product (say, product B) on which no lawful patent is held by him. Modes 

of such leveraging here include price control clause48 or other restrictive conditions with 

respect to product B, in the license agreement. Licensee is being intended by the patentee to 

act as a bridge to fill the gap between the patentee & the market of product B.49 Such conduct 

which is an established antitrust violation, has been in precedents held to have exceeded the 

protection of patent law.50  

On reading the preceding paragraph, it may logically come to the readers’ mind that the act of 

leveraging is unrelated to that of refusal to deal and compulsory licensing discussed earlier. 

The author agrees that these two concepts have got their different spheres of jurisprudence 

under antitrust, however, the concept of ‘leveraging’ is relevant here in relation to the act of 

refusal as there may be a complex scenario where refusal to deal follows leveraging. 

The author in this regard has an interesting case of Sylvania Industrial Corporation51, to 

discuss. In this case, an infringement suit was filed by the patentee, however the authority on 

finding the abusive practices of leveraging and price controlling on the part of the patentee, 

dismissed the suit. The dismissal necessarily meant to allow the alleged infringer-licensee to 

 
47 John Steren & Patricia Wagner, Monopoly Leveraging: Antitrust Risks Associated with Referrals to an Ancillary 

Service Provider, LEXOLOGY (Dec. 20, 2018), https://www.lexology.com/library/detail.aspx?g=b6a7f912-a225-

4f8d-aceb-17d5964b69bf.  
48 United States v. Univis Lens Co., 316 U.S. 241 (1942); Barber-Colman Co. v. National Tool Co., 136 F.2d 339 

(6th Cir. 1943); Ethyl Gasoline Corporation v. United States, 309 U.S. 436 (1940). 
49See The Indian Patent Act, 1970, §88(1). 
50 Zenith Radio corp. V. Hazeltine Research Inc. 395, U.S. (1969), (A patentee may not put A condition on 

licensee, to purchase, use, sell, or not to so w.r.t any other article in commerce, which is not patented. Doing so 

was held to be the misuse of patent.); United States v. Line Material Co., 1948, 333 U.S. 287, 311, 68 S. Ct. 550, 

92 L. Ed. 701. 
51 Sylvania Industrial Corporation v. Visking Corporation, 132 F.2d 947 (4th Cir. 1943). 
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continue to use the patent under license agreement without paying heed to such restrictive 

conditions giving rise to leverage imposed therein. It may therefore be said that the dismissal 

order therefore had the effect of constructive if not active ‘compulsory license’ being imposed 

upon the patentee, as the patentee would no longer want to continue in relation with the licensee 

who is by the court allowed to not adhere to the unwarranted -restrictive conditions imposed in 

the license agreement. Patentee in order to nullify the said effect of constructive compulsory 

license withdrew the very license agreement, which may be called a refusal to continue to deal 

now. On this action of refusal, the aggrieved licensee- infringer moved the application for 

compulsory licensing, however, this time court rejected the said remedy in favour of the 

patentee, on consideration of the fact that had such very agreement not been entered into at the 

first place, neither the restrictive condition under agreement would have come under the 

scrutiny nor relief of infringement would have been denied to the patentee. 

The authority through the ruling, seems to have given the due respect to the right of the patentee 

to refuse to continue to deal and rightly therefore denied the remedy. However, again a 

contradiction may be witnessed between two different rulings of the authority in this case i.e., 

between one punishing the act of leveraging with the constructive compulsory license and one 

actively denying the said remedy against the act of refusal to continue to deal. 

In the opinion of the author, these contradictions discussed so far are obvious as the authorities 

in the USA have been flexible enough in taking compulsory license out of mere theory to the 

actual world to remedy the grievances against the patentee. This flexibility naturally ensues as 

in the US jurisprudence, compulsory license is officially a recognized antitrust remedy52 unlike 

most other notable jurisdictions, although this is further subjected to an implied responsibility 

discussed earlier also that this particular remedy should be resorted to only when the 

circumstances sufficiently require so. 

CONCLUSION 

The scope of interface between the two subjects is very wide. As discussed, refusal to license, 

if it turns out to be an abusive conduct or one having detrimental effects on the market, is 

necessarily succeeded by the imposition of the duty upon the patentee to grant a license i.e., 

compulsory license. However, this particular duty or penalty may not follow all the kinds of 

patent abuse, as it’s not the only penalty available against the patentee but is simply one of the 

 
52 United States v. Glaxo Group Ltd., 410 U.S. 52, 64 (1973). 
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recognized remedies under the antitrust to be opted for. The author is of the opinion that the 

penalty of compulsory license being a direct attack on the reward of the patentee, should be 

awarded only in minimal cases specifically where the public interest in various forms as 

discussed in part III, warrants such duty to be imposed. 

Nonetheless the scope of power conferred upon the respective authorities in either of the 

subject should not be widened, as the patent being an intellectual property privilege conferred 

by the statue undoubtedly causes restraint upon the free economy, hence such privilege should 

not be widely interpreted in favour of patentee as such to derogate the general antitrust 

principles. So, should not be done even vice versa, as specific legislation of patent always 

prevails over general law of antitrust, but strictly to an extent permitted by the former.53  

In pursuance of a step to harmonize the interface, the court adjudicates the matter keeping the 

opinion inclined to the common objectives of, instead of an inherent conflict between both the 

subjects. The authorities under antirust have been refraining from imposing punishment on the 

exclusive use of a patent by the patentee in cases involving allegations of abuse or need of 

compulsory license and hence, it may be said that authorities under antitrust regime are 

themselves mindful of boundaries of their subject and appropriately recuse themselves from 

derogating patent protection.54 Hence, antitrust authorities would not punish an exclusive use 

of a patent unless the conditions and factors discussed hereinbefore are shown to be in 

existence, warranting the law of antitrust to override that of patents and patent law would 

appear to be going well in consonance with the antitrust law and override the latter only to the 

extent protection is granted under the former.55  

As discussed throughout the article, litigation moving around the concept of compulsory 

license is multifaceted, as an act of the patentee in one case held not to be in violation of the 

antitrust, does not absolutely cushion it with the legality for all other cases of the same category 

with the varied facts. Therefore, a balance should be contemplated by the patentee while 

exclusively enjoying the patent.  

 

** 

 
53United States v. Masonite Corporation, 316 U.S. 265 (1942). 
54 Hartford-Empire Co. v. United States, 323 U.S. 415, 65, 387 (1945). 
55 Simpson v. Union Oil Co., 377 U.S. 13 (1964). 



 

 

COPYRIGHT’S TRYST WITH TATTOOS: NAVIGATING ISSUES OF 

OWNERSHIP, BODILY AUTONOMY AND PUBLICITY RIGHTS  

Adyasha Samal  

ABSTRACT 

Copyright law has never failed to modernize itself to meet the rapid pace of technological 

development and welcome into its fold, every new medium of expression. Yet, the 

conceptualization of the ancient art of tattoos as copyrightable works presents before it a 

daunting challenge involving the most unique medium ever encountered – the human body. 

The nature of tattoos creates a situation where the rights of the copyright owner stand 

heavily conflicted with the rights of the individual who forms the medium for these works. 

Confronted with this clash, academics have been forced to ask the question of whether 

tattoos should be granted copyright protection at all. This article explores the question of 

copyrightability of tattoos within the Indian legal regime. It analyzes the implications of the 

overlaps between the rights arising out of copyright, bodily autonomy and the right of 

publicity on celebrities engaged in the sports and entertainment industries. The author 

disagrees with the notion that copyright over tattoos must necessarily be denied in order to 

preserve an individual’s autonomy. Arguing in favour of a schematic division of rights 

between the tattoo artist and the individual bearing the tattoo, the article asserts that it is 

possible to reconcile the various rights without having to defeat copyright law or jeopardize 

individual autonomy. 
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INTRODUCTION 

Tattooing is an age-old socio-cultural practice that has existed across most parts of the world.1 

In fact, the oldest known tattoo was found on the frozen corpse of a 5,200-year-old Tyrolean 

Iceman discovered in 1991.2 Tattoos have served various purposes, from identifying the rank 

and social status of the individual in Polynesian cultures3 to simple artistic expressions using 

the human body as canvas.4 In some societies, they held religious or spiritual significance and 

were worn by the likes of priests, healers, etc..5 Elsewhere, the Greeks and the Romans inked 

their slaves and prisoners for identification.6 In India, tattooing has existed since ancient times 

and is particularly common among tribal communities in the Northeast and Central India.7 The 

popularity of this practice has withstood the test of time. Today, the tattoo industry in India is 

worth approximately 20,000 crores.8 

Despite such deep-rooted cultural significance, tattoos, as well as body art in general, had 

largely escaped the scrutiny of intellectual property law until a few years ago. The first time a 

copyright dispute relating to a tattoo made headlines was when tattoo artist Michael Reed sued 

Nike for an advertisement that showed glimpses of NBA Championship winner Rasheed 

Wallace’s Egyptian-style tattoo designed by Reed.9 Subsequently, other copyright disputes 

involving tattoos, particularly those worn by celebrities have come to light.10 Needless to say, 

the increasing interconnectedness of the global community has paved the way for the 

recognition of tattoos far beyond the immediate vicinity of the tattoo bearers themselves. When 

the tattoo bearer is a famous person, the tattoo gradually becomes famous with the person and 

on occasion, becomes powerful enough to enjoy a value of its own. In such situations, the tattoo 

artist, as creator of the work, may feel the need to partake from the rewards earned by the tattoo.  

 
1 Aaron Perzanowski, Tattoos & IP Norms, 98 MINNESOTA L. REV. 511, 516 (2013). 
2 Pallab Ghosh, Oldest tattoo’ found on 5,000-year-old Egyptian Mummies, BBC (Sept. 5, 2020, 02:09 PM), 

https://www.bbc.com/news/science-environment-43230202. 
3 WILFRID DYSON HAMBLY, THE HISTORY OF TATTOOING 206–207 (Courier Corporation, 2009).  
4 Leopold Dorfer et al., A Medical Report from the Stone Age? 354 LANCET 1023, 1023 (1999).   
5 Juliet Fleming, The Renaissance Tattoo, in WRITTEN ON THE BODY 68–70 (Jane Caplan ed., 2000).  
6 C.P. Jones, Stigma and Tattoo, in WRITTEN ON THE BODY 1 (Jane Caplan ed., 2000). 
7 Sanchari Pal, Skin Deep: The Tale of India’s Tattoo Tradition, THE BETTER INDIA (Sept. 5, 2020, 02:30 PM), 

https://www.thebetterindia.com/58170/india-tattoo-tradition-history/. 
8 Prabhjote Gill, India's ₹20,000 crore tattoo industry's lax standards are putting lives at risk, (Sept. 5, 2020, 

02:47 PM), https://www.businessinsider.in/indias-tattoo-industry-needs-regulation-and-standards-to-protect-

customers-and-artists/articleshow/70835880.cms. 
9 Ryan Van Dusen, Rasheed Wallace – Nike Commercial, YOUTUBE (Sept. 5, 2020, 03:30 PM) 

https://www.youtube.com/watch?v=bXPhGf8Bi74. 
10 Antony Funnell, Who owns your ink? Tattoos artists turn to lawsuits to protect intellectual property, ABC 

NEWS (Sept. 5, 2020, 03:30 PM), https://www.abc.net.au/news/2016-10-26/tattoos-artists-turn-lawsuits-to-

protect-intellectual-property/7961972. 
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Copyright law would have perfectly served this purpose by ensuring the artists receive a fair 

reward, had it not been for the minor problem that the tattoo exists on the body of another 

individual. Unlike most other kinds of copyrightable work, tattoos are fixed on a medium that 

enjoys independent existence and legal rights of its own – the human body. Works like music, 

photography, and literary works are fixed on media that have little value and are usually owned 

by the authors themselves. To put it simply, copyright subsists over stories – the physical book 

has little value. It protects compositions and lyrics, whereas the recording device is replaceable. 

However, the human being on whose body the tattoos are expressed is entitled to certain 

absolute rights which makes it extremely difficult for the author, i.e., the tattoo artist, to freely 

exercise her rights under the Copyright regime. 

In this complex maze of overlapping rights over the tattoo, the tattoo artist’s rights11 such as 

those of ‘issuing copies’ or ‘communicating to the public’ inevitably clash with the rights of 

bodily autonomy and publicity rights of the tattoo bearer.12 This becomes imperative as the 

popularity of tattoos continues to grow. Celebrities today are getting tattoos and publicizing 

them in an attempt to build their own brand image.13 Legal complications arising from 

copyrighting tattoos would affect not only the 20,000-crore tattoo industry, but also the sports 

industry, the entertainment industry, broadcasting, gaming, and other industries. In this time of 

commercialization of tattoos, legal uncertainty over rights could cause losses worth millions. 

A recent example of this is the case of Solid Oak v. Take-Two, a 4-year-long tattoo-copyright 

battle relating to sports persons featured in a video game.14 While Indian courts are yet to be 

approached with such disputes, this example proves that it may not be long before litigations 

flood their doorsteps. 

This article attempts to shed light on the policy implications of application of copyright law 

over tattoos in India. Part I of this article outlines the purpose of copyright protection and 

provides a broad overview of the limited copyright jurisprudence available with regard to 

tattoos. Part II explains the working of Copyright law in India and inquires whether tattoos 

would be eligible for its protection. Part III discusses the problems that would arise as a result 

of active enforcement of copyright over tattoos due to the clash of rights provided in the 

(Indian) Copyright Act, 1957 and constitutional rights available to individuals. Finally, Part 

 
11 See Copyright Act, 1957 § 14(c) for a list of these rights. 
12 Yolanda King, The Enforcement Challenges for Tattoo Copyrights, 22 INTELL. PROP. L. 29, 32 (2014). 
13 Deekshita Baruah, Changing trends of tattooing in India INDIAN EXPRESS (Sept. 6, 2020, 06:30 PM) 

https://indianexpress.com/article/lifestyle/fashion/tattoo-trends-in-india-2859271/. 
14 See Part I for facts of the case. 
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IV explores various models of authorship and ownership that could be employed to resolve the 

problems discussed in the previous section. Having done so, it argues against the current legal 

position wherein tattoos, even if found copyrightable, are bound to be denied protection owing 

to public policy concerns. The article calls for a carefully crafted division of rights driven by a 

nuanced understanding of intellectual property that would allow all stakeholders to enjoy their 

share of rights without defeating the goals of copyright law or public policy.  

I. OVERVIEW OF COPYRIGHT JURISPRUDENCE ON TATTOOS 

Copyright law protects original expressions by authors in the form of literary, artistic, musical, 

dramatic, and a number of other kinds of works.15 The “protection” is in the form of a monopoly 

which empowers the owner to make decisions as to how the work is to be reproduced, copied, 

communicated to the public, used for creating derivative works and prevent unauthorized 

exploitation of the work. This monopoly allows the owner to commercially exploit one’s 

intellectual creation for a limited period of time after which the work passes into the public 

domain. The purpose behind this legal protection is to incentivize people to create more which 

would ultimately benefit the society and the economy.16 As such, Copyright law appears to be 

the perfect tool for tattoo artists to protect their designs. In the past two decades, there have 

been a few cases where tattoo artists have asserted this claim. 

Reed v. Nike Inc (2005) 

Michael Reed was the man behind Detroit Pistons’ player Rasheed Wallace’s famed Egyptian-

style tattoo. Wallace had garnered a lot of accolades after winning the NBA Championship in 

2004. The same year, he appeared in a few Nike advertisements which featured a close-up of 

his tattoo.17 Reed, claiming to be the sole owner of the copyright over the tattoo sued Nike, 

Wallace, as well as the agency responsible for the advertisements for infringement, demanding 

for the profits and damages.18 This case was ultimately settled between the parties, leaving no 

judicial opinion on the implications of copyrighting tattoos to be scrutinized.19   

 
15 R. G. Anand v. Delux Films, AIR 1978 SC 1613 (holding that copyright protects only the expression and not 

the plot or idea of a play). 
16 Donald G. Richards, The Ideology of Intellectual Property Rights in the International Economy, 60 REV. SOCIAL 

ECON. 521, 534 (2002). 
17 Supra note 9. 
18 Christopher A. Harkins, Tattoos and Copyright Infringement: Celebrities, Marketers, and Businesses Beware 

of the Ink, 10 LEWIS & CLARK L. REV. 313, 316 (2006). 
19 Stipulation of Dismissal with Prejudice, Reed v. Nike, Inc., No. 05-CV-198 BR (D. Or. Oct. 19, 2005). 
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Escobedo v. THQ (2009) 

In July 2009, artist Christopher Escobedo had drawn a lion-head tattoo on the ribs of mixed 

martial arts fighter Carlos Condit.  The next year THQ Inc. released a video game titled, UFC 

Undisputed 2010 and a follow up by the name of UFC Undisputed 3 was released in 2012. 

Condit was featured shirtless in both games with prominent visuals of his tattoo appearing on 

screen. Escobedo sued THQ, claiming that he was the sole designer and owner of the tattoo.20 

Escobedo specifically argued that his exclusive rights of direct copying, creating derivative 

works, distribution, and display were violated when the artists at THQ created a near-exact 

replica of the tattoo worn by Condit for the game. This matter too, was settled. 

Whitmill v. Warner Brothers Entertainment (2011) 

Victor Whitmill, the artist who designed boxer Mike Tyson’s famed tribal face tattoo 

approached the court seeking an injunction against the release of the movie The Hangover 2 

which featured a character accidentally getting inked with a similar looking tattoo after a night 

of frolic.21 Whitmill claimed that he owned all the rights relating to the tattoo and also produced 

the release form signed by Tyson, which states that “all artwork, sketches and drawings related 

to my tattoo and any photographs of my tattoo are property of [Whitmill‘s studio].”22 Although 

the request for injunction had been denied, Justice Perry had heavily indicated that Whitmill 

had a strong case in his favour.23 Ultimately, this dispute was settled between the parties.24  

Solid Oak Sketches v. Take-Two 

Most recently in 2020, the Southern District Court of New York ruled in a case of infringement 

of tattoos by depiction of the same in video games. 2K Games (a subsidiary of Take-Two Inc.) 

created the famous NBA 2k basketball video game series which features animated images of 

players playing the game. To make these images as life-like as possible, characteristic features 

of each player were incorporated in the animation, including their tattoos. Solid Oak, which 

had entered into license agreements with the artists who had designed the tattoos of three NBA 

players, sued Take-Two and 2K Games for copyright infringement through public display of 

 
20 Complaint at 2, 6, Escobedo v. THQ, Inc., No. 2:12CV02470 (D. Ariz. Nov. 16, 2012), 2012 WL 5815742. 
21 Verified Complaint for Injunctive and Other Relief at 5, Whitmill v. Warner Bros. Entm’t, Inc., No. 4:11-CV-

752 (E.D. Mo. Apr. 28, 2011), 2011 WL 2038147. 
22 Id at 3.  
23 Matthew Beasley, Who Owns Your Skin: Intellectual Property Law and Norms Among Tattoo Artists, 85 S. 

CAL. L. REV. 1137, 1148 (2012).   
24 Noam Cohen, Tattoo Artist Settles Tyson Dispute with ‘Hangover 2’, N. Y. TIMES: MEDIA DECODER (Jun. 21, 

2011, 2:18 PM), http://mediadecoder.blogs.nytimes.com/2011/06/21/tattoo-artist-settles-tyson-dispute-with-

hangover-2/. 
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these works in the said video games. The court ruled in favour of Take-Two and 2K Games.25 

It observed that the tattoos in the likenesses were only fleetingly visible in the video games due 

to the quick movements of the players, making it a case of “de minimus” use.26  It also 

importantly held that the artists knew that players would be appearing in public and distributing 

their likenesses through different media, so the players can be said to have received from them, 

an implied license to do so.27  The court did not delve into the policy implications of 

copyrighted tattoos.  

While all of these cases are based in the US and saving Solid Oak, each was settled out of court, 

this gives us valuable insights into what kind of celebrity-tattooing disputes could arise in the 

near future. In India too, several celebrities have tattoos that are widely known to the public 

and are marketed by them as part of their brand image.28 In 2011, when the film Don 2 was 

released, the leading actor Shahrukh Khan sported a ‘D’ shaped tattoo that he reportedly 

copyrighted and used for promoting Don 2 merchandise.29 Tattoo artists could make strong 

claims that would pose additional licensing hurdles before celebrities seeking to use their 

likenesses for a host of commercial endeavors including advertising and use in the video game 

industry. In Solid Oak, the use was held to be de minimus and implied license doctrine was 

relied on to permit it. However, this may not be the solution when the tattoo artist has 

specifically reserved his rights as in Whitmill, or when the appearance of the tattoos is more 

prominent like in Reed or Escobedo. The following section examines the copyrightability of 

tattoos in the Indian copyright regime. 

II. ARE TATTOOS COPYRIGHTABLE IN INDIA? 

Among other kinds of expressions, the Copyright Act, 1957 grants protection to “original 

artistic works.”30 It defines “artistic works” as paintings, sculptures, drawings (including a 

diagram, map, chart or plan), engravings or photographs, whether or not any such work 

possesses artistic quality.31 While the Act has not expressly characterized tattoos and other 

 
25 Solid Oak Sketches, LLC v. 2K Games, Inc., No. 16-CV-724-LTS-SDA, 2020 U.S. Dist. LEXIS 53287 

(S.D.N.Y. Mar. 26, 2020). 
26 Id. at 14. 
27 Id. at 16. 
28 Sukriti Hora, 15 Bollywood Celebrities Who Reflected Their Personalities Through Meaningful Tattoos, 

BOOKMYSHOW (Feb. 20, 2018) https://in.bookmyshow.com/buzz/blog/Movies/15-bollywood-celebs-who-have-

tattoos-they-love-to-flaunt. 
29 Agency, SRK registers Don 2 tattoo in his name, INDIAN EXPRESS  (July 15, 2011, 11: 43 AM), 

http://archive.indianexpress.com/news/srk-registers-don-2-tattoo-in-his-name/817871/ 
30 Copyright Act, 1957 § 13(1)(a). 
31 Copyright Act, 1957 § 2(c). 
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body art as types of artistic work, they can be interpreted as paintings or drawings. While 

“engravings” too might seem to have a wide enough ambit to include body art, the statutory 

definition of the same includes “etchings, lithographs, wood-cuts, prints and other similar 

works, not being photographs.”32 The type of works included in the definition is quite different 

from needle-and-ink art on a human body and gives the impression that the legislature may 

have only envisaged works on non-living objects. There are two primary requirements for 

copyrightability: originality and (possibly) fixation. 

A. Fixation 

The Act does not prescribe a uniform fixation requirement for all types of works. While 

dramatic works require fixation, cinematographic works and sound recordings are understood 

as naturally fixed. 33 Musical works needed to be fixed until an amendment in 1994 did away 

with the requirement.34 For other works, the requirement is not specified. In the case of artistic 

works, there hasn’t been much judicial discussion on fixation so far, possibly because works 

like sculptures, engravings and architectural works are naturally fixed. However, the Copyright 

Manual on Artistic Works states that for entry into the Register of Copyrights, a work is to be 

“fixed in a tangible form.”35 It must be noted that this prerequisite is for registration and does 

not imply that copyright would not subsist in the absence of such fixation. “Fixation” itself has 

not been defined anywhere.  

US’ Copyright Act of 1976 specifically protects only original works of authorship fixed in any 

tangible medium of expression.36 A work is fixed if it is sufficiently permanent or stable to 

permit it to be perceived, reproduced, or otherwise communicated for a period of more than 

transitory duration.37 This has led to pertinent questions as to whether the human body qualifies 

as “tangible medium of expression.”38 According to Prof. Yolanda King, taking the plain and 

ordinary meaning of the term, “medium” means a “material or technical means of artistic 

 
32 Copyright Act, 1957 § 2(i). 
33 See Copyright Act, 1957 § 2(h). 
34 Copyright (Amendment) Act 2012. 
35 Department of Industrial Policy and Promotion, Ministry of Commerce and Industry, COPYRIGHT MANUAL 

ON REGISTRATION OF ARTISTIC WORKS AND INCIDENTAL ISSUES at 3 

https://copyright.gov.in/Documents/Public_Notice_inviting_reviews_and_comments_of_stakeholders_on_draft

_guidelines/Artistic_Works.pdf. 
36 17 U.S.C. § 102(a) (2012). 
37 Id. 
38 Yolanda King, The Challenges “Facing” Copyright Protection for Tattoos, 92 OREGON L. REV. 129 (2013). 
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expression.” He applies this definition to tattoos and concludes that the human body is a 

material means of artistic expression.39 

However, other scholars disagree. Prof. David Nimmer claims that the human body functions 

as a “useful article” meaning that it performs an intrinsic utilitarian function that is not merely 

to portray the appearance of the article or to convey information.40 A design on a useful article 

is protectable if and only to the extent that the design can be identified separately from, and is 

capable of existing independent of the article. Since tattoos only serve their purpose over 

human skin, they cannot be copyrighted. Prof. King however insists that since the general 

public recognizes the aesthetic value of tattoos’ designs separately from any utilitarian function 

of the human body, they do fulfil the separability requirement.41 

In India, these complications do not arise because there is no bar on copyrightability due to 

lack of fixation. Even if such a requirement were to be observed in light of the Copyright 

Manual, a work of art on the human body would arguably meet the low threshold of fixation 

in a tangible form.   

B. Originality 

The scope of the originality requirement under Section 13(1)(a) of the Copyright Act was 

conclusively determined by the Supreme Court in Eastern Book Company v. D.B. Modak.42 

Following the standard laid down by the Supreme Court of Canada,43 it was held that a work 

need not be the expression of novel, original or inventive thought, but it must have a “minimal 

degree of creativity.” This is a fairly low threshold to meet. 

Applying the standard on tattoos, it can be said that common designs such as skulls, stars, or 

symbols will not be independently copyrightable. However, commonplace symbols combined 

together to form a creative pattern or drawn in a customized, unique design would meet the 

mark since only a minimal degree of creativity needs to be shown. Similarly, patterns or words 

written in a manner specifically designed for a celebrity are likely to be deemed original. In the 

US, a similar but slightly higher threshold of creativity is observed. In Feist Publications Inc. 

v. Rural Telephone Service Co., the US Supreme Court held that a work may satisfy the 

 
39 Id. at 154. 
40 Declaration of David Nimmer at 3, Whitmill v. Warner Bros. Entm’t, Inc., No. 4:11CV00752, 2011 WL 

10744102 at 2 (E.D. Mo. May 20, 2011). 
41 King, supra note 38 at 159. 
42 Eastern Book Company v. D.B. Modak (2008) 1 SCC 1 at ¶32-33. 
43 CCH Canadian Ltd v. Law Society of Upper Canada, 2004 SCC 13. 
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originality requirement if the author made decisions as to arrangement and style.44 Thus, a work 

must be independently created by the author - as opposed to being copied from other works, 

and it must possess at least some minimal degree of creativity. 

From an examination of the requirements set forth by the Copyright Act, 1957, it can be safely 

concluded that tattoos are copyrightable in India. In the following section, we will discuss in 

detail the problems that will arise due to an overlap of rights arising out of copyright law and 

other laws if tattoo copyrights are widely sought to be enforced.  

III. IMPLICATIONS OF COPYRIGHTING TATTOOS 

The Act provides for two sets of rights, assignable economic rights available under Section 14 

and non-assignable author’s (moral) rights under Section 57. However, an individual, who may 

be the bearer of a copyrighted tattoo, enjoys the near-absolute right of bodily autonomy over 

her skin.45 Additionally, she also enjoys a right of publicity over their name, likeness, or other 

indicia of personal identity. As the law presently stands, these rights arising out of different 

laws are rivalrous. Let us examine the implications of each right clashing with the others and 

the policy implications thereof. 

A. Economic Rights 

In respect of artistic work, copyright owners have the exclusive right to do or to authorize the 

reproduction of the work, its communication to the public, to issue its copies, to include it in 

any cinematographic film and to make adaptations (understood as making derivatives) of the 

work.46 In a situation where an artist owns copyright over the tattoo of a celebrity, the former, 

or any person or organization to whom the copyright has been assigned or licensed, could assert 

control over the latter’s appearances in public, in private, on television or in print, social or 

mass media if the tattoo becomes visible during the appearance. In particular, if the tattoo is 

drawn over the arms, face or any commonly visible portion of skin, a casual appearance could 

lead to an infringement claim against the tattoo bearer. Parallel infringement claims against 

any third parties such as organizers of events who facilitate the “communication to public” 

could also be brought. Alternatively, if the tattoo is situated in a more concealed portion of the 

 
44 Feist Publications v. Rural Telephone Service Co., 499 U.S. 340, 345 (1991). 
45 Right to bodily autonomy is a recognised human right inherent in every individual. Article 21 of the Constitution 

of India which guarantees the right to life and personal liberty, encompasses this right. See generally NALSA v. 

Union of India, AIR 2014 SC 1863 (“NALSA”). 
46 Copyright Act, 1957 § 14(c). 
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body such as the back, the copyright owner would have the legal right to compel the tattoo 

bearer to display it. This is in direct conflict with state policy which endows every individual 

with the right to wear clothes of one’s choice, to visit places and to do with their body, as they 

please.47 

While any individual bearing a tattoo could be implicated for such appearances, celebrities 

such as actors, models, musicians, sportspersons, and the like are at a much greater risk. This 

is because persons engaged in the entertainment and sports industries usually derive significant 

monetary compensation (and consequently, a huge part of their livelihood) out of their 

appearances in films and documentaries, live performances, news shows, sporting and other 

events which host millions in audience. Having to seek licenses for each appearance would be 

onerous, cumbersome and financially infeasible. Similarly, being forced to cover a tattoo to 

avoid liability would be equally difficult, especially if the tattoo is located in a very prominent 

area such as the face or neck. 

B. Moral Rights 

Moral rights are those which are specially conferred on authors to be exercised by them alone.48 

They are based on the philosophy that an author’s creation is an extension of her personality, 

giving her moral claim to these creations.49 The Copyright Act provides two moral rights to the 

author: the right of attribution and the right of integrity.50 The right of attribution entitles one 

to be identified as the author of her work. The right of integrity empowers her to restrain “any 

distortion, mutilation, modification or other act” in respect of the work if doing so would be 

“prejudicial to the honour or reputation” of the author. In case such acts are carried out, the 

author has the right to claim damages. 

The right to integrity in particular can have serious implications for tattoo bearers. 

Theoretically speaking, they could be legally prevented from modifying, altering or adding to 

a tattoo. Thankfully, a caveat in Section 57 declares that “failure to display a work or to display 

it to the satisfaction of the author” shall not violate the section. However, Indian courts have 

 
47 Ruthann Robson, India Supreme Court Recognizes TG Constitutional Rights Including Dress, DRESSING 

CONSTITUTIONALLY (Sept. 9, 2020, 10:30 PM) http://www.dressingconstitutionally.com/2014/04/15/india-

supreme-court-recognizes-tg-constitutional-rights-including-dress/ discussing NALSA, supra note 43. 
48 Michael B Gunlicks, A Balance of Interests: the Concordance of Copyright Law and Moral Rights in the 

Worldwide Economy 11(3) FORDHAM INTEL’L PROP, MEDIA & ENT’T. L. J. 601 (2001). 
49 Calvin D Peeler, From the Providence of Kings to Copyrighted Things (and French Moral Rights) 9(2) IND. 

INT'L & COMP. L. REV. 423 (1999). 
50 Copyright Act, 1957 § 57. 
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for long championed the cause of artists and adopted a wide interpretation of moral rights.51 In 

Amarnath Sehgal v. Union of India, the Delhi High Court acknowledged the privileged 

relationship between an artist and her creation and held the destruction of the sculpture in 

question to be an extreme form of mutilation.52 It held that reducing the volume of the author’s 

creative corpus affected his reputation prejudicially.53 This raises the question of whether a 

right to integrity claim against a tattoo bearer would prevent her from engaging in laser removal 

of her tattoo. 

This is highly unlikely to be allowed by courts, as it would raise serious human rights concerns. 

The courts would inevitably resort to the fundamental right to life and liberty under Article 21 

of the Constitution which includes the right to bodily integrity and autonomy in order to 

disallow such a claim.54 This can be inferred from the case of Raj Rewal v. Union of India, 

wherein the constitutional right to property triumphed over the statutory right to integrity of an 

architect in his building.55 This is reassuring from an individual’s perspective. However, 

authors are left at a dead end as this indicates that tattoo artists would be forced to entirely 

forgo their right to integrity – running counter to the widely supported Hegelian conception of 

the intellectually forged and morally sacrosanct author-creation relationship.56  

C. Right of Publicity 

The right of publicity inheres in an individual and prevents the misappropriation of her name, 

persona, likeness, trait or any other indicia of her personality.57 India does not have a publicity 

right statute, but courts have repeatedly recognised the right to be arising out of the right of 

privacy and freedom of expression in Articles 21 and 19 of the Constitution.58 At first, publicity 

right was believed to be inherent in an individual alone and was not seen as assignable.59 

However, later cases have acknowledged practices in the entertainment and advertising 

industry which engage in commercial exploitation of one’s persona and consequently 

 
51 Neha Bhasin v. Anand Raj Anand, 132 (2006) DLT 196; See also Suresh Jindal v. Rizsoli Corriere Della Sera, 

AIR 1991 SC 2092; Fox Star Studios v. Aparna Bhat, CM (M) 15/2020 decided on 11 Jan. 2020; Mannu Bhandari 

v Kala Vikas Motion Pictures Ltd., AIR 1987 Del 13. 
52 Amarnath Sehgal v. Union of India, 2005 (30) PTC 253 (Del) at ¶56. 
53 Id. 
54 See NALSA, supra note 43; Justice K.S. Puttaswamy v. Union of India, (2019) 1 SCC 1 (“Puttaswamy”). 
55 Raj Rewal v Union of India &Ors CS (COMM) 3/2018, IA No.90/2018. 
56 See generally, G. W. F. HEGEL, ELEMENTS OF THE PHILOSOPHY OF RIGHT (Cambridge University Press 1991). 
57 ICC Development (International) Ltd. v. Arvee Enters. & Ors., 2003 (26) PTC 245 Del (“Arvee”). 
58 Shivaji Rao Gaikwad v. Varsha Prods., (2015) 62 PTC 351 (Madras).  
59 Arvee, supra note 57. 
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recognised the right as assignable.60 Significantly, in 2017, a 9-judge bench of the Supreme 

Court in Puttaswamy v. Union of India held the right to privacy to be a fundamental right.61 

This judgment attributed publicity rights to protection of individual autonomy and personal 

dignity and observed that “an individual may… prevent others from using his image, name and 

other aspects of his/her personal life and identity for commercial purposes without his/her 

consent.”62  

The right of publicity is wide in scope and its exact contours have not been conclusively defined 

by courts. As such, the inclusive nature of the right could easily encompass tattoos and other 

kinds of body art and imagery. Celebrities commonly indulge in brand image building to carve 

out their unique persona.63 This includes unique markers of personal imagery such as signature 

moves or poses, nicknames, gestures and custom designed tattoos which complement their 

style or personality. Prominently visible tattoos on the body could create a powerful and lasting 

visual image that becomes indicia of the celebrity’s personality, thus coming within the scope 

of right of publicity.64 With reference to the right of publicity in the US, Prof. King supports 

this notion, noting that US Courts have expanded the scope of identity to encompass a wide 

variety of characteristics of a person, such as style, voice and sound-alike, distinctive phrases, 

and more.65 These indicia are used for a host of commercial purposes such as to create a 

convincing likeness of the celebrity, as seen in the case of video games. 

This pits the economic and moral rights of a copyright owner directly against the rights of 

publicity and bodily autonomy of the tattoo bearer. Empowered by the right to publicity, an 

individual can authorize the use and the manner of use of her tattoo and make profit out of it. 

Although unlikely to be upheld in courts, the idea of subjugating this right in favour of 

copyright would be to give away a portion of one’s rights on her personality to another.  

There is one interpretation that courts might adopt to maintain a balance. Section 52(1)(u) of 

the Copyright Act, which lists out the exceptions to copyright infringement in India, declares 

that if an artistic work is included in a cinematograph film only incidentally, or in the 

 
60 Titan Indus. Ltd. v. Ramkumar Jewellers, (2012) 50 PTC 486 (Del.) at ¶4, ¶17.  
61 See Puttaswamy, supra note 52. 
62 Id at ¶625. 
63 Michael Madow, Private Ownership of a Public Image: Popular Culture and Publicity Rights, 81 CAL. L. REV. 

125, 185 (1993). 
64 Thomas F. Cotter & Angela M. Mirabole, Written on the Body: Intellectual Property Rights in Tattoos, Makeup, 

and Other Body Art, 10 UCLA ENT. L. REV. 98, 137 (2003). 
65 Yolanda King, The Right-Of-Publicity Challenges for Tattoo Copyrights, 16 NEVADA L.J. 441, 454 (2016). 
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background, it is not infringing.66 This could be the case for video games such as NBA 2k 

which the US court had found to be showing only fleeting shots of the tattoo.67 It would also 

help in cases where a tattoo is involuntarily displayed during sporting events or performances. 

However, prominent visuals of tattoos appearing in advertisements will not qualify for this 

exception. Importantly, be it this fair dealing exception under Copyright Act, or the outright 

rejection of copyright claims owing to policy concerns, it is the artist who is denied 

compensation for her work. 

At present, the law stands to defeat all copyright claims that go against the constitutionally 

protected rights of the individual. However, depriving an artist almost entirely of her reward 

cannot be reconciled with the theory of intellectual property protection.68 Principles of equity 

as well as copyright law demand that tattoo artists earn remuneration for the work they have 

created, especially considering that the tattoo contributes to the generation of high revenues for 

the celebrity tattoo bearer. 

IV. THE WAY AHEAD: OWNERSHIP AND RIGHT-SHARING 

ARRANGEMENTS 

The Copyright Act holds that the author of a work shall be its first owner, except in certain 

cases.69 So far, we have discussed issues that are likely to arise if the tattoo artist holds on to 

the copyright over her tattoo as a single author. In this section we will examine three other 

models of copyright ownership and rights-sharing arrangements: Joint authorship, Work-for-

hire arrangements and Statutory rights-sharing. We will also evaluate their relative merit in 

solving the problems discussed in the previous section, assuming that these arrangements are 

adopted as default rules. 

A. Joint Ownership 

It is noteworthy that on many occasions, celebrities co-design their tattoos and actively 

contribute to the design by adding personalized elements.70 In fact, they usually take the call 

on the design, colour, position of tattoo and overall appearance. So, a tattoo being considered 

 
66 Copyright Act, 1957 § 52(1)(u). 
67 Solid Oak, supra note 25. 
68 William Landes & Richard Posner, An Economic Analysis of Copyright Law, 18 J. L. STUDIES 325 (1989).  
69 Copyright Act, 1957 § 17. 
70 Kiran George, The Copyrightability of Tattoos: Does Artist Interest trump the Right to Bodily Autonomy? SPICY 

IP (Sept. 10, 2020, 10:04 AM), https://spicyip.com/2016/08/the-copyrightability-of-tattoos-ii-does-artist-interest-

trump-the-right-to-bodily-autonomy.html. 
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a work jointly authored by the artist and the tattoo bearer is not inconceivable. It is possible 

that tattoo artists might assert that joint authorship was not the intention. This “lack of intent” 

by both parties would preclude it from being a jointly authored work under US law.71 However, 

the Indian Copyright Act does not mandate a requirement of shared intent. It defines “work of 

joint authorship” as a one produced by the collaboration of two or more authors in which the 

contribution of individual authors is indistinguishable.72 To qualify as such, Indian courts look 

for a “close and active intellectual collaboration” with respect to the final product.73 

Treating tattoos as works of joint authorship would allow both the stakeholders a share of the 

rights arising out of copyright law. However, this would not be of much benefit by itself unless 

an agreement is signed by both delineating the extent of each party’s share of rights and profits 

over the tattoo. The lack of clear bifurcation of rights, including the moral rights, could lead to 

litigation between the parties when it comes to authorizing the use of the design. Regardless, 

the benefit of this model is that even if tattoo-bearers fail to enter into agreements while getting 

inked this default position allows them to retain a share of the copyright. The parties would be 

free to negotiate a rights allocation agreement later.  

B. Work-for-hire under Section 17 

Section 17 deals with situations wherein the author may not be first owner of copyright. 

Applicable to the present scenario among these are Sections 17(b) and 17(c). Although Section 

17(c) only comes into consideration when Sections 17(a) and 17(b) are inapplicable, we shall 

consider it first and then move to Section 17(b). 

Section 17(c) applies “in course of the author’s employment under a contract of service or 

apprenticeship.” Thus, it will only come into play between a tattoo artist working for a tattooing 

business, such as a tattoo parlour or franchise owner. Therein, the artist, who is the author, is 

an “employee” under a “contract of service or apprenticeship,” making the employer-business 

the owner of the work, in place of the artist.74 Treating this as the norm does not change the 

status quo with regard to the clash of rights in any significant way. Since being “in course of 

employment” is a precondition for this provision, it cannot be read into the relationship between 

a tattoo artist and a tattoo bearer, as the former is not an “employee” of the latter. 

 
71 17 U.S.C. § 101; see, e.g., Childress v. Taylor, 945 F.2d 500, 509 (2d Cir. 1991) (U.S.). 
72 Copyright Act, 1957 § 2(z). 
73 Najma Heptulla v. Orient Longman Ltd. & Ors., AIR 1989 Delhi 63 at ¶28. 
74 Copyright Act, 1957 § 17(c). 
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Section 17(b) can be applied in situations by placing the tattoo artist as the author who receives 

valuable consideration from the tattoo bearer. The provision applies to photographs, paintings, 

portraits, engravings and cinematograph films which are made “for valuable consideration at 

the instance of any person.”75 This person then owns the copyright in the work. If tattoos were 

to be interpreted as paintings or engravings, they would fit into this section smoothly. It has 

been suggested before that tattoo be treated as works made-for-hire under this section.76 This 

would divest the author of her copyright over the tattoo. In addition to the fundamental rights 

of bodily autonomy and of publicity, the tattoo bearer would have rights over the tattoo as well. 

This would enable her to authorize uses of the design in video games, performances and 

advertisements, and make additional profit out of it.   

While this is an improvement over complete defeat of copyright over tattoos (as the situation 

currently is, due superiority of constitutional rights), it offers little benefit for tattoo artists. Due 

to the power dynamics being skewed in favour of celebrities, only few tattoo artists would be 

able to procure compensation fair enough to measure up to the additional revenue the celebrity 

would be making by licensing her tattoo for the above-mentioned purposes. This is likely to 

reduce the artists’ incentive for creative pursuit.  

C. Statutory Division of Rights 

Another solution may be derived from Prof. King’s suggestions as to the “separability” of the 

public’s perception of the tattoo’s design from that of its depiction on the human body.77 The 

tattoo’s aesthetically perceived design can exist outside of its picturization on the individual’s 

body as the latter is not an independent whole, but a part or an extension of her personality 

which owes its existence to its association with the said personality.  As such, the two may 

coexist separately in law and in practice.  

Following this principle, it would be possible to amend the law to work out an equitable 

division of all the rights involved, vesting parts of it, corresponding to the design itself and to 

the tattoo on the body, in both parties involved. Any such solution must begin with identifying 

that copyright subsists over tattoos, by including “body art” within the scope of artistic works 

under Section 2(c). Consequently, a modified version of joint authorship could be crafted out 

for these works, wherein the scope of the rights held by each of the parties is well demarcated.  

 
75 Copyright Act, 1957 § 17(b). 
76 George, supra note 70. 
77 King, supra note 38 at 159. 
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The artist would enjoy the rights over the design itself, including the rights to assign, license, 

create and authorize the creation of derivatives from it and other rights under Section 14(c). 

However, she would have no rights over the tattoo physically present on the tattoo bearer, or 

any representations of the tattoo as part of the latter’s body. On the other hand, the tattoo bearer 

would enjoy rights over the tattoo as physically fixed on her body only. She would be able to 

display or conceal it during appearances, for advertisements and performances, authorize its 

use for likenesses, photographs, and any other use so far as it is limited to depicting the tattoo 

as part of her body. She would also have the absolute right to modify or remove the tattoo from 

her body in accordance with the principles of bodily autonomy, but would not own rights over 

the design itself or its use on any other surface.  

With regard to moral rights, the tattoo artist would enjoy all rights under Section 57 over the 

design itself and all uses arising from her share of the rights. She must also enjoy the right of 

attribution with regard to the tattoo over the tattoo bearer’s body, such that the latter cannot 

attribute the work to another person. However, the right of integrity would not apply to the 

physical tattoo on the body.      

This division would ensure that the tattoo-bearer can enjoy her right to publicity and bodily 

autonomy without any conflict with the Copyright laws. It would ensure equity and fair reward 

for both parties while encouraging creative endeavours simultaneously.  

CONCLUSION 

Previously, some scholars have argued, albeit in context of US copyright law, that copyright 

cannot be acknowledged to exist over tattoos. They hold that the public policy concerns in 

allowing artists rights over another individual’s body extraordinarily outweigh the utilitarian 

demands of incentivizing innovation through copyright law.78 One expert suggests that since 

tattooing continues to grow in American society, the need to incentivize through intellectual 

property protection does not arise.79 Another likens the granting of (intellectual) property rights 

over an individual’s flesh to a modern form of slavery.80 While these concerns are indeed 

serious, they presume the existence of a binary between complete denial of copyright over 

tattoos and the treatment of human flesh as property. In the Indian context, an analysis of the 

 
78 Michael C. Minahan, Copyright Protection for Tattoos: Are Tattoos Copies? 90(4) NOTRE DAME L. REV. 1713, 

1736 (2014). 
79 Id. 
80 Arrielle S. Millstein, Slaves to Copyright: Branding Human Flesh as a Tangible Medium of Expression, 4 PACE. 

INTELL. PROP. SPORTS & ENT. L.F. 135, 165 (2014). 
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various possibilities other than the status quo which completely curtails copyright reveals that 

the final option of dividing the corpus of rights available under copyright between the 

stakeholders is a suitable solution to this conflict.  

Such a division is fundamentally rooted in conceptualization of the subject of copyright (the 

design of the tattoo) and the physical object of its manifestation (the human body) as legally 

separate. While this may not be a principle commonly applied, it is perfectly in line with 

intellectual property principles. We started this discussion with the consideration of other 

copyrighted works, i.e., stories and songs which are far more valuable than the media they are 

expressed in. In these works, all focus of legal rights is the subject itself. In case of tattoos, 

owing to significant legal rights enjoyed by both the expression and its medium, the monopoly 

granted by Copyright law can be judiciously divided between the two. Each share would 

complement the requirement of the party holding it. Splitting the rights between the design 

itself and its fixation on the body of the bearer would ensure that each stakeholder can enjoy 

her rights freely, without overlaps and conflicts.  

The march of technology would ensure that the importance of tattoos in the sports, 

entertainment and other relevant industries only grows. A time will come when it will become 

absolutely necessary to legally determine the fate of copyrighted tattoos. Denying authors their 

rights then, as the present state of jurisprudence would command, will certainly be a great loss 

to the thousands of tattoo artists engaged in this industry, possibly stifling creativity. The 

concerns raised by the experts who argue against copyrighting tattoos are serious, but the 

solution cannot lie in complete curtailment of rights. Intellectual Property law aims to 

incentivize and protect creative endeavours. In such a situation, statutory division of the rights 

presents an equitable solution that would neither challenge constitutional principles nor 

compromise the goals of copyright law.   

** 
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ABSTRACT 

Intellectual Property (IP) is globally recognized as the driving force behind diverse 

economies. While IP transactions and cross-border investments are constantly 

advancing, one cannot fail to notice the dramatic worldwide influx of IP disputes. 

There is substantial ambiguity while deciding whether certain issues concerning IP 

can be considered by arbitral tribunals. Hence, declaring a conclusive statement 

about whether IP disputes should be adjudicated by the court or through arbitration 

is not always deemed as an easy attempt. IP arbitration has been gaining immense 

global recognition with the constant game of tug-of-war between rights in rem and 

rights in personam.  Specialized IP arbitration can be considered by the disputants as 

an alternative to a court litigation when faced with multijurisdictional complications 

or while drafting related agreements. Nonetheless, the question of whether an 

International Commercial Arbitration (ICA) as an option, is indeed fit for the 

proposed purpose, must be acknowledged. The paper garners information from 

diverse sources with an attempt to explicate a comprehensive study on the arbitrability 

of IP disputes. The author attempts to ascertain a historical synchronicity between 

ICA and IPR, and the dire need for the application of commercial arbitration to decide 

matters of IP. Additionally, the paper draws a connection to the legal upshots of the 

COVID-19 global pandemic. The objective of this study is to subserve discussion and 

to highlight the most significant aspects of IP arbitration that need to be considered 

by parties to the dispute and their respective counsels. 
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INTRODUCTION 

“The general rule of law is that the noblest of human productions – knowledge, truths 

ascertained, conceptions and ideas – become, after voluntary communication to others, free as 

the air to common use.”1 Justice Louis Brandeis rightly declared the above statement in the 

year 1918. Today, a tonne has changed in terms of new forms of creations, inventions, 

technology, and industrial development in general, alongside the growing need for applicable 

and updated rules and regulations for its seamless operation and administration. One failed 

litigation or an erroneous judgement in deciding intellectual property matters by the court 

system would not merely result in severely damaging an Intellectual Property Right (IPR) 

instilled in the rightful proprietor, but the ramifications would also send the IP owner into a 

financially debilitated state while incurring years-worth of losses. These ramifications would 

eventually reverberate with the economy at large.2 To set right such plausible anomalies 

prevailing in today’s day and age, parties to an IP dispute have been resorting to settlement 

through arbitration or employing other modes of Alternative Dispute Resolution (ADR).3 

The application of ICA has gained and continues to gain appreciable recognition as an 

alternative mode of international dispute resolution, especially when adjudicating an IP dispute 

from across different jurisdictions.4 This form of dispute resolution is lauded by many across 

the globe as an alternative to the court system which is not merely time consuming, but is also 

expensive and lacks case matter confidentiality. Subsequently, the decision announced by the 

courts by way of an order or a judgement predominantly favours a single party to the dispute. 

IP disputes entail many features that would call for dispute resolution through the process of 

an arbitration rather than a court litigation. In its usual course the existence of significant 

clauses in a contract between rival parties are usually lacking. Even though such contracts and 

agreements (i.e., transaction agreements containing IP issues, technology transfer agreements, 

license agreements, research and development agreements, trademark coexistence agreements, 

 
1 International News Service v. The Associated Press, 248 U.S. 215 (1918). 
2 See generally EUROPEAN COMMISSION, REPORT ON THE PROTECTION AND ENFORCEMENT OF INTELLECTUAL 

PROPERTY RIGHTS IN THIRD COUNTRIES 3-8, 2021, 

https://trade.ec.europa.eu/doclib/docs/2021/april/tradoc_159553.pdf (last visited Aug. 19, 2021). 
3 Currently well-known five Alternative Dispute Settlement (ADR) systems are Arbitration, Negotiation, 

Mediation, Collaborative law, & Conciliation. 
4 See Hwan Kim et al., The Growing Importance of International Arbitration for Intellectual Property Disputes, 

10 (73) NATIONAL L. REV. 1 (2020), https://www.natlawreview.com/article/growing-importance-international-

arbitration-intellectual-property-disputes [hereinafter Hwan Kim et al.]. 
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etc.) exist, these agreements do not often comprise of arbitration clauses explicitly concerning 

and addressing IP disputes. 

Intellectual property matters include – patents, media and copyright claims, takedowns and 

domain name disputes, reputation management, brand protection, complex software disputes, 

and other generic issues which form an essential part of today’s advancements in science and 

technology. Lawsuits involving the aforementioned matters and related studies from various 

business sectors like biotechnology, telecommunication, pharmaceutical, etc., remain pending 

for years. This becomes problematic and cumbersome as IP litigation is predominantly fought 

between parties over temporary and permanent injunctions. These disputes cover issues which 

are associated with the Rule of Law from across numerous jurisdictions; hence, this calls for 

ICA for the settlement of such disputes. Acknowledging the fact that the IP assets are 

significant and exceedingly valuable makes the dispute resolution a unique problem. There is 

a need for the arbitration of intellectual property disputes to have an international element and 

perspective. This is critical in order to rid the overburdened judicial system from practicing 

local bias, distorting the essence of foreign laws, or directing hostility towards foreign parties 

to the dispute. The significance of Intellectual Property Rights is on the rise, and alongside 

these rights is the ever-strengthening willingness to defend them. 

I. HISTORICAL SYNCHRONICITY BETWEEN ICA & IPR 

The rise in the need for business recognition through the practice of inscribing or debossing 

marks, geographic indications, etc., date back aeons ago. The earliest and most historical 

trademark applications for advertising and promoting brand awareness date back in time to 

approximately 3000BC by the Babylonians.5 Even Indian craftsmen would carve out their 

signatures before exporting their artistic creations to Iran. Archaeological findings at Harappa, 

Mohenjo-Daro, Lothal, and Failaka reported hundreds of square seals that were used as 

trademarks.6 About 2000 years ago, goods bearing marks by Chinese Manufacturers were sold 

in the Mediterranean trading regions.7 The techniques for marking were mainly discovered on 

pottery which continued to exist for many centuries.8 Around those times, goods that were sold 

 
5 WIPO, Branding in the Global Economy, in WORLD INTELLECTUAL PROPERTY REPORT 24 (2013) 

https://www.wipo.int/edocs/pubdocs/en/wipo_pub_944_2013-chapter1.pdf. 
6 See Karl Moore & Susan Reid, The Birth of Brand: 4000 Years of Branding History, 50(4) BUSINESS HISTORY 

419-432 (2008) https://doi.org/10.1080/00076790802106299. 
7 See WIPO, Trademarks and Other Signs: A General Survey, in INTRODUCTION TO TRADEMARK LAW AND 

PRACTICE 9 (2nd ed., Geneva, 1993) https://www.wipo.int/edocs/pubdocs/en/wipo_pub_653.pdf. 
8NANCY ROSSITER, MARKETING THE BEST DEAL IN TOWN: YOUR LIBRARY 93 (Chandos Publishing, Mar. 31, 

2008). 
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by an individual or a group were debossed with merchant marks or designs that were created 

by the sellers themselves in order to discern their goods from the goods of others. During 

unfortunate times of shipwreck and piracy, the seller’s goods would go missing due to theft, 

robbery, or were lost in the process of transport. Employing this concept of marking goods 

greatly aided identification. Later, goods that went missing were reclaimed by the owners when 

relevant laws were legislated by trading states. 

“The history of patents does not begin with inventions, but rather with royal grants.”9 

Intellectual property rights are not established as a result of new creations by individuals. It is 

established by the State upon granting rights for the protection of such creations. It is 

imperative to understand the historical significance and emergence of intellectual property 

rights. In this chapter, the history and inception of International Arbitration and Intellectual 

Property Rights will be revisited with a timeline. The focus shall be on drawing a synchronous 

connection between ICA and IPR through the application of the former to resolve disputes 

arising out of the latter and gaining significant insights into this field of study. 

 

1305 – The oldest known scheme for arbitration was proposed in a pamphlet by Pierre Dubois, 

the royal counsel of Normandy, France.10 The scheme suggested the employment of an 

arbitration process to recover sacred land.11 The arbitration was to take place before a 

court consisting of a panel of three ecclesiastical judges and six other individuals.12 The 

award passed had an option for a single appeal to the Pope.13 

1474 – The Venetians were the first to contemplate the vague expression of intellectual 

property. Europe had its earliest statutory patent during this period. On March 19th the 

Republic of Venice instituted the “Venetian Patent Statute” of 147414 which provided 

for the grant of patents to new-fangled inventions and creations. 

 
9Adam Mossoff, Rethinking the Development of Patents: An Intellectual History, 1550-1800, 52 HASTINGS L. J. 

1255 (2001). 
10See generally Manley O. Hudson, The Permanent Court of International Justice, 35(3) HARV. L. REV. 245 

(1922). 
11Henry S. Fraser, Sketch of the History of International Arbitration, 11 CORNELL L. REV. 179 (1926). 
12See Id. at 179-180. 
13See Id. at 180. 
14 See generally Giulio Mandich, Venetian Patents (1450-1550), 30 J. PAT. OFF. SOC’Y 166, 166-224 (1948); DAN 

HUNTER, THE OXFORD INTRODUCTIONS TO US LAW: INTELLECTUAL PROPERTY 6-7 (Dennis Patterson ed., 2012). 
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1623 – One of the most reputed and historic published works on international arbitration and 

international relations – “Le Nouveau Cynée ou Discours d’Estat”15 was successfully 

published. It was authored by a French theorist by the name of Émeric Crucé (Émeric 

de La Croix).16 The book was and is still recognized and globally lauded as one of the 

first and most kosher schemes for the establishment of international arbitration. 

1624 – With an attempt to incentivize and accord monopolies to skilled personnel in certain 

industries for their advanced techniques, creations, and inventions, the first English 

patent law was passed by the parliament of England. This famous English legislation 

was known as “The Statute of Monopolies” of 1624. 

1625 – “De Ivre Belli ac Pacis” was a famous book scribed by Hogo Grotius - the Father of 

International Law. The original copy of the book was written in Latin and it revolved 

around addressing concerns of the legalities of war and peace.17 

1710 – The inception of copyright law was recognized as a result of Great Britain’s 

implementation of the Copyright Act, 1710. The Act was prominently known as the 

“Statute of Anne”. The aforementioned statute of Great Britain along with the Statute 

of Monopolies of 1624 gave rise to what we now recognize as copyright laws18 and 

patent laws respectively. 

1794 – The “Jay Treaty” was signed in 1794 and came into force in 1795. It was also known 

as the “Treaty of Amity, Commerce & Navigation”.19 The treaty was decided and 

agreed between the United States of America and Great Britain to preclude war and 

subserve fair trade and commerce through the establishment of arbitral commissions to 

settle disputes that arose amidst the American and French Revolutionary wars. 

 
15 ÉMERIC CRUCÉ, LE NOUVEAU CYNÉE, (Hachette Livre BNF 1623) (Full heading - “Nouveau Cynée ou Discours 

d'Estat représentant les occasions et moyens d'establir une paix générale et la liberté de commerce pour tout le 

monde”). 
16 Thomas Willing Balch, The Proposed International Tribunal of Arbitration of 1623, 46 PROCEEDINGS OF THE 

AMERICAN PHILOSOPHICAL SOC’Y. 302, 303 (1907). 
17 See Jesse S. Reeves, The First Edition of Grotius’ De Jure Belli Ac Pacis, 1625, 19 AMERICAN J. OF INT’L LAW 

(Cambridge University Press, Jan., 1925). 
18 See Millar v. Taylor, (1769) 4 Burr. 2303, 98 ER 201. 
19 See The Avalon Project, British-American Diplomacy, The Jay Treaty; November 19, 1794, LILLIAN GOLDMAN 

LAW LIBRARY (2008); see also Katja S Ziegler, Jay Treaty 1794, MAX PLANCK ENCYCLOPEDIA OF PUBLIC INT’L 

LAW (Oxford University Press, Apr., 2013). 
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1871 – The “Treaty of Washington” was formed between the U.K. and the U.S.20 The treaty 

was instituted with an intent to arbitrate and settle many disputes between the countries. 

The Alabama Claims21 for damages caused by the British fleet were among the well-

known disputes settled through arbitration. 

1883 – The Paris Convention was signed in Paris, France, on 20th March 1883. It is known as 

the “Paris Convention for the Protection of Industrial Property”.22 The Paris Convention 

was established to help and support inventors and creators of industrial property works 

by granting and ensuring their work’s protection across all the contracting states. The 

decision was acclaimed as the first major authoritative step to protect intellectual 

property works. 

1886 – The Berne Convention was certified in Berne, Switzerland, in the year 1886. It is 

officially known as “The Berne Convention for the Protection of Literary and Artistic 

Works”.23 The Convention’s primary motive is to instil IP rights in inventors and 

creators in order to exercise control over their artistic and literary works across nations. 

1891 – The Madrid Agreement was adopted on 14th April, 1891. It is a principal and highly 

significant system that addresses the international and multi-jurisdictional filing and 

registration of trademarks. It is officially known as the “Madrid System for the 

International Registration of Marks”.24 

1893 – An International Organization was instituted to watch over and administer the working 

of the Paris and Berne Conventions. This organization was known as the “United 

International Bureaux for the Protection of Intellectual Property” (BIRPI). The 

organization was considered to be a forerunner to the World Intellectual Property 

Organization. The BIRPI later became the WIPO in the year 1970.25 

1899 – Strict emphasis was placed on International Arbitration as a mode for the settlement of 

international disputes through judicial means. This was emphasized by the first Hague 

 
20 See Inge Van Hulle, The Treaty of Washington and Neutrals’ Duty of Due Diligence, OXFORD PUBLIC INT’L 

LAW (Oxford University Press, 2020), https://opil.ouplaw.com/page/808 (last visited June 1, 2021). 
21 Alabama Claims of the United States of America against Great Britain, Arbitral Award of 14 September 1872, 

(2011) 29 RIAA 125–34; 145 CTS 99. 
22 Paris Convention for the Protection of Industrial Property, Mar. 20, 1883 21 U.S.T. 1583; 828 U.N.T.S. 305. 
23 Berne Convention for the Protection of Literary and Artistic Works, September 9, 1886 828 U.N.T.S. 221. 
24 Madrid Agreement Concerning the International Registration of Marks, April 14, 1891 as last revised, 

Stockholm, July 14, 1967, 828 U.N.T.S. 389. 
25 OECD, INTERNATIONAL REGULATORY CO-OPERATION: THE ROLE OF INTERNATIONAL ORGANISATIONS IN 

FOSTERING BETTER RULES OF GLOBALISATION (OECD Publishing, Paris, 2016) 

https://www.oecd.org/gov/international-regulatory-co-operation-9789264244047-en.htm. 

https://opil.ouplaw.com/page/808
https://opil.ouplaw.com/view/10.1093/law:oht/law-oht-145-CTS-99.regGroup.1/law-oht-145-CTS-99
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Conference of 1899.26 In addition, the “Hague Convention on the Pacific Settlement of 

International Disputes” was signed in 1899 and was adopted in 1900.27 A similar 

conference was once again arranged in the year 1907 and was known as the Second 

Hague Conference.  

1970 – As aforementioned, the United International Bureaux for the Protection of Intellectual 

Property (BIRPI) was transformed into what we now know as the World Intellectual 

Property Organization (WIPO) with its established HQ in Geneva, Switzerland. The 

WIPO was created by the WIPO Convention of 1970. It was formally known as the 

“Convention Establishing the World Intellectual Property Organization”.28 Besides, the 

Patent Cooperation Treaty was concluded in Washington in the same year, followed by 

further amends and modifications in the years 1979, 1984, and 2001. 

1971 – With an aim to establish International Patent Classification (IPC), the Strasbourg 

Agreement commonly known as the IPC Agreement was established.29 The agreement 

mandates a new and revised edition of International Patent Classification to be 

published yearly to maintain up-to-date records. As of May, 2021, there are 64 

contracting states; India has not ratified or acceded to the Strasbourg Agreement. 

1973 – The ‘Vienna Agreement Establishing an International Classification of the Figurative 

Elements of Marks’ was concluded in Vienna. Amendments were made to the Vienna 

Agreement in 1985. The Vienna Agreement as well as the Locarno Agreement 

(Establishing an International Classification for Industrial Designs, 1968) sought 

India’s accession on June 7, 2019. 

1974 – The World Intellectual Property Organization (WIPO) officially became a part of the 

specialized agencies of the United Nations (UN) along with 14 other organizations. 

1978 – Numerous achievements concerning the administration and regulation of patents and 

IP filing systems were attained. The Patent Cooperation Treaty (PCT) was established 

 
26 See generally Permanent Court of Arbitration’s Basis Document, 1899 Convention for the Pacific Settlement of 

International Disputes (2016) https://docs.pca-cpa.org/2016/01/1899-Convention-for-the-Pacific-Settlement-of-

International-Disputes.pdf. 
27 Pacific Settlement of International Disputes (Hague I), MULTILATERAL AGREEMENTS 1776-1917, 230-246 (July 

29, 1899). 
28 See WIPO, Convention Establishing the World Intellectual Property Organization, 1970 (WIPO Database of 

Intellectual Property, revised 1979). 
29 Summary of the Strasbourg Agreement Concerning the International Patent Classification (1971), WIPO, 

https://www.wipo.int/treaties/en/classification/strasbourg/summary_strasbourg.html (last visited May 28, 2021). 

https://www.wipo.int/treaties/en/classification/strasbourg/summary_strasbourg.html
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and began operations. The treaty is known for facilitating public access to a tonne of 

related information.30 

1980 – Intellectual Property Rights were still a distant concept and many were not cognizant 

of its usage. In the same year, the United States passed the Bayh-Dole Act which was 

promoted by two US senators namely, Birch Evans Bayh Jr. and Robert Joseph Dole.31 

The passing of this Act subserved the popularity and application of intellectual property 

rights. 

1989 – The Treaty on Intellectual Property in Respect of Integrated Circuits,32 simply known 

as The Washington Treaty was adopted on 26th May, 1989 and is yet to come into force. 

The treaty aims to protect the topography of integrated circuits. India became a 

signatory to the treaty on 25th May, 1990. 

1994 – The year 1994 witnessed several international IP reforms like the Trademark Law 

Treaty and Singapore Treaty on the Law of Trademarks. Global concerns for the 

establishment of international centers for arbitration and other systems of ADR grew 

significantly. Hence, the WIPO Arbitration and Mediation Center was set-up. Since 

1994, several alternative dispute resolution centers have been established worldwide. 

1996 – In order to administer the rights of performers like actors and musicians as well as the 

rights of phonogram producers, the WIPO Performances and Phonograms Treaty 

(WPPT) was established.33 The same year, an agreement under the Berne Convention 

known as the WIPO Copyright Treaty was concluded. The treaty came into force in 

2002 and India acceded to the Treaty in 2018. 

1998 – The WIPO Academy was set up to promote the learning of sundry applications and the 

administration of IP. The WIPO Academy provides aspirants with an eclectic array of 

courses on IP. 

 
30 See WIPO (2019), Patent Cooperation Treaty: Yearly Review 2019 (WIPO Publishing, 2019) ISBN: 978-92-

805-3031-5. 
31 COGR, The Bayh-Dole Act: A Guide to the Law and Implementing Regulations, COUNCIL ON GOVERNMENTAL 

RELATIONS (Oct., 1999), https://www.umventures.org/sites/umventures.com/files/COGR_Bayh_Dole.pdf (last 

visited Dec. 17, 2020). 
32 Treaty on Intellectual Property in Respect of Integrated Circuits (Adopted on May 26, 1989), 

https://www.wipo.int/edocs/pubdocs/en/wipo_pub_202.pdf (last visited May 26, 2021); see Washington Treaty 

on Intellectual Property in Respect of Integrated Circuits (Authentic text), https://wipolex.wipo.int/en/text/294976 

(last visited May 26, 2021).  
33 Summary of the WIPO Performances and Phonograms Treaty (WPPT) (1996), WIPO, 

https://www.wipo.int/treaties/en/ip/wppt/summary_wppt.html (last visited May 27, 2021). 

https://www.umventures.org/sites/umventures.com/files/COGR_Bayh_Dole.pdf
https://www.wipo.int/treaties/en/ip/wppt/summary_wppt.html
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2011 – The United States witnessed a significant overhaul in the patent system with the 

introduction of the America Invents Act, 2011.34 The act changed the nation’s patent 

system from a “First-to-Invent” to a “First-to-File” system.35 

2020 – The World Intellectual Property Organization drew significant emphasis to intellectual 

property arbitration by introducing the WIPO Arbitration Rules, 2020. The WIPO 

Mediation and Arbitration workshop was conducted in November, 2020, to understand 

the involvement and necessity of ADR systems to resolve IP disputes. 

II. INTELLECTUAL PROPERTY DISPUTE RESOLUTION THROUGH 

INTERNATIONAL COMMERCIAL ARBITRATION 

A plethora of legal scholars have scribed pages with an attempt to communicate their ideas as 

to why intellectual property disputes are not arbitrable. Arbitrability of IP disputes is 

considered to have overstated significance while maintaining the public interest in obtaining 

these rights.36 The fallacy in this ideology is derived from the fact that the rights granted to the 

registered proprietor for the protection of an intellectual property is under the discretion of a 

State authority or the State in general. It is believed that the State as the authoritative body 

grants the rights for the protection of intellectual property. Hence, there would be no reason to 

arbitrate and argue its effectiveness on public registers; by that same token, it would not be 

relevant for private parties to an intellectual property arbitration to decide a solution amongst 

themselves, without the need of a court system. Nevertheless, the merits and the demerits of 

this potential case will be thoroughly explored henceforth. 

The author attempts to elucidate the wide gap between ICA and the Court System in resolving 

IP disputes, and to further understand the reasons for the requirement of International 

Commercial Arbitration to satisfactorily resolve intellectual property disputes. Moreover, the 

chapter seeks to ascertain the scope of arbitrable IP disputes with strict emphasis on whether 

intellectual property disputes must be limited to issues concerning rights in personam or 

whether they can include rights in rem as well. 

 

 
34 Leahy–Smith America Invents Act, 35 U.S.C. (2011). 
35 Id. at § 3. 
36 Bryan Niblett, Worldwide Forum on the Arbitration of Intellectual Property Disputes, WIPO (Geneva, 

Switzerland, Mar. 3, 1994), https://www.wipo.int/amc/en/events/conferences/1994/niblett.html (last visited May 

29, 2021). 

https://www.wipo.int/amc/en/events/conferences/1994/niblett.html
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A. Juxtaposed Constructions of International Arbitration 

International arbitration is considered for its non-nation-specific standards and as one of the 

non-judicial and alternative modes for settling a civil dispute by appointing a neutral learned 

third party to chair arbitration proceedings. As part of arbitral jurisprudence, parties to an 

international arbitration enjoy the right to fair and equitable treatment.37 The arbitrators are 

required to arrive at unbiased, impartial, and suitable decisions in order to achieve satisfactory 

settlements between the parties to the dispute. An arbitrator chosen by the parties would be an 

individual who has appreciable expertise vis-à-vis the matter in dispute. A judge assigned to 

adjudicate on technical issues of IP in litigation might not have the required level of skills to 

preside over that IP dispute. Many leading International Arbitration Centers boast a list of 

experienced and skilled arbitrators who are qualified to handle complex IP disputes.  

In certain IP litigations, like those that concern the licensing or assignment of IP, the practice 

of adopting case laws and prior decisions on the same or similar agreement would be 

unfavourable for the licensor, because a defense of invalidity granted to one licensee can affect 

or dilute the licensor’s rights against all the licensees. In contrast, an arbitration protects the 

parties from the risk of validity or enforceability rulings.38 An award that invalidates an IP right 

would only bind the disputants and wouldn’t dilute their rights enforceable against third parties. 

Matters before an arbitration tribunal are of purely civil or commercial nature, and unlike the 

court system, the proceedings held are subject to privacy and confidentiality which is the 

cornerstone of IP dispute resolution. While the proceedings in a court system are replete with 

formalities, arbitration proceedings may permit informal speech and are relatively less formal. 

Overburdened judicial systems worldwide would result in prolonged IP litigation. This delay 

in conclusiveness would result in financially debilitating the parties and their inability or apathy 

to continue the dispute, as most IP claims rest on injunctive relief. Whereas, seeking interim or 

injunctive relief from a suitable court may be granted forthwith in an arbitration to prevent 

further damage or loss. The parties to an international arbitration or/and the arbitrator can set 

time limits or even suggest to shorten the arbitration process.39 Financially, this could be highly 

advantageous for the parties to the arbitration. The award passed by the arbitrator is final and 

binding on the disputants and is also enforceable in the courts of law. While disputants are free 

 
37 LATHAM & WATKINS, Arbitration Between Foreign Investors and States, in GUIDE TO INTERNATIONAL 

ARBITRATION 33 (2017).  
38 Craig I Celniker et al., infra note 50, at 8. 
39 See Michael Pryles, Limits to Party Autonomy in Arbitral Procedure, 24(3) JOURNAL OF INTERNATIONAL 

ARBITRATION 327, 328 (Wolters Kluwer, 2007). 
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to choose the seat and venue of arbitration, courts are strictly limited to their respective 

territorial, pecuniary, and appellate jurisdictions to entertain IP litigation.  However, the option 

of appeal under arbitration in general has limited scope in comparison to cases under litigation 

that enjoy the benefits of attempting appeal till the highest judicial body in that jurisdiction in 

order to achieve finality of true justice. 

The likelihood of domestic courts practicing local bias on the parties to the dispute is high; 

hence, the party challenging an international IP in its domestic court has a home court 

advantage over the foreign party to the dispute. In the context of International Commercial 

Arbitration, the likelihood of an arbitrator to practice local bias is negligible. Here, the parties 

enjoy the benefits of arriving at a neutral arbitrator by choosing the arbitrator themselves and 

eliminates the likelihood of home court advantage. The aspect of neutrality in international 

arbitration is highly appreciated and several leading forums have policies in place to appoint 

arbitrators from jurisdictions that are different from those of the disputants which is greatly 

attractive vis-à-vis matters of intellectual property.40 International arbitration of IP disputes 

need to be highlighted and established in certain jurisdictions like Mainland China where 

disputants are not allowed to arbitrate the validity of registered trademarks or patents as they 

are regarded as administrative matters.41 The inability to arbitrate multi-jurisdictional IP 

disputes by a foreign party would encourage the local party to maximize its home court 

advantage and may also capitalise on the issue in bad faith.42  

Another benefit of ICA is with concerns to disputes on multi-jurisdictional matters that would 

call for the application of laws from numerous jurisdictions and proceedings. The courts need 

to resort to multiple proceedings in multi-jurisdictional disputes and cannot decide matters for 

other jurisdictions. Litigating such matters also necessitate the application of numerous 

substantive and procedural laws with the possibility of conflicts. Complex procedures and 

 
40 E.g., ICC Arbitration Rules 2021 art.13.5, effective on Jan. 1, 2021; International Chamber of Commerce, Note 

to National Committees and Groups of ICC on the Proposal of Arbitrators ¶43 (July 1, 2018); Arbitration Rules 

2020, art.6.1, Jan. 1, 2021, DIFC-LCIA Arbitration Centre; 2018 Administered Arbitration Rules art.11.1, Nov. 

1, 2018, Hong Kong International Arbitration Centre; HKIAC, HKIAC Practice Note on Appointment of 

Arbitrators ¶3.1 (Oct. 18, 2018). 
41 See David H Herrington, Zachary S O’Dell & Leila Mgaloblishvili, Why Arbitrate International IP Disputes?, 

GLOBAL ARBITRATION REVIEW 14 (Feb. 9, 2021), https://globalarbitrationreview.com/guide/the-guide-ip-

arbitration/first-edition/article/why-arbitrate-international-ip-disputes#footnote-005 (last visited May 31, 2021). 
42 IP infringement through trademark squatting, counterfeiting, and cybersquatting is rampant in first-to-file 

systems like China. Companies are constantly confronted by Chinese trademark squatters despite the latest 

amendments to its trademark law. See generally USTR, 2021 Special 301 Report at 31 (Apr. 30, 2021), 

https://ustr.gov/sites/default/files/files/reports/2021/2021%20Special%20301%20Report%20(final).pdf (last 

visited May 30, 2021). 
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policies practiced by nations’ legal systems add to the burden of IP litigation.43 In comparison, 

the parties to an international arbitration can decide to arbitrate on certain laws instead of every 

single country-specific law. ICA predominately deals with international commercial 

transactions and contracts; hence, its scope is set within the rules and procedures agreed upon 

by the parties to the dispute and is not entirely bound by any particular Country’s Rules or 

Legislations. This would uncomplicate the conflict of laws and in-turn speed up the arbitration 

process. 

B. Ascertaining the need for ICA 

In the year 1892, Lord Esher declared a very strong and famous obiter dictum that targeted the 

threat of litigation in the case, Ungar v. Sugg44: “What, that a man had better have his patent 

infringed, or have anything happen to him in this world, short of losing all his family by 

influenza, than have a dispute about a patent.”45 This statement is still significant today; 

however, time has brought about a plethora of changes to what can substantially be identified 

as “Intellectual Property” and further lend itself to arbitration.  

International Commercial Arbitration has been growing exponentially, especially with 

concerns for matters of intellectual property.46 Public as well as Private International Law47 

 
43 Germany has a bifurcated legal system for IP litigation and separate courts for matters of infringement and 

validity of intellectual property. See Jochen Pagenberg, The Arbitrability of Intellectual Property Disputes in 

Germany, WIPO (1994), https://www.wipo.int/amc/en/events/conferences/1994/pagenberg.html (last visited 

June 2, 2021) (“In Germany validity issues are handled by the Federal Patent Court in the first instance and by the 

Federal Supreme Court as the second and final instance, infringement matters by the civil courts with special 

chambers which are competent at the first, second and third instance.”); see also Wolfgang Kellenter & Benedikt 

Migdal, Patent litigation in Germany: overview, THOMSON REUTERS – PRACTICAL LAW (2020) (“invalidity cannot 

be raised as a direct defence in infringement proceedings. The defendant can only request a stay of the 

infringement proceedings on the basis that the patent is highly likely to be invalidated in pending invalidity 

proceedings. In practice, this typically requires a novelty destroying document or a very clear lack of 

inventiveness”). 
44 See generally IPO, Ungar v Sugg, 8 REPORTS OF PATENT, DESIGN AND TRADE MARK CASES 385–89 (Issue 42, 

Nov. 4, 1891), ISSN 0080-1364. 
45 Ungar v. Sugg, (1892) RPC 113 at 116–1 (See Lord Esher’s obiter dictum). 
46 WIPO Report (WIPO/IP/BIS/GE/03/9), Dispute Resolution for the 21st Century, WIPO ARBITRATION AND 

MEDIATION CENTER 3 (Nov. 7, 2003) 

https://www.wipo.int/edocs/mdocs/sme/en/wipo_ip_bis_ge_03/wipo_ip_bis_ge_03_9-main1.pdf; STEPHENSON 

HARWOOD LLP, AN INTRODUCTION TO INTERNATIONAL ARBITRATION 18 (2017); Sam Halabi, International 

Intellectual Property Shelters, 90 TUL. L. REV. 903, 911 (2016), (“The growth of intellectual property protections 

through international legal instruments and treaties has been sweeping and rapid. Intellectual property protections 

have expanded not only in terms of their scope, but also in their enforceability”). 
47 See generally ANNABELLE BENNETT & SAM GRANATA, WHEN PRIVATE INTERNATIONAL LAW MEETS 

INTELLECTUAL PROPERTY LAW – A GUIDE FOR JUDGES (WIPO and the HCCH, 2019) 

https://www.wipo.int/publications/en/details.jsp?id=4465; Susy Frankel, WTO Application of “the Customary 

Rules of Interpretation of Public International Law" to Intellectual Property, 46 VA. J. INT'L L. 365 (2006). See, 

e.g., Eli Lilly & Co. v. Canada, ICSID Case No. UNCT/14/2; Apotex v. United States, ICSID Case No. 

ARB(AF)/12/1 (These cases are examples of treaty-based arbitrations by foreign investors against national patent 

authorities for alleged violations of treaties).  
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would be applicable to arbitrate international IP disputes between private parties; taking into 

account, the enhanced mobility of IP, globalization of commercial dealings and IP related 

International Treaty obligations for state-registered IP rights. Intellectual property disputes are 

many, those that can be considered for International Commercial Arbitration would carry 

emphasis on coordinating the licenses and agreements in multi-jurisdictional matters. 

Confidential concerns of intellectual property like Trade Secrets would be redundant and 

detrimental for companies to litigate in a courtroom setting. Intellectual Property Licenses 

would have to arrange for referencing and complementary clauses that address other 

jurisdiction related licensing clauses in order to satisfactorily establish multi-jurisdictional 

licensing. International Patent Infringements are predominately multi-jurisdictional and would 

require a more time consuming and complex process for arbitrating similar issues. International 

Patent infringement issues are much better off adopting arbitration or any other method of 

dispute resolution rather than litigation. This is because of concerns drawn to the already 

overburdened judicial systems in most jurisdictions. An influx of multi-jurisdictional patent 

licensing and infringement issues would gradually debilitate a nation’s legal system. Another 

intellectual property dispute that can seek the option of arbitration is a dispute related to 

Collaborative Research & Development Agreements that would once again call for multi-

jurisdictional proceedings and complex applications of numerous laws. A complex multi-

jurisdictional proceeding which would require multiple laws would add to the delay in deciding 

a case while also burgeoning dockets. Trademark Limitation Agreements are established as an 

upshot of the perpetually lasting character of Trademarks. A trademark dispute where both the 

parties are highly reputed could not take a chance with litigation. A lawsuit would mostly result 

in favouring a single party and would detrimentally affect the other. Instead, the parties to the 

dispute could opt for a commercial arbitration. An important case, Apple Corps v. Apple 

Computer48 lasted for over 30 years and was concerned with trademark limitation agreements. 

The Internationally eulogized music artist band “Beatles” introduced the Apples Records 

Company as a shelter from taxations and was known as “Apple Corps”. They filed a lawsuit 

against the famous Apple Computers, Inc. for trademark infringement. The two resorted to an 

alternative dispute settlement where a Trademark Limitation Agreement was decided upon. 

 
48 Apple Corps Limited v. Apple Computer, Inc., [2004] EWHC 768 (Ch); Apple Corps Ltd. v. Apple Computer, 

Inc., [2006] EWHC 996 (Ch), (‘claim for breach of an agreement made between the claimant and the defendant 

in 1991 in which they sought to arrive at an agreement as to how they would each use their respective similar 

marks.’); See Tom Hormby, What’s in a name? Apple Corp vs. Apple Computer, LOW END MAC (Apr. 27, 2014), 

https://lowendmac.com/2014/whats-in-a-name-apple-corp-vs-apple-computer/ (last visited June 4, 2021); see 

also Sean, Apple Corps v. Apple Computer, UNIVERSITY OF DELAWARE (Apr. 21, 2014), 

https://sites.udel.edu/cisc356/2014/04/21/apple-corps-v-apple-computer-1978-2006/ (Last visited July 16, 2021). 

https://www.bailii.org/cgi-bin/format.cgi?doc=/ew/cases/EWHC/Ch/2006/996.html&query=(.2006.)+AND+(EWHC)+AND+(996)+AND+((Ch))
https://www.bailii.org/cgi-bin/format.cgi?doc=/ew/cases/EWHC/Ch/2006/996.html&query=(.2006.)+AND+(EWHC)+AND+(996)+AND+((Ch))
https://lowendmac.com/2014/whats-in-a-name-apple-corp-vs-apple-computer/
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This agreement restricted Apple Inc. from conducting any activity relating to the music 

industry and to stay away from the music business.49 

The grant of multi-jurisdictional licensing for patents, trade secrets, trademarks, etc., has 

undoubtedly resulted in the need for international arbitration.50 The cognisance of intellectual 

property is on a worldwide scale, while the protections offered to intellectual property is 

country-specific. If a dispute arose for the breach of a world-wide patent by a licensee, the 

licensor would have to institute parallel proceedings in all respective jurisdictions and there 

would be multiple litigations globally.51 Hence, it would be a mammoth task to administer and 

coordinate all such parallel proceedings in every concerned jurisdiction. The decision in one 

court in a multi-jurisdictional case could provide an unfavourable result in another 

jurisdiction.52 This would result in an array of confusing and contradictory decisions taken by 

national courts. Therefore, the application of commercial arbitration on an international level 

would be more apt in such situations. 

The reason why international arbitration is greatly interesting in relation to patents and other 

IPRs is due to the fact that the national courts have the jurisdiction only to the extent of their 

own patents and other IPRs registered within the geographical limitations of that jurisdiction. 

Determining the validity of a patent by a national court is only within the limitations of the 

court’s jurisdiction which is not the case while arbitrating the same. Hence, it is essential to 

ascertain the significance of international arbitration of patents and their compliance with 

licensing and standards under the Standard Essential Patents (SEP) system, which is in 

conformity to the Fair, Reasonable and Non-Discriminatory (FRAND) terms.53  

In the sphere of Information and Communication Technology (ICT), numerous products are 

covered by technical standards concerning the devices, their inter-operability, and their inter-

connectivity. These respective standards are considered to be a ubiquitous concern as a 

consequence of access to global connectivity by linking billions of mobile and computer 

 
49 See generally BBC, At the core of the Apple dispute, BBC NEWS (May 8, 2006), 

http://news.bbc.co.uk/2/hi/entertainment/4750533.stm (last visited June 4, 2021). 
50 Craig I Celniker et al., Arbitration of intellectual property and licensing disputes, THE ASIA-PACIFIC 

ARBITRATION REVIEW 2021 7 (Global Arbitration Review, 2021). 
51 See generally Hwan Kim et al., supra note 4. 
52 Id. 
53 See Department of Industrial Policy and Promotion, Discussion Paper on Standard Essential Patents and Their 

Availability on Frand Terms, Ministry of Commerce and Industry (Mar. 1, 2016) 

https://ipindia.gov.in/writereaddata/Portal/News/196_1_standardEssentialPaper_01March2016_1_.pdf. 
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devices world-wide.54 These governing standards are established by the Standard Setting 

Organization (SSO). SSOs set prerequisites for owners of patents that are appreciably in 

conformity to SEP standards in order to adhere to the FRAND/RAND terms.55 Hence, it is 

extremely complex and challenging for national courts to decide matters vis-à-vis licensing 

global patents.56  

In a 2018 case, Unwired Planet v. Huawei57 there were three significant issues that were laid 

down before the UK Supreme Court regarding the settlement of global FRAND licenses and 

the royalty rates.58 The most essential among the three issues was whether the lower court had 

the jurisdiction in order to compel the implementer to accept the global FRAND license. The 

license was drafted and explicated by the European Telecommunication Standards Institute 

(ETSI) IPR policy. On further appeal by Huawei Ltd. from the Court of Appeal to the UK 

Supreme Court, the appellant submitted its contentions before a panel of five SC Justices. The 

UK Supreme Court subsequently emphasized that the Court of Appeal did not have the 

discretionary powers to access and validate global patents and was limited to the laws 

addressing issues of domestic patent infringements. Consequently, the UK Supreme Court 

declared that the English Court did not have the jurisdiction to compel Huawei Technologies 

Co. Ltd. to take the license. The decision was in light of the fact that the United Kingdom 

represented a very small part of the Huawei market and comprised of merely 1% of Huawei 

Technologies’ total global sales. This highly debatable case is considered to go down in history 

as the most significant FRAND hearing and also as a case for acknowledging the 

indispensability for employing international commercial arbitration to settle related intellectual 

property disputes. 

Similarly, there have been several cases concerning global licensing that have been suggested 

by the courts for the settlement of disputes through International Commercial Arbitration. In 

 
54 See generally International Organization for Standardization, IEC, ISO and information communication 

technology (1st Ed., 2019), https://www.iso.org/files/live/sites/isoorg/files/store/en/PUB100437.pdf (last visited 

May 31, 2021).  
55 See Doris Johnson Hines & Ming-Tao Yang, Worldwide activities on licensing issues relating to standard 

essential patents, WIPO MAG. (Feb., 2019) https://www.wipo.int/wipo_magazine/en/2019/01/article_0003.html; 

see also Justus Baron & Daniel F. Spulber, Technology Standards and Standards Organizations: Introduction to 

the Searle Center Database, 27 JOURNAL OF ECONOMICS & MANAGEMENT STRATEGY 462, 469 (2018). 
56 See generally Tamar Khuchua, Different ‘Rules of the Game’ – Impact of National Court Systems on Patent 

Litigation in the EU and the Need for New Perspectives, 10(2) JIPITEC 257 (2019).  
57 Compare Unwired Planet v. Huawei, [2018] EWCA Civ. 2344 with Unwired Planet International Ltd. v. Huawei 

Technologies (UK) Co. Ltd., [2018] UKSC 0214. 
58 Unwired Planet International Ltd. v. Huawei Technologies (UK) Co. Ltd., [2018] UKSC 0214 (case summary 

available at https://www.supremecourt.uk/cases/uksc-2018-0214.html). 

https://www.supremecourt.uk/cases/uksc-2018-0214.html
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the case of Motorola Mobility v. Google the consent order59 of the Federal Trade Commission 

(FTC) declared that the case the matter in dispute could be requested for a binding commercial 

arbitration proceeding by the licensee on the failure of parties to arrive at negotiated FRAND 

terms even after the completion of six months.60 A 2014 study and report prepared on “Patents 

and Standards” for the European Commission, Directorate-General for Enterprise and Industry, 

declares that there is a need for resolving disputes concerning highly efficient SEP licensing 

by employing better and efficient mechanisms like arbitration and mediation ADR systems.61 

There are also other cases, reports, and research in abundance that strongly clarify the 

consensual nature of arbitration.62 

C. Role of International Authorities 

Among the two forms of commercial arbitration systems – Institutional and Ad-Hoc63,  

Institutional arbitration has relatively gained more prominence to deal with intellectual 

property rights despite the low-cost advantages of ad-hoc systems. This is due to the lack of an 

authoritative or institutional oversight by an administrative agency in ad-hoc arbitrations.64 Pre-

established regulations and procedures, qualified arbitrators, and proven track records in 

Institutional Arbitration strongly add to its appeal. Institutions like the WIPO, American 

Arbitration Association (AAA), and International Institute for Conflict Prevention and 

Resolution (CPR) have tailored rules and procedures to handle matters of intellectual property. 

 
59 See ACCO in re Motorola Mobility and Google Inc. (No. 1210120, 2013). 
60 Motorola Mobility LLC v. Google Inc., (2013) U.S. (F.T.C. C-4410). 
61 DIRECTORATE GENERAL FOR ENTERPRISE AND INDUSTRY, PATENTS AND STANDARDS: A MODERN FRAMEWORK 

FOR IPR BASED STANDARDISATION, 13 (European Commission, 2014), https://doi.org/10.2769/90861 (‘Efficient 

SEP licensing also requires efficient mechanisms to resolve disputes where these occur. The study has thus 

examined the following aspects: The benefits and costs of providing such dispute resolution mechanisms and of 

the different types of dispute resolution mechanisms - arbitration, mediation, "med-arb", mini-trials’).  
62 See, e.g., Pechstein v. International Skating Union, ECLI:DE:BGH:2016:070616UKZR6.15.0; PT First Media 

TBK v. Astro Nusantara International BV and others, [2014] 1 SLR 372; Rocío Digón, Kamil Mehiz & Tony 

Cole, Judicial Interpretation of Standard Arbitration Clauses, THE CAMBRIDGE HANDBOOK OF JUDICIAL 

CONTROL OF ARBITRAL AWARDS 99, 100 (Larry DiMatteo, Marta Infantino & Nathalie Potin ed., 2020). See 

generally Andrea Marco Steingruber, The Mutable and Evolving Concept of ‘Consent’ in International 

Arbitration – Comparing rules, laws, treaties and types of arbitration for a better understanding of the concept 

of ‘Consent’, OXFORD UNIVERSITY COMPARATIVE LAW FORUM (2012), https://ouclf.law.ox.ac.uk/the-mutable-

and-evolving-concept-of-consent-in-international-arbitration-comparing-rules-laws-treaties-and-types-of-

arbitration-for-a-better-understanding-of-the-concept-of/#fn1sym (last visited May 31, 2021). 
63 USLegal, Ad hoc Arbitration Law and Legal Definition (2019) (“Ad hoc Arbitration is a proceeding that is not 

administered by others and requires parties to make their own arrangements for selection of arbitrators. The parties 

are under discretion to choose designation of rules, applicable law, procedures and administrative support. 

Proceedings under ad hoc arbitration are more flexible, cheaper and faster than an administered proceeding. The 

absence of administrative fees alone makes ad hoc arbitration a popular choice.”), 

https://definitions.uslegal.com/a/ad-hoc-arbitration/ (last visited Oct. 27, 2020). 
64 Kenneth R. Adamo, Overview of International Arbitration in the Intellectual Property Context, 2 GLOBAL BUS. 

L. REV. 7, 11 (2011). 

https://www.cambridge.org/core/search?filters%5BauthorTerms%5D=Larry%20A.%20DiMatteo&eventCode=SE-AU
https://www.cambridge.org/core/search?filters%5BauthorTerms%5D=Marta%20Infantino&eventCode=SE-AU
https://www.cambridge.org/core/search?filters%5BauthorTerms%5D=Nathalie%20M-P%20Potin&eventCode=SE-AU
https://ouclf.law.ox.ac.uk/the-mutable-and-evolving-concept-of-consent-in-international-arbitration-comparing-rules-laws-treaties-and-types-of-arbitration-for-a-better-understanding-of-the-concept-of/#fn1sym
https://ouclf.law.ox.ac.uk/the-mutable-and-evolving-concept-of-consent-in-international-arbitration-comparing-rules-laws-treaties-and-types-of-arbitration-for-a-better-understanding-of-the-concept-of/#fn1sym
https://ouclf.law.ox.ac.uk/the-mutable-and-evolving-concept-of-consent-in-international-arbitration-comparing-rules-laws-treaties-and-types-of-arbitration-for-a-better-understanding-of-the-concept-of/#fn1sym
https://definitions.uslegal.com/a/ad-hoc-arbitration/
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Ergo, International Commercial Arbitration mostly employs Institutional Arbitration for 

settling IP disputes. Ulrich G. Schroeter has described Institutional Arbitration as follows: 

“In doing so, an “institutional” arbitration has been described as one that is 

administered by a specialist arbitral institution under its own rules of 

arbitration. According to another definition, institutional arbitrations are 

conducted pursuant to institutional arbitration rules, almost always overseen 

by an administrative authority with responsibility for various aspects relating 

to constituting the arbitral tribunal, fixing the arbitrators’ compensation and 

similar matters. A yet different definition regards institutional arbitration as an 

arbitration procedure conducted under the auspices of or administered or 

directed by an existing institution.”65 

A plethora of “International Institutions” also known as “International Forums” have been set 

up across the globe to facilitate the application of International Commercial Arbitration.66 To 

name a few well-known Centers for arbitration – International Chamber of Commerce (ICC), 

Singapore International Arbitration Centre (SIAC), London Court of International Arbitration 

(LCIA), and so on and so forth. In 1994, the WIPO Arbitration and Mediation Center was 

established with its headquarters in Geneva, Switzerland, to facilitate the settlement of 

international commercial disputes with chief focus on intellectual property. The center 

comprises of experts, arbitrators, and mediators who are highly qualified to handle intellectual 

property issues. Over the years, thousands of cases have been filed with the center under the 

rules for Expert Determination, WIPO Arbitration, and Expedited Arbitration.67 IP disputes are 

commonly based on issues in contractual clauses that are initially negotiated between the 

disputants. If negotiations aren’t successful, the parties may opt for mediation, failing which 

they may arbitrate the dispute through Expedited Arbitration or WIPO Arbitration. 

Nevertheless, the absence of an arbitral settlement between the parties would prompt the 

enforceability of the award under the New York Arbitration Convention. 

The American Arbitration Association (AAA) along with the World Intellectual Property 

Organization (WIPO) established the Worldwide Forum for Arbitration of Intellectual Property 

 
65 Ulrich G. Schroeter, Ad Hoc or Institutional Arbitration – A Clear-Cut Distinction? A Closer Look at Borderline 

Cases, 10 CONTEMPORARY ASIA ARB. J. 141, 145 (Nov., 2017). 
66 JOYCE A. TAN, WIPO GUIDE ON ALTERNATIVE DISPUTE RESOLUTION (ADR) OPTIONS FOR INTELLECTUAL 

PROPERTY OFFICES AND COURTS 37-50 (WIPO Publication, 2018) 

https://www.wipo.int/publications/en/details.jsp?id=4342&plang=EN; see also UNCTAD Document 

(UNCTAD/EDM/Misc.232/Add.25), Course on Dispute Settlement – Module 4.1. World Intellectual Property 

Organization: Arbitration and Mediation Center (Dec. 11, 2003) https://unctad.org/system/files/official-

document/edmmisc232add25_en.pdf. 
67 WIPO Arbitration and Mediation Center, WIPO, https://www.wipo.int/amc/en/center/background.html (last 

visited May 29, 2021). 
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Disputes on the 3rd and 4th of March, 1994.68 The Forum chiefly recognized and explicated the 

numerous IP inventions and their subsequent developments while drawing attention to the 

indispensable need for its dispute resolution and settlement.69 The Forum predominately 

established the growing need for ICA to settle IP disputes. In a similar vein, it is crucial to 

ascertain and administer the distinctive aspects of IPR and whether they fall under rights in 

rem, rights in personam, or a justified classification of specific rights under both. 

D. Clarifying the Arbitrability of Rights in Personam & Rights in Rem  

In the case Eros International v. Telemax India Ltd.,70 one can identify the distinction between 

enforcing a Right in Rem and a Right in Personam in copyright claims. In the aforementioned 

case, the plaintiff (Eros International) filed a lawsuit against the defendant on grounds of 

copyright infringement. Subsequently, the defendant filed an application before the Bombay 

High Court under Section 8 of the Arbitration and Conciliation Act, 1996.71 The defendant 

contended that the dispute was a matter for settlement by arbitration, given the purely 

contractual nature of the issues.72 Besides, the existence of an arbitration agreement between 

the disputants convincingly displayed the merits in favor of the defendant. The impugned 

matter was deemed to be an action in personam and not an action against the world at large. 

The court allowed the defendant’s application and held that the matter does not call for 

litigation when the parties have consciously decided to arbitrate contractual anomalies.73 

Notwithstanding the aforementioned, in the absence of an explicit dispute resolution agreement 

between the disputants, IPRs like Copyrights are considered to carry a Right in Rem and is 

enforceable against the world. Copyrights, Patents, and Trademarks are more generically 

enforceable and are deemed to be non-arbitrable in some measures.74 Specific and intricate 

concerns for anomalies arising out of intellectual property contractual matters are considered 

to be a Right in Personam. 

In order to further compare the two rights, the significance behind understanding the extent of 

arbitrating intellectual property disputes needs to be established. The same can be connected 

 
68 Robert Briner et al., Worldwide Forum on the Arbitration of Intellectual Property Disputes, WIPO (Mar. 4, 

1994), https://www.wipo.int/amc/en/events/conferences/1994/briner.html (last visited May 29, 2021). 
69 See id.  
70 Eros International v. Telemax Links India Pvt. Ltd., 2016 (6) BomCR 321. 
71 Id. ¶ 1. 
72 Id. ¶ 18. 
73 Id. ¶¶ 19-25. 
74 E.g., A. Ayyasamy v. A. Paramasivam & Ors., (2016) 10 SCC 386 (The Supreme Court of India included 

disputes, inter alia, related to Patents, Trademarks, & Copyrights to be non-arbitrable). 
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to the UNCITRAL Model Law75. Article 34(2)(b)(i) of the UNCITRAL Model Law on 

International Commercial Arbitration76 has been implemented into Section 34(2)(b)(i) of the 

Indian Arbitration and Conciliation Act77. It reads as follows: 

Article 34: Application for setting aside as exclusive recourse against arbitral 

award 

(2) An arbitral award may be set aside by the court specified in article 6 only if: 

    (b) the court finds that: 

         (i) the subject-matter of the dispute is not capable of settlement by 

arbitration under the law of this State; 78 

The above UNCITRAL Model Law Provision has been construed further by the Supreme Court 

of India while emphasising on Section 34(2)(b)(i) of the Indian Arbitration and Conciliation 

Act 1996, in the case, Booz-Allen & Hamilton Inc. v. SBI Home Finance Ltd. & Ors. The 

arbitrability of a dispute concerning Rights in Personam and Rights in Rem was expounded as 

follows: 

It may be noticed that the cases referred to above relate to actions in rem. A 

right in rem is a right exercisable against the world at large, as contrasted from 

a right in personam which is an interest protected solely against specific 

individuals. Actions in personam refer to actions determining the rights and 

interests of the parties themselves in the subject matter of the case, whereas 

actions in rem refer to actions determining the title to property and the rights 

of the parties, not merely among themselves but also against all persons at any 

time claiming an interest in that property.79 

Correspondingly, judgment in personam refers to a judgment against a person 

as distinguished from a judgment against a thing, right or status and Judgment 

in rem refers to a judgment that determines the status or condition of property 

which operates directly on the property itself. (Vide: Black's Law Dictionary). 

Generally, and traditionally all disputes relating to rights in personam are 

considered to be amenable to arbitration; and all disputes relating to rights in 

rem are required to be adjudicated by courts and public tribunals, being 

unsuited for private arbitration. This is not however a rigid or inflexible rule. 

 
75 UNCITRAL Model Law on International Commercial Arbitration, 1985, UN Doc A/40/17, Annex I (adopted 

Jun. 21, 1985). 
76 Id. art. 34(2)(b)(i). 
77 The Arbitration and Conciliation Act, 1996, § 34(2)(b)(i). 
78 UN document, supra note 76; CHIN LENG LIM ET AL., Challenging and Enforcing Awards, and the Question of 

Foreign State Immunities, in INT’L INV. LAW & ARB. 451 (Cambridge University Press, 2018). 
79 Booz-Allen & Hamilton Inc. v. SBI Home Finance Ltd. & Ors., 2011 (5) SCC 532. 
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Disputes relating to subordinate rights in personam arising from rights in rem 

have always been considered to be arbitrable.80 

Now, with respect to the well-established elucidation by Hon’ble Justice R. V. Raveendran in 

the Booz-Allen case, the author attempts to draw a connection to previously mentioned theories 

expounded in the Huawei case81 regarding licensing of IP. Disputes arising between licensees 

and licensors or assignees and assignors out of the license or assignment agreements82 with 

respect to intellectual property are principally considered to be rights in personam. These rights 

are enforced against a particular individual, group, or entity who is a party to that contract and 

not in general or against the world at large. This is because, the license or assignment agreement 

attested and signed by the parties immediately engenders certain rights and obligations. Any 

dispute arising out of practicing these rights and fulfilling the obligations will strictly and 

specifically concern only the parties to the agreement. On the contrary, intellectual property 

registrations of patents, trademarks, copyrights, etc., give rise to certain rights that are offered 

for the protection of the registered proprietor’s property against any act of infringement or 

passing-off by another.83 Since these rights do not specify against who the rights are enforced 

upon or protected against, it is considered to be generally enforceable against the world. This 

would also encompass those who attempt to infringe, even coincidently, the registered 

proprietor’s rights in the intellectual property. Therefore, the author conclusively avers that the 

arbitration of an intellectual property dispute is deemed to be arbitrable to the extent that the 

dispute arises as an injury caused to the rights in personam. Whereas, as far as the arbitration 

of rights in rem are concerned, it is deemed to be arbitrable as long as the injury to the 

underlying and connected rights in personam can be proved as arising out of the rights in rem. 

E. Discussing Intellectual Property, Commercial Arbitration, & The COVID-

19 

In furtherance of restrictions implemented on trade and commerce and the official suspension 

of globalization ensuing the devastating effects of the COVID-19 global pandemic, has caused 

 
80 Id. ¶ 23. 
81 See Huawei case, supra note 57. 
82 E.g., EX-10.19 4 dex1019.htm Patent Assignment Agreement (Patent Assignment Agreement by and between 

Lenovo (Beijing) Limited and Legend Holdings Limited); EX-4.41 6 dex441.htm Patent License Agreement 

(Patent License Agreement by and between ChipMOS TECHNOLOGIES (Bermuda) LTD., and ChipMOS 

TECHNOLOGIES INC.) 
83E.g., The Indian Performing Right Society Limited v. Entertainment Network (India) Limited, (2016) SCC 

OnLine Bom 5893. The arbitral award for a relief invoking a right in rem was set-aside by the High Court of 

Bombay. 
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nations to resort to self-insulation. This behavior is here to stay even after the global pandemic 

is acknowledged as a bygone concern. Nations will attempt to revive and restructure their 

economies and set-right their financial depressions as one of the many indispensable measures 

to deal with the ramifications suffered. In early 2020, the effects of a surfacing global pandemic 

had alerted the arbitration community to proliferate the use of electronic filings, virtual 

hearings, systems for online case management, and to collectively share resources among 

leading arbitration centers.84 Nations advised their citizens to refrain from flying to and from 

China, travelers were advised to self-isolate, and many flights were eventually suspended. 

These consequences disrupted international arbitration proceedings for several IP disputes. The 

constant delay and the impracticality behind mandating physical attendance due to travel 

restrictions resulted in deferring many proceedings.85 The inability to conduct in-person 

arbitration hearings ensuing the restrictions on global travel resulted in forestalling several 

intellectual property matters in arbitration centers. 

In the month of March 2020, the World Intellectual Property Organization announced its 

continuation of operations under an appreciable number of international systems. The Madrid 

System on the International Registration of Trademarks, Lisbon System on the International 

Registration of GI’s, Patent Cooperation Treaty (PCT), Hague System on the International 

Registration of Industrial Designs, and the Arbitration and Mediation Center (AMC) were 

among the few international systems to notify the continuation of their operations.86 Besides, 

many centers for arbitration have been seeking recourse through the option of online dispute 

resolution (ODR) and online video conferencing of intellectual property disputes. This is 

believed to provide substantial assistance in resolving IP disputes. Nevertheless, online video 

conferencing systems for arbitration and other methods of online dispute resolution (ODR) 

disrupt the primary essence that an in-person IP arbitration holds.  

 
84Chahat Chawla, International Arbitration During COVID-19: A Case Counsel’s Perspective, KLUWER 

ARBITRATION BLOG (June 4, 2020), http://arbitrationblog.kluwerarbitration.com/2020/06/04/international-

arbitration-during-covid-19-a-case-counsels-perspective/ (last visited June 1, 2021). See also International 

Chamber of Commerce, ICC Guidance Note on Possible Measures Aimed at Mitigating the Effects of the COVID-

19 Pandemic (Apr. 9, 2020). 
85 See generally Katherine Proctor & Alexandra Miller, Obstacle or Opportunity: Will COVID-19 Revolutionise 

Arbitration?: International Arbitration Laws and Regulations 2020, INTERNATIONAL COMPARATIVE LEGAL 

GUIDES (Aug. 24, 2020), https://iclg.com/practice-areas/international-arbitration-laws-and-regulations/2-

obstacle-or-opportunity-will-covid-19-revolutionise-arbitration (last visited June 1, 2021). 
86 See WIPO, COVID-19 Update: WIPO’s IP Services, WORLD INTELLECTUAL PROPERTY ORGANIZATION (Mar. 

20, 2020), https://www.wipo.int/portal/en/news/2020/article_0015.html (last visited May 25, 2021). 

https://iclg.com/practice-areas/international-arbitration-laws-and-regulations/2-obstacle-or-opportunity-will-covid-19-revolutionise-arbitration
https://iclg.com/practice-areas/international-arbitration-laws-and-regulations/2-obstacle-or-opportunity-will-covid-19-revolutionise-arbitration
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From a law firm’s perspective, while clients with IPR disputes in personam are constantly 

suggested to opt for arbitration, they are also educated on the laws of ‘Force Majeure’87. There 

is demand galore for international commercial arbitration to settle matters of intellectual 

property disputes. However, due to lockdowns and the inability to arbitrate or seek speedy 

adjudication of IP disputes, there is a probable threat of infringement on intellectual property 

rights. The present difficulty hanging over the heads of business persons is to be able to stay 

afloat and carry on with business operations as a going concern. As a result, there is a tendency 

for procrastinating the arbitration of disputes. While courts have ruled in favor of registered 

proprietors,88 the lack of attentiveness to administer intellectual property rights could carry 

grave consequences of infringement that could eventually result in the infringer invoking 

plausible defenses of delay and laches or acquiescence.89 

CONCLUSION 

Improved digitization will gradually establish newer and highly advanced concepts like the 

Internet of Things (IOT) and Artificial Intelligence (AI) that will decisively result in further 

legislations and the enforcement of fresher, more comprehensive, and advanced forms of 

intellectual property laws.90 These rights are deemed to constantly evolve with the 

advancements in technology, medicine, etc. This will, for the most part, have a directly 

proportional effect on the need to revise the laws governing international commercial 

arbitration which is evidently the best suited system for settling such disputes. Employing 

international commercial arbitration for the settlement of intellectual property disputes is a 

forever developing practice. 

It is imperative for the contracting parties to an IP dispute to establish a well-drafted and 

sufficiently comprehensive clause for arbitration. The parties must thoroughly analyze and 

 
87 ICC, ICC Force Majeure and Hardship Clauses, INTERNATIONAL CHAMBER OF COMMERCE (Mar., 2020) 

https://iccwbo.org/publication/icc-force-majeure-and-hardship-clauses/ (Definition. “Force Majeure” means the 

occurrence of an event or circumstance that prevents or impedes a party from performing one or more of its 

contractual obligations under the contract, if and to the extent that the party affected by the impediment proves:  

a) that such impediment is beyond its reasonable control; and  

b) that it could not reasonably have been foreseen at the time of the conclusion of the contract; and  

c) that the effects of the impediment could not reasonably have been avoided or overcome by the Affected Party.). 
88 E.g., Shyam Steel Industries Limited v. Shyam Sel and Power Limited & Anr., 2020 (81) PTC 3 (Cal); M/s. 

Midas Hygiene Industries P.Ltd. & Anr. v. Sudhir Bhatia & Ors., 2004 (3) SCC 90. 
89 E.g., Rhizome Distilleries P. Ltd & Ors. v. Pernod Ricard S.A. France & Ors., 166 (2010) DLT 12; Essel 

Propack Ltd v. Essel Kitchenware Ltd. And Anr., 2016 (66) PTC 173 (Bom). 
90 See ICC Commission on Intellectual Property, The ICC Intellectual Property Roadmap: Current and Emerging 

Issues for Business and Policymakers, INTERNATIONAL CHAMBER OF COMMERCE 87 (14th ed., 2020) 

https://iccwbo.org/publication/icc-intellectual-property-roadmap-current-emerging-issues-business-

policymakers/. 



 VOL III  RISING INDISPENSABILITY FOR ICA 75 

 

understand their contractual rights and obligations in the intellectual property. The nuanced yet 

significant differences between non-arbitrable IP disputes and arbitrable IP commercial 

disputes must be identified. These distinguishing features need to be included or excluded from 

arbitration clauses accordingly. As long as the arbitrating parties to an IP dispute do not 

recognize the advantages that can be attained and plan accordingly, the numerous benefits that 

can be gained by arbitrating an IP dispute become inconsequential.  

Besides, there are many rules incorporated by authoritative bodies to assist the parties to an IP 

dispute under a streamlined process. Certain arbitral authorities provide the disputants with an 

option to select the established rules of arbitration which are solely drafted for addressing IP 

disputes [e.g., American Arbitration Association (AAA) Supplemental Rules for the 

Resolution of Patent Disputes91 etc.]. A commercial arbitration and its less formal method of 

dispute resolution when compared to litigation would help in maintaining business relations. 

Furthermore, the disputants would consider an arbitration setting to be less hostile than a 

courtroom setting and the aspect of confidentiality nullifies a party’s intention to seek attention 

or grandstand. Therefore, it can be rightly asserted that an International Commercial 

Arbitration for IP disputes also helps preserve business interests and their relations between 

one-another internationally. 

** 

 
91 Resolution of Patent Disputes, Supplementary Rules, AMERICAN ARBITRATION ASSOCIATION (2006) 

https://www.adr.org/sites/default/files/Resolution%20of%20Patent%20Disputes%20Supplementary%20Rules.p

df. 



 

 

COPYRIGHT BLOCKCHAINED: EXPLORING THE POSSIBILITIES 

AND CHALLENGES OF BLOCKCHAIN IMPLEMENTATION IN THE 

COPYRIGHT REALM 

Mayank Tyagi 

ABSTRACT 

The rapid advancement of information and technology has posed some serious 

challenges to intellectual property rights. Copyright is one such right which is facing 

difficulty in coping with the rapid rise and evolution of the internet. In this Internet 

era, copyrightable works are being extensively made and transformed into various 

digital platforms which has on the one hand opened up a significant market for a wide 

variety of artists to showcase their artistic talent to the world. On the other hand, it 

has posed some serious challenges in terms of copyright infringement and digital 

piracy that results in loss to the owners of the copyright, both in terms of money and 

reputation. Lack of control over the internet, difficulty in locating the source of 

infringement and ease of replication and modification of the content makes it difficult 

for the copyright holders to enforce their rights. The Digital Rights Management has 

failed to provide satisfactory protection to copyright holders in the online world. 

However, the advent of blockchain technology has certainly raised hopes of getting 

an effective solution to check copyright infringement in cyberspace. Blockchain is a 

software protocol which helps in storing information within digital blocks which are 

tamper proof and time stamped, making them immutable from backdating. Blockchain 

technology has gained widespread recognition with the introduction of 

cryptocurrency. Application of smart contracts to Blockchain further strengthens its 

reliability and security. This article aims to present a descriptive analysis of the 

concept of blockchain, its functioning and how its unique features including smart 

contracts could help in securing copyright content, creating more transparent 

licensing procedures through smart contracts and enforcing the rights of the owner 

of the copyright in the digital arena. The article shall also look into instances where 
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blockchain technology is being used to secure copyright protected works on the 

internet and discuss the challenges in implementing this technology in respect of 

copyrightable works. 
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INTRODUCTION 

The information technology revolution has stirred the copyright system throughout the globe. 

These technologies have paved the way for digitisation of tangible artistic works. Any form of 

work could be converted into binary language which requires minimum skill and expertise to 

do so and then can be stored in computer systems. Once digitized, they can be easily replicated 

with minimal cost and error. The advent of the Internet has further complicated the issue by 

providing a platform where a digitized work could be shared throughout the globe to 

innumerable persons at the same point of time without any loss of quality with regard to the 

original work. The use of the internet and computer systems has, on one hand, opened an ocean 

of opportunities for content providers consisting of artists, academicians and people from film 

and music industries to expand their potential markets. On the other hand, it has also posed 

some serious challenges on the copyright front in the form of unauthorized digital reproduction 

of works, dissemination of it on the internet, which is popularly known as “Online Piracy”, and 

difficulty in restricting the distortion of the digital works1. Since the internet is not a closed 

group but an open-access network, it is extremely difficult to pinpoint the exact source from 

where the infringement of copyright originated. The ability to act anonymously helps pirates 

to perform copyright infringements without leaving any trace of evidence and any risk of loss2. 

Once a work is available on the digital platform, the current technology has made it possible 

for pirates to distort the information attached with the work regarding the identification of the 

creator or the copyright owner and share it on the internet. Once the identity of the work is 

altered, it becomes extremely difficult to trace the infringing copies since the internet is an 

open network and the owner of the work has almost no control over the issue of copies being 

made available online.  

In order to cope up with these copyright issues posed by the cyberworld, the World Intellectual 

Property Organization (WIPO) introduced the WIPO Copyright Treaty (WCT) and the WIPO 

Performances and Phonograms Treaty (WPPT), collectively known as the ‘Internet Treaties’. 

These treaties not only recognized the rights of the copyright holders in the digital environment, 

but more importantly it obliged the contracting parties to provide effective legal remedies 

against the circumvention of those technological measures adopted by the copyright holder 

which restricts unauthorized and unlawful acts in connection with their works and provides 

 
1 Zakir Thomas, Digital Copies and Emerging Copyright Scenario, 8 J. INTELL. PROP. RTS. 276, 277 (2003). 
2 Eric Schlachter, IPR Renaissance in Cyberspace: Why Copyright Law Could Be Unimportant on the Internet, 

12 BERKELEY TECH. L.J. 15, 20 (1997).    
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adequate legal remedies against any action of altering and removing electronic rights 

management information that has been attached to the works of the rights holders under the 

treaty3. These rights are known as Digital Rights Management (DRM) and the technologies 

used to enforce these rights are known as DRM technologies. They provide protection to the 

rights of copyright holders by restricting access to digital content only to authorized consumers. 

Access to online content only after payment and encryption of digital contents to restrict its 

usability to certain platforms are some of the examples of DRM technologies used to prevent 

piracy breach and other misuses of the digital content. The DRM technology facilitates secured 

distribution of the digital content on the internet by giving more security to the owner of the 

content and more choices to the consumers4.  

However, these technologies suffer from certain limitations that have become a spot of bother 

for both the content owners and the consumers. The technology restricts interoperability which 

means that files bought from a service supporting one technology might not work on the 

devices which run on another technology5. Apart from interoperability, regional restrictions 

coded in the digital content also makes it difficult for consumers to access the content, no matter 

what they are willing to pay6. These technologies also suffer from single point failure as they 

have a centralized operating structure, making them vulnerable to cyber-attacks. In the event 

of failure of DRM system, they negatively impact both the content owners and the consumers 

in terms of revenue and reduction in the availability of purchased content7. Additionally, DRM 

technologies have certain privacy and security issues, where these technologies have been 

found snooping around the user’s system. For example, Adobe’s Digital Editions DRM used 

to keep track of the books downloaded by the user, progress made by the user in the book and 

where the user is sending the books8.  

 
3 See World Intellectual Property Organization Copyright Treaty art. 11, 12, Dec. 20, 1996, 2186 U.N.T.S. 121; 

See also World Intellectual Property Organization Performances and Phonograms Treaty art. 18, 19, Dec. 20, 

1996, 2186 U.N.T.S. 203.   
4 Centre For Democracy & Technology, Evaluating DRM: Building a Market Place for the Convergent World, 

YUMPU, https://www.yumpu.com/en/document/read/18155402/evaluating-drm-center-for-democracy-and-

technology (last visited Mar. 13, 2020). 
5 Nicholas Sheppard, Digital Copyright Protection- some success but mostly failure, THE CONVERSATION (Aug. 

12, 2014, 6:24 AM), https:// the conversation.com /digital -copyright protection- some- success- but-mostly- 

failure-30215. 
6 Fredrick W. Dingledy & Alex Berrio Matamoros, What Is Digital Rights Management?, in DIGITAL RIGHTS 

MANAGEMENT: THE LIBRARIANS GUIDE 16-17 (Catherine Lemmer & Carla Wale eds., 2016). 
7 James Rinaldi, Peer to Peer Digital Rights Management Using Blockchain 9-10 (Jun. 5, 2018) (Thesis, 

University of the Pacific), https://scholarlycommons.pacific.edu/uop_etds/3136.   
8 Dingledy & Matamoros, supra note 6, at 19.  
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Blockchain technology promises to afford a secure and decentralized platform for digital 

contents where supervising and controlling of content would be more effective and transparent 

as compared to present DRM services. Apart from strengthening DRM, blockchain could 

provide a robust copyright ownership registry, which is tamper resistant. Blockchain removes 

the need for an intermediary, giving more power in the hands of content creators and provides 

a direct link with the consumers. This article examines the underlying technology of the 

blockchain and its features which underlines its potential for the copyright system. The article 

shall further examine the possibilities of implementation of this technology within the 

copyright realm with the help of certain marketplace examples which are using this technology 

in managing copyright and the issues which hinder its implementation in the copyright realm.                                    

I. UNDERSTANDING BLOCKCHAIN TECHNOLOGY 

Blockchain is a decentralized, time-stamped, peer to peer network-based public, encrypted and 

immutable digital federated ledger system9. In other words, it is a distributed ledger system in 

which information of any kind is stored in the form of blocks and are joined together 

chronologically with time stamping and cryptographic security. Since the system is 

decentralized, every person attached to the blockchain network through their computer devices 

called nodes, has the access and exact replica of each and every block present in the chain. This 

makes it difficult for anyone to make any changes in the block without getting noticed. 

The credit for getting this technology widely known to the world goes to a paper titled “Bitcoin: 

A Peer-to-Peer Electronic Cash System”10, published under the pseudonym of Satoshi 

Nakamoto in the year 2008. Till date, the identity of Satoshi Nakamoto is still a mystery but 

his ground-breaking paper introduced the world to a peer-to-peer based payment system in 

which the transactions shall be recorded in blocks that are cryptographically protected with 

digital time stamping. Additional blocks shall be added on the blockchain only when it is 

verified by the majority of the users attached to the blockchain network, creating an open trust-

based model without the involvement of any intermediary. Although the core ideas on which 

the Blockchain system is based are not new and the methods like the time stamping11 has been 

discussed in the past by also to secure digital files and do away with the requirement of a central 

 
9 B.P Singh & Anand Kumar Tripathi, Blockchain Technology and Intellectual Property Rights, 24 J. INTELL. 

PROP. RTS. 41, 42 (2019). 
10 SATOSHI NAKAMOTO, BITCOIN: A PEER-TO-PEER ELECTRONIC CASH SYSTEM, https://bitcoin.org/bitcoin.pdf. 
11 DAVE BAYER ET AL., Improving the Efficiency and Reliability of Digital Time Stamping, In SEQUENCES II 

METHODS IN COMMUNICATION, SECURITY, AND COMPUTER SCIENCE 329-334 (R. Capocelli et. al., 1993). 
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administrator12, the credit for combining all these technologies and applying it to digital 

payments goes to Nakamoto. The blockchain system can be categorized into public blockchain 

or private blockchain based on the nature of the users using it. In public blockchain, anyone 

can join the network and can access all of the transaction history recorded on the blockchain. 

In private blockchain, the access to the network is determined by rules created by a single 

organization. Only few of the users have the authority to access the transactions and trust is 

centralized to the owner13.            

The underlying concepts of blockchain technology are highly complex and technical. 

Therefore, we shall restrict ourselves to only those features which are relevant for copyright, 

and through these features we shall understand the functioning of blockchain in a more 

practical manner. The first distinctive feature is its decentralized structure where each person 

attached with the blockchain network can independently verify information14. It is easier to 

steal an object from a secluded place than from a public place where it is visible to everyone. 

Every node attached to the network has a copy of the network stored in its computer and any 

change happening on the network gets reflected on their computers, making it difficult for a 

malicious attacker to change any block. It is similar to record keeping in the real world but with 

complete transparency with respect to making entries and changes in it.  

The second important feature of blockchain technology is that it is tamper-resistant. Once 

information is embedded in the block, it is very difficult to change it. The blockchain 

technology takes help of a cryptographic hash function to secure the information present in the 

block. The hash function or simply hashing, is a mathematical function that transforms an input 

of any length into a unique fixed-length output15. In other words, if we put any information of 

any length through a hash function, it will produce a unique alphanumeric series of fixed 

output16. There can be no two inputs of data that will give the same result after going through 

the hashing function. Every block in the blockchain not only contains the hash function of its 

own block but also the hash result of the previous block making a reference to the previous 

block. This leads to a chain of blocks in which each one has the reference of the hash of the 

 
12 Amy Whitaker, Art and Blockchain: A Primer, History and Taxonomy of Blockchain Use Cases in the Arts, 8 

ARTIVATE 21, 25 (2019).  
13 V. DEDEOGLU ET. AL., Blockchain Technologies for IoT, in ADVANCED APPLICATIONS OF BLOCKCHAIN 

TECHNOLOGY 60-61 (Shiho Kim & Ganesh Chandra Deka eds., 2020).  
14 DELOITTE, BLOCKCHAIN @MEDIA: A NEW GAME CHANGER FOR THE MEDIA INDUSTRY? (2017), 

https://www2.deloitte.com/content/dam/Deloitte/tr/Documents/technology-media-telecommunications/deloitte-

PoV-blockchain-media.pdf. 
15 ARVIND NARAYANAN, JOSEPH BONNEU, ET. AL., BITCOIN AND CRYPTOCURRENCY TECHNOLOGIES 34 (2016).   
16 Whitaker, supra note 12, at 29. 
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previous block, making it easy to verify the source and increasing its trustworthiness. In this 

way two blocks cannot connect together unless the hash value of one block and the hash value 

in the header of the subsequent block is the same. This method helps in detecting any data 

tampering, and even if an attacker changes data in a block, it will be immediately detected by 

the other nodes on the network and will be rejected by them17.  

A change in the blockchain can be introduced only through a new block after it is validated by 

the majority of the users present on the network. This is known as the ‘consensus-based trust 

model’. For adding a new block to the chain, a user has to solve a cryptographic puzzle using 

the ‘Nonce’ given in the header of a block. A ‘Nonce’ is a random cryptographic number that 

is only used once18. The nodes on the network constantly hash the nonce to get the desired 

result which will allow the block to be added to the network. This calculation is nothing but a 

trial-and-error test done by the brute force of the computational power of the computer19. The 

solution of the cryptographic puzzle depends upon the nature of the network. For instance, in 

the Bitcoin network, the calculated value of the hash must have a certain number of leading 

zeroes. This consensus-based model is known as the “Proof of Work” (PoW) model where the 

node who is claiming to generate a new block must prove that he has done some work to solve 

that cryptographic puzzle. Once a node successfully solves this puzzle, it broadcasts it on the 

network and all other nodes must mutually validate the correctness of the hash value. This 

model does not require any central authority or any intermediary to validate the authenticity of 

the block. 

The third important feature of this technology is its time-stamping method which works as a 

proof of the existence of the hash in the block. Once a hash is created, it is attached with the 

time and date of the creation and is published publicly on the blockchain network. The 

timestamp proves that the data must have existed at the time, obviously, in order to get into the 

hash. Each timestamp comprises the previous timestamp in its hash, forming a chain, with each 

additional timestamp supporting the ones before it20.   

Since the blockchain network does not contain a central enforcement authority, it uses self-

executing programming codes, which automatically comes into effect once the required 

conditions are fulfilled. This takes us to the fourth important feature of this technology which 

 
17 Tom W. Bell, Copyrights, Privacy and the Blockchain, 42 OHIO N.U. L. REV. 439, 463 (2016).  
18 NATIONAL INSTITUTE OF STANDARDS AND TECHNOLOGY, NISTIR 8202, BLOCKCHAIN TECHNOLOGY OVERVIEW 

(2018), https://nvlpubs.nist.gov/nistpubs/ir/2018/NIST.IR.8202.pdf. 
19 Whitaker, supra note 12, at 30. 
20 Nakamoto, supra note 10, at 2. 
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are self-executing codes called “Smart Contracts”. Nick Szabo introduced the concept of smart 

contract as “A computerised transaction protocol that executes the terms of the contract. The 

general objective of the smart contract design is to satisfy common contractual conditions, 

minimise exceptions both malicious and accidental and minimise the need for trusted 

intermediaries”21. In rather simple words, smart contracts are based on an if and then scenario 

which is validated and enforced automatically by the computer codes. A basic example of smart 

contract in action would be of a vending machine where it is programmed to dispense items 

once the money is inserted in it. The most attractive part about these smart contracts is there is 

no need for a middleman with regard to enforcement and thus, saves the cost of fees charged 

by them. It is tamper-proof and permanent where the blockchain network acts as the 

intermediary and enforcer22. Suppose, a group of farmers pool some money as an insurance 

against the rising temperature above fifty degree Celsius for three consecutive days and put it 

on a blockchain network where the smart contract is linked with the local weather website. If 

the website shows temperature above fifty for three consecutive days, then the smart contract 

will automatically enforce the payment of the insured money according to the specified shares 

of the farmers which is also being encoded in the smart contract. Its hassle free and paper less 

functionality has created a lot of buzz in the copyright realm which will be discussed in the 

next section.                         

II. POSSIBLE IMPLEMENTATIONS IN THE COPYRIGHT REALM 

The above prominent features of blockchain technology certainly open a new door of 

opportunities for copyright management in the cyber world. The technology can possibly help 

to solve certain glaring issues faced by the copyright owner. Some of the issues in which 

blockchain technology can certainly provide a strong alternative are: 

A. Secured and Transparent Digital Rights Management 

One of the pressing issues which the copyright owners face in the digital world is lack of 

transparency regarding the ownership of copyrightable work and the ease of manipulation of 

information of the copyrightable works in the digital arena, which makes it further difficult to 

ascertain the authenticity of the copyrightable work. The information regarding copyright 

 
21 Nick Szabo, Smart Contracts: Building Blocks For Digital Markets, PHONETIC SCIENCES, AMSTERDAM (1996), 

https://www.fon.hum.uva.nl/rob/Courses/InformationInSpeech/CDROM/Literature/LOTwinterschool2006/szab

o.best.vwh.net/smart_contracts_2.html.  
22 TIANA LAWRENCE, BLOCKCHAIN FOR DUMMIES 30 (John Wiley & Sons. Inc., 2017). 
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ownership is currently distributed across different databases and even companies23. The lack 

of a central repository regarding the information about copyrightable works makes it difficult 

for both owners and the users to get benefit from each other. Since copyright belongs to the 

category of unregistered Intellectual Property rights, the proof of ownership of the work 

becomes really difficult especially in the digital world. The DRM technologies do help to some 

extent in protecting the work, but due to its centralized nature, they have certain limitations 

which we have discussed briefly in the beginning of this article. The use of third-party services 

for storage and security of digital works adds to the cost of both the owner of the work and the 

potential user.  

Blockchain can resolve these issues to some extent by providing a decentralized database of 

verified public timestamps which could help in providing evidence of the conception, 

ownership of the works, especially in case of unregistered copyright works24. No single 

computer or organization is responsible for blockchain. This feature of no central storage 

makes it almost impossible to change the data present in the block25. Blockchain can serve as 

a common asset registry, making a global registry for copyright and neighbouring rights a 

possibility26. Timestamps can further help in creating a presumption of ownership and 

possibility for anyone on the network to state publicly that the certain event happened at a 

certain time27. Time stamping provides proof that a certain thing existed at a given point of 

time like a notary service. Platforms based on the blockchain technology generally store the 

hash of a block together with the timestamp so the author can prove that he or she created the 

document and that document existed at a given time28. The authenticity of the time stamp is 

further strengthened by the help of a cryptographic hash function combined with it. If any 

person on the network wants to confirm whether the contents of the block have been 

manipulated or not, he simply has to run the hash function on the data on his computer and 

 
23 Asim Vehbi, Core Issues of Copyright Law in the Digital Environment: The Promise of Blockchain, 13 INT. J. 

APPL. ENG. RES. 14510, 14511 (2018). 
24 Birgit Clark, Blockchain and IP Law: A Match Made in Crypto Heaven, 1 WIPO MAGAZINE 1, 31-32 (2018), 

https://www.wipo.int/wipo_magazine/en/2018/01/article_0005.html.   
25 Wubing Chen et. al., A survey of Blockchain Applications in Different Domains, INTERNATIONAL CONFERENCE 

ON BLOCKCHAIN TECHNOLOGY AND APPLICATIONS 17, 19 (2018), 

https://arxiv.org/ftp/arxiv/papers/1911/1911.02013.pdf.  
26 Michele Finck & Valentina Moscon, Copyright Laws on Blockchains: Between New Forms of Rights 

Administration and Digital Rights Management 2.0, 50 INTERNATIONAL REVIEW OF INTELLECTUAL PROPERTY 

AND COMPETITION LAW 77-108 (2018). 
27 Alexander Savelyev, Copyright in the Blockchain Era: Promises and Challenges 8 (NATIONAL RESEARCH 

UNIVERSITY HIGHER SCHOOL OF ECONOMICS, Working Paper No. WP BRP 77/LAW/2017).  
28 VALENTINA GATTESCHI ET. AL., Blockchain Technology Use Cases, in ADVANCED APPLICATIONS OF 

BLOCKCHAIN TECHNOLOGY 96 (Shiho Kim & Ganesh Chandra Deka eds., 2020). 
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match it with the hash signature embedded on the blockchain network. Poex.io is a blockchain 

based service provider that allows the user to upload any kind of document on it and generate 

a unique hash with the timestamp and save it on the website’s public blockchain. The user now 

has a proof of the existence of the document which could help in establishing the ownership29. 

Similarly, Binded is another blockchain-based platform which provides a unique hash for 

image uploaded on it and gives a timestamped digital certificate to prove the ownership30. 

B. Tracking of Digital Copies 

Blockchain network allows the creator of the work to keep a control over digital copies used 

on the network. The hashing function allows the creator of the work to produce a unique hash 

identity of each digital copy of a copyrighted work. By making minor changes in the data, the 

creator can generate a unique hash for every digital copy made which would help in keeping 

track of the copies. The hash function can be used to self-issue new and unique identifiers of 

each copy which may have very minor differences in them31. The generation of new hashes 

assigns every copy a unique serial number32. Since each block is connected with the previous 

block by way of hashing, it would be easy for the users to identify the owner of the copyright 

and similarly it would help authors and artists to track when and who is using their work and 

to specify the royalty fees33. For instance, assume that a person has uploaded an academic paper 

on a blockchain network and gets a unique hash of the paper along with the time stamp. Since 

every block of a blockchain contains the hash of the previous block, one can easily trace back 

the paper’s rightful owner with the help of the hash identity and the timestamp could provide 

the evidence of existence of the paper. Copytrack is a blockchain-based copyright enforcement 

service provider which helps in tracking illegal usage of digital content34. Verisart is a start-up 

 
29 George Kiknadze, What is Proof of Existence and how it will help to protect intellectual or private property, 

MEDIUM (Nov. 3, 2017), https://medium.com/@kiknaio/what-is-proof-of-existence-and-how-will-it-help-to- 

protect -intellectual-or-private-property-77aa97a3fbb1.    
30 Nadja Bester, Binded: Copyright, The Blockchain Way, INVEST IN BLOCKCHAIN (Nov. 21, 2017), 

https://www.investinblockchain.com/binded-copyright-blockchain. 
31 Savelyev, supra note 27, at 10. 
32 Vehbi, supra note 23, at 14512. 
33 NASCIMENTO ER. AL., BLOCKCHAIN NOW AND TOMORROW: ASSESSING MULTIDIMENSIONAL IMPACTS OF 

DISTRIBUTED LEDGER TECHNOLOGIES 78 (2019). 
34 Tom Kulik, How Blockchain May Just Transform Online Copyright Protection, ABOVE THE LAW (Feb. 12, 

2018, 5:47 PM), https://abovethelaw.com/2018/02/how-blockchain-just-may-transform-online-copyright-

protection/. 
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that provides tamper proof certificates for art and collectibles that use blockchain technology 

for that purpose35.  

C. Simplified Licensing and Revenue Sharing using Smart Contract 

The presence of intermediaries in the value chain between the artists and the audience often 

leads to unfair distribution of revenue between the intermediaries and the artists. A common 

issue which the artists face is that these intermediaries, often due to their high bargaining power 

force artists enter into economically disadvantageous contracts where the intermediaries 

capture the larger share of the revenue and the artist gets paid at last36. On the online music 

streaming platform Spotify, it would take between 120 to 170 streams for a rights holder to 

receive their first penny37. The artists have very little say in deciding the prices and terms of 

license of their works as these aspects are largely determined by the intermediaries like 

publishing houses, record labels and more recent entrants to this category, the online streaming 

platforms. Another issue with these intermediaries, especially on the online platform is that due 

to scattered databases all around the globe, it becomes really difficult for them to identify the 

real and legitimate right holders and whether they are affiliated to any collective societies, 

further complicating the payment of royalty.  In 2016, Spotify faced a lawsuit filed by the 

National Music Publishers Association (NMPA) in the US for failing to obtain licenses for 

many of the songs available on its online music streaming service. Spotify claimed that it was 

unable to maintain a data to legitimize artist’s claims and was unable to track the parties even 

if it was aware of the artists who had legitimate claim over the royalties and attribution38.                

Blockchain technology can change the above situation by giving artists increased control over 

their work and a direct connection with their audience without the need for any intermediary. 

Blockchain coupled with smart contracts, can certainly help in providing transparency and cost 

efficiency in the area of payment of royalties between the user and the artist. Smart contracts 

will allow automatic and immediate payments to selected parties and automatic termination of 

 
35 MARCUS O’DAIR, DISTRIBUTED CREATIVITY: HOW BLOCKCHAIN TECHNOLOGY WILL TRANSFORM THE 

CREATIVE ECONOMY 33 (2019).  
36 Don Tapscott & Alex Tapscott, The Impact of the Blockchain Goes Beyond the Financial Services, HARV. BUS. 

REV.  (May 10, 2016), https://hbr.org/2016/05/the-impact-of-the-blockchain-goes-beyond-financial-services.   
37 Ryo Takahashi, How can Creative Industries Benefit from Blockchain, MCKINSEY AND COMPANY (Aug. 8, 

2017), https: // www. mckinsey .com/industries/technology-media-and-telecommunications/our-insights /how-ca 

n-creative-industries-benefit-from-blockchain.  
38 Tyler Harttraft & Roberta Jacobs Meadway, Where Does Blockchain Fit in the Digital Rights Management? IP 

WATCHDOG (Feb. 6, 2018), https://www.ipwatchdog.com/2018/02/06/blockchain-fit-digital-rights-man age 

ment/id=93024/.  
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a license after a certain amount of time39. Since the blockchain is a decentralized network, 

authors shall have more control over their works and can discuss the licensing terms directly 

with the users without any need of an intermediary, leading to immediate remuneration for the 

artists40. Once the sale of a digital asset is complete, the information related to the purchase is 

permanently embedded in the block in the form of a unique cryptographic hash and the already 

embedded smart contract codes will execute themselves, resulting in direct payment to the artist 

and allowing the usage of the work accordingly. Smart contracts could also help in the 

distribution of revenue in case of multiple authors or where multiple persons are involved, like 

in a song in which the singer, lyricist and the producer have an interest in the copyright 

generated. By adding their percentage of share in the smart contracts, it can automatically 

distribute the revenue generated by that work according to their share whenever the work is 

purchased or used41.  

Recently, the online music industry has been showing a lot of interest in blockchain-based 

streaming platforms where the artists can directly connect with the users without any 

intervention of an intermediary. Ujo music is one such platform where smart contracts are used 

to facilitate the sale of digital music files and for the distribution of payments among various 

copyright holders. Ujo users can download the music by using cryptocurrencies which will be 

directed to the artist’s wallet linked with the blockchain, thus eliminating the need of an 

intermediary in between42. In 2015, Grammy Award winner Imogen Heap released her new 

song ‘Tiny Human’ on a blockchain platform supported by Ujo music. Although from an 

economic point of view, the song could not fetch much money but it created a buzz in the 

industry regarding the potential of blockchain technology43. Peer Tracks is another such 

platform where each song is associated with a smart contract that will automate sharing of 

earnings gained from the transaction between the user and the various rights holders based on 

their real-world agreement44. Smart contracts could also help artists to individually decide the 

terms of the licensing of the work according to the nature of its usages. By simply putting the 

terms of license into self-executable smart contracts attached with the work, the artists could 

 
39 Savelyev, supra note 27 at 11. 
40 Annabel Tresise, Jake Goldenfein et. al., What Blockchains Can and Can’t Do for Copyright, 28 AUSTL. INTELL. 

PROP. J. 144, 147 (2018). 
41 Savelyev, supra note 27 at 12. 
42 Gönenç Gürkaynak et. al., Intellectual Property Law and the Practice in the Blockchain Realm, 34 MARCUS 

COMPUTER L. & SEC. REV. 847, 859-860 (2018). 
43 Silvia A Carretta, Blockchain Challenges to Copyright: Revamping the online Music industry 42-43 (2018) 

(LLM Dissertation, Stockholm University), https://www.diva-

portal.org/smash/get/diva2:1351998/FULLTEXT01.pdf. 
44 VINCENZO MORABETO, BUSINESS INNOVATION THROUGH BLOCKCHAIN: THE B3 PERSPECTIVE 106 (2017). 
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do away with the need for an intermediary to enforce the license as the smart contract will 

automatically start operating once the licensing terms are satisfied.  

III. CHALLENGES IN IMPLEMENTATION OF BLOCKCHAIN 

TECHNOLOGY IN COPYRIGHT 

There are no qualms about the possibilities that Blockchain technology may provide in 

revolutionizing copyright management in the digital arena. However, there are certain critical 

challenges in the implementation of this technology in the copyright realm. Firstly, it has to be 

kept in mind that the blocks only contain information regarding the usage or transfer of a 

copyrightable work, but it does not itself contain the work. The current state of blockchain 

technology puts a substantial constraint on putting the creative content directly on the 

blockchain45. Since the content itself is stored offline, it is possible that two different people 

may have two different blocks for identical work, leading to a confusion in tracing the 

ownership of that particular work. Also, there is no method to determine whether the data given 

in the blockchain matches to the data existing outside the blockchain, leading to the issue of 

duality in the blockchain realm. A desynchronization of a blockchain may happen if the off-

chain and on-chain information do not match or the data is not properly recorded on the 

blockchain, leading to an increase in uncertainty and loss of trust46. Also, once the content goes 

off the blockchain, records in the ledger no longer provide a reliable certificate of ownership 

which is a serious limitation currently being faced by many blockchain-based projects. The Ujo 

music platform only keeps the record of the identity of the creator of the uploaded songs on the 

blockchain network but does not authenticate the originality of the music itself. Blockchain 

may provide a tamper-resistant ledger safeguarding the validity and history of the information 

already stored in the block, but cannot verify the authenticity of the information when it is put 

first in the system47. This might lead to conflicting claims on the same work, and since the 

information once embedded in the blockchain is immutable, it would be difficult to reflect any 

change in the real world with regard to the ownership of the work immediately in the 

blockchain network which could lead to a diminishing of trust on the blockchain network.       

Secondly, there are structural challenges in the implementation of this technology in the 

copyright realm. Copyright is essentially a territorial right and therefore, the protection is based 

 
45 Savelyev, supra note 27 at 13. 
46 Balàza Bodò, Daniel Gervais et al., Blockchain and smart contracts: the missing link in copyright licensing?, 

26 INT. J. LAW. INFO. TECH.  323 (2018). 
47 Id. at 328. 
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on the law of each jurisdiction, which makes it impossible to have a uniform licensing scheme 

on the blockchain especially in the case of international licensing. To comply with the domestic 

laws, the creator would have to incorporate all the relevant legal requirements in the form of 

codes in the smart contracts which is again a very complex process and as we have seen above, 

there are chances that the licensing agreement on the chain may not represent the essence of 

off-the chain physical world licensing agreement, leading to conflict of interests. Even if the 

author is in direct contact with the potential user of its work, it is difficult to coordinate 

international exploitation of the work in multiple formats and markets48. Also, the value of such 

a network will depend upon the number of users it is able to attract. As the number of users 

will increase, the value of the network shall also increase, leading to attracting a wider user 

base. Take the internet for instance, where the value of the service depends upon the number 

of users. Same goes for the copyright management system based on the blockchain network, 

which will become valuable to users and right owners only if it is able to attract a large number 

of people on it. The challenge here is to attract and bring enough people on the blockchain 

network to disrupt the existing offline copyright management solutions.           

Thirdly, the legal issues surrounding smart contracts and blockchain also put some serious 

limitations in the implantation of this technology in the copyright realm. There are doubts with 

regard to treating smart contracts at par with the traditional contracts in the real world and 

whether the traditional legal principles could be applied to them. It can be argued that smart 

contracts are not promises in the legal sense but merely machine code or an automated 

mechanical process49. Since they are simple machine codes, they do not take into consideration 

real-life circumstances and hence are not adaptable to events as they unfold, which is not with 

the case of real-world contracts that leaves a space to deal with unforeseen circumstances. 

Another problem with smart contracts is that it is impossible to discern the intentions of the 

parties to the contract. Since there is no human agency involved in the execution of the contract, 

once the consensus is obtained on the blockchain ledger, it will be enforced even if it was 

fraudulently induced. The blockchain does not have any context regarding why the parties 

signed the smart contract using their private keys, only that they did50. In a traditional contract, 

law provides certain safeguards with respect to enforcement or non-enforceability of the 

contract which may not be incorporated in the contract itself but are recognized by the courts 

 
48 Id. 
49Jean Bacon et. al., Blockchain Demystified: A Technical and Legal Introduction to Distributed and Centralised 

Ledgers, 25 Rich. J. L. & Tech. 3, 31 (2018). 
50 Kevin Werbach & Nicolas Cornell, Contract Ex Machina, 67 DUKE L. J. 314, 368 (2017).  
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as implied in it. In the case of smart contracts, enforcement is done through a technological 

framework, which could allow the private parties to bypass legal safeguards as any smart 

contract which is technologically sound will be enforced whether or not it fulfils the conditions 

of a valid contract51. Also, in case of faulty code or hacker attack, how would the court decide 

the liabilities of the parties and whether the smart contract would be able to include all the 

exemptions with respect to fair usage which varies in scope and by territory52 are some pressing 

questions which require some serious deliberations by law enforcing agencies.  

The size of the blockchain network also puts a limitation on the workability of the smart 

contract on a decentralized network, and its ability to carry out a variety of transactions, and 

update and revise them is also highly overestimated53. The significance of blockchain databases 

as evidence of ownership of work in a court of law is also questionable as most jurisdictions 

do not accept blockchain-based registries as evidence of ownership. Although some countries 

are slowly recognizing the value of blockchain-based registries but it is still in a very nascent 

stage54. Despite many online platforms giving blockchain-based services with regard to 

registration of creative works, their database lacks the legal validity. This discourages the artists 

or the owners of creative work to join the network or upload their works on these blockchain-

based networks.  

Lastly, complete disintermediation may not be possibly achieved in the case of blockchain-

based copyright systems. As most of the works reside outside the blockchain network, there is 

always a need for a third party to identify and authenticate those works and its authorship before 

entering the information on the network. The current blockchain based online platforms that 

provide copyright registrations are also nevertheless, functioning as intermediaries by 

providing their network facilities to the owners of the work, although the degree of control may 

be very minimal. Also, in case of change in the ownership of copyrights, it might be difficult 

to carry out changes in the blockchain network due to its immutable nature and consensus-

based model. One possible solution is to make the government or its agency master user of the 

blockchain network so that it could carry out valid changes in the blocks with regard to 

 
51 Primavera De Fillipi & Samer Hassan, Blockchain Technology as a Regulatory Technology: From Code is Law 

to Law is Code, 21 FIRST MONDAY 1, 11 (2016), https://www.researchgate.net/publication/311447869_ 

Blockchain_Technology_as_a_Regulatory_Technology_From_Code_is_Law_to_Law_is_Code.  
52 Supra note 46, at 333. 
53 George Howard, Salzburg Hack: A 12 Hour Sprint to Build a Blockchain Music Product, OPEN MUSIC (Feb. 

20, 2020, 6:25 PM), https://open-music.org/blog/2018/4/5/salzburg-hack-a-12-hour-sprint-to-build-a-blockchain-

music-product.  
54 Ledger Insights, China Using Blockchain Evidence for Copyright Infringement, LEDGER INSIGHTS (2018), 

https://www.ledgerinsights.com/blockchain-intellectual-property-protection-china/.   
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copyright. But giving full power to the government would go against the democratic and 

decentralized ideals of blockchain technology which are the main selling points of this 

technology. Even if the government does not take control of the network, the need of an 

intermediary cannot be completely discounted. Besides that, the inherent complexities in the 

technology make it difficult for a layman to understand its functioning and the initial 

implementation costs cannot be neglected55.  

IV. THE ROAD AHEAD 

Blockchain technology has shown promising results in the area of digital currencies in the form 

of Bitcoin, and its potential use in the area of copyright has certainly piqued the interest of 

various stakeholders of copyrightable content throughout the globe. As the world is becoming 

more immersed in cyberspace, the security and transparency that the blockchain promises to 

provide in the online world would certainly democratize accessibility and distribution of 

content. Coupled with smart contracts, blockchain technology can surely give more control to 

the owners of the copyright, with respect to licensing of the work and revenue distribution, 

decreasing the dependency upon intermediaries which could further lead to cost saving. 

However, this technology also poses certain legal and technological issues which require a 

dynamic and all-inclusive approach. Standardisation of rules with regard to territoriality both 

at the international level and domestic level in the context of blockchain technology may be a 

good first step. Blockchain is essentially a network-based technology and therefore the rules of 

engagement with regard to copyright enforcement in extra territorial infringements require a 

uniform approach at the international level. Similarly, the domestic laws need to adapt to smart 

contracts and must provide solutions keeping in mind the uniqueness of these self-executing 

contracts. A hybrid approach where smart contract clauses are supplemented by real world 

traditional and legible contractual documents would be a desirable solution where in case of 

conflict between the two, the precedence should be given to the traditional documents56. This 

could help in determining questions with regard to intentions of the parties and would serve as 

a backup in case of manipulation in smart contract software. Flexible approach by the 

administration and courts with respect to interpretation and application of legal provisions 

could also help in successfully tackling unforeseen scenarios which may come up in the context 

 
55 Supra note 35, at 27. 
56 NITI AAYOG, BLOCKCHAIN: THE INDIAN STRATEGY 29 (2020), 

https://niti.gov.in/sites/default/files/2020-01/Blockchain_The_India_Strategy_Part_I.pdf 

[https://web.archive.org/web/20201114233137/https://niti.gov.in/sites/default/files/2020-

01/Blockchain_The_India_Strategy_Part_I.pdf]. 
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of smart contracts and blockchain based copyrights57. The issue of matching off-chain and on-

chain claims with regard to artistic works could be resolved by appointing a central 

administrator of the government who could authenticate the ownership and verify that the 

online data matches with the offline works. Another way is to appoint individuals who are 

experts in their respective fields on the blockchain network who could verify the authorship 

and ownership of the works by consensus58. Finally, the cost issues associated with the 

implementation and inherent complexities in the technology could be overcome by initiating 

pilot projects and surveys which could help in analysing the potential impact and response of 

the public to such technology, creating a foundation for future action. A good example here 

would be digitization of land records in Chandigarh carried out by NITI AAYOG in India59. In 

this case, they developed a prototype of a digital land record system built upon blockchain 

through a user-friendly portal which captures transactions with respect to land on immutable 

blockchain making ownership records tamper resistant60.                         

         Like every other emerging technology, blockchain also would go through many 

advancements and changes which may make the above proposed solutions redundant. This is 

an ongoing process in which legal systems must base their actions on trial-and-error methods 

to cope up with such dynamic technology. The features of blockchain technology are 

captivating and promise a bright future in the long run for the copyright holders provided that 

the legal and operational issues are being dealt with effectively. This technology can certainly 

pave the way for a more transparent and more robust copyright regime and could impact other 

intellectual property rights also. Blockchain technology provides a greater degree of control 

and thus has the potential of becoming a potent tool for copyright owners in protecting their 

rights, especially in the digital environment.  

** 

 

 
57 MAXIMILIAN KIEMLE, BLOCKCHAIN AND COPYRIGHT ISSUES 14 (2018), 

https://www.4ipcouncil.com/application/files/9315/4876/6157/Blockchain_and_Copyright_Issues.pdf.  
58 Id. at 9. 
59 Supra note 56, at 33. 
60 Id. 



 

 

GEOGRAPHICAL INDICATIONS: CATALYSING INDIA’S JOURNEY 

TOWARDS BECOMING ‘ATMANIRBHAR’   
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ABSTRACT 

12th May, 2020, marks an important day for India. On this day, the Government of 

India announced an economic package named ‘Atmnanirbhar Bharat Package’ worth 

₹20 Lakh Crores. At the outset, this package was introduced as a respite for the Indian 

economy which was severely suppressed by the ongoing battle against the COVID-19 

pandemic. But this campaign was never introduced as a temporary relief mechanism. 

The introduction of this campaign followed a nation-wide ban on Chinese apps and 

was followed by several import restrictions. Further, the continuous usage of taglines 

like ‘vocal for local’ makes it clear that the aim of this economic package was 

widespread and long-term. This campaign, if implemented properly, aims at making 

every Indian self-reliant. Since its introduction, the campaign has been viewed in light 

of several legal, social, and political facets. One such facet, which has the potential 

to bring success to this campaign, would be Geographical Indications. In this paper, 

the author has weighed the campaign in light of the existing Indian legal regime 

surrounding Geographical indications. The author has also suggested some steps in 

the area of GI which, if complied with, can catalyse India’s journey towards becoming 

Atmanirbhar.  
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INTRODUCTION 

While India, a gigantic economy of approximately 135 Crore people was combatting the 

COVID-19 pandemic, the Central government (led by ‘Bharatiya Janata Party’) introduced an 

interesting economic package worth ₹20 Lakh Crores named ‘Atmanirbhar Bharat Package’ 

(equivalent to 10% of India’s GDP)1. This package was publicly announced by Prime Minister 

Narendra Damodardas Modi, and was further dissected and elaborated on by the Finance 

Minister Smt. Nirmala Sitharaman. The introduction of this package marked the onset of a pan-

India campaign known as Atmanirbhar Bharat Abhiyaan or ‘Self-reliant India Campaign’. This 

public announcement was not limited to being a mere national event, but became a matter of 

discussion for the entire globe as one of the largest and biggest economies in the world was 

undergoing a strategic makeover of its economic policies. This call has strong foundations of 

Mahatma Gandhi’s philosophy in Gram Swaraj, which aimed at making the villages in India 

self-sufficient as a way forward for enhancing the domestic economy. Although the general 

directions given by the government indicate the promotion of domestic manufacturing and 

reduction of exposure to the global production chain,2 there are many controversies 

surrounding, and several theories on the real intention behind the campaign. 

The main objective of the campaign is to make India and its citizens self-reliant in all senses. 

The speech given by the Prime Minister on the 12th of May, 2020, announcing the introduction 

of the campaign, included five pillars of Atmanirbhar Bharat- (1) Economy (2) Infrastructure 

(3) Systems (4) Vibrant Demography (5) Demand.3 This campaign is further divided into 5 

phases- Phase-I ( business including) MSMEs; Phase-II (poor, including migrants and 

farmers); Phase-III (agriculture); Phase-IV (new horizons of growth); Phase-V (government 

reforms and enablers).4 Ever since its introduction, the campaign has faced many controversies 

concerning its objective. While some say that it is a new version of the Swadeshi movement 

which was launched in 1905, some also interpret this campaign as an extended limb of the 

 
1 See Atmanirbhar Bharat Abhiyaan, INVEST INDIA, https://www.investindia.gov.in/atmanirbhar-bharat-abhiyaan 

(last visited Nov. 30, 2020). 
2 Nandakumar Janardhana et al., Impact of COVID-19 on Japan and India: Climate, Energy and Economic 

Stimulus (Institute for Global Environmental Strategies, Working Paper, 2020). 
3 See supra note 1.  
4 See Building Atmanirbhar Bharat and overcoming COVID-19, INDIA.GOV.IN, 

https://www.india.gov.in/spotlight/building-atmanirbhar-bharat-overcoming-covid-19 (last visited Nov. 30, 

2020). 
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Make in India movement as the government has used attractive taglines such as ‘Vocal for 

local’.  

Just like how India introduced the Liberalisation-Privatization-Globalization (LPG) scheme in 

1991 to crawl out of the severe economic crisis engulfing it, in 2020, the government 

introduced the self-reliant India campaign to combat the economic crisis caused by COVID-

19. However, it is not being viewed as a one-time or temporary approach of the government. It 

is being seen as a scheme that would have long-term impacts on the Indian economy. The 

campaign has opened the floor for discussion in different areas and fields, one of which is 

Intellectual Property Rights. Phase-I of the campaign focusses on the MSME sector. This will 

give a sudden boost in the establishment of new start-ups. It has also opened the doors for 

innovations, which will go hand-in-hand with IP.  Similarly, under Phase-IV of the campaign, 

different ministries will come up with new and innovative projects. This will also boost 

innovations and technical and scientific advancements in the country giving effect to IP. Under 

Phase-III as well, IP will play a significant role as new developments and innovations can be 

speculated in the agricultural sector.5 IPR is a vast area of law. However, one of the aspects of 

IPR which has been receiving greater importance is ‘Geographical Indications’ or GIs. In this 

paper, the author has elaborated on how GIs can help the campaign achieve its objective of 

making India self-reliant.  

I. GEOGRAPHICAL INDICATIONS UNDER THE INDIAN LEGAL 

REGIME 

A GI tag is used to indicate that a particular good having special qualities, characteristics, or 

reputation has originated from a country, region, or locality, and its special characteristics are 

attributable to its place of origin due to natural factors such as soil, raw materials, regional 

climate, moisture, temperature, etc.; or human factors such as the concentration of smaller 

businesses in the same region, traditional production methods, maintenance of certain quality 

standards, or specialisation in the preparation or production of certain products. The nexus 

between the place of origin and the good becomes so popular that any reference of the product 

reminds one of the place and vice versa.6 There are many examples such as the wine 

 
5Relevance of intellectual property under ‘atmanirbhar bharat’, LAW TIMES JOURNAL (Nov. 9, 2020), 

https://lawtimesjournal.in/relevance-of-intellectual-property-under-atmanirbhar-bharat/. 
6 V.K. Ahuja, Protection of Geographical Indications: National and International Perspective, 46(2) J. IND. L. 

INST. 269 (2004). 
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‘champagne’ from the District of Champagne in France; Nagpur Oranges from the city of 

Nagpur, Maharashtra; Darjeeling Tea from Darjeeling, West Bengal; Puneri Pagdi from Pune, 

Maharashtra; Basmati Rice of India; Parmigiano-Reggiano cheese of Italy, etc. A geographical 

indication is as valuable as a trademark but functions differently. Where a trademark is owned 

by enterprises to distinguish their product or service in the market, especially from competing 

products and services, a geographical indication on the other hand, does not belong to any 

particular enterprise. Several enterprises can use a geographical indication at the same time, 

provided that the products for which it is used originate in the geographical area to which the 

indication refers.7 For example, ‘Darjeeling tea’ is sold by many brands simultaneously such 

as Lipton, Tata Tea, Duncan Tea, Twinings, etc., because all these brands refer to tea that 

originates from a commonplace named Darjeeling.  

Mainly, three functions are performed by a GI, firstly, identification of goods as originating 

from a particular territory; secondly, suggesting to the consumers that the goods originate from 

an area where a given characteristic of the good is attributable to their geographic origin; 

thirdly, promoting the goods of producers of a particular area.8 

Despite India being a party to the TRIPS Agreement, it did not have any specific law on 

geographical indications that could adequately protect the interests of producers till 1999. 

However, the position on GIs in India was developed with the help of judicial pronouncements. 

One of the most famous judgments on GI was delivered by the Delhi High Court in 1980. In 

the case, the question was “whether the brand name ‘Highland Chief’ used in relation to 

products described as ‘Malted Whisky’ along with the device of the head and shoulders of a 

Scottish gentleman […] gives the impression that the products […] comes from Scotland [….]” 

The Court held, “It cannot be gainsaid that the word ‘Scotch’ when used in relation to whiskey 

by sheer user has come to be identified with the goods produced in Scotland and the same is 

the cast with the word ‘Highland’ figuring the trademark in question [….] it cannot further be 

gainsaid that the ‘Highland’ being the name of the place when applied to whiskey would 

indicate that the goods are that produce of that place. It cannot further be gainsaid that the 

word ‘Highland’ as part of trademark in relation to whiskey has acquired reputation amongst 

the general public and it is something undeniable that the public associates that part of the 

trademark with whiskey produced and distilled in Scotland. It would, thus, follow inferentially 

 
7 Id. at 270. 
8 Id. at 269.  
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that words ‘Highland Chief’ by themselves or because of the presence of pictorial 

representation of the Highlander on being used as trademark in respect of appellant’s whisky 

which admittedly is not Scotch Whisky would be likely to deceive or confuse the unwary 

purchaser in thinking that the whisky is Scotch Whisky.”9 A similar approach was taken by the 

Court in Scotch Whisky Association v. Pravara Sahakar Shakar Karkhana.10 

The Indian regime developed its law surrounding geographical indications, only after 

encountering the Basmati rice controversy after which India adopted the Geographical 

Indications of Goods (Registration and Protection) Act, 1999. 

II. HOW CAN GIS CONTRIBUTE IN MAKING INDIA 

ATMANIRBHAR? 

India is an abode to a strong cultural heritage of indigenous goods that have special 

characteristics. A GI safeguards products which are locally produced from being marketed by 

manufacturers not belonging to that geographical area. This has also been the objective behind 

the enactment of the Geographical Indication of Goods (Registration and Protection) Act, 

1999.11 Atmanirbhar Bharat Abhiyan has brought in a wave of change. This initiative is being 

looked upon as a means for protecting dying Indian industries, reviving India’s lost culture and 

heritage, and boosting its economy. However, this campaign cannot meet its ends without 

efforts being made in various fields, one of which is IPR and especially GI, as it has the 

potential of making the indigenous people possessing traditional knowledge to encash it on a 

global platform and become ‘self-reliant’, as well as pass on and preserve the traditional 

knowledge for upcoming generations.   

In cases of goods protected by a GI, its place of origin can be used as a marker / assurance for 

its quality of goods. In other words, a GI ‘institutionalises the reputation of goods’.12 For 

example, Darjeeling tea saw a five-fold increase in its domestic price after it was granted a GI 

tag. Similarly, the price of Basmati rice and Thanjavur painting also doubled.13 According to 

a consumer survey which was undertaken in the European Union in 1999, it was found that 

 
9 Dyer Meakin Breweries Ltd v. The Scotch Whiskey Association, AIR 1980 Del 125. 
10 AIR 1992 Bom 294. 
11 Gautami Govindrajan & Madhav Kapoor, “Why the protection of Geographical Indications in India needs an 

Overhaul” 8(1) NLIU L. REV. 22, 24 (2019).  
12 Id. at 27-28. 
13 Phani Pullela, GI tag a means to create millions of jobs, DECCAN HERALD (Mar. 20, 2019, 10:11 PM), 

https://www.deccanherald.com/opinion/panorama/gi-tag-a-means-to-create-millions-of-jobs-724270.html.  
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40% of the consumers would pay a 10% premium for origin-guaranteed products. According 

to another study by the United Nations Conference on Trade and Development (UNCTAD) 

India Programme, the premium in India could be in the range of 10-15% for agricultural 

products and 5-10% for non-agricultural products.14 The reason for such an increment lies with 

the core objective for obtaining a GI. GIs are obtained to create a distinct reputation for the 

products to enable the consumers to shift from brand awareness to brand preference, where 

they would willingly pay higher prices and simultaneously refuse to accept other alternatives.15 

India is an agrarian economy. China’s invasion of India’s manufacturing along with India’s 

entry into WTO in 1995, severely affected the farmers, artisans, and daily labourers. Even 

though a false illusion of wealth and jobs was created, MSMEs, Agri-products, traditional arts, 

and antiques could not survive such a transition. This was causing massive unemployment in 

India. The Make in India movement has also not been of much relevance to this distressed 

section of the Indian society as it has mostly aimed at consumer durable segments.16 The recent 

Atmanirbhar Bharat Abhiyan seems to be a solution to these issues as this campaign 

indiscriminately aims at making Indians working in each sector, ‘self-reliant’. GIs have the 

potential to act as a catalyst to the aim of this pan-India campaign as it has been observed that 

since the grant of GIs, relevant industries have become more profitable and have increased 

employment. For example, after the GI tag was granted to Nagpur oranges, the number of 

farmers cultivating them nearly doubled. Further, GI tagged products have humongous export 

potential. This has increased rural migration and has made the livelihoods of artisans, farmers, 

and weavers more sustainable17, reason being that GIs provide an incentive to the collective 

traditional knowledge of indigenous communities, which leads to the economic benefit for such 

a group of people. In other words, GIs by increasing jobs for people like farmers, artisans, etc., 

makes them self-reliant without there being any need for additional resources, funding, or 

initiatives. This benefit is not only confined to those persons who are involved in the production 

of such goods, but also expands to the entire region from which the protected goods originate.18 

Production of any product follows a chain of events that collectively fall under the head of 

‘production system’. It is an assembly of production subsystems that carry a company’s value 

 
14 Kasturi Das, Prospects and Challenges of Geographical Indications in India, 13(2) J. WORLD INTEL. PROP. 

148, 157-158 (2010).   
15 Tania Singla, Post-Registration Quality Control Measures for Geographical Indications in India: The Way 

Forward, 7 INDIAN J. INTELL. PROP. L. 103, 106 (2014-2015). 
16 Supra note 13. 
17 Id. 
18 Achintya Nath Saxena, The Law of Geographical Indication as a Tool for Economic Development: An 

Application in the case of Awadhi Cuisine of Uttar Pradesh, India, PL March S-19, S-19 (2011). 
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streams forming an entire production flow that includes a wide variety of activities ranging 

from raw materials to product delivery.19 Since a large number of people are involved in the 

production of goods, its benefits get distributed amongst all. This is the main reason which 

makes GI an important focus area for the success of Atmanirbhar Bharat Abhiyan as it does 

not only make those individuals self-reliant who are directly involved with the production of 

GI tagged products, but many others. 

III. STEPS TO BE UNDERTAKEN BY THE INDIAN GOVERNMENT 

GIs are a form of collective monopoly right which constructs entry barriers for other producers. 

This brings a wide range of benefits for the community involved in the manufacture or 

production of such products. However, if it is viewed from a macro perspective, it may be the 

root cause of many collective action problems such as ‘free-riding’ or ‘prisoner’s dilemma’. 

The former refers to a situation where individuals enjoy certain benefits without actually paying 

for them. Acquiring a GI can be a struggle for those people who strive for acquiring it. 

However, this number of people striving hard for acquiring a GI tag is very small. Once, after 

a huge struggle period, the GI tag is acquired, many other people who were not willing to take 

any risk in the pre-establishment stage would come forward and reap all the benefits, thereby 

attempting to free-ride on the painstaking efforts of the forerunners.20 Many a time such free-

riding is also done to make cheap-quality products and benefit from the market created by GI 

tags. The government needs to take firm steps to avoid such type of free-riding so that the 

benefit of GIs is reaped by those who truly deserve it. Further, the government needs to act as 

watchdogs to prevent sub-standard products from being sold by misusing a GI tag. To reduce 

the impact of ‘free-riding’ on genuine producers, there should be a quality control department 

which must on an annual basis inspect all the producers producing GI protected goods to ensure 

that proper quality standards are being maintained. The government must take such steps so 

that unauthorized use of GIs can be prevented not only to avoid losing businesses but to also 

ensure that GI is used only concerning products that possess the qualities or characteristics to 

which it owes its reputation.21 Even though the Government has created many certification 

marks for different GI products as a mark for quality/purity, there are many popular GIs which 

 
19 Rajesh Attri & Sandeep Grover, A comparison of production system life cycle models, 7(3) FRONTIERS OF 

MECHANICAL ENGINEERING 305-311 (2012).  
20 Supra note 14, at 155-156.   
21 WIPO, GEOGRAPHICAL INDICATIONS: AN INTRODUCTION 24 (2017), 

https://www.wipo.int/edocs/pubdocs/en/geographical/952/wipo_pub_952.pdf.  
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still don’t have certification marks - such as Kashmiri Pashmina. The Pashmina Testing and 

Quality Certification Centre (PTQCC) did introduce a nanotechnology-based microchip to 

mark genuine and pure Pashmina shawls but there is hardly any awareness about such 

technology.22 

The other type of collective action problem which follows GI regulation in India is ‘the 

Prisoner’s dilemma’. It describes a situation where a lack of information or other factors 

impedes cooperative action among different agents. Consequently, each of such agents makes 

decisions that are sub-optimal or at times even detrimental to them.23 The government must in 

this regard devise an awareness drive. It must produce advertisements generating awareness 

through television, newspapers, radio, hoardings, and banners, etc. A dedicated helpline must 

also be created. Further, the government must encourage the establishment of associations such 

as the ‘Darjeeling Planters Association’. These associations usually act like clubs or mutual 

concerns or at times even cooperative societies. These associations should be encouraged to 

provide financial and technical support to producers/ manufacturers. They must also take up 

the responsibility of quality control. The Head of these associations should also act as 

spokespersons for the entire community of producers to raise their concerns and negotiate with 

the government. Even though Section 11 of the 1999 Act talks about applications being moved 

by an association of persons, the Act does not have any provision on the working of such 

associations. These associations would be better equipped to deal with the problems of the 

individual producers. Hence, the government should assign larger responsibilities to such 

associations so that individual producers can be benefitted. 

In India’s move towards becoming self-reliant, its proceeds from export would play a major 

role. Goods that have acquired a GI tag earn massive revenue from exports. However, GIs like 

other forms of intellectual property, are territorial rights. For enforcing monopoly over such 

products, GIs have to be registered in other countries as well. Many GI tag holders lack such 

technical knowledge and hence many times, they are unable to secure the optimum value for 

their product through exports as some other producers use a similar name and capture their 

market. Since their GI is not registered in the country, these producers can’t even enforce their 

monopoly. Hence, foreign registrations are a challenge for the government. The WTO 

Secretariat classifies the different means of protection available for GIs in different WTO 

 
22 Athar Parvaiz, How a nanotechnology based microchip can help you identify real Pashmina, Factor Daily (May 

16, 2017), https://factordaily.com/pashmina-certification-authenticity-nanotechnology-kashmir/. 
23 Supra note 14, at 155.   
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member countries into three categories: first, sui generis system; second, trademark law; third, 

other laws such as those on the repression of unfair competition, consumer protection laws, or 

laws on the labelling of products. 24 In India, the GI protection is available through a sui generis 

system.25 But TRIPS leaves it to the member countries to determine the appropriate method 

which is to be followed in their country.26 Since there is no uniform method followed, it may 

confuse individuals who are trying to register GIs in other countries. The government must 

take appropriate steps to facilitate acquiring GI tags abroad so that the producers/manufacturers 

can benefit from the real value of their products and move ahead in their journey of becoming 

self-reliant.  

In India, people have started realising the true power of GI tags, and hence, more and more GI 

tags are being acquired each year. Despite GI tags being given to several goods, India lags in 

comparison to other countries when it comes to reaping benefits out of GI protection as there 

are no proper mechanisms to monitor the situation post the grant of a GI.27 Individuals go 

through a tedious task of acquiring GI tags with the hope that they would reap benefits out of 

it. Recently in 2019, Dindigul locks and Kandangi sarees, which were dying industries, were 

granted GI tag with the hope that these industries may revive post acquiring a GI tag.28 

However, there are very few industries that actually gain from acquiring GI tags. An example 

is the famous ‘toda embroidery’ which has been protected by a GI. However, the GI does not 

stop duplicators from copying their designs. Another example is the wet grinder of Coimbatore 

which got a GI tag in 2005. The uniqueness of these grinders is that the stone used is unique to 

the region of origin. However, despite there being a GI tag granted, hardly any manufacturers 

display the GI tag.29 Even the most popular Indian GI tagged products such as Darjeeling tea 

are not protected from such malpractices. Most times, a geographical indication is granted to a 

product because the features of the product have a nexus with the geographical features of its 

place of origin such as rainfall, soil type, altitude, etc. However, the consumers purchasing 

such products are usually ill-informed and show blind faith towards the producers. Thus, they 

 
24 Id. at 158.   
25 Supra note 15, at 103. 
26 Supra note 14, at 158.    
27 Sangeetha Kandavel & Sanjay Vijaykumar, From Dindigul Locks to Kandangi sarees: Would GI tags revive 

an industry, THE HINDU (Sept. 1, 2019), https://www.thehindu.com/news/national/tamil-nadu/dindigul-locks-to-

kandangi-saris-would-gi-tags-revive-an-industry/article29311542.ece. 
28 Sangeetha Kandavel & A. Shrikumar, Dindigul Lock, Kandangi saree get GI tag, THE HINDU (Aug. 30, 2019), 

https://www.thehindu.com/news/national/tamil-nadu/dindigul-lock-kandangi-saree-get-gi-

tag/article29293601.ece. 
29 Id.  
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are often cheated on with counterfeit products. According to the Darjeeling Planters’ 

Association, approximately 10,000 tonnes of Darjeeling tea is produced in India whereas 

40,000 tonnes of it is sold. This means that 30,000 tonnes of tea which is sold is counterfeited 

Darjeeling tea. A large proportion of tea being sold as Darjeeling tea is Nepalese tea.30 In 

2017, the Darjeeling tea industry was struck by a huge loss, and hence to fill up the vacuum 

created, tea was imported from other countries such as Nepal and merchandised as Darjeeling 

tea.31 Nepalese tea is produced in similar geographical conditions as is Darjeeling tea. Many 

Nepalese tea estates/ gardens are also owned by Indians. Hence, 60% of Nepalese tea is 

exported by being repackaged as Darjeeling tea.32 Activities like these can be detrimental to 

the genuine producers of GI tagged products who toil hard for producing a 100% genuine 

product. The prime reason for such malpractices being undertaken at such a large scale is that 

the government absolves itself from any duties after granting GIs. Most of the government’s 

GI awareness campaign is limited to the registration of GI products. The government is hardly 

doing much post the grant of GIs such as the introduction of quality control and maintenance 

measures.33 It needs to keep a check on whether the ends of granting GI have been satisfied 

and if not, what are the impediments. The government needs to play a larger role concerning 

GIs which should go beyond granting them if it truly wants to achieve its aim of transforming 

India into an Atmanirbhar Bharat. The government needs to extend its work to ‘brand building, 

monitoring and supervision’, because the costs involved in these are enormous. The Tea Board 

of India had spent around ₹9.4 million until 2005 for Darjeeling tea in issues such as legal 

rights, hiring international watch agencies to fight infringement suits, etc. Similarly, the 

Agriculture and Processed Food Products Exports Development Authority (APEDA) had spent 

₹76 million until 2012 in protecting Basmati rice. However, Darjeeling tea and Basmati rice 

are two very important Indian GIs that have gained global popularity over the years. However, 

many other products do not have any government agency / department to provide them with 

such facilities.34  

 Though not expressly stated by the Government, one of the latent but important objectives 

behind Atmanirbhar Bharat Abhiyan is to adopt policies to restrain China’s geopolitical 

 
30 C. Niranjan Rao, Geographical Indications in Indian Context: A case study of Darjeeling tea, 40 (42) ECON. & 

POL. WKLY. 4545, 4547 (2005). 
31 Avijit Sinha, Plea for curb on fake Darjeeling tea, TELEGRAPH INDIA (Feb. 17, 2020, 8:08 PM), 

https://www.telegraphindia.com/west-bengal/plea-for-curb-on-fake-darjeeling-tea/cid/1746212. 
32 Supra note 30.  
33 Supra note 15, at 105. 
34 Soumya Vinayan, Geographical Indications in India: Issues and Challenges-An overview, 20(3-4) J. WORLD 

INTELL. PROP. 119, 128 (2017).  
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aggression. This can be easily deduced as the campaign was introduced at a time when the 

world at large was resenting China for its fishy stands over the COVID-19 outbreak. Further, 

with strong allegations of COVID-19 being a lab-made virus and PM Modi’s growing 

involvement in inviting foreign corporations to invest in India in different sectors, the intention 

of the Atmanirbhar Bharat Abhiyan to affect China economically becomes much clearer.35 

Hence, for successfully executing India’s campaign on becoming self-reliant, India needs to be 

extra cautious of China’s competition with Indian business. Cheap Chinese products give a 

tough fight to Indian products both domestically and internationally. This competition also 

extends to products that have acquired a GI tag, such as Banarasi sarees and brocades. The 

government has been keen to promote handwoven Banarasi sarees and brocades as high-end 

niche products, but cheap Chinese fabrics are flooding the markets and are driving local Indian 

weavers out of business. Cheap Chinese fabrics are imported into India in large quantities, and 

are embroidered using machines that are also imported from China. These sarees are then sold 

at meagre prices ranging from ₹500 to ₹600 apiece, whereas a genuine handwoven Banarasi 

saree is not sold for less than ₹1800, as it takes a week to make one saree alone.36  To curb 

such practices, five inspection bodies have been identified by the applicant group. Even a high-

security nano-particle-embedded fusion label has been introduced by the Silk Mark 

Organisation of India (SMOI) as a mark of purity, but much impact has not yet been created.37 

India’s cultural past and heritage is well guarded and preserved. It is passed on to families just 

like a crown is passed on in a monarchy. Despite its vivid cultural heritage, only 370 GI tags 

have been granted (as of December 2020). There are many cultural treasures that don’t get the 

opportunity of enjoying the benefits of GI. An example could be the Judima wine, which is the 

traditional rice wine of the Dimasa tribe of Assam. The making of this wine is an elaborate 

procedure which is made by fermenting Bora rice also called Bairing. Judima has also been 

proved to have many health benefits. However, despite it being a well-preserved traditional 

knowledge of the Dimasa tribe, it is struggling to acquire a GI tag as its proof of origin cannot 

be established. For establishing a ‘proof of origin’ one needs to provide documentary evidence 

such as gazetteers, news articles, published documents, etc. Such documentary evidence could 

 
35 Arindam Gupta, Can Atmanirbhar Alone Help Us Deal With The Chinese, OUTLOOK INDIA (Oct. 25, 2020), 

https://www.outlookindia.com/website/story/opinion-is-atmanirbhar-bharat-abhiyaan-enough-to-compete-with-

the-chinese-growth-and-its-aggression/362946. 
36 Chinese clones eat up Banarasi sari market, INDIA TODAY (Jul. 27, 2010), 

https://www.indiatoday.in/business/india/story/chinese-clones-eat-up-banarasi-sari-market-79375-2010-07-27. 
37 Supra note 15, at 111. 
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not be established for Judima wines.38 Due to a similar reason, the world-famous Hyderabadi 

Biryani has also not been able to acquire a GI tag for itself.39 The government must relax the 

requirement of ‘proof of origin’ so that many other goods can fall under the GI tag and 

contribute towards India’s journey of becoming Atmanirbhar.  

The government must also conduct a pan-India survey at frequent intervals, to chalk out 

products/goods which may qualify for GI protection. The government in such cases must take 

a suo motu approach for acquiring GIs. One such potential product could be the Awadhi cuisine. 

The present-day Awadhi cuisine finds its roots in the kitchens of the Nawabs of Awadh in 

Lucknow. Methods of cooking such as dum style, dhungar style, galavat, ghee durust, loab, 

baghar, gile hikmat, have been invented by bawarchis and rakabdars of Awadh. Dishes such 

as kakori kebabs, shami kebabs, pasanda kababs, etc. have been directly associated with 

Awadhi cuisine. It has also been supported by sufficient documentary evidence. These dishes 

are globally marketed for a huge premium. Even after these dishes became famous world-wide, 

they have not lost their nexus with their place of origin, as most places serving these dishes 

hire chefs who possess traditional knowledge for preparing these delicacies. However, to date, 

not many attempts have been made to protect this cuisine through GI.40 Hence, the government 

must locate such treasures and take suo motu action for acquiring a GI tag.   

CONCLUSION 

Atmanirbhar Bharat Abhiyan is not a mere campaign, but a revolution. It is a revolution 

towards celebrating India’s rich culture and heritage. It is a revolution towards boosting India’s 

production capacity, increasing exports, decreasing imports, and making each Indian self-

sufficient. Even though the campaign’s primary focus was to relieve India from the economic 

crunch caused to it by the outbreak of COVID-19, its effect would not be limited to India’s 

financial upliftment. This campaign is like a stone that is forcefully thrown into still water, i.e., 

India causing a ripple effect with its ripples being far-reaching. This campaign, if implemented 

properly, has the potential of reshaping the Indian economy. Like any other revolutionary step, 

this campaign can’t be successful without adequate reforms being undertaken to the already 

existing legal regime. One such area is undoubtedly geographical indications. Geographical 

 
38 Jupi Gogoi, ‘Judima’ The Traditional Rice Wine of Dimasa Community of Assam: A Potential Candidate for 

GI Registration, 21 J. INTELL. PROP. RTS. 238-242 (2016). 
39 Hyderabadi Biryani fails to obtain GI tag, INDIA TODAY (Mar. 9, 2017, 6:00 PM), 

https://www.indiatoday.in/pti-feed/story/hyderabadi-biryani-fails-to-obtain-gi-tag-888021-2017-03-09. 
40 Supra note 18, at S-21. 
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indications are granted to products having a nexus to their place of origin. Usually, the products 

which acquire GI tags are produced by local farmers, artisans, craftsmen, etc. Many of these 

products also fall under the ambit of traditional knowledge and cannot be produced by any 

other individual or group of individuals. GI is a reward to such people. It provides them with 

benefits such as premium, market monopoly, product popularity, market reputation, etc. Unlike 

the Make in India campaign, the Atmanirbhar Bharat Abhiyan aims at making every individual 

Atmanirbhar. Amending the current GI regime in India is the best way of providing the benefits 

of this campaign to such producers or manufacturers. Many of these people don’t have any 

other skill than producing or manufacturing such products. If these products are protected 

through a GI tag, their revenue will sufficiently increase. There have been several instances 

where the financial conditions of local producers improved post-grant of GI. Similarly, a GI 

tag substantially increases employment. It also promotes further preservation of such treasures. 

The benefits of GI protection are not limited to the producers, but expands to every individual 

who is involved in the production cycle. But it has been observed that due to many 

shortcomings, the benefits of GI tags have not been optimally exploited by the producers. 

While many producers usually are unaware of the process of acquiring a GI tag, many get 

disadvantaged by malpractices such as counterfeiting, free riding, etc. Further, as GI is a 

territorial right, many producers do not get all the benefits as they lack the means of registering 

their GIs abroad. Legal requirements such as documentary proof for ‘proof of origin’, also 

creates an added hurdle in acquiring GIs. GIs are an essential facet for ensuring the success of 

Atmanirbhar Bharat Abhiyan provided the government takes appropriate steps to bring amends 

in the current regime. 
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TRADE SECRECY: ANOTHER SOURCE OF MAYHEM IN THE COVID-

STRICKEN WORLD 

Himani Jaruhar, Riya Thawani 

ABSTRACT 

The R&D industry is the key to mankind’s social and cultural development, and the 

need to protect its interests cannot be emphasized enough. The present-day health 

emergency has left everyone helpless and vulnerable to contagion. The only ray of 

hope has been the pharmaceutical companies and their endless efforts towards 

developing the treatment for this virus. Still, what if the innovator company decides 

to hide the process of making the vaccine to exploit its creation fully and be the 

only manufacturer? Should the human population keep waiting for someone to 

reverse engineer or find an alternative treatment, or must we let people succumb 

to the virus? The commercial greed of the companies has the potential to lead us 

through this path. Trade secrets are such intellectual property that can grant 

indefinite protection without the requirement of public disclosure. Pharmaceutical 

companies’ use of trade secrets can lead to disastrous results for the entire world, 

especially in light of current circumstances. 

This article analyses trade secrets, their use and abuse across the world, as well as 

their position in our country. Towards the end, remedies to the abovementioned 

and other complications resulting from ignorance of this IP right are presented. 

Moreover, the efficiencies that are lost while protecting the secret information can 

be utilized to do away with the pandemic. One such efficiency discussed extensively 

in the paper relates to the disclosure of test data, even failed ones, to prevent 

duplicative research and proactively save scientific resources from being wasted. 
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INTRODUCTION 

The protection of intellectual property is imperative in the era of free-market economies to 

survive the surging competition existing in the market. In the era of industrialization 

dramatically followed by digitization, intellectual property has a crucial role in reflecting the 

country’s economic growth. The major characteristics and principles for enforcement and 

protection are similar for all but one IP, i.e., trade secrets.1It has gained much more popularity 

and recognition in these digital times where information and data are the tools for economic 

superiority and dominance. The secret can be anything from an invented object to a process or 

even a compilation of publicly available data.2 This has contributed to the ambiguity and 

inconsistency in the procedures followed in its administration.  

The current discussion has been spiked by the international health emergency caused by the 

SARS-COV 2 virus and the necessity of appropriate medical systems across the world.3A 

significant roadblock has been the sudden demand for health equipment and the incapacity of 

some manufacturing industries capable of producing and the lack of technical and other know-

how of the remaining. The Roche incident of the Netherlands4 where the shortage of testing 

kits occurred due to the reliance of the entire medical system on one company for the test kits 

and its refusal to share the trade secret used to make the kit presents the magnitude of impact 

trade secrets can have in the present situation. This problem can show up in the case of vaccines 

and medicines being developed. Other than that, the transparency of research being carried on 

towards these treatments would also play a role in helping the world come out of this pandemic 

sooner.  

The checks applicable to other IPs like patents include compulsory licensing, which have been 

invoked by various countries but are inapplicable in the case of trade secrets or at least 

unprecedented. This uncertainty revolving around the means to dilute the trade secret 

 
1 David M. Gould & William C. Gruben, The role of Intellectual Property Rights in Economic Growth, in 

DYNAMICS OF GLOBALIZATION AND DEVELOPMENT 209 (Satya Dev Gupta & Nanda K. Choudhry eds., 1997). 
2 OECD, Approaches To The Protection Of Trade Secrets, in ENQUIRIES INTO INTELLECTUAL PROPERTY’S 

ECONOMIC IMPACT 127 (2015), https://www.oecd.org/sti/ieconomy/Chapter3-KBC2-IP.pdf. 
3 David S. Levine, Trade Secrets and the battle against Covid, 15 J. INTELL. PROP. L. & PRAC. 849 (Nov. 21, 

2020), https://academic.oup.com/jiplp/article-pdf/15/11/849/36633717/jpaa164.pdf; Shamona Simpson.et 

al., Navigating facilitated regulatory pathways during a disease X pandemic, 5(1) NPJ VACCINES 6 (2020), 

https://www.researchgate.net/publication/346367153_Navigating_facilitated_regulatory_pathways_during_a_di

sease_X_pandemic.  
4 Joe C. Mathew, Coronavirus: Will intellectual property be a hurdle in India's fight against COVID-

19?,BUSINESS TODAY (Apr. 5, 2020, 03:15 PM), https://www.businesstoday.in/latest/trends/coronavirus-will-

intellectual-property-be-a-hurdle-in-indias-fight-against-covid-19/story/400200.html. 
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protection to prioritize public health is the authors’ primary concern and shall be discussed in 

detail in this piece. The article would first lay down the necessity to deal with this topic under 

the concept of trade secrets and not Patents. It would then move towards a specific discussion 

with regards to the condition in India. In the later chapters, the authors have discussed the 

instances and impact of the trade secret abuse by its holder and the existing remedies which 

can be used in the present emergency. Consequently, we would attempt to provide some 

suggestions based on our analysis and what could be done to invigorate the balance of IP and 

public health. 

I. TRADE SECRETS: RELEVANCE AND BACKGROUND 

The rationale behind the protection granted to the owners of various intellectual property rights 

is encouraging investment in research. Further, the publication of the innovation and methods 

of its creation by the holders adds to the development of mankind and results in the overall 

betterment of society. While this is true for almost all the IPs, trade secrets are an exception as 

the ‘publication’ element is out of the picture. This creates various controversies around its 

administration and enforceability.  

The discussion on the development of vaccines immediately brings attention to patents for the 

formula and copyright for the clinical tests. However, one of the essential elements often 

ignored is the trade secret or know-how or recipe, etc. In this chapter, we would first see why 

dialogue on trade secrets is relevant in the context of vaccines and then understand its 

framework and how it is used in vaccines. 

A. Why Discuss Trade Secrets? 

The development and manufacturing of vaccines are generally surrounded by the discussion of 

patents and not trade secrets. The patent holder has to disclose his creation to get the patent 

registered in his name, which gets open to the public after a certain point in time. However, the 

‘know-how’ and the ‘recipe’ of the vaccine hold equal importance, which is generally protected 

as a trade secret by the manufacturing company. There is, thus, a need to discuss the concept 

of trade secrets and their pros and cons in light of the current pandemic.  Various scholars have 

observed that manufacturing a patented vaccine by a third party is not viable with the 

product/process information contained in the patent application.5 There is much more to it, the 

 
5 W. Nicholson Price, Arti K. Rai et al., Knowledge transfer for large-scale vaccine manufacturing, 369(6506) 

SCIENCE 912-914 (2020), https://science.sciencemag.org/content/369/6506/912. 
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process, the ideal order of mixing solutions, etc., which, if not known, may not give out the 

desired product.  

Further, with the commercialization of pharmaceuticals and medical facilities, the companies 

do not disclose all the information in the application. They reserve with themselves certain 

information that is extremely necessary for manufacturing the vaccine. Thus, without the 

license or the cooperation of the patent holder, any third party cannot make the vaccine. This 

issue becomes much more critical today when the medical sector and the people need a larger 

production scale. The patent holder company manufacturing the vaccine or two-three large 

companies producing it cannot satisfy the requirement of vaccinating entire populations.  

Various companies like Moderna and Gilead have participated in ‘Open Covid Pledge’ and 

have vowed not to enforce their patents.6 However, no other company has been able to create 

their vaccine or other medical products.7 The answer lies in the secret information, the 

manufacturing process, recipe, order of mixture, etc., which are most important for enabling 

other companies to produce the vaccines. Thus, we considered it appropriate to begin a 

discussion and look for solutions to this issue through this piece.  

B. What Constitutes Trade Secrets? 

The ambiguity and uncertainty revolving around trade secrets are not an indication of its 

novelty; instead, it has been a part of common law since the 1800s.8 The codification and 

statutory recognition came very late, and that too only in developed countries. The 

commonwealth countries still enforce trade secrets based on equity, contract, and common 

laws.9The earliest definition of trade secrets can be pulled out from the observations of the 

Court of Massachusetts in 1868 as: 

“If [a person] invents or discovers, and keeps secret, a process of manufacture, 

whether a proper subject for a patent or not, he has not indeed an exclusive 

right to it as against the public, or against those who in good faith acquires 

knowledge of it; but he has a property in it, which a Court of Chancery will 

 
6 Jorge Contreras, Intellectual Property Pledges For COVID-19: A Scorecard, INFOJUSTICE (Apr. 26, 2021), 

http://infojustice.org/archives/43114. 
7 Tom Lee & Christopher Holt, Intellectual Property, COVID-19 Vaccines, and the Proposed TRIPS Waiver, 

AMERICAN ACTION FORUM (May 10, 2021), https://www.americanactionforum.org/insight/intellectual-property-

covid-19-vaccines-and-the-proposed-trips-waiver/. 
8 Michael Risch, Why do we have trade secrets?, 11(1) MARQ.INTELL. PROP. L.REV. 13 (2007), 

https://scholarship.law.marquette.edu/cgi/viewcontent.cgi?article=1089&context=iplr. 
9 See 1 Melvin F. Jager, TRADE SECRETS LAW49 (1991); See also Konrad Wiedemann GmbH v. Standard Castings 

Pvt Ltd, 10 IPLR 243 (1985); Taprogge GmbH v. IAEC India Ltd, AIR 1988 Bom. 157 (India). 
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protect against one who in violation of the contract and breach of confidence 

undertakes to apply it to his own use, or to disclose it to third persons.”10 

Later, it was recognized in EI Du Pont11 in 1917; and they soon came to be recognized as a 

part of the Restatement of Torts in 1939.12 However, it was much later in 1979 that the Uniform 

Trade Secrets Act was recommended to the states.13 It defines a trade secret as any information 

that ‘derives independent economic value from its secrecy and for which ‘reasonable steps have 

been taken to maintain that secrecy.’14 Forty-eight states have adopted the Act until the year 

2017. 

The UTSA Act defines misappropriation as acquisition, disclosure, or use of trade secrets by 

improper means, i.e., theft, bribery, misrepresentation, breach or inducement of a breach of a 

duty to maintain secrecy or espionage through electronic or other means.15 The requirements 

are that it should not be in public knowledge, not be readily ascertainable, has been subject to 

reasonable efforts to maintain secrecy by the person claiming protection, and has actual or 

potential economic value due to its secrecy. 

The international consensus to having a trade secret law was hinted at in the Paris Convention16 

but expressly stated only in Article 3917 of the TRIPS Agreement, which protected information 

that is secret and not readily accessible, has commercial value owing to the secrecy which was 

the subject of reasonable steps in that regard. Post the agreement and its ratification by States, 

trade secrets have been included in the jurisprudence of many countries. Soon, the USA even 

passed a law that imposed criminal sanctions on breach of confidential information protected 

as trade secrets.18 In the EU, most countries have a law on trade secrets, but it was not uniform, 

and the definitions and enforcement varied from each until a Directive19 was passed by the 

Council, which aims to end that disjunction.  

 

 
10 Peabody v. Norfolk, 98 Mass 452, 458 (1868).  
11 EI Du Pont De Nemours Powder Co v. Masland, 244 U.S. 100 (1917). 
12 Restatement (First) of Torts §757 (Am. Law Inst. 1939).  
13 Uniform Trade Secrets Act, 14 U.L.A. 539 (1980). 
14 Id.at § 1(4). 
15 Id. at § 1(2). 
16 Paris Convention for the Protection of Industrial Property art. 10bis, Mar. 20, 1883, 828 U.N.T.S. 30. 
17Agreement on Trade Related Aspects of Intellectual Property Rights art. 24(9), Apr. 15, 1994, 1869 U.N.T.S. 

299. 
18 Economic Espionage Act, 18 U.S.C. §1832 (1996). 
19 Tanya Aplin, A Critical Evaluation of the Proposed EU Trade Secrets Directive, King’s C. London 25 (2014), 

https://dx.doi.org/10.2139/ssrn.2467946.  
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C. Trade Secrets and Technology Transfer Agreements 

The trade secrets with respect to technical or scientific information can be either unpatented or 

unpatentable, i.e., it is something that the owner does not want to disclose or such, which cannot 

satisfy the registration requirements of patents. In these cases, the owner of the information 

may go for protection under trade secrets rather than patent law. On the other hand, information 

surrounding patented technologies, while not being patentable itself, may gain protection under 

trade secrets.20 Further, in most cases, patents are the tips of icebergs in an ocean of trade 

secrets. Trade secrets precede, accompany, and follow patents.21 Thus, even if the technology 

has been published and disclosed, there is some confidential information regarding the process 

or know-how protected as trade secrets.  

In such a scenario, even if the developer of the vaccine or treatment goes for a patent, they 

would still have some secrets to exploit their licensees. Also, with regard to existing 

technologies like 3D printing of ventilators, etc., the Inter-surgical had trade secrets in the form 

of a blueprint22 as to its know-how which it refused to disclose.23 Even though the company 

took the defense of being bound by certain medical manufacturing regulations and some 

volunteers were able to reverse engineer the technology, this might not happen with every trade 

secret. There are provisions for compulsory licensing in patent law that are used in 

emergencies. However, they are not applicable to trade secrets, leaving no scope for making 

companies disclose their trade secrets even now when the coronavirus has wreaked havoc all 

over the world.  

I. LEGISLATIVE FRAMEWORK 

A. Trade Secret vis-ẚ-vis India 

India, albeit being one of the fastest-growing economies in the world, has deliberately ignored 

the area of trade secrets under its IP regime.24 India has somewhat failed to fulfil its obligation 

under the TRIPs Agreement to protect undisclosed information, though being a signatory of 

 
20 GUILLERMO CABANELLAS & JOSE MASSAGUER, KNOW-HOW AGREEMENT AND EEC COMPETITION17-18 

(1991). 
21 N.S. SREENIVASULU, LAW RELATING TO INTELLECTUAL PROPERTY 150 (2d ed.  2018). 
22 Jordan M. Becker & Heather A. Boice, What You Need to Know About 3-D Printing and Intellectual Property, 

INDUSTRY WEEK (Mar. 13, 2017), https://www.industryweek.com/technology-and-iiot/art/22003735/what-you-

need-to-know-about-3d-printing-and-intellectual-property. 
23 Jay Peters, Volunteers produce 3D-printed valves for life-saving corona-virus treatments, THE VERGE (Mar. 

17, 2020, 6:51 PM), https://www.theverge.com/2020/3/17/21184308/coronavirus-italy-medical-3d-print-valves-

treatments. 
24 David, supra note 1. 
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the Paris Convention. The mechanism adopted by India for dealing with matters related to a 

trade secret is that of judge-made law that derives its existence from the principle of equity and 

common law practices against the breach of confidence.25The cases concerned with the nitty-

gritty of trade secrets are dealt with under Contract law, Copyright law, Information 

Technology Act, and Criminal Law. 

Jurisprudence through Case Laws  

The case laws depict an evolution of the perspective of Indian courts to address the concept of 

a trade secret from drawing their views extensively from English case laws to relying upon 

domestic jurisprudence. The Delhi High Court has iterated the view that the Court’s 

intervention is desirable for restraining the breach of confidence independent of any right under 

any law.26For the definition of confidential information, Indian courts have extensively relied 

on the views presented by the Court of Appeal in Saltman Engineering Co. vs. Campbell 

Engineering Co. Ltd27. It was held that something which is not public property or in public 

knowledge and the maker of the document had used his brain to produce a result that can further 

be produced by anyone who goes through the same process qualifies as confidential 

information.28 

The restrictive covenants like confidentiality or non-competitive clauses that the owners use to 

ensure the protection of trade secrets are viewed via the lens of Section 27 of The Indian 

Contract Act.29 The apex court narrated the reasonableness of these covenants in the case of 

Niranjan Shankar Golikari v. Century shipping and Mfg Co Ltd, where it was held that unless 

the contract is unconscionable or excessively harsh or unreasonable or one-sided, it cannot be 

considered in restraint of trade.30 On the other hand, in the absence of any confidential 

agreement, the Delhi High Court has held that irrespective of the existence of a formal contract, 

the protection against misappropriation and disclosure is sufficed by the fact that confidential 

information exists.31 If an employee who has possession of confidential information quits 

 
25 Ranjan Narula & Rachna Bakhru, Protecting trade secrets in India, LEXOLOGY (May 1, 2018), 

https://www.lexology.com/library/detail.aspx?g=c83e8a6c-a02e-44ba-8723-94087d2e5e20. 
26 Diljeet Titus, Advocate v. Alfred A Adebare, 130 DLT 330 (2006). 
27 Saltman Engineering Co. v. Campbell Engineering Co. Ltd, 65 RPC 203 (1948); See also, Zee Telefilms Ltd. 

and Ors. v. Sundial Communications Pvt. Ltd. and Ors., 2003(5) BomCR 404; Hi-Tech Systems and service 

Limited v. Suorabhat Ray and Ors., AIR 2015 Cal 261 (para 29, 32); LifeCell International Private Limited v. 

Vinay Katrela,O.A. Nos. 599 and 600 of 2018. 
28 Id. 
29 Indian Contract Act, 1872, §27, https://www.indiacode.nic.in/bitstream/123456789/2187/1/A1872-9.pdf.  
30 Niranjan Shankar Golikari v. Century shipping and Mfg. Co. Ltd., AIR 1967 SC 1098 (India). 
31 John Richard Brady v. Chemical Process Equipments, [1999] 81 D.L.T. 122 (India).  
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his/her service after a considerable amount of years spent in a particular company and uses the 

same to produce a similar product independently, he/she would be liable for breach of 

confidence.32 The deciding factor in such cases is to examine which party has a favourable 

balance of convenience.33 

Another area that has seen considerable deliberation in this field is the theft of trade secrets by 

third parties.34 Whether it is done through physical custody or electronic means, it confines a 

liability for misuse of confidential information. The pattern of various cases filed in this context 

has reflected the pattern where courts, to fix a liability, have to examine whether “theft has 

been orchestrated by third parties or the third parties have been passive beneficiaries.”35The 

increasing dependence on information technology to store proprietary information has led to 

the emergence of the Informational Technology Act, 2000, to provide civil and criminal 

remedies against information theft. 

An Attempt at Statutory Recognition  

In 2008, India came up with a National Innovation Draft Bill36 that gave due consideration to 

the recognition of trade secrets. The Preamble expresses the inclination of the Bill to codify 

and consolidate the law of confidentiality in aid of protecting confidential information, trade 

secret, and innovation.37 Chapter VI of the Bill has provisions for confidential information and 

confidentiality. It further mentions the offenses and remedies related to the same. It was the 

only legislation so far that has shown serious concern for trade secrets and overtly tried to 

incorporate the provisions of the TRIPS Agreement for undisclosed information.38 

Nevertheless, various cons have still kept the Bill under observation.39 

On May 12th, 2016, India adopted a National IP rights Policy that “recognizes the abundance 

of creative and innovative energies that flow in India, and the need to tap into and channelize 

 
32 V.V Sivaram and Ors v. Foseco India Limited, (2005) 1 K.C.C.R. 429 (India). 
33 Escorts Construction Equipment Ltd v. Action Construction Equipment P. Ltd, (1998) SCC OnLine Del 779 

(India).  
34 Homag India Private Ltd v. Ulfath Ali Khan (2012) S.C.C. OnLine Kar 9199 (India); Base International 

Holdings v. Pallava Hotels Corporation Limited, (1998) S.C.C. OnLine Mad 614 (India). 
35 Chandni Raina, Trade Secret Protection in India: The Policy Debate 17 (Centre for WTO Studies, Working 

Paper No. 22, 2015), http://wtocentre.iift.ac.in/workingpaper/Trade%20Secret%20Protection%20in%20India-

%20The%20policy%20debate.pdf.  
36 National Innovation (Draft) Act, 2008 (Sept. 10, 2020, 10:00 A.M), 

http://www.gnaipr.com/Acts/Draft%20Innovation%20Law.pdf. 
37 Id. at Preamble. 
38 Id. § 11(c), § 12(4), § 14. 
39 GOURAMMA PATIL, CRITICAL ANALYSIS OF ‘THE NATIONAL INNOVATION (DRAFT) ACT, 2008 (2013), 

https://papers.ssrn.com/sol3/papers.cfm?abstract_id=2239718.  
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these energies towards a better and brighter future for all.,”40 One of the objectives of this 

policy is to ingrain the protection of trade secrets. Ironically, though the policy evinces a 

holistic approach to intellectual property in India, trade secrets have only been mentioned once. 

There is no discourse as to how the protection would be granted to it. It makes a mockery of 

the statement given in the policy that claims that “India has a TRIPS compliant, robust, 

equitable and dynamic IPR regime.”41 

Another significant deliberation concerning trade secrets was observed in The Joint Statement 

on Trade Forum between India and the United States on October 20th, 2016. The parties 

ingeminated their roles and responsibilities for the effective protection of trade secrets in their 

respective countries, including the pursuit of a mechanism for trade secret protection.42 The 

Forum also propounded the idea of a toolkit that would highlight various laws and policies that 

would be applicable, to facilitate the industries and small, medium enterprises to protect their 

trade secrets. India also proposed to initiate a training module focusing solely on trade secrets 

for judicial academies. Additionally, India offered to commence studies on legal approaches to 

the protection of trade secrets.43 

Additionally, several other instances augment the non-inclination of policy framers to 

incorporate the concept of a trade secret in Indian Legislation. Firstly, the 1989 discussion 

paper of the General Agreement on Tariffs and Trade (GATT) refused to consider trade secrets 

as IP rights because trade secrets demand confidentiality as against other IP rights, which prima 

facie rest on disclosure, publication, and registration.44 Secondly, the implication of the word 

‘possibly’ mentioned in Article 39 of the TRIPS agreement has a connotation with the legal 

system and not necessarily in the IP framework of the member nation. This somewhere 

liberates India of its obligation to create a separate mechanism to protect Trade Secret. Lastly, 

in 2016, The Delhi High Court in Ritika Pvt. Ltd. v. Biba Apparels Pvt. Ltd.45 held that to grant 

an injunction for protecting the disputed trade secret, it is mandatory to mention the specific 

 
40 Swaraj Barooah, India’s National IPR Policy Approved, SPICYIP(May 13, 2016), 

https://spicyip.com/2016/05/indias-national-ipr-policy-approved.html. 
41 DEPARTMENT FOR PROMOTION OF INDUSTRY AND INTERNAL TRADE, NATIONAL INTELLECTUAL PROPERTY 

RIGHTS POLICY 1 (2016), https://dipp.gov.in/sites/default/files/national-IPR-Policy2016-14October2020.pdf. 
42 India and United States Joint Statement on the Trade Policy Forum, OFFICE OF THE USTR (Oct. 20, 2016), 

https://ustr.gov/about-us/policy-offices/press-office/press-releases/2016/october/%E2%80%8BIndia-US-Joint-

Statement-TPF. 
43 Id. 
44 Ranjan, supra note 25. 
45 Ritika Pvt. ltd. v. Biba Apparels Pvt. Ltd., (2016) 230 D.L.T. 109 (India). 
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trade secret and the ownership details of the plaintiff. Hence the pronouncement of the Delhi 

HC wipes the essential requirement that enabled protection to trade secrets. 

To summarize, it can be articulated that Indian legislation did not show enough enthusiasm to 

bring a firm policy or specific law into existence to bring trade secrets under the framework of 

its IP regulations.  

II. TRADE SECRET ABUSE AND EFFECT ON HEALTH SECTOR IN 

CURRENT SCENARIO 

Industrial property rights are the support systems of businesses, especially those engaged in 

research and development. The creators wish to capitalize on their work, and for that, they seek 

the path where they have maximum protection and the least restrictions. As already discussed 

above, not all components of a patent are patentable, and even if they are, the businesses do 

not get all of them registered so as to have something to exploit after the duration of the patent 

protection.46To achieve that, they divide up the technology into patents and trade secrets. Now, 

trade secrets do not get absolute protection, and third parties could reverse engineer or develop 

the secret independently, and the holder would not have any claim against them. The 

technology owner would set aside those components which have the possibility of being 

reverse engineered and get them registered as patents, and those which have a lesser possibility 

of that would be instituted as trade secrets. This allows them to exploit their invention for a 

longer duration as compared to the case where they would only have patent protection. 

This type of arrangement, however, has also been a point of conflict in some jurisdictions. US 

Court in Wyeth v. Natural Biologics47 allowed an IP holder to protect the manufacturing process 

of his drug as a trade secret even after the patent in that drug had expired. In India, in a recent 

judgment48 of the Delhi High Court on the intersection between Patents and Trade Secrets, it 

was held that the know-how in an invention would be deemed to be in the public domain if the 

patent protection is not availed. The IP holder did not have patent protection in India, and only 

licensed know-how and his patent in the US had expired. There needs to be more clarity on 

this issue in India through appellate proceedings or legislative intervention.  

 
46 Katarzyna A. Czapracka, Antitrust and Trade Secrets: The U.S. and the EU Approach, 24(2) SANTA CLARA 

HIGH TECH L. J. 207 (2012).  
47 Wyeth v. Natural Biologics, 395 F.3d 897. 
48 Prof. Dr. Claudio De Simone and Anr. v. Actial Farmaceutica Srl. and Ors.,2020 S.C.C. OnLine Del 476 (India). 
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With respect to competition law, trade secrets have been considered to be potentially less 

dangerous than other IPs majorly because of the absence of the strict exclusivity protection as 

granted to other IP holders.49 Nonetheless, the application of competition principles has been 

the same as with other IPs being regulated under similar licensing restrictions. However, in 

cases where there is a mix of patents and trade secrets, the IP holder has significant power to 

control and influence the market with the exclusivity of patents and absolute protection of trade 

secrets.50 In a US case, the IP owner of a rifle was alleged to have retained monopoly by not 

disclosing sufficient information in his patent application and thereby having exclusive 

protection beyond the life of patents.51 The Court, however, held that the information was not 

within the scope of a patent application and the patent law did not oblige the IP owner to 

disclose it, and the arguments that the trade secrets were difficult to reverse engineer cannot be 

a ground for mandating their disclosure.52 

The trade secrets in the health sector can affect the life of the whole population, which makes 

it necessary to create a balance between commercial ethics and public health.53 Article 39(3) 

of the TRIPS Agreement is a brilliant step towards gaining that balance. It says: 

“Members, when requiring, as a condition of approving the marketing of 

pharmaceutical or of agricultural chemical products which utilize new 

chemical entities, the submission of undisclosed test or other data, the 

origination of which involves a considerable effort, shall protect such data 

against unfair commercial use. In addition, Members shall protect such data 

against disclosure, except where necessary to protect the public or unless steps 

are taken to ensure that the data are protected against unfair commercial use.”54 

Most governments, including India, require pharmaceutical companies to disclose the contents 

and test data of the new chemicals and drugs to the appropriate authority. This information, 

however, needs to be protected from disclosure to the public, and this requirement comes from 

either the statute like in the US and EU or common law as in India.55 In India, the Drugs and 

Cosmetics Act provides for the submission of test data to the authorities for verification of its 

 
49 ROGER M. MILGRIM, MILGRIM ON TRADE SECRETS10.01(l)(a)(ii)& (c)(ii) (2007). 
50 Wyeth, supra note 47.  
51 Christianson v. Colt Indus Operating Corp, 870 F.2d 1292 (7th Cir 1989). 
52 Id.  
53 Thomas O. McGarity & Sidney A Shapiro, The Trade Secret Status of Health and Safety Testing Information: 

Reforming Agency Disclosure Policies, 93(5) HARVARD. L. R. 837 (1980). 
54 Supra note 17, art. 39. 
55 Dr. N. S. Gopalakrishnan & Adv. Benoy K. Kadavan, Study on Test data Protection in India, CENTRE FOR 

INTELLECTUAL PROPERTY RIGHTS STUDIES, COCHIN UNIVERSITY OF SCIENCE & TECHNOLOGY (2003), 

http://wtocentre.iift.ac.in/DOC/Report%20-%20_Natural%20Resources%20Pricing_NSG.pdf. 
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safety and effectiveness56. However, the provisions do not include the confidentiality 

requirements, and they have been incorporated through common law.57 Owing to the common 

law origin and protection of the test data, the scope, and extent of the protection is not that 

clear. Regardless of the form of protection, both the systems provide for the exception of public 

interest to this confidentiality requirement.58 

A. Current Scenario 

The unprecedented and unforeseeable situation today has brought everything to a standstill, 

and it has been difficult to determine the right path or action to overcome it.59 The virus that 

originated in one city in China has spread across the world and has changed the lives of the 

entire human population. Medical workers and drug manufacturers, and research institutes have 

been on their feet to develop vaccines and treatment mechanisms for this virus. China had 

released the genetic data on the virus during the initial period only, and it has been used to 

manufacture the test kits and tools, though the vaccines are a far thought for now.60 

Concerns in the Pandemic 

The Roche incident in the Netherlands is a bewildering example of the impact trade secrets can 

have on the public health systems, especially during the current health emergency. Roche 

Diagnostics, a pharmaceutical company, was manufacturing the test kits for coronavirus mainly 

for the Netherlands but had orders from the US and other countries.61 The test kits involved the 

use of a secret lysis buffer formula which was not available with the competitors of Roche; as 

a result of which, the majority of labs in the Netherlands became dependent on Roche for the 

test kits and machines. This led to restricted testing of coronavirus and the full potential of 

healthcare systems remaining unutilized.  

 
56 The Drugs and Cosmetics Act, 1940, § 18B. 
57 Id. 
58 Erika Lietzan, A New Framework for Assessing Clinical Data Transparency Initiatives, 18 MARQ. INTELL. 

PROP. L. R. 33 (2014). 
59 See Viviana Muñoz Tellez, The COVID-19 Pandemic: R&D and Intellectual Property Management for Access 

to Diagnostics, Medicines and Vaccines (South Centre, Policy Brief No. 73, Apr. 2020), 

https://ipaccessmeds.southcentre.int/wp-content/uploads/2020/05/PB73_The-COVID-19-Pandemic-RD-and-

Intellectual-Property-Management-for-Access-to-Diagnostics-Medicines-and-Vaccines_EN-3.pdf.  
60 Lisa Schnirring, China releases genetic data on new coronavirus, now deadly, CIDRAP NEWS 

(Jan. 11, 2020), https://www.cidrap.umn.edu/news-perspective/2020/01/china-releases-genetic-data-new-

coronavirus-now-deadly. 
61 Eelke Van Ark & Jan-Hein Strop, Roche releases recipe after European Commission considers intervention 

due to lack of coronavirus tests, FOLLOW THE MONEY (Mar. 27, 2020), https://www.ftm.nl/artikelen/roche-

releases-recipe-after-public-pressure-while-european-commission-considers-intervention-due-to-coronavirus-

test. 
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The national authorities or the European Commission could have used the compulsory license 

tool to force Roche to supply the formula to other companies as being done by various countries 

to ensure proper supply of healthcare items in the market.62 However, the formula used by 

Roche was not a patent but a trade secret, and there was no provision either in the TRIPS 

Agreement or national laws as to the applicability of compulsory licenses to trade secrets. In 

this case, the European Commission forced the company to release the formula based on the 

abuse of a dominant position, and the company did not resist that order.63 

Further, in the absence of complete information on clinical tests and manufacturing,64 vaccines 

have not been produced by other companies.65 Lack of transparency in the clinical data has led 

to misinformation, subsequently forming the cause of vaccine hesitancy.66 Clinical data is 

mostly protected as copyright by pharmaceutical companies, and in countries like India, it can 

be protected as a trade secret.67 

Confidentiality in a trial is an accepted norm. Concerns of the companies conducting the trials 

pertain to the premature release of information that can cause bias at the stage of an 

investigation.68 However, releasing data post-trials has greater good than harm. It allows 

independent researchers to assess and verify the data. It could be used in a way to prompt 

further studies. It maximizes the degree of acceptance for a drug in society. Independent 

research conducted through those data could add value to the existing analysis by accessing its 

efficiency for different groups of people such as people with obesity, people with diabetes, and 

pregnant women, etc. This would instigate more confidence in the public about the vaccine and 

even trace any foreseeable safety risk that had not been brought to light. In the end, the goal is 

to supply a vaccine that has maximum efficacy, and that cannot be achieved without creating 

a balance between stringency and transparency.  

 
62 Jesse Vermeij, A compulsory licence on trade secrets? In times of corona, much is possible, SOLV.  (Apr. 24, 

2020), https://solv.nl/en/blog/a-compulsory-licence-on-trade-secrets-in-times-of-corona-much-is-possible/. 
63 Nirmalya Syam, Countries Are Adapting Intellectual Property Laws to Prioritise Health during COVID-19, 

THE WIRE (Jul. 24, 2020), https://thewire.in/trade/intellectual-property-laws-covid-19. 
64 Karan Thapar &Prabuddha Kundu, Waiving IP Rights Is Fine but Vaccine Can’t Be Copied Without Tech, 

Manufacturing Secrets, SCIENCE THE WIRE (May 12, 2021), https://science.thewire.in/health/karan-thapar-

prabuddha-kundu-interview-covid-19-vaccine-ip-rights-waiver/. 
65 Harshit Sabarwal, Moderna sees no impact on Covid-19 vaccine from potential patent waiver,REUTERS (May 

6, 2021, 4:41 PM), https://www.reuters.com/business/healthcare-pharmaceuticals/moderna-raises-2021-sales-

forecast-covid-19-vaccine-192-bln-2021-05-06/. 
66 Covid vaccine confidence requires radical transparency, NATURE (Sept. 29, 2020), 

https://www.nature.com/articles/d41586-020-02738-y. 
67 Right to Information Act, 2005, § 8(1)(e)-8(1)(f). 
68 Supra note 66. 
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Another prong of the argument could be brought up through the lens of the participants of the 

clinical trials. The participants put their health at risk to help further results that can benefit 

society at large. Considering the novelty of such a vaccine, benefiting from the trial is the 

incentive that could substantiate their willingness to participate voluntarily. Therefore, it is 

necessary to share the data to maximize the objective of creating an efficient vaccine and 

gaining public trust, without which the pledge to disrupt the growth of the pandemic will be a 

herculean task.  

Lack of transparency has led to distrust in vaccines at a global level. Reservation for vaccines 

proliferated in the United States, the leading cause being political influence and halt in trials as 

reported by the media.69 Europe too has joined the race as people are being sceptical of the 

vaccine owing to the closed-door negotiation between companies.70 India, too, is facing a 

public concern as recently, the Government rejected the application of two RTI activists to seek 

clinical data and other information for the sake of public interest and to achieve 

transparency.71 The Union Health Ministry of India has refused to furnish the data and make 

the documents public ‘citing the reasons for commercial confidence, trade secrets, intellectual 

property rights, and that the information being sought is with the regulatory agency in a 

‘fiduciary relationship.’72 Another reason provided was to protect the competitive position of 

the pharmaceutical companies.73 

Though the growing concern of the distrust has led to the release of data by three leading 

players in the race of vaccine manufacturing, i.e., AstraZeneca, Moderna, and Pfizer74, other 

significant players like China, Russia, and India are still hesitant to join the race.  

These episodes reflect the attitude of the health industry towards the public interest in these 

times. They thus indicate the need for proper mechanisms to deal with the potential trade secrets 

 
69 Biswajit Dhar & K.M. Gopakumar, Safeguard the World’s Response to COVID-19 from the Intellectual 

Property Police, THEWIRE (Oct. 17, 2020), https://thewire.in/business/safeguarding-the-worlds-response-to-

covid-19-from-the-intellectual-property-police. 
70 Smriti Mallapaty& Heidi Ledford, COVID-vaccine results are on the way and scientists’ concerns are growing, 

nature, NATURE (Sept. 25, 2020), https://www.nature.com/articles/d41586-020-02706-6. 
71 Devyani Madik, Health Ministry Refuses to furnish data used for Approval of COVID Vaccines Under RTI, 

THE LOGICAL INDIAN (Jan. 22, 2021, 6:46 PM), https://thelogicalindian.com/health/health-ministry-refuses-to-

furnish-data-used-for-approval-of-covid-vaccines-covaxin-covishield-under-rti-26322?infinitescroll=1. 
72 Gaurav Vivek Bhatnagar, Health Ministry Refuses to Share Info on COVID-19 Vaccine Rollout, SCIENCE THE 

WIRE (May 10, 2021), https://science.thewire.in/health/455364/. 
73 Smriti, supra note 70.  
74 Pfizer and BioNTech Confirm High Efficacy and No Serious Safety Concerns Through Up to Six Months 

Following Second Dose in Updated Topline Analysis of Landmark COVID-19 Vaccine Study, BUSINESS WIRE 

(Apr. 1, 2021, 6:45 AM), https://www.businesswire.com/news/home/20210401005365/en/; Antibody Persistence 

through 6 Months after the Second Dose of MRNA-1273 Vaccine for Covid-19, THE NEW ENGLAND JOURNAL OF 

MEDICINE (Jun. 10, 2021), https://www.nejm.org/doi/full/10.1056/NEJMc2103916. 
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in the vaccines and medicines being developed to fight the virus. As already discussed above, 

the IP in inventions can be bifurcated into patents and trade secrets to exploit the creation better. 

In such a scenario, if the vaccine developed is protected as a patent but the know-how as trade 

secrets, there needs to be a way to ensure efficient distribution of the vaccine while creating a 

balance between the interests of the IP owner and the public health. 

Measures undertaken by the States and their efficacy 

In October 2020, India and South Africa communicated to the World Trade Organization 

(WTO) their proposal for waiving certain provisions of the TRIPS agreement for the 

prevention, containment, and treatment of COVID-19.75  The motive behind this move is to 

ensure that certain IP provisions such as copyrights and related rights, industrial design, 

patents, and undisclosed information do not become a barrier to the accessibility and mobility 

of medical products. The proposal intended for the collaboration of WTO countries to 

effectively contain the outbreak by extending their support in favor of the waiver. The objective 

behind this move is to secure the superfluity, accessibility, and affordability of medical 

necessities to tackle the global demand.  

The proposal will expedite the process of manufacturing and supply scale as countries 

struggling with the outbreak would not have to involve in extensive negotiation to procure the 

supplies along with the advantage of the relaxation of export restrictions. The technology 

transfer would be carried out in a controlled and transparent way. The problem regarding the 

proposal is that it might turn out to be just a patent waiver76 hence limiting the scope of the 

whole initiative. No doubt, patents are an important part of this discussion, but this outlook will 

undermine the problem caused by other IP rights, the major one being trade secrets. Proper 

utilization of trade secrets can augment production, which is a sine qua non to tackle the 

demand-supply gap. Compulsory licensing of patented products cannot solve the entire 

problem because it cannot substantiate the gap created by the trade secret associated with the 

know-how of the product.  

 
75 Council for Trade-Related Aspects of Intellectual Property Rights, Waiver from certain provisions of the TRIPS 

Agreement for the Prevention, containment and treatment of Covid-19: Communication from India and South 

Africa of Oct. 2, 2020, WTO Doc. IP/C/W/669, 

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669.pdf&Open=True. 
76 Prashant Reddy & Yogesh Pai, Why intellectual property waiver for vaccines is not so ’IP ’IP hooray at all, 

THE ECONOMIC TIMES (May 6, 2021, 11:46 PM), https://economictimes.indiatimes.com/opinion/et-

commentary/why-intellectual-property-waiver-for-vaccines-is-not-so-ip-ip-hooray-at-

all/articleshow/82438489.cms. 
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It is ironic for countries like India, which has a reputation for pharmaceutical industries, to 

stand in a position where its citizens are struggling with vaccine and medicine shortages. This 

is so because the Government is not taking enough steps to expand production.77 A country 

with the second-largest population in the world depends on the production ability of two 

companies having the ‘know-how’ (Bharat Biotech and Serum Institute of India) (hereinafter 

Active companies) to meet the vaccination demand. This is at a stage where the pandemic is at 

its worst. The companies responsible for production cannot be blamed for the shortage. 

Moreover, it was recently reported that Vietnam is willing to share the know-how and 

technology, but they are sceptical about the production capacity of the manufacturers.78   

India is acting as a forerunner to the idea of the TRIPS waiver. Article 39(3) protects the 

submission of undisclosed tests or other data against unfair commercial use.79  Ironically, on 

the one hand, through the TRIPS waiver, India is seeking to relax this provision. However, on 

the other hand, Government Officials in India are taking the defense of an exception under 

RTI, claiming to protect the trade secret while neglecting the public interest at large. If we view 

it through a different lens, Article 39 contains an exception for protecting the public when it 

comes to the disclosure of any data. By denying the request of the RTI activist, India is already 

acting against the TRIPS provision.  

It is opening its gate for the entry of foreign vaccines granted emergency approval in their 

respective countries. The approval was granted by drawing a comparison between clinical trial 

interim data, which the Subject Expert Committee (SEC) found comparable with Phase III 

clinical trial data of the respective country. There will likely be public concerns regarding the 

effectiveness of such vaccines in India. A way to tackle such a concern would be to commit to 

transparency for the sake of public interest. 

Additionally, unlike countries like the US, India does not have a trade secret regime, and its 

protection is regulated through contract law. However, contract laws provide a remedy only 

when there is a breach of confidence by the infringer of trade secrets. Such limited protection 

is of no use and is as good as no protection. Unlike other IP rights, trade secrets cannot be 

protected once released. This is the reason many developed countries have been opposing the 

 
77 Geetika Mantri, Why removing patents on COVID-19 vaccines is the need of the hour, THE NEWS MINUTE (May 

6, 2021, 3:28PM), https://www.thenewsminute.com/article/why-removing-patents-covid-19-vaccines-need-hour-

148408. 
78 Jenny Lei Ravelo, COVID-19 Vaccine developer in Vietnam willing to share data, DEVEX (Mar. 18, 2021), 

https://www.devex.com/news/covid-19-vaccine-developer-in-vietnam-willing-to-share-data-99413. 
79 Supra note 17, §39(3). 
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TRIPS waiver proposal since the beginning. A waiver would not be beneficial in such a 

situation as it would neither be able to protect the secrets of the company after the emergency 

period nor would the companies be motivated to release all their manufacturing secrets to 

enable smooth production of vaccines. The waiver does not guarantee full cooperation by the 

companies, which would be required if such complex procedures have to be adopted. The 

companies would not disclose their valuable secrets in a state where no policy framework exists 

to protect them against improper use. Thus, the lack of a proper framework on Trade Secrets 

in India would hinder the large-scale production of vaccines even if the waiver is allowed. 

Therefore, a waiver is not an urgent requirement because TRIPS has sufficient relaxation to 

tackle the immediate IP concerns prevalent in countries like India. 

III. REMEDIES TO ENSURE THE NON-HINDRANCE OF THE TRADE 

SECRET IN ACCESSING NECESSITIES GENERATED BY COVID-19 

The accessibility and availability of various medical necessities generated by this pandemic 

will be affected by the kind of management assigned to regulate the intellectual property rights 

related to this field.80 There is a pressing need for global collaboration and effective 

coordination of various efforts to ensure a safe and expedited future for the COVID-19 

vaccine.81 

A. Existing Remedies 

It is estimated that an average drug requires somewhat between 4.5 to 8.5 years of testing and 

an average cost between 2.7 to 4.7 million dollars to complete its journey from its discovery to 

marketability.82 Therefore, the company considers it their right to take credit for the innovation 

and carve out ways to gain profitability. They choose the path of trade secrets to protect their 

innovation owing to the indefinite period of protection offered. Pharmaceutical companies may 

not be willing to share their trade secrets and other intellectual property rights related to any 

drug because of various parameters like competitive barriers, follow-on drug manufacturing, 

etc. A global pandemic and the importance of prioritizing public health may not necessarily 

impel them to give up their profitable interest for the sake of the greater good or public interest.  

 
80 Supra note 59. 
81 Seth Berkley, COVID-19 needs a big science project, 367 SCIENCEMAG 1407(2020), 

https://science.sciencemag.org/content/367/6485/1407. 
82 HAROLD A. CLYMER, THE ECONOMICS OF DRUG INNOVATION’ IN THE DEVELOPMENT AND CONTROL OF NEW 

DRUG PRODUCTS124 (1972). 
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In such a scenario, it is the Government’s responsibility to come up with a parallel 

compensatory scheme to provide companies with an incentive to prioritize public health and 

safety. A fair and equitable reimbursement scheme can also be helpful to tackle the hindrance 

as provided by the US Environmental Protection Agency if it grants an exception for testing of 

chemical substances and mixtures83 Under this provision, the Administrator of the 

Environmental Protection Agency can order the development of information for any chemical 

substance or mixture whose application can probably pose a threat or unreasonable risk of 

injury to health or environment. However, if an exemption is granted to an applicant from 

developing such information on the grounds of past existence of the required information, the 

applicant is obligated to provide fair and equitable reimbursement to the person(s) who 

previously submitted such information, provided such exemption was granted during the 

reimbursement period which is generally five years after the submission of that information. 

This practice is an indication of maintaining a harmonious balance between handling public 

health concerns and the financial concerns of the concerned stakeholders.  

The global pooling mechanism proposed by the President of Costa Rican to “facilitate access 

to and use of intellectual property for technologies that are useful for the detection, prevention, 

control, and treatment of the COVID-19 pandemic”84can be another remedy to this problem. 

This mechanism can be seen as a centralization of patents’ rights and its further licensing based 

on an agreed procedure.85 This proposal acts as a vanguard of the Medicines Patent Pool (MPP) 

that provides access to needed drugs through voluntary licensing arrangements.86 Unlike the 

already existing MPP that intends to benefit the developing and least developed countries 

primarily, this proposal has a broader ambit87.  

This proposal also sheds light on the fact that access to medicine forms a part of the right to 

health and is linked to human rights.88 It has been contended that the knowledge component of 

 
83 Testing of Chemical Substances and Mixtures, Title 15, U.S. Code 1976, § 2603(c) (3) (A), (4) (A). 
84 Open letter to the World Health Organization (WHO) and its Member States on the proposal by Costa Rica to 

create a global pool for rights in the data, knowledge and technologies useful in the prevention, detection and 

treatment of the coronavirus/COVID-19 pandemic, KNOWLEDGE ECOLOGY INTERNATIONAL (Mar. 27, 2020), 

https://www.keionline.org/32599.  
85 Jorge Contreras, Patents and Corona virus - A Role for Patent Pools?, INFOJUSTICE (Apr. 13, 2020), 

http://infojustice.org/archives/42242. 
86 Muhammad Zaheer Abbas, Treatment of the novel COVID-19: why Costa Rica’s proposal for the creation of a 

global pooling mechanism deserves serious consideration?,7(1) J.L.BIOSCIENCES1-10 (2020). 
87 Id. 
88 World Health Organisation, Chapter 15: Access to essential medicines as part of the right to health, in 

ADVANCING THE RIGHT TO HEALTH: THE VITAL ROLE OF LAW (2020), 

https://www.who.int/healthsystems/topics/health-law/chapter15.pdf. 
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medicine can be termed as a global public good.89 However, it would be unfair to the 

institutions that have invested in developing this knowledge and have underpinned the high 

cost and risk for the same. Ensuring that the medicines are accessible to all as a matter of human 

rights is further hindered by restricted and unidirectional investment in research and 

development.90 

Examining the objectives set forth by the WTO Doha Declaration on TRIPS and Public Health 

(2001), it is evident that the onus is on the WHO to come up with certain guidelines to formalize 

the pattern of investment so that every member country in favor of accessing the medicines can 

contribute to the R&D. An obligation is then bestowed on member states to individually ensure 

that the lack of funds should not hinder the development in the field of medicines. 

B. Suggestions 

To override the intellectual property rights and prioritize the global health requirement, the 

countries can resort to Article 73 of the TRIPS agreement that lays down provisions for security 

exceptions. The relevant part of the article states that “nothing in the agreement shall be 

construed to prevent a member from taking any action which it considers necessary for the 

protection of its essential security interest taken in time of emergency in international 

relations.”91 The declaration of Public Health Emergency of International Concern over the 

COVID-19 outbreak is sufficient to consider this situation as an emergency in international 

relations.92 Various parameters like allocation of scarce resources, international trade and travel 

restraint, economic downturn, and social unrest forms a part of instigating emergency in 

international relations, all of which being a consequence of the pandemic. The protection of 

public health is related to an essential security interest as it forms a part of the obligation 

bestowed on every state. This justifies the invocation of Article 73 of the TRIPS Agreement to 

tackle such emergencies. 

The least developed countries have been the most vulnerable to the ravaging effects of the 

COVID-19 pandemic. A limited manufacturing capacity, along with the insufficient 

 
89 Surie Moon, Focusing on quality patient care in the new global subsidy for malaria medicines, 6(7) P.L. O.S. 

MED. 2 (2009). 
90 WOLFGANG HEIN & SURIE MOON, INFORMAL NORMS IN GLOBAL GOVERNANCE: HUMAN RIGHTS, 

INTELLECTUAL PROPERTY RULES AND ACCESS TO MEDICINES 63-64 (2016). 
91 Supra note 17, art. 73. 
92 Frederick Abbott, The TRIPS Agreement Art 73 Security Exceptions and the COVID-19 Pandemic(South 

Centre, Research Paper No. 116, Aug. 2020), https://www.southcentre.int/wp-content/uploads/2020/08/RP-

116.pdf. 
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technological capacity to procure drugs makes it even more challenging for these countries to 

tackle the current situation. They are currently dependent on the relief provided by Article 

31bis of the TRIPS Agreement that allows the use of compulsory licensing to export medicines 

to LDCs due to their incapability to produce them independently.93The transition period 

provided to LDCs to apply the key provisions of the TRIPS Agreement for pharmaceuticals 

has been extended till 2033, providing a helping hand to deal with the pandemic. Nevertheless, 

they still face difficulties in accessing primary medical necessities such as sanitizers, masks, 

PPE kits, etc. WHO should come up with certain incentives to provide such basic amenities to 

LDCs at a subsidized rate so that they can stand firm in this global fight. Additionally, to 

promote and develop the technological base, the developed countries should provide incentives 

for technology transfer to LDCs, as per the provisions of Article 66.2 of the TRIPS 

Agreement.94 It is necessary to resolve the issue of private contracts and rights associated with 

technology transfer so that it can be smoothly implemented to meet the requirements created 

by the pandemic.95 

There might be pharmaceutical companies able (hereinafter X companies) to contribute to the 

production of the approved vaccines but unable to do so because they do not have access to the 

‘recipe,’ which is safely protected as a trade secret. Another solution for this condition could 

be a tripartite agreement among the Government, X companies, and the Active companies. The 

government and X companies can split the payment or share the contribution of incentives 

given to Active companies to share the know-how with the X companies to augment 

production. At the same time, the Active companies should be assured that the know-how 

would not be misappropriated and that the X companies would not indulge in unfair 

commercial practices. The X companies and the Government can segregate the monetary 

payment in whatever proportion suitable to all the three parties to receive the know-how. The 

X companies can share some part of the revenue as royalties, whose terms should be negotiated 

in the agreement. The governments of other countries like Vietnam can also utilize such an 

 
93 WORLD TRADE ORGANIZATION ET AL., PROMOTING ACCESS TO MEDICAL TECHNOLOGIES AND INNOVATION: 

INTERSECTION BETWEEN PUBLIC HEALTH, INTELLECTUAL PROPERTY AND TRADE93 (2d ed. 2020), 

https://www.wto.org/english/res_e/booksp_e/who-wipo-wto_2020_e.pdf. 
94 WTO members stress role of IP system in fighting COVID-19, WORLD TRADE ORGANIZATION (Jul. 30, 2020), 

https://www.wto.org/english/news_e/news20_e/trip_30jul20_e.htm.  
95 Council for Trade-Related Aspects of Intellectual Property Rights, Proposed New Template for Annual 

Reporting Under Art 66.2 of the Agreement on Trade-Related Intellectual Property Rights (TRIPS): 

Communication on behalf of Chad for LDCs of Jul. 17, 2020, WTO Doc. IP/C/W/664, 

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W664.pdf&Open=True. 
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agreement to benefit from the production capacity of pharmaceutical manufacturers in different 

countries.  

CONCLUSION 

The challenges faced by the world to fight the novel coronavirus have led to the discovery of 

certain restraints that stand as a barrier in this fight against the pandemic. The ambiguity 

surrounding the protection of trade secrets is one of them. The disclosure of a trade secret 

becomes indispensable when the public interest in the disclosure undermines the interest that a 

company holds through that trade secret. The public harm may outweigh any competitive harm 

that the owner of a trade secret may suffer. It will also ensure awareness in the public at large 

as they may be capable of making an independent judgment of the impacts of the products and 

decide whether to utilize them or not.96 Additionally, this would help in preventing unnecessary 

duplicative testing; hence those who are battling with this virus could have access to proven 

treatments.97 

This pandemic has created a dire need for sharing interests and responsibilities to tackle the 

availability of resources. The remedies like the pooling of IP rights sound to be a viable option 

but the voluntariness assigned to it by WHO seems to create a problem. Also, it only revolves 

around the accumulation of patents, while the main protagonist seems to be trade secrets, which 

do not form a part of such a proposal. Therefore, strict provisions requiring mandatory action 

need to be enacted to confront this barrier and prioritize global health issues.  Openness in 

research, sharing data, research tools, and avoiding intellectual property barriers to create a 

smooth pathway for the development of drugs is a sine qua non to resolve this emergency. 

TRIPS waiver, if considered, has the potential to boost the knowledge-sharing mechanism 

speedily without the need to indulge in rigorous negotiations. It would help tackle the 

geographical limitations of productions. Waiving trade secret restrictions could help in 

achieving global harmonization and coordination. However, it seems unlikely that the 

discussions and negotiations on the proposal will have a positive outcome anytime soon. 

Countries like Germany are not in favor of a waiver because it thinks this will act as a 

disincentive to pharmaceuticals to respond to such situations in the future. 

 
96 Thomas O. McGarity & Sidney A. Shapiro, The Trade Secret Status of Health and Safety Testing Information: 

Reforming Agency Disclosure Policies, 93 HARV. L. REV. 837 (1980). 
97 Id. 
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Additionally, history reveals that such negotiations involving developed, developing, and least 

developing countries take an inordinate amount of time owing to their diverging interests. For 

example, the Doha Declaration on TRIPS and Public health98, proposed in 1996, took five years 

to finally get approval in 2001. Moreover, the next discussion on the TRIPS waiver is scheduled 

for November 202199. Though the United States has changed its stance to support the waiver 

along with the waiver100, followed by European Union, New Zealand, and France101, it is highly 

unlikely that these countries will show unhindered support for the provisions of the waiver. 

Ironically, the support from the United States for TRIPS waiver was announced after it 

accumulated surplus vaccines and was in a position to supply vaccines on demand.  

Considering the aftermath of the second wave in countries like India, Bhutan, Nepal, Thailand, 

etc.,102 This proposal is not going to help eradicate the immediate chaos caused by the 

pandemic.  Policymakers and pharmaceutical companies should work in alliance with 

researchers and publishers to curb vaccine hesitancy. It is crucial for countries to realize the 

need of the hour, i.e., expedite the production and regain public trust, and act in a manner 

effective enough to resolve the ongoing crisis. It is high time that we come up with a solution 

that balances the risk of competition with the benefit of further innovation. 

 

 

** 

 
98 World Trade Organization, Ministerial Declaration of 20 November 2001, WT/MIN(01)/DEC/2, 

https://www.wto.org/english/thewto_e/minist_e/min01_e/mindecl_trips_e.htm.  
99 Members discuss TRIPS waiver, LDC transition period and green tech role for small business, WORLD TRADE 

ORGANIZATION (Mar. 11, 2021), https://www.wto.org/english/news_e/news21_e/trip_11mar21_e.htm. 
100 Press Release, Statement from Ambassador Katherine Tai on the Covid-19 Trips Waiver, Office of the United 

States Trade Representative, (May 5, 2021), https://ustr.gov/about-us/policy-offices/press-office/press-

releases/2021/may/statement-ambassador-katherine-tai-covid-19-trips-waiver. 
101 Trips waiver, there’s more to the story than vaccine patents, THE CONVERSATION (May 8, 2021, 2:37 AM), 

https://theconversation.com/trips-waiver-theres-more-to-the-story-than-vaccine-patents-160502.  
102 Jinshan Hong Randy & Jason Scott, After sweeping India, fierce Covid-19 waves hit other developing nations, 

BUSINESS STANDARD (May 4, 2021, 11:46AM), https://www.business-standard.com/article/international/it-s-not-

just-india-fierce-covid-19-waves-hit-other-developing-nations-121050400368_1.html. 
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ABSTRACT 

With the ever-rising amount of digital content and desire to garner more audience by 

delivering content free of cost, digital content creators are resorting to online 

advertisements to support their work. The ad tech industry, which is the brains behind 

such practice of ad monetization, has been facing scornful criticism for designing 

annoying and intrusive ads that are mostly built with tracking cookies embedded in 

them. Many advertisers, instead of self-regulating, are claiming that ad-blocking 

amounts to copyright infringement of a content creator’s work and opposes the ethos 

of Net Neutrality. In this article, the authors contend that legitimate ad-blocking does 

not amount to copyright infringement and is, in fact, a reasonable traffic management 

practice on the internet. The article first seeks to shed a light on ad-blockers, their 

economic significance and relevance on the internet. The article then discusses the 

potential copyright infringement aspects of ad-blocking software. The article further 

discusses the tortious interference aspects of ad-blockers and proceeds to address the 

net neutrality concerns that could arise out of the use of ad-blockers. The last part of 

the article contains conclusory remarks. 
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INTRODUCTION 

Over the last few years, banner ads or web banners have become a new form of advertisement 

on the internet, appearing on web pages that direct the user to the advertiser’s website with a 

click. The advertisement is created using an image, animation, sound, JavaScript program or a 

multimedia object involving platforms like Shockwave Flash. The mechanism of the banner-

website compilation, often termed as ‘impression,’ displays the ads unheralded when the 

particular webpage is loaded on a web browser.1 Such a mechanism has been considered 

annoying by most web users as it distracts them from the actual content of the web page and 

also wastes bandwidth. 

Ad-blocking software is a browser add-on extension that allows the users to determine the 

content made available to them when they enter a website.2 Generally, the ad-blocking software 

runs a comparison between the loading content and the user’s list, thereby restricting any 

coincident matches.3 The comparison mechanism of the software can use a self-curated list by 

the user or a pre-made index of unwanted website elements.4 A user, by enabling an ad block 

software, retains the autonomy to view what they want to view and restrict unnecessary 

advertisements. 

According to a report published in 2019, it was found that 47% of users are resorting to ad-

blockers to shut down irrelevant ads and 26% to prevent their online privacy from being 

compromised.5 According to another report, the number of people using mobile browsers with 

built-in ad-blocking mechanisms has shot up by 64% since 2016 and was recorded to be 527 

million.6 Asian users make up a whopping 400 million of the aforementioned number of active 

users of UC browser.7 In 2016, major news publishing houses in India such as Times of India 

and Hindustan Times had urged their readers to disable ad-blocking software to access their 

 
1 Gordon Smith et. al, Managing Intellectual property in the advertising Industry, WIPO (2011), 

https://www.wipo.int/edocs/pubdocs/en/copyright/1021/wipo_pub_1021.pdf. 
2 Andrew Steele, Is It Reasonable To Block Unreasonable Advertisements& As Examination Of The Legality Of 

Ad-Blockers’, 37(3) CARDOZO ARTS & ENT. L.J. 835 (2019). 
3 Id. at 692. 
4 Id. 
5 Global Web Index, Ad-blocking behaviors around the world, https://www.globalwebindex.com/reports/global-

ad-blocking-behavior, (last visited Aug. 10, 2021). 
6 BLOCKTHROUGH REPORT, GROWTH OF THE BLOCKED WEB: 2020 PAGEFAIR ADBLOCK REPORT (2020), 

https://f.hubspotusercontent10.net/hubfs/4682915/Adblock%20Reports/Blockthrough%20Report%202020.pdf. 
7 Id. at 7.  
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content.8 Readers cannot view the entire news report and may only view the homepage or few 

initial paragraphs of the content if they use an ad-blocker.9 

In 2020, ad blockers could cost the publishers an estimated loss of $78 billion and $16 billion 

in case all the counter measures are taken by the publishers.10 Publishers, content creators, 

marketers and agencies face the detrimental effect of ad-blocking or filtering as they rely on 

the revenue generated by such ads.11 The advertisers pay the website or host per one thousand 

ad views because the content is mostly free to access.12 Ad-blocking provides the user access 

to the content without producing any ad revenue for the content provider, thereby depriving 

him of his due remuneration. Now, certain websites having taken cognizance of this impact 

have enabled a feature called ad-wall, which requires the users to disable ad-blocking software 

if they want to access the content of the website.13 This strategy has been found to be ineffective 

as either the users are abandoning sites which limit their access or overriding the working of 

ad walls completely.14 

Internet users usually have to face the intrusive and annoying nature of advertisements that lead 

to a negative web experience.15 Threats caused by these “maladvertisements” tripled in 2014 

and had even permeated popular websites like Yahoo16 and Forbes.17 The frequent display of 

retargeted and behavioural ads raises privacy concerns,18 consumes data costs and slows down 

the loading time.19 In order to tackle this issue, the users are using ad-blocking software 

 
8 Anuj Srivas, All Eyeballs on Reader Reaction as Ad-Blocking War Comes to India, THE WIRE  (Jun. 30, 2020), 

https://thewire.in/economy/all-eyeballs-on-reader-reaction-as-ad-blocking-war-comes-to-india. 
9 Id. 
10 Vishveshwar Jatain, How to Tackle the Rising Cost of Ad Blocking, FORTUNE (Aug. 8, 2020), 

https://www.forbes.com/sites/forbescommunicationscouncil/2020/08/06/how-to-tackle-the-rising-cost-of-ad-

blocking/?sh=4219c1f268d7 
11 eMarketer Staff, US Ad Blocking to Jump by Double Digits This Year, EMARKETER (Jun. 21, 2016), 

https://www.emarketer.com/Article/US-Ad-Blocking-Jump-by-Double-Digits-This-Year/1014111. 
12 Ian C. Butler, The Ethical and Legal Implications of Ad-Blocking Software, 49 CONN. L. REV. 689 (2016).  
13 Tyler Barbacovi, Blocking Ad Blockers, 16 J. MARSHALL. REV. INTELL. PROP. L. 272 (2017). 
14 David Tromholt, How to Bypass ad-blokcer Detection on Websites, TECHSTACKER (Nov. 24, 2019), 

https://techstacker.com/how-to-bypass-website-ad-blocker-detection/. 
15 Ben Miroglio et. al, The Effect of Ad Blocking on User Engagement with the Web, WWW’18: PROCEEDINGS OF 

THE 2018 WORLD WIDE WEB CONFERENCE 813-821 (2018), https://research.mozilla.org/files/2018/04/The-

Effect-of-Ad-Blocking-on-User-Engagement-with-the-Web.pdf. 
16 Kif Leswing, Yahoo Mail Tried to Block Ad blockers, And it Might have backfire, FORTUNE (Nov. 23, 2015), 

https://fortune.com/2015/11/23/yahoo-ad-block/. 
17 Violet Blue, You Say Advertising, I Say Block That Malware, ENGADGET (Jan. 8, 2016), 

https://www.engadget.com/2016/01/08/you-say-advertising-i-say-block-that-malware/. 
18 Sophie C. Boerman, S. Kruikemeier et al., ‘Online Behavioural Advertising: a literature review and research 

agenda’, 46(3) J. ADVERT. 363 (2017). 
19 Farhad Manjoo, Ad Blockers and the Nuisance at the Heart of the Modern Web, THE NEW YORK TIMES (Aug. 

19, 2015), https://www.nytimes.com/2015/08/20/technology/personaltech/ad-blockers-and-the-nuisance-at-the-
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programs such as AdBlock, Adblock Plus and µBlock Origin.20 This action of skipping 

advertisements in order to avoid interruptions is known as ‘commercial skipping’.  

Using an ad-blocking software may pose challenges of copyright infringement and tortious 

intervention to a contractual association.21 The basis of copyright infringement claim would be 

“that the ad-blocking service in question infringes publisher’s copyrights by impermissibly 

changing the publisher’s pages.”22 Essentially, it means that such software programs empower 

users to determine what website content they seek to display and ergo, ad blockers attract 

vicarious liability for the infringement caused by a user in relation to the copyright interest of 

a publisher.23 

In India, as far as commercial skipping in regards to a website is concerned, the specific page 

must meet all the prerequisites for copyrightability24 as copyright cannot be extended to the 

website as a whole.25 In this regard the authors contend that copyright infringement claims of 

the websites or content providers are weak as neither can the compilation of an ad with content 

be a copyrightable subject matter nor does the ad-blocking software constitute any sort of 

unauthorised derivative work. 

I. DO AD-BLOCKERS INFRINGE COPYRIGHT? 

Blocking advertisements through ad-blockers causes a huge loss of revenue to the advertisers. 

These advertisements are paid for and blocking them could be considered as unlawful. One 

aspect of its illegality lies in the infringement of copyright. In a suit for copyright infringement, 

one must deal with three different issues. Firstly, one must prove that the functionality behind 

ad-blockers infringes copyright. Secondly, the liability of infringement will have to be set upon 

the “author” or the one who is behind the ad-blocker. Thirdly, the defences to copyright have 

to be overcome. 

The Test of Copyrightability 

 With regards to ad-blockers and copyright infringement, the first and foremost question would 

be to answer what the “work” at issue is. Secondly, one needs to figure out whether the work 

 
20 Tyler Baracovi, supra note 13, at 273. 
21 Ian C. Butler, supra note 12. 
22 Russell A. Miller, The Legal Fate of Internet A-Blocking, 24 B.U. J. SCI. & TECH. L. 299 (2018). 
23 Gershwin Publ'g Corp. v Columbia Artists Mgmt., Inc., 443 F.2d 1159, 1161-62 (2d Cir. 1971). 
24 The Copyright Act, 1957, § 13. 
25 Frequently Asked Questions, Copyright Office (GOI), http://copyright.gov.in/frmFAQ.aspx, (last visited Aug. 

10, 2018).  
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at issue is “copyrightable.” The third fundamental question would be whether the work at issue 

was “original.”  

The preliminary question with regards to a copyright infringement suit would be what the 

“work” constitutes. In the present context it may be the website as a whole or the individual 

components present on the website. Websites in general have many intellectual property rights 

instilled in them such as domain name rights,26 copyrights over every original piece of work 

that is displayed, and trademark rights over any displayed trademark that has been registered 

by the parent company.27 In India, an entire website is not entitled to copyright. In the case of 

Rediff.com India Ltd. v. E-Eighteen.com Ltd.,28 the plaintiffs owned the copyright over “Dial”, 

a literary cum artistic work which served as an instrument on a financial website for users to 

make an assessment in relation to a stock or a mutual fund. The point of contention raised by 

them was whether the defendants, by merely effecting re-arrangement or alteration of “Dial,” 

have committed copyright violation. The Delhi High court dismissed the case and denied 

injunction. This is demonstrative of the fact that in India, unlike the U.S laws, individual 

elements of websites are copyrightable, and not the whole of the website. 

Accessing a website without permission is normally acceptable by copyright laws due to an 

explicit or implicit license.29 As a norm, majority of websites run on an implicit license 

providing open access to their content.30 These websites are also indexed on search engines 

like Google, Microsoft Bing and others, thus inviting users to their website. However, certain 

websites have explicit licensing mechanisms thus restricting access and user permits.31 These 

websites also provide directions as to how users can use their website; thus, copying content 

could amount to copyright infringement. Websites such as Wall Street Journal, the Economist, 

Newslaundry, etc. are certain websites that require online subscriptions because they have 

adopted a subscription model and sustain on advertising revenue. These websites also promote 

the non-use of ad blockers by displaying messages like “The best things in life aren’t free” and 

 
26 Nitsimar Guliani, Domain name and Trademark rights in India, LEXOLOGY (Jul. 31, 2018), 

https://www.lexology.com/library/detail.aspx?g=daaafca2-6a68-4134-bd29-

27aa941a1f03#:~:text=Protection%20of%20domain%20names%20in%20India&text=In%20India%2C%20dom

ain%20names%20may,Act%20(as%20enumerated%20above. 
27 Akshara Bala, How to copyright your website, QUICKCOMPANY (Oct. 16, 2018), 

https://www.quickcompany.in/articles/how-to-copyright-your-website. 
28 Rediff.com India Ltd v. E-Eighteen.com Ltd, 2013 SCC OnLine Del 2747. 
29 S.V. JOGA RAO, COMPUTER CONTRACTS & INFORMATION TECHNOLOGY LAW 1226 (2003). 
30 Orit Fischman Afori, Implied License: An Emerging New Standard in Copyright Law, 25 (2) SANTA CLARA 

HIGH TECH. L. J. 275 (2009). 
31 Yi-Hsuan Lin, Tung-Mei Ko, Tyng-Ruey Chang et al., Open Source Licenses and the Creative Commons 

Framework: License Selection and Comparison, 22 J. INFO. SCI & ENG’G 1-17 (2006). 
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actively restrict it.32 If a website explicitly conditions that it does not permit the use of an ad-

blocker, then the usage of one33 by a user can cause termination of the license agreement as the 

license agreement clearly states that license is subject to non-usage of an ad blocker. There are 

“Anti-Adblock Detector” applications available which allow users to bypass the ad-blocking 

mechanism and allow browsing such websites without disabling the ad blocker. Bypass 

AdBlock Detection and Anti Adblock Detector are some anti-ad blocking extensions available 

on Google Chrome that allow users to help disable the detection of an ad blocker. So, in cases 

where a contract which includes the copyright license has a clause (other than the copyright 

license clause) of not using an ad block, and the website/app user uses an ad block, then the 

license cannot be terminated. This is because the extension bypasses the circumvention created 

to control access to the content and the user is smoothly facilitated to view the website without 

having to come across the revenue raising channel of online advertisements. It may count as 

breach of contract but not lead to suspension of license. 

A pertinent thing to note here would be that many big advertising companies make payments 

to popular ad-blocking apps to take their names out of their list.34 This initiative is known as 

“Acceptable Ads” and was started by Adblock Plus.35 All the ads that are to be added to the 

list must conform to the requirements set by the initiative. The details of the advertisers on the 

list are unclear but it can be estimated that many companies like Amazon, Facebook and Google 

would have to pay a hefty amount to be added to the list.36 Such initiatives by ad blocker 

software may give it a pathway to legality and save it from infringement suits from advertising 

agencies.  

With respect to copyright infringement, the petitioner has to primarily prove that the website 

at issue is “original” and he/she is “owner” of it.37 In this regard it is worthwhile to note that 

the Supreme Court of India has put reliance on a standard which is not as simple as the “sweat 

of the brow” doctrine but concurrently is not as high a threshold envisaged by the “modicum 

 
32 Robert Cookson, News media move to ban ad blockers from websites, FINANCIAL TIMES (Jul. 6, 2016), 

https://www.ft.com/content/abf110aa-00b0-11e6-99cb-83242733f755. 
33 David Tromholt, supra note 14. 
34 AdBlock Support, About the Acceptable Ads program and "non-intrusive" ads, ADBLOCK HELP (Jan. 17, 2020), 

https://help.getadblock.com/support/solutions/articles/6000092027-about-the-acceptable-ads-program-and-non-

intrusive-ads. 
35 Lara O’Reilly, Google, Microsoft, and Amazon Are Paying AdblockPlus, BUSINESS INSIDER (Feb. 3, 2015), 

https://www.businessinsider.in/advertising/Google-Microsoft-and-Amazon-are-paying-Adblock-Plus-huge-fees-

to-get-their-ads-unblocked/articleshow/46109705.cms. 
36 Id. 
37 Supra note 24. 
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of creativity” test.38 Therefore, the Indian judiciary has acknowledged the shift, and requires 

that not every industry or effort, or expending of skill will result in a subject matter worthy to 

be protected by copyright.39 Only works that are instilled with distinct character, entailed 

intellectual efforts and were created with a certain level of creativity are copyrightable.40 In the 

light of such imperatives, a simple compilation of commercial-plus-web content does not meet 

the threshold of originality. Thus, “originality” is an essential requirement in an infringement 

suit and the plaintiff must compulsorily prove it. A website is nothing but a webpage or a group 

of interlinked web pages, stored or hosted on a server, and is made accessible online to the 

public. The information, underlying work and other rudiments displayed on the website may 

be subject to copyright that falls within the purview of Section 13 of the Act. Section 13 of the 

Act deals with the classes of works which can be conferred with copyright and they are original 

literary, dramatic, musical, and artistic works. Further, works such as cinematograph films and 

sound recordings also qualify as copyrightable works. Indian copyright law does not confer 

copyright protection to websites as a whole and therefore a separate application must be 

submitted by an applicant claiming copyright for each component work or content displayed 

on a website. An important aspect to note is that common or unoriginal material like names, 

familiar symbols, icons, etc. are not copyrightable. But the copyrightability will depend on 

each website and there is no straitjacket answer for what website is original or what website is 

not original. It cannot be disputed that certain websites are not original at all like the ones that 

host pirated content; and therefore, the answer to the question of copyrightability will be quite 

straightforward in those instances. Some websites might be a host to licensed works such as 

movies, but ad blockers would not affect them insofar as a user just visits the website. However, 

none of these arguments would matter if the infringing work itself is not original or fixed. The 

potential infringing work also has to be a derivative work. 

The Test of “Relatedness” 

One of the arguments to uphold the notion that functioning of ad blocker software constitutes 

copyright infringement is that they result in the production of an unauthorised derivative work. 

According to this view, ad blocking leads to the production of an altered version of the original 

work. The issue regarding copyright infringement can be determined once the question, 

whether copyright is vested in such a work, is resolved.41 The definition of an “author” can be 

 
38 Eastern Book Company v. D. B. Modak, (2008) 1 SCC 1. 
39 Id. 
40 Supra note 38. 
41 P. N. Krishna Murthy v. Co-operative for American Relief Everywhere, 2000 SCC OnLine Del 825. 
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found in Section 2 (d) of the Act42 which states that an author in relation to a literary, dramatic, 

musical, artistic work, cinematograph film and sound recording is the person who causes such 

works to be created. The pop-up advertisement in an entirely different webpage which may 

contain subject matter that is copyrightable however cannot be called a copyrightable subject 

when presented with online content.43 The content creator may claim copyright in the content 

created by them and published on the webpage which they had chosen for such publication. 

However, a content creator cannot assert copyright protection for content associated with a 

different webpage, which is merely compiled with the original content of the content creator. 

Furthermore, integration of an advertisement preceding a video or a movie does not result in 

the creation of an audio-visual work or a cinematograph film.44 An explicit definition of 

“audio-visual works” has been provided in U.S copyright law, according to which the work 

should “consist of a series of related images”.45 The interpretation of cinematograph or the art 

of cinematography used in the making of an audio-visual work is important in order to discern 

the fact that the integration of an advertisement with an audio-visual work does not entitle the 

combined work to copyright protection. The Indian copyright statute contains the definition of 

the term “cinematograph film” which is similar to the term “audio-visual works”. Section 2 (f) 

of the Copyright Act, 1957 (“the Copyright Act”) defines cinematograph film as “any work of 

visual recording and includes a sound recording accompanying such visual recording.”46 The 

occurrence of determiner “such” in the definition indicates that the sound recording must be in 

relation to the visual recording. 

Further, as mentioned above, advertisements may also precede video films. Thus, it is pertinent 

to note that video films are covered within the purview of cinematographic work by virtue of 

them being “work produced by any process analogous to cinematography”. To clearly 

understand the meaning of the term cinematograph, we shall take a look at the definition 

provided for it in Section 2 (c) of the Cinematograph Act, 1952 which says it is the “apparatus 

for the representation of moving pictures or series of pictures.” The expression “series of 

pictures” signifies that the pictures used for the creation of a cinematographic work must be 

related in order to compose a “series”. So, the requirement of ‘relatedness’ is attained if the 

 
42 The Copyright Act, supra note 24, at § 2. 
43 Pop-Up Ad, TECHOPEDIA (Dec. 15, 2016), https://www.techopedia.com/definition/15480/pop-up-ad. 
44 Bingbin Lu, The unique Chinese legal approach to online ad blocking: is it in the right direction?, 33(6) COMP. 

LAW & SEC. REV.  786 (2017). 
45 17 U.S.C. § 101 (2021). 
46 Supra note 42.  
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pictures are in succession, dealing with the same subject matter. However, the only similarity 

which can be drawn between an online ad and a video or a movie is their purpose of 

monetization and apart from that nothing on the basis of content is related. Therefore, there can 

be no situation of copyright infringement as there exists no cinematographic work in the first 

place to be violated. 

The Fair Dealing Defence 

The defence of fair dealing can be used by ad blockers if they are faced with an infringement 

suit. However, the success of such a reasoning might not be espoused in the eyes of law. The 

Copyright Act under Section 52(1) lists out various actions that would not count as copyright 

infringement in India.47 It then proceeds to mention about “fair dealing” and states that acts 

done in private use for the purposes of research, criticism or review of other work, reporting of 

current events would be within its ambit.48 In the case of Civic Chandran v. Ammini Amma, it 

was observed that Section 52(1)(a) and Section 52(1)(b) specifically deal with “fair dealing” 

or work, and not “reproduction of the work”. In accordance with this observation, re-production 

of substantial or whole of the original work would not be permitted and only extracts or 

quotations from the work will only be upheld as fair dealing.49 The court further held that in 

such situations the following have to be taken in consideration – (1) quantum and value of the 

matter taken in relation to the comments or criticism; (2) the purpose for which it is taken; and 

(3) the likelihood of competition between the two works. In another case, the Delhi High Court 

held that the rights originating under Section 52 of the Act are to be construed in accordance 

to the same rules as the rights vested in the holder of copyright and therefore, such rights are 

not be interpreted in a narrow or strict or by limiting the ambit of Section 52. It clearly observed 

“Sections 14 and 51 on the one hand and Section 52 on the other hand are to be read as any 

two provisions of a statute.”50 

Thus, it can be said that fair dealing does not enable the violation or infringement of the 

exclusive right of a copyright holder. This provision cannot be used when there is blatant 

copying by an individual or a company from a copyrighted work. Copyright protection is 

conferred on such work wherein reasonable skill and addition has been administered in order 

to make it reach the threshold of originality; and therefore, cases wherein substantial part of 

 
47 The Copyright Act, supra note 24 at § 52 (1). 
48 Id. 
49 Civic Chandran v. Ammini Amma, 1996 PTC 670 (Ker HC) 675-677. 
50 University of Oxford v. Sameshwari Photocopy Services, (2016) 160 DRJ (SN) 678. 
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the work is emulated from an existing work will not be termed as “fair” and “legitimate”.51. 

Analysing this in the context of ad-blockers, it is unlikely that the work done by them is 

transformative in nature. Transformative works come into play only when there is something 

in addition to the original or when they add a different functionality. In the case of ad blockers, 

they merely remove the advertisements from a webpage. A web page which has advertisements 

in it if compared to a website which is visited with the help of an ad-blocker would look 

different but may not offer any added features or content for the user. So, ad-blockers may not 

succeed if they take use of the fair dealing provisions of the Copyright Act. 

Contributory Infringement 

The question of contributory infringement has not come before the courts in India as of now. 

Section 51(a)(ii) of the Copyright Act deals with the issue of contributory infringement but it 

has not yet been expanded for use in modern technology like ad blocking.52 Contributory 

infringement would be proper in the cases where one party assists the infringement of another 

party. The maker of an ad blocker contributorily infringes a website when he provides the 

software that creates the infringing work and advertises his product. The role of intermediaries 

in such cases of infringement has not been discussed due to the complications that arise with 

it. Even though the Delhi High Court applied this provision to internet intermediaries in the 

MySpace case, it would be difficult to apply that to ad blockers.53 The court while taking a 

liberal interpretation of Section 51(a)(ii) stated that liabilities on internet intermediaries would 

arise only in certain scenarios where there is actual knowledge of infringement. Thus, the 

maker of an ad-blocker could be held liable under this provision. However, unlike direct 

infringement, contributory infringement focuses on the infringer’s knowledge or purpose. The 

individual must have a “specific” understanding of the infringing conduct. Because 

contributory responsibility requires that the secondary infringer to “know or have reason to 

know” of direct infringement, the phrase “particular or specific knowledge” is the key here.54 

Thus, if cases do come up against ad-blockers, the plaintiffs must show that the makers of 

such software had direct knowledge of potential infringement. 

 
51 Ishan Sambhar, Concept of fair Use and Fair dealing in copyright, MONDAQ (May 13, 2020), 

https://www.mondaq.com/india/copyright/930556/concept-of-fair-use-and-fair-dealing-in-copyright. 
52 The Copyright Act, supra note 24 at § 13. 
53 MySpace Inc. v. Super Cassettes Industries Ltd., 2011 (48) PTC 49 (Del). 
54 See Sneha Jha & Samar Jha, An Analysis of the Theory of Contributory Infringement, 11 J. INTELL. PROP. RTS. 

318-325 (2006). 
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II. TORTIOUS INTERFERENCE 

Another possible argument for advertisers and content providers would be of tortious 

interference by the ad block software with a contractual relationship subsisting between them. 

Such claims come into play when a third-party who is not a party to the contract intervenes 

with the said contract.55 In the current situation, the contract between the advertiser and the 

website owner would comprise items such as rate per mille of ad views, guarantee of a 

stipulated number of views in consideration for a flat rate, higher per mille of ads once the ad 

views surpasses the stipulated number of views, etc.56 It is needless to state that the functioning 

of ad-blockers do interfere with the contract extant between the website owners and advertiser. 

However, the point of contention is whether the claim of website owners that this interference 

qualifies as tortious interference is feasible or not. 

The case of Lindsay International Pvt. Ltd. and Ors. v. Laxmi Niwas Mittal57. was one of the 

first decisions in India which elucidated on tortious interference. The ingredients that may give 

rise to tortious interference are - existence of an identifiable contract, knowledge of the 

existence of the contract, application of unlawful means to cause the breach of contract and 

finally, damages resulted due to the breach.58 There must exist an intentional invasion of 

contractual rights in order for tortious liability to arise.59 Further, the principle elucidated in the 

Lindsay case was that interference to a subsisting contract may be caused by hindering or 

preventing the performance of the contract, even though the action may not qualify as breach 

of contract.60 

An identifiable contract between the advertiser and the website owners must exist for them to 

claim tortious interference. For the purpose of analysis, the authors assume that a contract 

subsists between the advertiser and the website owner because ordinarily a contractual 

relationship entails the operation of an ad on a website. The knowledge of this contract by the 

ad blocking entities may be deemed to exist after a reasonable inquiry. However, the element 

of intent is difficult to ascertain in this instance. In order to interpret the meaning of ‘intention’ 

 
55 LOUIS ALTMAN & MALLA POLLACK, CALLMANN ON UNFAIR COMPETITION, TRADEMARKS AND MONOPOLIES 

(4th ed. 2018). 
56 Alex Hem, Adblock Plus: The Tiny Plugin Threatening the Internet's Business Model, THE GUARDIAN (Oct. 14, 

2013), https://www.theguardian.com/technology/2013/oct/14/the-tiny-german-company-threatening-the-

internets-business-model. 
57 Lindsay International Pvt Ltd and Ors v. Laxmi Niwas Mittal, 2017 SCC OnLine Cal 270. 
58 Inox Leisure Ltd v. PVR Ltd, 2020 SCC OnLine Del 673. 
59 Lumley v. Gye, (1853) 2 E&B 216. 
60 Lindsay, supra note 58. 
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it is necessary to differentiate between conduct and consequences, because even when a 

tortious liability is based on the presence of intention of giving rise to particular consequences, 

liability of such a conduct may not rest in the intention of such conduct.61 The concept of 

intention with regards to conduct can be found on the edifice of ‘idea of choice’; and with 

regards to consequences, on the basis of aim, objective and purpose.62 

Basically, the intention driving the conduct of a person to produce a consequence lies in the 

‘purpose’ for producing such consequence by their conduct.63 In the functioning of an ad 

blocking software, the purpose is to let users experience hassle free internet services without 

disruptions caused by advertisements. Most importantly, the plaintiff has to prove that 

intervention caused to its contractual rights were intended and not merely a natural repercussion 

of the defendant’s conduct. It is imperative to show that the breach of contract was an “end in 

itself or the means to an end.”64 The resultant harm suffered by the website owners and 

advertisers is incidental and unintended and therefore there exists no intention, whatsoever, to 

encroach upon a contractual obligation of the website owners. 

In regards to the aspect of presence of intent in committing a tortious interference, courts have 

also had contrasting views that “the defendant must have either desired to bring about the harm 

to the plaintiff or have known that this result was substantially certain to be produced by his 

conduct.”65 The same reasoning could be applied in order to discern the intention of operation 

of ad blocker. According to this view, although the intention of the ad blockers is not to divest 

the website owners of any of their contractual prerogatives, it is justifiable to infer that they 

are, by and large, certain of the outcome of the function of the ad blocker. However, in tort 

law, this view may be discredited by the concept of ‘justification’ of good motives.66 It is well 

established that interference with contractual rights is reasonable when the impugned action is 

purported to protect or stimulate some social or moral principle of good conduct and if the 

means resorted to bring about such interference are not unlawful.67 In this situation where the 

intention behind ad blockers may be seen as harmful because they give rise to a competitive 

market activity, the law mandates the presence of either unlawfulness or a predominantly bad 

 
61 Peter Cane, Mens Rea in Tort Law, 20 (4) OXF. J. LEG. STUD. 533 (2000). 
62 Id. at 534. 
63 Id. 
64 OBG Ltd v. Allan, [2005] QB 762. 
65 Restatement (Second) of Torts Ch. 37, at 5 (1977). 
66 Peter Cane, supra note 62. 
67 JOHN DYSON HEYDON, ECONOMIC TORTS (1978). 
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motive.68 The authors believe that law which takes a pluralistic view may not take cognisance 

of each good motive because every good motive cannot justify a wrongful conduct. Yet, 

securing one’s own contractual rights or advancing some public interest in the course of 

interfering with an existing contractual obligation should not qualify as tortious interference. 

III. NET NEUTRALITY 

Net neutrality as a concept has been much talked about in recent times. Before analysing the 

clashes between net neutrality and ad blockers, it is useful to get a brief background on the 

concept and its use in India. Net neutrality can be called as the “free speech” doctrine of the 

internet and it proposes that all Internet Service Providers (“ISPs”) should strive to give equal 

and fair access to all content and services.69 The main reason behind this is to ensure that access 

to internet services should be available to everyone and the internet should be an equal playing 

field. This would promote competition and make sure that smaller players are not held back by 

the money and power of the big technology companies. On the more civil side, this would also 

ensure that there is free speech and openness of thoughts on the internet and less of content 

moderation by the big players.  

With the advancement of the internet and ubiquitous presence of telecom access across India, 

there is a need to protect and preserve the openness of the internet. This is why the demand for 

net neutrality increased and currently, India is said to have the strongest net neutrality rules in 

the world.70 Net neutrality on the internet is attained when there is no discrimination with 

respect to the type of data being provided to the end users i.e., consumers.71Ad-blocking, which 

is mainly an end user enabled service ensuring a blanket blockage or selective blockage72 of 

advertisements, must be compatible with net neutrality rules. This implies that ISPs must 

operate in consonance as net neutrality principles mandate the restriction of any form of 

interference or discrimination in the dealing of online content, including actions like degrading, 

blocking, according preferential treatment or speed to any content.73 Moreover, the ad tech 

 
68 Peter Cane, supra note 62. 
69 Id. 
70 BBC Staff, India adopts world’s strongest net neutrality norms, BBC NEWS (Jul. 12, 2018), 

https://www.bbc.com/news/world-asia-india-44796436. 
71 Debarshi Mukherjee & Sonia Dhir, Net Neutrality Issues and Different Cross Sections of Society – An Indian 

Perspective, 6 (2) IPE J. MGMT. 80 (2016). 
72 Jessica Davis, Inside Axel Springer’s war with AdBlock Plus, DIGIDAY (Apr. 19, 2019), 

https://digiday.com/media/inside-axel-springers-war-adblock-plus/. 
73 Stan Adams, Net Neutrality: India Gets It, CDT (Jul. 13, 2018), https://cdt.org/insights/net-neutrality-india-
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industry cannot be allowed to leverage the net neutrality framework to harbour their financial 

gains at the cost of the consumer’s choice, privacy and safety.74 

In 2018, the Department of Telecommunication (DoT) had issued a letter in regards to ‘Net 

Neutrality Regulatory Framework’ which contains policy directives regarding net neutrality. 

According to it, the terms of the license agreements administering the ISPs were to be amended 

in order to include provisions of non-discriminatory dealing of online content along with 

apposite exceptions and exclusions.75 One such provision is concerning the ‘reasonable traffic 

management’ measures used by the licensee.76 Albeit, such measures ought to be proportionate, 

transparent and tentative in nature.77 Measures concerning congestion management, network 

limitations and legal public policy necessities are certain acceptable traffic management 

approaches on the internet.78 

Many ads have been programmed such that they can “chat” with the user profile or its device 

and its settings.79 Additionally, these ads frequently send signals across the network and all 

these activities result in an exacerbated congestion.80 It is for this reason that the Body of 

European Regulators for Electronic Communications (BEREC), which is the regulating agency 

of the telecommunication market in the European Union, had noted ad-blocking as a 

“reasonable” practice for tackling network congestion. Furthermore, BEREC also conceded to 

“allow network-internal blocking by the ISP if it is done at the request of the end-user and is 

under the control of the end-user, since they considered the most important principle was that 

the end-user could decide.”81 Chapter 10 of the Net Neutrality report discusses the permissible 

traffic management approaches to preserve the integrity and security of a network in order to 

tackle the undesirable elements like spam, viruses, DOS (Denial of service) attack, worms, 

etc.82 Ad-blocking when done with a legitimate purpose of securing the health of the network 

 
74 UN IGF, NET NEUTRALITY RELOADED: ZERO RATING, SPECIALISED SERVICE, AD BLOCKING AND TRAFFIC 

MANAGEMENT (Luca Belli ed., 1st ed. 2016), https://internet-governance.fgv.br/sites/internet-

governance.fgv.br/files/publicacoes/net_neutrality_reloaded.pdf#page=53 . 
75 DEPARTMENT OF TELECOMMUNICATIONS, REGULATORY FRAMEWORK ON NET NEUTRALITY (2018), 
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by skipping unwanted advertisements cannot be said to be a contravention of the net neutrality 

framework.  

Chapter 11 of the Net Neutrality report elucidates the amenability of communication networks 

to security and privacy concerns and thus highlights the need for regulatory action to be 

shouldered by communication service providers.83 Any slack in relation to the security and 

integrity of communication networks could impact the data and information of the end user. 

Also, the ever-increasing competition is stimulating content creators to devise new tactics for 

improved user experience, some of which may lead to deleterious impact on the security of the 

user’s network thereby having direct implications on net neutrality. For instance, a malware 

called ‘Hummingbad’ was responsible for a maladvertisement attack and unpermitted 

installation of fraudulent applications.84 The malware surfaced from a seemingly licit platform 

Yingmob, which controlled it and infiltrated 85 million85 Android devices, generating 

fraudulent ad revenue amounting to $300, 000 per month.86 The malware was designed to steal 

user data. This is the reason why users appreciate legitimate blocking mechanisms of ISPs to 

block ads filled with malware, spam, viruses, and other undesirable data at the network level. 

The DoT committee report87 which was published in 2015 has made numerous mentions of the 

terms ‘data protection’ and ‘privacy’ in the digital space and has briefly talked about the 

unregulated platform for online content providers. In India, the Personal Data Protection Bill 

which was passed in 2019 provides a statutory framework to implicate such offenders who in 

the garb of net neutrality are committing data theft.  The Bill does not in entirety seek an 

absolute prohibition on processing of data. Operations such as “collection, recording, 

organisation, structuring, storage, adaptation, alteration, retrieval, use, alignment or 

combination, indexing, disclosure by transmission, dissemination or otherwise making 

available, restriction, erasure or destruction” constitute processing of personal data of an 

individual.88 The Bill mandates that the user be apprised with information of likelihood of such 

data collection and the purpose of its subsequent processing.89 Therefore, Section 23 of the Bill 

 
83 Id. at 61. 
84 Gina Hall, Android malware Hummingbad infected 85 million devices, BIZ JOURNALS (Jul. 5, 2016) 

https://www.bizjournals.com/sanjose/news/2016/07/05/android-malware-hummingbad-infected-85-

million.html. 
85 Id. 
86 From HummingBad to Worse: New In-Depth Details and Analysis of the Hummingbad Android Malware 

Campaign, CHECK POINT, https://blog.checkpoint.com/2016/07/01/from-hummingbad-to-worse-new-in-depth-

details-and-analysis-of-the-hummingbad-andriod-malware-campaign/, (last visited Aug. 11, 2021).  
87 Department of Telecommunication Committee, supra note 82, at 25, 76, 78. 
88 Personal Data Protection Bill, 2019, 2019, § 3(31) [hereinafter Data Protection Bill]. 
89 Data Protection Bill, § 23. 
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imposes an obligation on data fiduciary to maintain such transparency.90 The data principal is 

at liberty to either grant or withdraw their consent to the data fiduciary for such processing.91 

Now, data processors are such entities which process personal data on behalf of a data 

fiduciary.92 In order to understand this concept let us take the example of Facebook. In cases 

where data collected by Facebook is used by the advertisers to place ads, it plays a role of data 

fiduciary. In such capacity, Facebook has an obligation to give notice to its users about the 

categories of personal data to be collected,93 the purpose for such collection,94 basis of 

processing,95 the data processors with whom such data has been shared,96 etc. at the time of 

collection of data.  Additionally, categories of personal data usually collected and purpose for 

which it is usually processed has to be made available by Facebook and the same can be 

consented to or not by the user.97 Facebook on the other hand will be a data processor when it 

operates with businesses and other third parties. For instance, Facebook is a data processor 

when it processes data on behalf of an advertiser with a motive to assess the advertising 

campaign’s performance and reach, and thereafter communicate insight about the individuals 

who interacted with the ad. A relevant example is Data File Custom Audiences. 98 In such a 

case Facebook has to rely on the data fiduciary, that it has provided a notice to the data principal 

in accordance with Section 7 of the Bill. Therefore, any implementation of online ads for 

processing of end user’s personal data without receiving consent of data principal will fall afoul 

of Section 11 and Section 34 of the Bill.99 

The Telecom Regulatory Authority of India (TRAI) released a consultation paper entitled 

‘Traffic Management Practices and Multi-Stakeholder Body for Net Neutrality’ in January 

2020.100 In the paper, TRAI has mentioned the legitimate grounds for deployment of a traffic 

management practice which includes traffic congestion and network integrity/security 

requirements.101 Further, it has suggested the premises upon which a TMP may be defined. 

 
90 Id. 
91 Id. 
92 Data Protection Bill, § 3(15). 
93 Data Protection Bill, § 7(1)(b). 
94 Data Protection Bill, § 7(1)(a). 
95 Data Protection Bill, § 7(1)(e). 
96 Data Protection Bill, § 7(1)(g). 
97 Id. 
98 Gavin Llewellyn, Custom audience and identity based targeting, SMART INSIGHTS (Jun. 12, 2019) 

https://www.smartinsights.com/internet-advertising/custom-audiences-and-identity-based-targeting/. 
99 Data Protection Bill, § 34. 
100 TELECOM REGULATORY AUTHORITY OF INDIA, CONSULTATION PAPER ON TRAFFIC MANAGEMENT PRACTICES 

AND MULTI-STAKEHOLDER BODY FOR NET NEUTRALITY (2020), https://trai.gov.in/consultation-paper-traffic-

management-practices-tmps-and-multi-stakeholder-body-net-neutrality?page=1. 
101 Id. at 6. 
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One instance elaborated by TRAI is the practices which may have an impact on Quality of 

Services (QoS) of an application by resorting to prioritisation and/or throttling of certain 

applications. It is inevitable that the end-user experience on the internet enhances by deploying 

an ad blocker which tackles traffic congestion, thereby increasing the user’s bandwidth; and 

concurrently, security of a device is preserved.  

The authors do realise that ad blocking is not a real solution in the current ‘arms race’ and 

therefore, a balanced solution favouring the user, content creators and ad tech industry must be 

reached. Innovation will play a significant role in bringing a shift as to how online ads are 

created. Platforms such as Privacy Butler102 are already harnessing such opportunities and have 

created an example of privacy by design technology which can observe a person’s presence 

and try to make rectifications to changes stated by the user. Users may resort to using ad 

management tools such as Ghostery which can expose tools embedded in a website for 

tracking, thereby empowering the user to decide whether to run the application or visit the 

content. 

CONCLUSION 

It can be concluded that ad blockers do not necessarily violate any laws. The owners of websites 

and the contents therein do not have a cause of action under copyright law and tortious 

interference. But there is a way out for them through the Acceptable Ads initiative by several 

ad blocking software. Ad blocking software is not bad in general; they do offer the public a 

chance to block several unnecessary ads. There is an undeniable public consensus on blocking 

certain types of advertisements, but this should not encroach onto meaningful advertisements. 

The forthcoming personal data protection law will definitely be able to ensure a suitable 

balance between the rights of the data principal and such individuals or entities who have an 

ad-based business model. 

** 

 
102 Ryan Wishart et. al, Privacy Butler: A personal privacy rights manager for online presence, 8TH IEEE INTL. 

CNF PERVASIVE COMP. COMM. WORKSHOPS 672 (2010). 
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ABSTRACT 

Artificial Intelligence (AI) systems are increasingly being used in various fields to 

generate novel and creative inventions. However, the patent law system has not 

kept pace with these innovations and consequently there are several unresolved 

issues with respect to the patentability of inventions generated by AI systems. This 

essay focuses on two of these issues: the grant of inventorship status to AI systems 

and the application of the current non-obviousness standard to AI generated 

inventions. It begins by discussing the developments and the state of the art in the 

field of invention generating AI systems. It then goes on to analyze the inventorship 

requirement and examines whether AI systems qualify as ‘inventors’ under the 

existing patent regime. In this regard it examines the procedural and technical 

requirements for filing patent applications, the jurisprudential understanding of an 

‘inventor’, and the decisions of the few Patent Offices which have dealt with this 

issue. It cautions against the dismissal of AI patent applications on purely 

formalistic grounds when the AI systems in question fulfil the substantive 

requirements for inventorship. It further examines the implications of such 

dismissals and makes policy recommendations. It then examines the current non-

obviousness standard for patentability and argues that the current standard is 

inadequate for dealing with AI generated inventions. It concludes by proposing a 

 
* After the article was cleared for publication, there were updates from some jurisdictions.  

In Australia, the Federal Court ruled that an A.I. system can be named as an “inventor” of a patentable subject 

matter. (Thaler v Commissioner of Patents, [2021] FCA 879). This was based on a judicial review of the Deputy 

Commissioner of Patents’ refusal to treat DABUS as an inventor. The Commissioner of Patents will be appealing 

the decision. 

South Africa has also granted a patent to an application where DABUS was listed as an inventor. But the patent 

procedure only consists of a formal examination step. Since there is no substantive examination, the courts will 

be highly likely to be called to make a judicial determination.  

In the USA, a federal judge ruled that an A.I. cannot be listed as an inventor. [Thaler v. Hirshfeld, 20-903, U.S. 

District Court for the Eastern District of Virginia (Alexandria)] This appeal was against the USPTO rejection. 
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new standard which substitutes the human PHOSITA with an equivalent skilled AI 

system, focusing on reproducibility rather than obviousness. 

*  
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INTRODUCTION 

Douglas Adams’ The Hitchhiker’s Guide to the Galaxy1 is considered to be one of the most 

popular science fiction books to have ever been written and it has achieved an almost cult-like 

following across the world. One oft-referenced scene from the book is when Deep Thought, an 

Artificial Intelligence (“AI”) system built by hyper-intelligent pan-dimensional beings, is 

tasked with computing the answer to the ‘Great Question of Life, Universe and Everything’. 

After seven-and-a-half million years of computation, Deep Thought gives ‘42’ as the answer 

and points out that the answer appears meaningless as the programmers who assigned it the 

task never knew what the question was or meant. When asked to produce the question, Deep 

Thought declines and instead offers to design a computer more powerful than itself to find the 

question. This computer is later revealed to be the Earth. 

While AI systems will probably not be creating planets anytime soon, the technology behind 

them has advanced to the point where they are able to come up with patentable inventions 

autonomously. These inventions raise several questions for the existing patent regime with 

respect to their patentability and the entity having inventorship rights over them. Both the 

World Economic Forum and the World Intellectual Property Organization have recognized 

these challenges and have stressed on the need for effective policies that accommodate the 

changes that AI inventors bring to the inventive process.2  

This essay explores some of the issues and conflicts between AI inventorship and the existing 

patent regime. This essay is divided into two parts. Part I of this essay details the developments 

and the current state of the art in the field of AI systems which are used for generating 

inventions. It primarily focuses on 3 AI systems viz. the Creativity Machine, the Invention 

Machine and Watson, and discusses the mechanisms they use to generate inventions. Part II of 

this essay focuses on the issues of AI inventorship of inventions and the challenges in applying 

the current non obviousness standard to AI generated inventions. In this regard, this essay 

discusses the implications of decisions made by Patent Offices across different jurisdictions 

and concludes by identifying various considerations for making a sound policy decision. 

 

 
1 DOUGLAS ADAMS, THE HITCHHIKER’S GUIDE TO THE GALAXY (1979). 
2 KAY FIRTH-BUTTERFIELD ET AL., ARTIFICIAL INTELLIGENCE COLLIDES WITH PATENT LAW (2018), 

http://www3.weforum.org/docs/WEF_48540_WP_End_of_Innovation_Protecting_Patent_Law.pdf; WIPO 

Conversation on Intellectual Property and Artificial Intelligence, WIPO (Oct. 1, 2019), 

https://www.wipo.int/about-ip/en/artificial_intelligence/news/2019/news_0007.html.     
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I. ARTIFICIAL INTELLIGENCE IN THE INVENTIVE PROCESS 

Computers have been used in the inventive process in some capacity or other since at least the 

latter half of the 20th century.3 However, while early computers were primarily used as tools to 

help human inventors in coming up with inventions, recent advancements in AI technology has 

enabled computers to come up with potentially patentable inventions autonomously or with 

minimal human input.4 Some of the prominent examples of AI which have autonomously come 

up with patentable inventions are discussed below. 

A.  The Creativity Machine 

One of the first examples of an AI which was capable of autonomously generating inventions 

was the ‘Creativity Machine’ which was developed by computer scientist Dr. Stephen Thaler.5 

The Creativity Machine employs a software concept known as ‘artificial neural networks’ – 

collections of on/off switches that connect automatically to create software without human 

intervention – in order to generate novel ideas.6 The Creativity Machine, at its most basic level, 

combines an artificial neural network which generates output as a result of self-stimulation of 

its connections with another network that perceives value in the output so generated.7 These 

artificial neural networks mimic the functioning of the human brain’s major cognitive pathway 

(the thalamo-cortical loop), which enables them to generate novel ideas or patterns and adapt 

to new scenarios without requiring additional human input.8 The Creativity Machine has been 

credited with coming up with numerous inventions such as the cross-bristle design of the Oral-

B Cross Action toothbrush and a new type of super strong material among others.9 Dr. Thaler 

also claims that the Creativity Machine was the real inventor of the subject matter of a patent 

titled ‘Neural Network Based Prototyping System and Method’.10 However it is important to 

note that the patent was filed in Dr. Thaler’s name and he did not disclose the involvement of 

the Creativity Machine to the Patent Office in the application.11  

 
3 Ryan Abbott, I Think, Therefore I Invent: Creative Computers and the Future of Patent Law, 57(4) B.C. L. REV. 

1079, 1083 (2016) [hereinafter Creative Computers].  
4 E.g., Ben Hattenbach & Joshua Glucoft, Patents in an Era of Infinite Monkeys and Artificial Intelligence, 19 

STAN. TECH. L. REV. 32, 36 (2015).   
5 Creative Computers, supra note 3; U.S. Patent No. 5.659.666 (filed Oct. 13, 1994). 
6 Stephen L. Thaler, Synaptic Perturbation and Consciousness, 6 INT’L J. MACHINE CONSCIOUSNESS 75 (2014). 
7 Creative Computers, supra note 3, at 1084. 
8 Stephen Thaler, Creativity Machine® Paradigm, in ENCYCLOPEDIA OF CREATIVITY, INVENTION, INNOVATION, 

AND ENTREPRENEURSHIP 451 (Elias G. Carayannis ed., 2013). 
9 Id. 
10 Creative Computers, supra note 3, at 1085; U.S. Patent No. 5.852.815 (filed May 15, 1998).  
11 Creative Computers, supra note 3, at 1085. 
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B.  The Invention Machine 

A second type of AI software which has seen some success in coming up with patentable 

inventions is Genetic Programming (GP).12 GP is modelled after the process of biological 

evolution and tries to emulate the basic evolution processes (like mutation, natural selection 

and sexual recombination etc.) digitally to achieve machine intelligence.13 GP uses algorithms 

which apply analogues of the basic evolution processes to existing solutions of a problem in 

order to come up with new solutions.14 This process is then repeated iteratively on the new 

solutions till the software comes up with a solution that meets some specified termination 

criteria.15 Thus while human operators provide the initial set of solutions and specify the 

termination criteria, there is minimal human intervention during the execution of the program 

itself. GP is especially useful for optimizing pre-existing inventions and in fields where even 

minor improvements in performance over the existing technology is significant.16 An example 

of a GP based AI which has come up with patentable inventions is the ‘Invention Machine’, 

which was created by computer scientist and GP pioneer Dr. John Koza. Dr. Koza claims that 

the Invention Machine came up with an improved version of a controller which was the subject 

matter of a patent titled ‘Apparatus for improved General-Purpose PID and non-PID 

Controllers’.17 The Invention Machine was only supplied with information about basic 

electronic components and desired performance specifications, and it was able to come up with 

the improved controller without any further human intervention.18 Like the Creativity Machine, 

the patent for these inventions were filed in Dr. Koza’s name and the involvement of the 

Invention Machine was not disclosed to the Patent Office.19 

C. Watson 

IBM’s Watson is another example of an AI which has autonomously come up with creative 

and patentable inventions. Watson was originally developed to compete on the game show 

 
12 E.g., Erica Fraser, Computers as Inventors – Legal and Policy Implications of Artificial Intelligence on Patent 

Law, 13(3) SCRIPTED 305, 316 (2016). 
13 John R. Koza et al., Evolving Intentions, 288(2) SCIENTIFIC AMERICAN 52 (2003).  
14 Riccardo Poli & John Koza, Genetic Programming, in SEARCH METHODOLOGIES: INTRODUCTORY TUTORIALS 

IN OPTIMIZATION AND DECISION SUPPORT TECHNIQUES 143 (E Burke & G Kendall eds., 2014).   
15 Id. 
16 Fraser, supra note 12, at 316. 
17 Jonathan Keats, John Koza Has Built an Invention Machine, POPULAR SCIENCE (Apr. 19, 2006), 

https://www.popsci.com/scitech/essay/2006-04/john-koza-has-built-invention-machine/.  
18 Creative Computers, supra note 3, at 1087. 
19 Keats, supra note 17. 
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Jeopardy!, and it successfully defeated two former Jeopardy! winners on the show in 2011.20 

IBM later developed new algorithms for Watson which enabled it to be put to more pragmatic 

uses.21 Watson uses increased computational power in conjunction with access to huge 

databases in order to “generate millions of ideas out of the quintillions of possibilities, and then 

predicts which ones are [best], applying big data in new ways”.22 Watson has been successful 

in generating novel food recipes in response to user inputs such as ingredients, type of dish and 

style of cooking, and some of these recipes are potentially patentable.23 IBM has also made 

Watson available to software developers and Watson is now being used in a variety of 

applications which include financial planning, developing treatment plans for cancer patients, 

genetic profile testing for drug delivery and even acting as a personal travel concierge.24     

II. PATENT LAW AND ARTIFICIAL INTELLIGENCE 

The use of AI systems in generating inventions raises many patent law issues. The most 

pressing issue is whether AI systems can be considered as ‘inventors’ of the inventions they 

generate under the current patent law regime. Another important issue is the implications of 

the increased use of AI systems on the current non obviousness standard for patentability. Both 

these issues are discussed below. 

A. Inventorship 

Before discussing whether AI systems can be considered as ‘inventors’, it is important to 

distinguish between ‘ownership’ and ‘inventorship’. Patents, or any intellectual property for 

that matter, are essentially a bundle of rights. Owners of a patent enjoy the economic rights 

associated with the patent (such as the exclusive right of making, using, offering for sale or 

selling the invention),25 while the inventor of a patent enjoys the moral rights associated with 

it.26 Granting ownership rights to AI systems does not merit discussion at this time since AI 

 
20 Jo Best, IBM Watson: The inside story of how the Jeopardy-winning supercomputer was born, what it wants to 

do next, TECHREPUBLIC (Sep. 9, 2013), https://www.techrepublic.com/essay/ibm-watson-the-inside-story-of-

how-the-jeopardy-winning-supercomputer-was-born-and-what-it-wants-to-do-next/.  
21 Creative Computers, supra note 3, at 1089. 
22 Id. 
23 Watson cooks up computational creativity, IBM, https://www.ibm.com/thought-

leadership/innovation_explanations/essay/florian_pinel.html [https://perma.cc/GGV7-NHT4]; Gene Quinn, The 

Law of Recipes: Are Recipes Patentable?, IP WATCHDOG (Feb. 10, 2012), 

https://www.ipwatchdog.com/2012/02/10/the-law-of-recipes-are-recipes-patentable/id=22223/.  
24 Creative Computers, supra note 3, at 1091. 
25 E.g., The Patents Act, 1970, § 48 (India); 35 U.S.C. § 271; Convention on the Grant of European Patents art. 

64, Oct. 5, 1973, 1065 U.N.T.S. 199 [hereinafter EPC].  
26 E.g., EPC, supra note 25, art. 62; Paris Convention for the Protection of Industrial Property art. 4ter, Mar. 20, 

1883, 828 U.N.T.S. 305.   
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systems do not have the capacity to use these rights, or to license them to others. This would 

effectively result in the rights going unused and the general public would also be deprived of 

the benefits of the invention. Therefore, the following discussion will only focus on whether 

AI systems can qualify as ‘inventors’ under the current legal regime. 

Procedural And Technical Barriers 

The first legal barrier faced by AI systems in obtaining inventorship status lies in the procedural 

requirements which govern the filing of patent applications. All patent applications require one 

or more named inventors who must usually also be ‘persons’ or ‘individuals.27 Thus, AI 

systems must first satisfy the requirements to be considered as a ‘person’ before they can be 

considered as an inventor. The precise definition of a ‘person’, however, is likely to vary from 

jurisdiction to jurisdiction.  

In India, for example, the Patents Act does not define the word ‘person’. The latest edition of 

the Manual of Patent Office Practice and Procedure (which is a manual issued by the Indian 

Patent Office for practitioners) also does not define the word ‘person’ but only provides that it 

includes the Government,28 although an earlier version redirected to the definition of ‘person’ 

present in the General Clauses Act, 1897.29 The General Clauses Act provides a general 

definition of the word ‘person’ where it is defined broadly to include corporations, associations 

and bodies of individuals in addition to natural persons.30 Courts in India have also considered 

animals,31 religious idols32 and rivers33 as ‘juristic entities’ having the rights and obligations of 

living persons in contexts outside of intellectual property rights. However, the legal personality 

of these entities is deemed to be complete only when a human agent is appointed to act on their 

behalf.34 Thus, AI systems could potentially qualify as persons either under this reasoning with 

 
27 E.g., The Patents Act, 1970, § 6 (India); U.S. PATENT & TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING 

PROCEDURE § 602.01(b) (9th ed. Rev July 2017) [hereinafter MPEP].    
28 THE OFFICE OF CONTROLLER GENERAL OF PATENTS, DESIGNS AND TRADEMARKS, MANUAL OF PATENT OFFICE 

PRACTICE AND PROCEDURE 10 (2019), 

http://www.ipindia.nic.in/writereaddata/Portal/Images/pdf/Manual_for_Patent_Office_Practice_and_Procedure_

.pdf.  
29 THE OFFICE OF CONTROLLER GENERAL OF PATENTS, DESIGNS AND TRADEMARKS, MANUAL OF PATENT OFFICE 

PRACTICE AND PROCEDURE 7 (2011), 

http://www.ipindia.nic.in/writereaddata/Portal/IPOGuidelinesManuals/1_28_1_manual-of-patent-office-

practice_and-procedure.pdf.   
30 The General Clauses Act, 1897, § 3(42) (India). 
31 See Karnail Singh & Ors. v. State of Haryana, 2019 SCC OnLine P&H 704.   
32 See Yogendra Nath Naskar v. Commissioner of Income Tax, (1969) 1 SCC 555. 
33 See Mohd. Salim v. State of Uttarakhand, 2017 SCC OnLine Utt 367.  
34 See Shiromani Gurudwara Prabandhak Committee v. Shri Som Nath Dass, (2000) 4 SCC 146.   
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the owner of the AI system being the human agent acting on its behalf, or under a purposive 

and dynamic interpretation of the word ‘person’ in the General Clauses Act. 

Even if AI systems satisfy the definition of ‘person’, they appear to suffer from a practical 

barrier. AI systems cannot file patent applications on their own and they will require the aid of 

a human assignee to actually file the patent application on their behalf and complete the 

application procedure. In India, for example, such an assignee would have to file a number of 

forms including Form 1 for the Application of Grant, Form 2 with the Complete Specification 

and a Statement and Undertaking with Form 335. Form 1 requires a declaration of inventorship 

from the inventor(s) and this declaration needs to be signed by the inventor(s).36 Other 

jurisdictions also have broadly similar signature requirements.37  

These signature requirements pose a problem for AI systems as they cannot physically make 

these signatures themselves. The most obvious solution would be for the owner of the AI 

system to make the signature on its behalf, with the owner acting as the AI system’s legal 

guardian or manager. Another possible solution could be to use digital signatures linked to the 

AI system or registered under the AI system’s name. However, it remains to be seen whether 

Patent Offices accept these workarounds, given the lack of statutory or judicial guidance 

around this issue. These signature requirements are not mere formalities either, as some Patent 

Offices have deemed patent applications to be withdrawn or abandoned for want of the 

inventor’s signature.38 

The ‘Human’ Requirement 

A more fundamental argument against granting inventorship status to AI systems looks to the 

overall purpose of intellectual property law. Proponents of this line of reasoning argue that the 

purpose of intellectual property law is to reward human ingenuity and creativity, and therefore 

intellectual property law should only protect the creations of natural persons.39 This argument 

has not been examined in any depth under existing patent law jurisprudence, although patent 

statutes often use the word ‘person’ and ‘individual’ interchangeably40. However, there is some 

analogous jurisprudence under copyright law around the issue of non-human authorship of 

 
35 See The Patents Act, 1970, ch. II & IV (India); The Patent Rules, 2003, ch. II & IV (India).  
36 The Patent Rules, 2003, Form 1, para. 12 (India). 
37 E.g., MPEP, supra note 27; EUROPEAN PATENT OFFICE, FORM 1002: DESIGNATION OF INVENTOR, 

http://documents.epo.org/projects/babylon/eponet.nsf/0/FD7E907381446E11C125737E004E0ED7/$File/epo_fo

rm_1002_12_07_editable.pdf. 
38 See infra pt. 3.1.4. 
39 Creative Computers, supra note 3, at 1099-1100. 
40 E.g., 35 U.S.C. §§ 115-116. 
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copyrightable material.41 For example, various Copyright Offices have adopted the policy of 

denying copyright protection to works generated by non-humans.42  

Copyright protection for non-humans was squarely at issue in the case of Naruto v. Slater43, 

which is popularly known as the ‘Monkey Selfie’ case. In that case, the U.S. Ninth Circuit 

Court of Appeals found that Naruto (a crested macaque) did not have statutory standing to sue 

under the U.S. Copyright Act. The Court based its decision on the absence of any express 

language in the U.S. Copyright Act which authorized animals to file for copyright infringement 

under the statute, and the presence of words like ‘children’, ‘grandchildren’, ‘legitimate’, 

‘widow’ and ‘widower’, which implied humanity and thereby necessarily excluded animals.44 

The Court also cautioned against the extrapolation of statutory rights to animals (and by 

extension other non-humans) unless the statute in question explicitly conferred those rights on 

them.45 

Conception and Inventorship 

An analysis of case law shows that courts have traditionally defined an inventor as someone 

who has ‘conceived’ an invention.46 Conception, in this context, has been defined as “the 

formation in the mind of the inventor of a definite and permanent idea of the complete and 

operative invention as it is thereafter to be applied in practice.”47 Furthermore, in order to 

conceive an invention, it is necessary for there to be a complete performance of the mental part 

of the inventive act.48 This concept was first recognized and applied in India in the case of VB 

Mohammed Ibrahim v. Alfred Schafranek49 where the High Court of Mysore held that firms 

and other corporations could not be considered as ‘inventors’ since they were incapable of 

‘conceiving’ an invention. 

Modern AI systems have proven themselves to be capable of conceiving an invention in the 

technical sense50, although it is of course impossible for them to perform any sort of mental 

act. However, most jurisdictions have moved away from the ‘mental act’ requirement for 

 
41 See MELVILLE B. NIMMER & DAVID NIMMER, NIMMER ON COPYRIGHT § 5.01[A] (2015).  
42 E.g., U.S. COPYRIGHT OFFICE, COMPENDIUM OF U.S. COPYRIGHT OFFICE PRACTICES § 313.2 (3d ed. 2014) 

[hereinafter CCOP]. 
43 Naruto v. Slater, 888 F.3d 418 (9th Cir. 2018). 
44 Id. at 426. 
45 Id. 
46 See, e.g., Townsend v. Smith, 36 F.2d 292, 295 (C.C.P.A. 1929). 
47 MPEP, supra note 25, § 2138.04. 
48 Townsend, 36 F.2d at 295. 
49 VB Mohammed Ibrahim v. Alfred Schafranek, 1960 A.I.R. 173 (Mys.) 175. 
50 See discussion supra Part 1. 
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inventorship.51  The best example of this is the United States, where the ‘flash of genius’ 

doctrine52 (which accepted inventions conceived through a “flash of creative genius” rather 

than through toil and experimentation) was replaced by the current non-obviousness 

requirement present in 35 U.S.C. § 103 which disregards the “manner in which an invention is 

conceived.” AI systems could potentially satisfy this understanding of the conception 

requirement, although some scholars have argued that these statutory changes were only 

intended to address the process of inventing undertaken by human inventors.53 

Another approach that is used to determine whether a person qualifies as an ‘inventor’ is to 

ascertain whether that person has made sufficient contribution towards the conception of an 

invention.54 This approach is especially pertinent in cases of joint inventorship, and it also 

assumes importance in the context of inventions where there is both AI and human 

involvement. For such inventions it is necessary to ascertain the level of contribution towards 

the conception of the invention by both entities (i.e., the human agent and the AI system) in 

order to determine who should get the inventorship status. There are broadly three factual 

situations that can arise in this context.  

The first situation is where the AI system is used as a mere tool (like a calculator) while the 

invention is conceived and implemented by the human agent. In this case the human agent 

should get sole inventorship. The second situation is where the human agent uses the AI system 

to analyze data (which has been curated by the human agent) and output the invention. In this 

case both the AI system and the human agent should get joint inventorship. The third situation 

is where the AI system generates an invention from data supplied to it by the human agent, but 

the invention could not have been anticipated at the time of supplying the data. In this case the 

AI system should get sole inventorship as the human agent had no part to play in the conception 

of the invention.55 AI systems like the Invention Machine and the Creativity Machine have 

demonstrated that they are capable of conceiving and implementing inventions with little to no 

human involvement56, and they should therefore be eligible for inventorship rights over those 

inventions. 

 
51 Ryan Abbott, Everything is Obvious, 66 U.C.L.A. L. REV. 2, 13-15 (2018) [hereinafter Everything is Obvious]. 
52  Cuno Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84, 91 (1941).   
53 E.g., Hattenbach & Glucoft, supra note 4, at 45-46. 
54 MPEP, supra note 27, § 2137.01 (II). 
55 See Ex parte Smernoff, 215 U.S.P.Q. 545, 547 (Bd. App. 1982); See generally Shyamkrishna Balganesh, 

Foreseeability and Copyright Incentives, 122 HARV. L. REV. 1569 (2009).  
56 See discussion supra Part 1. 
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A potential barrier faced by AI systems in obtaining inventorship rights under the ‘contributive 

conception’ analysis discussed above lies in the decision rendered by the U.S. Supreme Court 

in the case of Burrow-Giles Lithographic Co. v. Sarony57. In that case the Court had to deal 

with the issue of whether a photograph of Oscar Wilde qualified as the ‘work’ of an author. It 

was argued that it did not qualify as a Copyrightable ‘work’ since a photograph was essentially 

a mechanical reproduction of a natural phenomenon. The Court disagreed with that 

characterization and held that the photographer had exercised sufficient control over the subject 

of the photograph to qualify it as an expression of his idea, and that the mere use of a tool such 

as a camera would not negate human authorship over the photograph.58 This case later formed 

the foundation of the ‘human authorship’ requirement endorsed by the U.S. Copyright Office 

under which non-humans were denied copyright protection.59 However, it would be 

inappropriate to import the holding of this case into patent law given that modern AI systems 

are capable of generating patentable inventions autonomously with almost no human control 

or supervision. In that sense, these AI systems are very different from a camera and it would 

be unfair and inappropriate to grant the human agent inventorship rights over their inventions 

or to deny their inventions patent protection altogether. 

Recent Developments 

Until recently, it was a practice among patent applicants to avoid the disclosure of AI 

involvement in their patent applications and to list the creator or owner of the AI system as the 

inventor.60 This was largely due to the legal uncertainties involved in the recognition of AI 

systems as ‘inventors’. However, this is not an optimal solution as it is inefficient and unfair to 

reward the creator or owner of an AI system when they had minimal involvement in the 

inventive process.61 Allowing human agents to claim inventorship over inventions generated 

by AI systems is also unfair to human inventors who came up with their inventions on their 

own instead of depending on an AI system. Moreover, granting inventorship status to AI 

systems is likely to encourage innovation as computer scientists will be incentivized to develop 

better and more creative AI systems.62 

 
57 Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53 (1884). 
58 Id. at 56. 
59 CCOP, supra note 42, § 306. 
60 See Creative Computers, supra note 3, at 1083 & 1088. 
61 Ryan B. Abbott, Patenting the Output of Autonomously Inventive Machines, AMERICAN BAR ASSOCIATION 

(2017), https://www.americanbar.org/groups/intellectual_property_law/publications/landslide/2017-

18/september-october/patenting-output-autonomously-inventive-machines/. 
62 Id. 
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The legal uncertainty surrounding the eligibility of AI systems to be considered as inventors 

spurred Ryan B. Abbott, a law professor at the University of Surrey, and a group of patent 

attorneys across the word to create the Artificial Inventor Project.63 In 2018, the Project filed 

patent applications for two inventions with an AI system called DABUS listed as the inventor 

before the European Patent Office and the national Patent Offices of the UK, USA, Germany, 

Israel and a few other countries.64 As of the date of writing this essay, the European Patent 

Organization and the national Patent Offices of the UK and the USA have denied DABUS’s 

applications, although all three decisions are currently under appeal.65 These decisions are 

discussed below. 

The UK Intellectual Property Office (“UKIPO”) decision, while acknowledging that the office 

had earlier pre-emptively refused patent applications with AI systems as inventors in 

accordance with the practice endorsed in its formalities manual,66 emphasized that the 

application had been considered on its merits.67 The UKIPO had found against DABUS on two 

grounds: firstly, that DABUS was ineligible to be considered as an inventor because it was not 

a natural person, and secondly, that DABUS could not have transferred ownership rights to the 

patent applicant since DABUS itself could not hold any property under the existing law.68 

However, the UKIPO clarified that it was not rejecting the application merely because an AI 

system was listed as the inventor, but it was instead treating the application as withdrawn due 

to non-fulfilment of formal requirements.69 The UKIPO’s decision was subsequently affirmed 

by the UK High Court.70 

The European Patent Office (“EPO”) grounded its decision to dismiss DABUS’s application 

on the fact that DABUS was not a natural person and that it lacked legal capacity to hold any 

rights, let alone transfer them to the patent applicants through assignment.71 The EPO looked 

 
63 Ryan Abbott, The Artificial Inventor Project, WIPO MAGAZINE (Dec. 2019), 

https://www.wipo.int/wipo_magazine/en/2019/06/essay_0002.html. 
64 THE ARTIFICIAL INVENTOR PROJECT, http://artificialinventor.com/patent-applications/, (last visited Aug. 10, 

2021). 
65 Id. 
66 U.K. INTELLECTUAL PROPERTY OFFICE, FORMALITIES MANUAL (ONLINE VERSION) § 3.05 (2017), 

https://www.gov.uk/guidance/formalities-manual-online-version/chapter-3-the-inventor. 
67 Re Stephen Thaler, No. BL O/741/19 (U.K.I.P.O., Dec. 4, 2019), at para. 18-20, https://www.ipo.gov.uk/p-

challenge-decision-results/o74119.pdf. 
68 Id. at 21-23. 
69 Id. at 26. 
70 Thaler v. The Comptroller-General of Patents, Designs and Trademarks, [2020] EWHC 2412 (Pat.). 
71 Grounds for the EPO decision of 27 January 2020 on EP 18 275 163, para. 19-21 & 27, 

https://register.epo.org/application?documentId=E4B63SD62191498&number=EP18275163&lng=en&npl=fals

e. 
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to the legislative history of the European Patent Convention to hold that inventors needed to be 

natural persons.72 The EPO also held that since AI systems could not hold moral rights there 

was no duty to list them as the inventor.73 The U.S. Patent and Trademark Office applied strict 

statutory construction and looked to Federal Circuit precedent to categorically hold that only 

natural persons could be inventors under U.S. patent law.74 

The Way Forward 

A commonality that runs through all the three Patent Office decisions discussed above is that 

while they deny inventorship status to AI systems, they do not provide any alternative way for 

the inventions of such AI systems to gain patent protection. It is also interesting to note that 

while the Patent Offices deemed the patent applications to be withdrawn or abandoned due to 

the non-designation of a human inventor, they did not find the inventions themselves to be non-

patentable on any substantive grounds. It is submitted that dismissing the patent applications 

of otherwise patentable inventions because of the non-designation of a human inventor is 

inefficient and illogical. Disallowing such applications would force applicants to either list a 

natural person as the inventor to avoid risking forced abandonment or protect their inventions 

through means other than obtaining a patent. While the former route would dilute the integrity 

of the inventorship status, the latter would discourage innovation by removing the incentive for 

owners of AI systems to continue inventing and disclosing such inventions to the public.75    

Some scholars have argued that the current patent system may be irrelevant for AI generated 

inventions as there are other systems and models that are more conducive for promoting and 

protecting such inventions.76 Others have argued that patent protection is not the primary 

motivation behind innovation in certain settings (such as universities),77 and therefore it cannot 

be automatically assumed that a lack of protection for AI generated inventions will lead to the 

death of innovation in that field.78 However, it is uncertain whether such alternative models 

 
72 Id. at 23-24.  
73 Id. at 39. 
74 Decision on Petition filed by DABUS c/o Stephen Thaler re Patent App’n No. 16/524, 350 (U.S.P.T.O. Apr. 

27, 2020), https://www.uspto.gov/sites/default/files/documents/16524350_22apr2020_3.pdf. 
75 Creative Computers, supra note 3. 
76 E.g., Dr. Shlomit Y. Ravid & Xiaoqiong (Jackie) Liu, When Artificial Intelligence Systems Produce Inventions: 

An Alternative Model for Patent Law at the 3A Era, 39 CARDOZO L. REV. 2215 (2018). 
77 See WILLIAM M. LANDES & RICHARD A. POSNER, THE ECONOMIC STRUCTURE OF INTELLECTUAL PROPERTY 

LAW 312-13 (2003). 
78 Ravid & Liu, supra note 76, at 2239.  
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will adequately perform or substitute the public disclosure function of the existing patent 

system. 

At the same time, it is also not wise to ignore the possible negative implications of granting 

inventorship status to AI systems. Granting patent protection to AI generated inventions, some 

argue, can aid the establishment of technological monopolies, patent thicketing and the creation 

of barriers to entry into the field.79 This can destroy the delicate balance between granting 

exclusivity to the inventor and maintaining innovation in the industry.80 This apprehension is 

especially concerning due to the pace at which AI systems can generate inventions. The pace 

of innovation has already increased to such an extent that technologies tend to become obsolete 

even before the patent expires in some industries, and it is only expected to increase with the 

use of AI systems to generate inventions. The software industry, for example, has already been 

forced to use intellectual property in unconventional ways in the form of Open-Source 

Licenses.    

For the patent system to hold continued relevance, it must adapt to technological changes in a 

manner that successfully achieves the primary goal of a patent system, i.e., the promotion of 

innovation. In the context of AI generated inventions this might entail recalibrating the 

incentive structure to ensure that further innovation is not stifled by abuse. One way this 

recalibration can be achieved is by shortening the 20 year patent monopoly period to ensure 

that the reward is at par with the labour.81 Patent Offices can also introduce ‘method of 

invention’ as a requirement in patent applications in order to obtain empirical information about 

AI inventors and to efficiently measure patent effectiveness and industry trends.82 This 

requirement will also help Patent Offices to identify the relative contributions of human agents 

and AI systems towards an invention and to attribute inventorship accordingly. 

B. Non-Obviousness 

The use of AI systems in generating inventions also raises issues of ‘obviousness’.83 Most 

patent regimes require an invention to be non-obvious to a person having ordinary skill in the 

 
79 See generally Lisa Larrimore Ouellette, Access to Bio-Knowledge: From Gene Patents to Biomedical Materials, 

2010 STAN. TECH. L. REV. N1, https://law.stanford.edu/wp-

content/uploads/sites/default/files/publication/662898/doc/slspublic/ouellette-access-to-bio-knowledge.pdf. 
80 Fraser, supra note 12, at 330. 
81 Fraser, supra note 12, at 332-333. 
82 Id. 
83 E.g., Ravid & Liu, supra note 76, 2247-2248 (2018).  



 VOL II  CAN DEEP THOUGHT PATENT THE EARTH?  159 

 

 

 

art (PHOSITA) in order to be patentable.84 This standard is sometimes also expressed in the 

form of a requirement that an invention must involve an ‘inventive step’ over the existing prior 

art in order to be patentable.85 Essentially, a patent cannot be granted if a PHOSITA would find 

the difference between the subject matter of the patent and the existing prior art, obvious. 

The non-obviousness inquiry requires the decision maker (a patent examiner or a judge) to put 

themselves in the shoes of the average worker having the ordinary level of skill in the field of 

the claimed invention, and then determine whether the claimed invention would have been 

obvious to such a person.86 Determining the level of ordinary skill is thus crucial for the 

purposes of the non-obviousness inquiry.87 Advanced AI systems with increased processing 

power, widened access to searchable information and improved tools for efficiently analysing 

such information are likely to be more skilled than the average human worker in a particular 

field.88 To put it another way, what is not obvious to the average human worker may be very 

obvious to the average AI system, and the non-obviousness hurdle must be set accordingly. 

The first step towards doing that is to gather information about the prevalence and use of AI 

systems in a particular field. One way to gather this information is for the Patent Office to 

conduct periodical surveys to determine the extent to which AI systems are being used in the 

inventive process. However, this method is likely to be expensive and cumbersome.89 A better 

method would be for the Patent Office to create a special disclosure requirement in patent 

applications.90 The Patent Office can require patent applicants to disclose the use or 

involvement of AI systems in the inventive process in a manner similar to the current 

inventorship disclosure requirements for human inventors.91 Patent applicants can be 

incentivized to be truthful in their disclosures by allowing for patents to be invalidated if patent 

applicants conceal the involvement of AI systems in their applications. The Patent Office can 

then aggregate these disclosures and determine whether the use of AI systems in a particular 

field is widespread enough to be considered as standard in that field. 

 
84 E.g., 35 U.S.C. § 103 (2018).  
85 E.g., The Patents Act, No. 39 of 1970, § 2(1)(ja) (India); EPC, supra note 25, art. 52(1) & 56; Agreement on 

Trade-Related Aspects of Intellectual Property Rights art. 27, Apr. 15, 1994, 33 I.L.M. 1197, 1208.  
86 Everything is Obvious, supra note 51, at 17-18. 
87 Id. 
88 Ravid & Liu, supra note 76, at 2248. 
89 Everything is Obvious, supra note 51, at 34-35. 
90 Id. 
91 E.g., 37 C.F.R. § 1.56 (2018). 
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Once the Patent Office makes such a determination, it should then proceed to examine the 

precise nature of the AI system(s) involved. The AI systems can be broadly divided into two 

groups in this step: AI systems which require non-trivial human input or involvement during 

the inventive process, and AI systems which operate almost autonomously with little to no 

human involvement.92 The level of human involvement should be determined as a question of 

fact on a system-by-system basis. The PHOSITA standard for the first group of AI systems 

should incorporate the fact that the average skilled worker is now augmented by the use of AI 

systems, while the PHOSITA standard for the second group should substitute the average 

human worker with the average AI system. The PHOSITA standard for the field as a whole 

should depend on what type of AI system is more prevalent. 

Of course, substituting, or even augmenting the traditional PHOSITA standard with AI systems 

comes with its own problems. The biggest problem lies in characterizing the average AI system 

in a particular field, given that it is possible, and even likely, that a variety of AI systems with 

different levels of creativity, skill or sophistication are in use simultaneously at any given point 

in time.93 One possible solution could be to characterize the standard AI system as a 

hypothetical entity which is based on the general capabilities of the AI systems in use in a 

particular field (like the fictional human PHOSITA).94 A better alternative, however, would be 

to characterize the average AI system in terms of one or more specific AI system(s) that are 

actually being used in a particular field.95 The most obvious candidate for this is the AI system 

which is the most widely used; however, a combination of two or more different systems could 

also be used to make the standard more balanced.  

Another problem with substituting the average AI system for the human PHOSITA is that 

human decision makers would have to judge, in hindsight, what a machine would have found 

obvious. Although this problem is present in the traditional PHOSITA analysis as well,96 the 

use of AI systems is likely to present even greater difficulties. One possible way to circumvent 

this problem is to focus on reproducibility rather than obviousness. In other words, the decision 

maker would focus on whether the average AI system would be able to reproduce the claimed 

invention in a reasonable period of time rather than whether it would find the claimed invention 

 
92 Everything is Obvious, supra note 51, at 27-30. 
93 See KAY FIRTH-BUTTERFIELD ET AL., supra note 2, at 12. 
94 Everything is Obvious, supra note 51, at 40. 
95 Id. 
96 See generally Gregory N. Mandel, Patently Non-Obvious: Empirical Demonstration that the Hindsight Bias 

Renders Patent Decisions Irrational, 67 OHIO ST. L. J. 1391 (2006). 
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obvious. The reproducibility test could also be coupled with other objective factors such as 

long-felt but unsolved needs, the failures of others and real-world evidence of an invention’s 

reception in the market – in order to alleviate some of the problems with applying a ‘cognitive’ 

non-obviousness standard to AI systems.97 

CONCLUSION 

There is an imminent need for a sound and comprehensive policy to promote innovation while 

minimizing the negative impacts of adopting AI in the inventive process. Such a policy must 

clearly lay down factors for attributing inventorship and ownership among other considerations 

that may affect the pace of innovation. The discussion so far either tries to forcefully fit AI 

systems into the existing patent regime through dynamic interpretations of statutes, or excludes 

them from the purview of patent regimes through originalist interpretations. The policy 

discussions must instead focus on what our goals are for these new technologies, what we want 

our world to look like, and how the law can make it so.98  

 

**

 
97 E.g., Daralyn J. Durie & Mark A. Lemley, A Realistic Approach to the Obviousness of Inventions, 50 WM. & 

MARY L. REV. 989, 1004-1007 (2008).  
98 Everything is Obvious, supra note 51, at 52. 



 

 

OF WAIVERS AND APPEALS  

The year 2020-2021 has seen many unprecedented changes in the world; the world of 

intellectual property is no exception. Internationally, nations have fought hard to combat the 

pandemic while medical professionals and scientists were the front-end warriors combating the 

disease at the care-giving stage as well as in laboratories, developing medicines and vaccines 

that would help to best Sars-Cov-2, the organism responsible for the COVID-19 pandemic. At 

no other time in history has the underlying jurisprudential justification for intellectual property, 

particularly patents, been questioned by individuals, civil societies, other organizations as well 

as developing countries in the post-TRIPS intellectual property regime.  

The WTO Waiver proposal is a watershed moment in the history of international intellectual 

property protection1.  While presently languishing in the forum and not expected to be taken 

up before December 2021, this proposal, with multitude of interpretations, text-based and 

otherwise, put forward by even the supporting countries, nevertheless presents a contrary 

position to the so-called uniformity of intellectual property in the post-TRIPS era. The premise 

that the flexibilities inbuilt in TRIPS Agreement are sufficient even for developing countries 

in fulfilling their obligations to their people has been sorely tested in the context of right to 

health during the pandemic.   

Another interesting development is that the Intellectual Property Appellate Board was 

dissolved by the Union Government on 4th April, 2021, implementing the Tribunals Reforms 

(Rationalization and Conditions of Service) Ordinance, 2021. The Board, conceived to settle 

appeals from the against the Registrar’s decisions under the Indian Trademarks Act, 19992, and 

the Geographical Indications of Goods (Registration and Protection) Act, 19993, later started 

hearing disputes arising out of the Protection of Plant Varieties and Farmers’ Rights Act, 20014, 

 
1 Proposal for Waiver from Certain Provisions of the TRIPS Agreement for the Prevention, Containment and 

Treatment of COVID-19, IP/C/W/669/Rev.1 (25th May 2021). 

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True  
2 Ministry of Commerce and Industry, S.O. 1049(E) (Notified on September 15, 2003 

https://egazette.nic.in/WriteReadData/2003/212524.pdf 
3 Id. 
4 Ministry of Agriculture, S.O. 1797(E) (Notified on October 19, 2006) 

https://egazette.nic.in/WriteReadData/2006/E_1258_2011_004.pdf. 
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Patents Act, 19705 and Copyright Act, 19576. The decision to dissolve the IPAB and other 

tribunals is speculated to be partly due to the difficulty in appointing members to the Board.7  

In its time, IPAB has delivered important decisions in IP; however, problems abound. Of late, 

such tribunals have had a troubled history in India and abroad; the primary reason being 

questions regarding appointment of members. It must be ensured that the members are 

qualified, and in the case of IPAB, one of the criteria is qualification to be appointed a High 

Court Judge. However, when members of the executive are appointed as members of tribunals, 

which IPAB allows8, it affects the independence of the judiciary and the quality of judgements. 

At the same time, the Indian situation was aggravated by woes of timely appointment as well 

as inadequate infrastructure. 

The case of U.S. v. Arthrex, Inc9 deals with the US Patent Trial and Appeal Board (PTAB), a 

body similar to the IPAB which evaluates patents in the US assumes relevance here; the 

SCOTUS issued a decision invoking new oversight from the Director of the USPTO. This 

additional tier of review contributes further to the inter partes review envisaged under the 

Leahy–Smith America Invents Act, 2011. This matter in USA is similar to the Indian situation 

and the review of the PTAB decision was included so as to render ‘unreviewable’10 decisions 

subject to review; the Indian disbanding of the IPAB is also based on the premise that additional 

layers of dispute settlement results in vexation without appropriate settlement.  

Moreover, the Supreme Court has held that tribunals cannot answer questions of law.11 The 

National Tax Tribunal was struck down as unconstitutional by the Supreme Court in 2014, as 

it encroached into the power of judicial review vested in High Courts.12 The Law Commission 

had recommended two sets of changes to Tribunals in India, citing, among others, jurisdictional 

and judicial issues.13 

 
5 Ministry of Commerce and Industry, S.O. 509(E) (Notified on April 2, 2007) 

https://egazette.nic.in/WriteReadData/2007/E_350_2011_008.pdf. 
6 Ministry of Finance, S.O. 1696(E) (Notified on May 26, 2017) 

https://egazette.nic.in/WriteReadData/2017/176250.pdf. 
7 Dissolution Of IPAB, MONDAQ https://www.mondaq.com/india/trademark/1066942/dissolution-of-ipab. 
8 Shamnad Basheer, Fixing the tribunal mess, FINANCIAL EXPRESS, OCT. 10, 2014, 

https://www.financialexpress.com/archive/fixing-the-tribunal-mess/1296977/. 
9 United States v. Arthrex Inc., No. 19-1434 (Supreme Court of the United States Jun. 20, 2021).  
10 George Quillin and Jeanne Gills, Justices scale back “unreviewable authority” of administrative patent judges, 

SCOTUSBLOG, http://www.scotusblog.com/?p=301936. 
11 Madras Bar Association v. Union of India & Anr., AIR 2015 SC 1571. 
12 Id.; J. Venkatesan, National taxation tribunal law unconstitutional: SC, THE HINDU, Sep. 25, 2014, 

https://www.thehindu.com/news/national/sc-strikes-down-national-tax-tribunal-act/article6445065.ece. 
13 Twenty First Law Commission of India, Assessment of Statutory Frameworks of Tribunals in India, Two 

Hundred and Seventy Second Report (2017), https://lawcommissionofindia.nic.in/reports/Report272.pdf. 
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In this context, giving appellate powers back to High Courts may be advantageous in 

eliminating a layer of dispute settlement; at the same time, they may pose an increase in the 

caseload of High Courts. Setting up of specific IP benches, or an IP Division in commercial 

benches, as created by the Delhi High Court14 would be useful to IP litigants. However, the 

Parliamentary Committee on IP its 161st report suggested reviving of IPAB instead of shutting 

it down,15 indicating that the matter has not yet been resolved.  

Yet another momentous case on intellectual property is the SciHub Libgen case, which carries 

momentous significance to the academia and research community. The case was filed by 

Elsevier Ltd., Wiley India Pvt. Ltd. and American Chemical Society16; intervention from Delhi 

Science Forum, Society for Knowledge Commons and students and scholars followed. It brings 

back to the table the matter of money being a factor in determining access to scientific and 

academic knowledge repositories and the relevance and application of fair dealing. While 

American decisions17 have been against these ‘altruistic’ sites, the Indian intellectual property 

paradigms are different; hence outcomes should also be different and in line with the DU 

photocopy case.  

Hence, while the past year has been tumultuous, most of these issues will gain closure only at 

a later point of time; yet 2021 is instrumental in questioning the so-called ideas and ideals of 

IP- it has shown us that nothing is set in stone and that change is the only constant. 

 
14 High Court of Delhi, New Delhi, No. 667/Original Side/DHC, Jul. 7, 2021, 

https://delhihighcourt.nic.in/writereaddata/Upload/PublicNotices/PublicNotice_4W1UGE3WNT9.PDF. 
15 Department Related Parliamentary Standing Committee on Commerce, Review of the Intellectual Property 

Rights Regime in India, Jul. 23, 2021, https://iprlawindia.org/wp-content/uploads/2021/07/GOI_IP-Review.pdf. 
16 Elsevier Ltd. & Ors. v. Alexandra Elbakyan & Ors., C.S. (COMM) No. 5722020 of 2020 (Delhi HC) 
17 ‘US court grants Elsevier millions in damages from Sci-Hub’. Nature. doi:10.1038/nature.2017.22196. 
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