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S 

Preface 

The Centre for Intellectual Property Rights, established in 2015, has attempted to promote 

scholarship in intellectual property laws since its inception. The NUALS Intellectual 

Property Law Review published by the Centre, is a peer-reviewed, double blind and open 

access journal, with this first issue discussing some seminal themes of contemporary 

relevance. The issue explores a wide spectrum of thoughts and through its varied 

articulations attempts to open up dialogues in diverse domains of application of intellectual 

property laws.  

The article titled Folklore Protection – a Perusal within the Current IP Regime by Chandni 

Ghatak explores the protection of cultural heritage, specifically folklore, from a socio-legal 

perspective. The work attempts to establish the contours of what constitutes folklore and 

the potential role that can be played by the intellectual property regime in protecting the 

cultural ethos of the same within a well-defined structure. 

 In the same vein, Law and Policy of Traditional Cultural Expressions: A Global 

Perspective by Pragyan Deep Agarwal tries to define and identify the international and 

regional mechanisms that are to be entrusted with the protection of TCEs and posits that 

strong protective mechanisms can be evolved through the use of exogenous methods as 

well. 

A Critical Analysis of the Registration of Geographical Indications vis-a-vis Recipes by 

Ruchika Chouhan questions the application of the legislative provisions governing 

geographical indications in the matter of certain recent registrations and suggests that the 

relative demerits of such grant should be factored in prior to registration under the 

Geographical Indications (Registration and Protection) Act 1999. The author, with 

particular emphasis on the example of the Banglar Rasgulla, brings out the need for stringent 

application of relevant considerations while granting GI status to recipes.  

The validity and significance of registrations of single colours as trademarks is examined in 

Assessing Single-Colour Registrability- Principled on the United States’ Approach by 

Aditya Gupta. The author looks into the various processes by which such registration may 
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occur, theories that restrict such grant and analyses decided cases that bring forth new 

interpretations in this context.  

Analyzing Plain Packaging Requirement from the Perspective of TRIPS by Karan Singh 

Chouhan analyzes plain packaging on the touchstone of TRIPS provisions. The 

international implications of such laws are scrutinized, with special relevance to the diverse 

international treaties in the domain of trademarks.  

Copyright Protection and its Relation to Parodies by Chaitali Wadhwa is an investigation 

into the exceptions of the copyright regime in relation to creative expressions in the form 

of parodies. Through an investigation into the rationale of fair uses and its elements, and 

through its distinction with fair dealing, the author establishes boundaries of permissibility 

of parodies within the copyright domain. The exposition of case laws across jurisdictions 

brings out the various dimensions of the concept. 

The article Performer’s Right: Its Development and Protection by Isha Kaushal & Z. 

Zakhar Naved focuses on the rights of performers in the context of the advent of new 

information and communication technologies. The authors highlight the problems 

inherent in the nature of rights and resultant protection of the same and through a 

comparative analysis, highlights the scope of protection of such rights in India.  

Countering the Counterfeits: The Role of Blockchain by Kalyan Revella explores the 

possibility of using the block chain mechanism as an efficient instrument to restrict the 

flow of counterfeit products, particularly in the pharmaceutical market. The author focuses 

on the advantages of an intervention by this new-age technology in strengthening the 

supply chain management systems of patented drugs.  

Is Competition Law an Interventionist Instrument of Intellectual Property Rights? by 

Sangeetha. M & Saravanan. R, reiterates the ultimate objective of both competition laws 

and intellectual property as consumer welfare. Through a comparative analysis of different 

legal systems, the authors bring out the points of convergence between these two domains 

of laws.  

Finally, Legality of Parallel Imports with Respect to Copyrights, Trademarks and Patents: 

An Analysis by Shaivi Shah & Palash Moolchandani delve into the concept of grey markets 
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from the angle of the diverse laws that govern copyrights, patents and trademarks. The 

authors trace the different standards of exhaustion that are applicable in these contexts and 

fortify their argument by use of relevant case laws. 

The Centre is grateful to all the authors of the articles that are a part of this issue, as well 

as everyone who has contributed to the publication of the same. 

 

Dr. Athira P.S 

Director (i/c), Centre for Intellectual Property Rights 

National University of Advanced Legal Studies 
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Editorial 

The inaugural volume of the NUALS Intellectual Property Law Review was conceived with 

the aspiration of setting up a repository of innovative contemporary ideas, and to start 

meaningful conversations on subjects that are at the forefront of intellectual property law. 

For this volume, we have chosen varied writings pertaining to a multiplicity of novel areas, 

including less frequently discussed areas such as traditional cultural expressions and 

folklore protection. I thank the authors, all of whom provided incisive and in-depth analysis 

on their chosen topics. 

My hope for its future is that it will be a publication diverse not only in its ideas, but also 

in its authors and readership. I am grateful for the keen insight and support from our 

Faculty Advisor, Dr. Athira P.S, and the time and efforts lent by the Peer Review Board, 

the Deputy Editor and the Editorial Board. I also thank the Vice Chancellor and the 

administration of NUALS for whole-heartedly supporting this venture and providing 

inputs into the running of the journal. Most importantly, I am thankful to all the authors 

who submitted their well-researched papers for publication to our journal, making this a 

rewarding experience for all involved.  

 

Anjanaa Aravindan 

Editor-in- Chief  

 Board of Student Editors  
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Folklore Protection – A Perusal Within the Current IP Regime 

-Chandni Ghatak* 

 

ABSTRACT 

The protection of cultural heritage has been an important aspect discussed in 

several international forums. Protection of traditional knowledge has also 

garnered much attention from a socio-legal perspective, especially within 

countries which boast of a high indigenous population. However, there is still a 

dearth of discourse about the protection of cultural heritage, specifically folklore, 

particularly in the context of Intellectual Property (IP). Despite the World 

Intellectual Property Organisation (WIPO) undertaking efforts to facilitate such 

discourse, little progress has been made. The author has sought to clearly 

distinguish between concepts of folklore and traditional knowledge, terms that are 

often used interchangeably, further impeding the process of specific protection. 

This paper seeks to identify and clarify what constitutes folklore, the issues 

involved in its protection and the possible suggestions which may be adopted to 

further this goal. 

 

 

  

 
* Chandni is a 5th year undergraduate law student of the National Law University, Jodhpur. The author may be 

contacted at chandnighatak26@gmail.com. 
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INTRODUCTION 

Earlier this year, I read William Dalrymple’s book titled ‘Nine Lives’ which explores nine 

unique stories coming from across the vast boundaries of India, in order to discern how varied 

the perception of religion, spirituality etc., is through the narration of unique practices of 

various communities within the country. One of the lives he explores is that of a traditional 

Phad singer, the sole person in his family carrying on the tradition of regaling the villagers with 

lengthy recitations of songs glorifying the local deity Pabuji, on a fortnightly basis. While 

Dalrymple shares his marvel with the reader on the beauty of this long-held tradition, I explored 

certain other questions, unearthed through Dalrymple’s story. What could possibly happen if, 

in case, someone in the audience recorded the singer’s performance and had it recreated before 

an ignorant urban audience? What would be the singer’s remedy given the lyrics of such songs 

were known and transmitted through generations of his family, alone? Could he authorise such 

person in the audience, if his consent had been sought? Would this consent bear any legal 

significance? Could the singer also claim any relief if, in case, a painter was to steal the artwork 

illustrated on the long fabric which he uses as a prop to recreate the story to his audience every 

fortnight? As these questions emerged, I have chosen to provide some observations in light of 

this story. This paper seeks to study the status of folklore under the ambit of intellectual 

property rights, given its uncertainty due to the lack of available discourse on such topic. I have 

examined the meaning of folklore and the kind of protection which may be rendered to it, if 

the IP regime was tailored both domestically and globally to accommodate these ancient forms 

of art, etc. Through this paper I attempt to highlight the challenges faced by national and 

international IP instruments in granting protection to folklore, in order to carve out focal areas 

which need to be addressed in this process. Lastly, based upon the research presented, I provide 

plausible suggestions which may be adopted in order to give effect to an IP regime suitable for 

accommodating such specific communitarian needs.  
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UNDERSTANDING FOLKLORE 

Folklore, in the technical sense, does not have a simplistic or straightforward meaning as it 

happens to have in common parlance. More often than not, people try to elaborate upon the 

idea of folklore by citing examples of the popular Raas-Leela performances in Vrindavan, the 

Phad storytelling of Rajasthan, etc. However, understanding folklore for the purposes of its 

legal protection has been a complex task, given that it’s often mistakenly understood as a subset 

of traditional knowledge. The understanding of traditional knowledge certainly reflects the 

importance of preserving the uniqueness of a community. Traditional knowledge in its 

technical sense constitutes knowledge resulting from intellectual activities within a traditional 

context.1 This includes know-how, practices, skills and innovations.2 Naturally, when one reads 

the definition, it becomes clear that the outcomes of traditional knowledge usually desire more 

protection under the ambit of geographical indications, patents and trademarks. However, in 

the case of folklore the kind of protection to be rendered does not necessarily fit within these 

classical categories of protection, intellectual property regimes have to offer.  

Thus, the reason to distinguish between this concept and that of folklore is only because the 

level of protection required by the latter, if provided by a more specific instrument, may prove 

to be more effective.3 As experience has demonstrated, by creating specific instruments, the 

awareness, focus and enforcement by the policy makers, authorities and the public in general 

with regard to protection of objects and works become a less ambiguous task. To understand 

the aforesaid, let us peruse some specific definitions of folklore. 

The Oxford Dictionary defines ‘folklore’ as a set of traditional beliefs, customs and stories of 

a community, passed through the generations by word of mouth.4 Similarly, Jonas Balys, a 

folklore scholar, defines it as the traditional creation of peoples, primitive and civilised.5 It is 

achieved through the usage of sound, words, metric form and prose. Further includes folk 

beliefs or superstitions, customs and performances, dances and plays. He also states that 

folklore is not a science about a folk but instead, traditional folk science and folk poetry.6 

 
1 TRADITIONAL KNOWLEDGE, WORLD INTELLECTUAL PROPERTY ORGANISATION, (1st April, 2018) 

http://www.wipo.int/tk/en/tk/. 
2 Id. 
3 INTELLECTUAL PROPERTY AND TRADITIONAL CULTURAL EXPRESSIONS/FOLKLORE, WORLD INTELLECTUAL 

PROPERTY ORGANISATION, 8 (31ST Mar, 2018) http://pmg-assets.s3-website-eu-west-

1.amazonaws.com/docs/110817wipo1_0.pdf.  
4  OXFORD LIVING DICTIONARY, ( 1st April, 2018) https://en.oxforddictionaries.com/definition/folklore. 
5 Definitions of Folklore, JOURNAL OF FOLKLORE RESEARCH, 255, VOL. 33, (Indiana University Press, 1996). 

[Hereinafter Definitions]. 
6Definitions, supra note 5. 
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Additionally, perhaps in a first of its kind attempt, the United Nations Educational, Scientific 

and Cultural Organization (UNESCO) in 1989 sought to offer a definition to folklore by 

extending its ambit further to include language, literature, music, dance, games, mythology, 

rituals, customs, handicrafts, architecture and other arts.7 

By studying these three said definitions, one can understand three crucial elements i.e.: 

a) The definitions indicate that folklore may be both tangible and intangible work.  

b) Folklore is usually conveyed through generations, thereby indicating that these 

works are usually created within communities or families. However, a cautious 

approach must be made here. There is no express indication of this being restricted to 

a certain geographical territory. There is nothing to say that if a Phad story is recited 

before an audience in a place outside Rajasthan by the same community that has learned 

it for generations, it becomes undeserving of protection. Therefore, this gives rise to the 

question whether folklore is a right arising out of the need of protecting the 

geographical roots of the concerned work, or the creators and communities practising 

such art forms instead.  

c) The works described within these definitions indicate more the need of protection 

under copyright. 

It is important at this stage, to note that folklore is also more formally referred to as ‘Traditional 

Cultural Expressions.’[“TCE”]. Arguably, due to the usage of the term ‘expression’ in its title, 

it may be said that the creativity of the community is what is being targeted as a possible subject 

matter of protection. This again brings us to the circular point of whether IP protection must be 

directed only as far as copyright protection is concerned, or should it move beyond the same.  

The forthcoming parts of this paper shall peruse the copyright question and shall also address 

the general problems encountered in the protection of such TCEs’. 

 

  

 
7 Recommendations on the Safeguarding of Traditional Culture and Folklore, UNESCO (15 Nov, 1989) 

http://portal.unesco.org/en/ev.php-URL_ID=13141&URL_DO=DO_TOPIC&URL_SECTION=201.html. 
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THE COPYRIGHT SHIELD – THE ONLY WAY OF PROTECTION? 

As illustrated by the definitions discussed, it appears that copyright protection would best serve 

the interest of such communities. This is evidenced by the point that its definitions clearly 

indicate that a certain work, in whatever form, has been created by someone, and has over the 

years been associated with a certain community, thereby being a crucial element in signifying 

that community’s uniqueness to the society. This clarifies that a certain “work”, “created” by 

an “author” is sought to be protected from any kind of exploitation, namely its unauthorised 

reproduction. Due to this, it becomes logical to conclude that TCEs require protection under 

copyright laws. However, the conclusion drawn is not bereft of challenges. The copyright 

regime is essentially based on the idea that there is an identifiable author; there is a pre-decided 

fixation requirement, a fixed duration in most jurisdictions and a fair use exception.8 The 

biggest problem occurring here is that of satisfying the “author” requirement. First, the works 

which are included under the ambit of the definitions perused earlier clearly indicate that they, 

by virtue of being passed from one generation to another, do not have the exact knowledge of 

the actual author who had created the concerned work. In most cases, due to the long passage 

of time the community sees itself as a collective owner of the work. Usually, the work is 

improvised upon by consecutive contributions of each generation and thus, this task of 

attributing a single author becomes even more challenging.9 This is probably why; nations 

often identify these works as part of their cultural heritage, to be held in common respect by 

all of its citizenry. However, this remains a half-hearted solution as far as exploitation or 

misappropriation is concerned.  

Ownership as a concept is one which operates very differently in the context of communities. 

These indigenous communities giving rise to such folklore do not view ownership in the strict 

sense which correlates to the concept of ownership in a commercial or economic sense. They 

view it more as part of their value system i.e. how it concerns the community’s behaviour 

toward such work. For instance, if a community is creating a song related to a certain religious 

symbol, or a plant or fellow human being, the crucial matter is whether the community is 

attributing respect to the element to which the work is related.10 It is a matter of embodying 

 
8 Christine Haight Farley, Protecting Folklore of Indigenous Peoples: Is Intellectual Property the Answer, 17, Vol 

30 Conn. L. Rev (1997). 
9 Dr. Mihaly Ficsor, Protection of Folklore, WIPO NATIONAL SEMINAR ON INTELLECTUAL PROPERTY, (2003) 

WIPO/TIP/03/12. 
10 E.I. Daes, Discrimination Against Indigenous Peoples: Study on the Protection of the Cultural and Intellectual 

Property of Indigenous Peoples, U.N. COMMISSION ON HUMAN RIGHTS, SUB COMMISSION ON PREVENTION OF 

DISCRIMINATION AND PROTECTION OF MINORITIES, ¶ 26, 45th Sess. 
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respect and other values, rather than building further on economic rights. This understanding 

is clearly lacking in the current IP regime available, which is in turn enhancing the ownership 

problem. 

Defining authorship becomes even more crucial in the case of a performer, especially in the 

context of the Rome Convention, which restricts itself to covering any person who performs 

some literary or artistic work.11 This interpretation is a dangerous one in the folklore context, 

given that it would render protection to someone who performs the work after gathering the 

community’s knowledge in an unauthorised manner. However, in India, as per the provisions 

of the Copyright Act-1957, a performer is anyone who makes the said work.12 This 

undoubtedly seems to be a more desirable interpretation as it indirectly recognises the actual 

person of the concerned community who may have created the work in question. The problem 

however, may be said to arise in striking a balance between the community’s right and that of 

this individual performer. Once the knowledge of who this individual performer was, who 

actually formulated the said work, for the community to subsequently protect it may become 

difficult under a legal regime, especially in the international platform, given restrictive 

interpretations of the Rome Convention still continue to persist. 

Also, to what extent is there a liability? In the context of cultural property, in the United States, 

an antiques art dealer was sentenced as he was found to be illegally trading in some Egyptian 

antiques, under the relevant Egyptian Law. Therefore, the Court of Appeal found the person 

guilty and charged him under the relevant cultural property statute in the US.13 There was no 

question of the rights of the indigenous community itself, which may have contributed to the 

making of these objects. The liability was concluded, merely on the fact that the Egyptian 

Government had recognised it as cultural property theft and the US obliged.  

Let us take the same situation with the additional participation of the concerned community. If 

the community were part of the proceeding, would the Court have assessed its claim of 

authorship? Would damages be in order? These, at the time of the decision, may not have seem 

as persistent questions since only the claim of the Egyptian Government was being considered, 

 
11 Art. 3(a), INTERNATIONAL CONVENTION FOR THE PROTECTION OF PERFORMERS, PRODUCERS OF PHONOGRAMS 

AND BROADCASTING ORGANISATIONS, 1961. 
12 The Copyright Act, 1957, § 2(qq). 
13 U.S. v. Frederick Schultz (2003 U.S. App. Lexis 12834); See also Molly Torsen, Cultural Property Protection: 

International and US Affairs,(2nd April, 2018), https://cyber.harvard.edu/bold/devel03/torsentk.html.  
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but this, in general, represents the universal practice of a lack of participation of the indigenous 

community in enforcing any legal rights, let alone any IP rights that they may have. 

A further challenge which emerges within copyright protection is that of derivative works. 

Derivative works, be it in the Indian context or otherwise, do receive protection by themselves 

if shown to be otherwise substantially different from the main work, inspiring such derivation. 

Could this then mean, that if in case an individual artist bases his/her entire collection of 

paintings on a particular style actually carried on through a community, the copyright held first 

by the said indigenous community would be nullified? The situation wherein authors are 

sufficiently aware of their rights, derivative works and related rights do not pose a threat. 

However, as far as a community’s work is concerned, what would be the situation given that 

tracing the original author is difficult and there is a less likelihood of there even being a formal 

recognition of their own ownership by the community? Would the artist then need to take 

formal, legal permission? Or would giving due recognition to the said community suffice? 

What would be the correct course of action? When would there be a question of infringement? 

This concern of not seeking authorisation has been a repeated one14 and certainly deserves 

more attention, if we see it through the lens of copyright law. 

These are some of the questions which cause the formation of doubt over the proposition of 

general copyright principles being the sole answer. However, perhaps what makes copyright a 

suitable mechanism of protection for folklore is the availability of the moral rights argument. 

The forthcoming sub-section will peruse this part of the issue, in greater detail. 

Moral Rights for Folklore 

Despite the problem of identifying the actual author of all works of TCEs’, moral rights may 

still be a tool through which the integrity of the work may be protected.15 Further, it may also 

solve the problem of attribution.16Section 57 of the Copyright Act-1957 recognises moral rights 

as reiterated in the Berne Convention.17 This allows the author of a work to prevent the 

distortion of his/her work. Why this is relevant in the case of folklore is because most of the 

times the struggle of communities against the usage of their work is based more on a moral 

argument rather than a statutory one of infringement, given that the former usually does not 

 
14The Protection of Traditional Knowledge and Folklore, Summary of Issues Raised and Points Made, COUNCIL 

FOR TRIPS, WTO, 3, IP/C/W370/Rev.1 (2006) [Hereinafter W370 Report]. 
15 Mira T. SundaraRajan, Moral Rights: Principles, Practice and New Technology, 466, (Oxford, 2011) 

[Hereinafter “Moral Rights”]. 
16Id. 
17The Copyright Act, 1957, § 57 (India). 
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have clearly defined rights within the IP regime. However, even with the assertion of such 

rights, an important consideration regarding locus-standi does emerge. The Indian Law 

currently makes the claim for moral rights applicable, only in the sense that the ‘author’, i.e. 

who creates the work, may enforce such right.18 The law in its current form does not recognise 

the collective rights of communities. This clarification is vital, given that the identity of the 

actual author of such folklore in most cases is lost. An example worth noting, in this regard, is 

the attempt made by the Government of Australia in 2003, to introduce the Indigenous 

Communities Moral Rights (Bill) [ICMR].19 Home to several indigenous communities, the 

Australian Government tried to create a copyright law which would help further the interests 

of these communities with regards to works of folklore, etc. However, the ICMR has been 

regarded as a flawed legislation, specifically because it laid down the requirement of an 

agreement subsisting between the community and the subsequent author of a work, authorising 

the latter for using such work of folklore.20 This is the biggest flaw in the ICMR, as there is no 

guarantee that this agreement requirement is going to create an equal bargaining ground. 

Instead, there is a likelihood of the creation of a zero-sum game situation, since the latter party 

may be able to manipulate the former, when it comes to the technical legalese concerning 

contract. Additionally, as discussed earlier, the idea of ownership in these communities 

regarding their heritage is very different from the modern man’s concept of ownership. By 

imposing the requirement of an agreement, this gap only gets further enhanced, ultimately 

serving no purpose.  

Instead, as discussed in Prof. Rajan’s book,21 following the Russian copyright solution seems 

to be more feasible. Under this, a community’s right is impliedly recognised to collectively 

seek relief on account of moral rights, since the law provides locus standi to ‘any interested 

person’ in the work.22 This would allow the said community to approach the Courts, at any 

point, thereby asserting their ownership in an even more concrete manner. Naturally, worry 

exists with regard to whether the said community would be aware of such provision(s), how 

would they engage with a legal counsel, etc. The solution obviously does not end with the 

creation of the statement of law but also extends to the point that the Government must also 

interact with such communities through awareness measures, to educate them about their 

 
18 Art. 6, BERNE CONVENTION. 
19MORAL RIGHTS AND INDIGENOUS COMMUNITIES, ARTS LAW CENTRE AUSTRALIA, (2nd Apr, 2018) 

https://www.artslaw.com.au/articles/entry/moral-rights-and-indigenous-communities/. 
20Id. 
21 Moral Rights, supra note 13 at 468. 
22 Moral Rights, supra note 13 at 467-68. 
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rights. This ground level interaction may be achieved through collaboration between IP 

academicians and the Government in conducting workshops, etc.; which seek to educate these 

communities. Without such engagement, even creating space for locus standi would prove to 

be futile. Further, another issue concerning the application of moral rights is that of perpetuity. 

Given that folklore spans generations and that it is envisaged in this case as a right which may 

be claimed by a community centuries later, this question has to be resolved.  

In the forthcoming section, the author shall examine the various international instruments 

which exist, and can possibly aid in the larger goal of granting folklore protection worldwide. 

INTERNATIONAL INSTRUMENTS ASSISTING FOLKLORE PROTECTION 

For the purposes of this paper, the author has chosen to focus majorly on the effectiveness of 

the TRIPS Agreement with respect to the protection of folklore. This is mainly because post 

1995, the world has looked at TRIPS whenever it has engaged in establishing any type of IP 

Regime. This brings us to the discussion revolving around Article 27 of the TRIPS Agreement. 

Article 27(3) (b) specifically permits member states to establish sui generis regimes for the 

protection of plant varieties.23 This was further extended to include the discussion of protection 

of folklore and traditional knowledge, as enunciated through the Doha Declaration of 2001.24 

However, there has been considerable focus on reviewing the sui generis regime of protecting 

plant varieties along with the protection it entitles farming methods of indigenous communities, 

under the heading of traditional knowledge.25 While this is a positive step, there still lacks a 

discourse specific to the protection of folklore through the working of Article 27. However, in 

another review report issued in 2006, several member states appear to agree that defining rights 

within the TRIPS through the discussions mandated by the TRIPS Council is a better solution, 

rather than passing the burden on the WIPO and its committees alone.26 This is a correct 

approach given that the major concern behind indigenous communities even seeking such 

protection is mainly in light of the unlawful trading which takes place, in relation to objects 

constituting their folklore. Additionally, as suggested by the TRIPS Council itself, parallel 

work of intergovernmental organisations is more effective than having a single document on 

the issue, given that each addresses the issues differently.27 This also supports the proposition 

 
23 Art. 27(3)(b), Trade Related Aspects of Intellectual Property Rights ( Hereinafter TRIPS). 
24¶ 19, Doha Declaration (2001). 
25 Review of the Provisions of Article 27(3)(B): Summary of Issues made and Points raised, 4, TRIPS Council, 

WTO, IP/C/W/369/Rev.1 (2006). 
26 W370 Report, supra note 12 at 9. 
27 W370 Report, supra note 12. 
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that given the diverse questions involving copyright law applicability, the issue of unlawful 

trading, if WTO and WIPO would work in parallel fronts, arriving at solutions in a holistic 

manner may be possible,28 making it easier for member states to formulate legislations 

accordingly.  

In addition to TRIPS, there have been several attempts made at discussing the issue of folklore 

protection, more specifically rights of indigenous communities to intellectual property 

protection, globally. Be it the WIPO’s Inter governmental Committee on Intellectual Property 

and Genetic Resources, Traditional Knowledge & Folklore, which conducts seminars regularly 

for assessing national regimes and presenting other solutions,29 to the UN’s Working Group on 

Indigenous Communities which was one of the first to recognise the need for IP protection 

being granted to such communities30 – there has been a universal agreement in regard to this 

need. 

However, the efficacy of these instruments is still a long way from testing, simply because the 

discourse on the issue continues to be somewhat preliminary. There is a need for the review 

points to be taken into consideration, in order to even facilitate national regimes in 

incorporating these principles of protection, within their own domestic laws. 

In the forthcoming part, the author shall identify possible suggestions to establishing proper 

mechanisms for ensuring adequate protection of folklore.  

CREATING SOLUTIONS 

As discussed in the earlier parts of this paper, the discussion revolving around this issue is still 

nascent. Despite the recognition of the need for protection, little has been done to address the 

question of granting IP protection, both on domestic and international fronts. Following are the 

few broad challenges and the suggestions which may be adopted in order to address the issue. 

1. The definition issue 

Arriving at mechanisms to solve the issue of granting protection is naturally exacerbated when 

the subject matter of such protection is not unanimously agreed upon. This is evidenced by the 

 
28Peter K Yu, Four Neglected Issues in the Traditional Knowledge Debate, 2, (1st April, 2018) 

http://www.peteryu.com/tk_ssrc.pdf. [Hereinafter Peter K Yu] 
29 Catherine Saez, WIPO Seminar looks at Protection of Folklore, INTELLECTUAL PROPERTY WATCH, (1st April, 

2018) https://www.ip-watch.org/2017/06/12/wipo-seminar-looks-protection-folklore/. 
30Michael Davis, Indigenous People and Intellectual Property, PARLIAMENT OF AUSTRALIA (2nd April, 2018) 

https://www.aph.gov.au/About_Parliament/Parliamentary_Departments/Parliamentary_Library/pubs/rp/RP9697

/97rp20#POSSIBLE. 
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fact that in this very paper itself, the author had to rely on definitions provided by scholars, etc 

in order to build onto the other issues for consideration. The lack of a universally provided 

definition causes legislative confusion. Instead of relying solely on TRIPS or other 

recommendations of the WIPO for discerning the exact meaning of the term folklore, it is far 

easier to formulate a common, universal definition through a specific instrument. While this 

approach may be refuted by the argument that the perception of folklore may differ within 

communities, etc; there requires to be an exercise through which these contrasting 

understandings are diluted down to their common traits in order to form a single definition. For 

instance, if we peruse once again the definitions taken into account in this paper itself, certain 

common features such as it constituting of stories, beliefs; which may be orally transmitted 

through generations, etc do exist. By expanding on such study of various other definitions as 

well, there is a rewarding possibility of arriving at a definition which satisfactorily identifies 

common traits, thereby not contravening community standards blatantly. This can sufficiently 

clarify questions of distinguishing between subject matter of geographical indications, 

traditional knowledge, etc; thereby channelizing effort toward forming protection measures in 

a more focused manner.  

2. The codification of customary laws of indigenous communities 

The ideas of ownership, cultural heritage usage, etc; as discussed earlier, are heavily motivated 

from the manner in which the customary laws of such communities regulate these matters. For 

instance, the Galpu Clan of Australia is known to allow individuals to use symbols, etc as 

uniquely created by the Clan only by having the said individual take part in ceremonies, etc.31 

This was a decisive consideration even in the case of Yumbulul v. Reserve Bank of Australia,32 

which found that there would have been a case against the defendant, in case there was adequate 

recognition of aboriginal groups’ rights over their cultural works within the relevant Copyright 

Act.33 This goes onto support the need for a codification of customary laws, in this case the 

relevance and the recognition of rights of usage which come with the authorisation granted 

after the performance of ceremonies.  

 
31 Megan M. Carpenter, Intellectual Property Law and Indigenous Peoples: Adapting Copyright Laws to the Needs 

of a Global Community, YALE HUMAN RIGHTS AND DEVELOPMENT L.J, 65, Vol 7 (2004). 
32Yumbulul v. Reserve Bank of Australia (1991), 21 I.P.R. 481 (Austl.) 
33Id. 
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Another instance to support this idea of codification would be the examination of the 

Indigenous Peoples Right Act of 1997, as existing in Philippines.34 Besides the other relevant 

provisions laying down the full ownership rights of the concerned indigenous committee, etc 

the most important aspect is that of using the relevant customary laws of the community in 

question, to manage and protect related intellectual property rights accordingly.35 Further, since 

it is a mammoth task to document this diverse range of customary laws, the concerned nodal 

agency has attempted to do so by engaging expert study groups to assist in the documentation 

of such laws, in order to create a reference base for the legal regime to rely upon.36 By 

incorporating such practical measures, this not only would provide legal recognition to the 

unique practices of the said community but also allow for the community itself to develop its 

awareness of its own rights, being recognised within the concerned legal regime. Further, as 

illustrated in the US v. Schultz37 case, the fact that the country of origin had the requisite 

statutory protection in order to prevent illegal smuggling of such goods, by identifying such 

practices, protection was given. This would be the same application of laws made, if such 

codification were to formally take place, thereby improving the state of IP rights being granted 

to such communities.  

3. The recognition of such rights even in Bilateral Investment Treaties or Regional Trade 

Agreements 

There is an erroneous notion that IP as a subject matter under regional trading instruments or 

BITS is an occurrence of recent times. Reference may be made to the time when the US had 

negotiated a Friendship Commerce and Navigation treaty with China that included copyright 

protection way back in 1903.38 These investment treaties, although largely regulating matters 

of trade,  provided due recognition to goods consisting of elements of folklore as a possible 

subject matter to be included within its scope. Such treaties can go a long way in asserting 

intellectual property rights for this subject matter within such treaties as these instruments come 

with a readymade recourse to dispute settlement mechanisms, which work more efficaciously 

than usual forums such as the WTO-DSU etc.  

 
34 P.V. Vatsala G Kutty, National Experiences with the Protection of Expressions of Folklore/Traditional Cultural 

Expressions: India, Indonesia and Philippines, 33 WIPO, (2nd April, 2018) 

http://www.wipo.int/edocs/pubdocs/en/tk/912/wipo_pub_912.pdf. [Hereinafter “G Kutty”]. 
35 G Kutty, supra note 32. 
36 G Kutty, supra note 32. 
37U.S. v. Frederick Schultz (2003 U.S. App. Lexis 12834) (US). 
38INTELLECTUAL PROPERTY PROVISIONS IN INTERNATIONAL INVESTMENT ARRANGEMENTS, 

UNCTAD/WEB/ITE/IIA/2007/1, http://unctad.org/en/docs/webiteiia20071_en.pdf. 
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4. Increasing representation of indigenous communities in such IP related discourse 

A recurring and universally identified problem in addressing this issue is the lack of 

involvement of concerned stakeholders in formulating measures of IP protection.39 This 

absence of involvement also gives rise to complex questions of how such communities may be 

empowered to assert their rights in a Court of law. This makes it necessary for domestic 

legislations to incorporate community empowerment provisions, which allow for them to plead 

in cases of infringement etc. Having the government or the concerned nodal agency, does little 

to incentivise communities themselves to be more vigilant when it comes to preventing 

exploitation. This narrow approach must be appropriately amended.  

An example of how such communities may be formalised is by referring to the Rirratjingu 

Aboriginal Corporation [RAC]. The Corporation was established in order to fight claims of the 

said indigenous community with regard to the mining of their traditional lands, in 1984.40 

Although its mandate currently does not actively focus on protecting traditional folklore, if 

hypothetically there was an unauthorised usage of its folklore by a third party, the RAC could 

actively pursue a suit. The RAC is run by the descendants of those belonging to the clan, 

thereby showing the inter-generational involvement in the daily affairs of the community, an 

element which is also applicable in the context of folklore.41 If clans and other such groups, 

which although due to fragmentation may not still practice such folklore, the protection could 

still be sought through a representative body, created on the lines of the RAC. This is a solution 

which is worth pursuing, which can incentivise not only the community but also the Courts to 

rightfully give recognition and contribute to the growing jurisprudence of cultural rights. 

CONCLUSION 

There persist challenges as far as protection of folklore within the international and national 

regime is concerned. Through each passing year, we witness several initiatives taken by 

specialised UN agencies, WIPO, etc in order to study the challenges presented through this 

ambiguous situation. Similarly, there are private studies being conducted even in the academic 

world to identify lacunae in the protection regime which may be offered to folklore. However, 

the reason behind the discourse not moving forward or beyond the preliminary issues of 

definition, is simply because there is a lack of clarity on how one must go about accommodating 

 
39 Peter K Yu, supra note 26. 
40ABOUT US, RIRRATJINGU ABORIGINAL CORPORATION, (3rd April, 2018) http://www.rirratjingu.com/about-us/. 
41Id. 
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these traditional societies and their rights within the regimes created for those within the 

modern spectrum of society. This lack of clarity has impeded the growth of discourse and action 

in this matter, to a very large extent. The only mechanism through which development in this 

issue may be obtained, is by developing a specific international instrument which provides 

clarity on certain issues, namely the definition issue, the kind of rights to be granted etc. The 

success of Article 27 of TRIPS with regard to protection of plant varieties was affected with 

the support of the Convention on Bio Diversity and the UPOV.  

These instruments already provided clarity on the basic issues of definition, etc thereby 

smoothly solving the initial hurdles of nations in tailoring their domestic regimes of protection. 

The same approach has to necessarily be adopted even in the instance of protecting folklore. 

By simply reiterating recommendations and concerns, year after year, the international and 

national institutions both fail and lengthen the period of risk for the folklore held by such 

communities. Therefore, there is a serious need for international instruments to be drafted, to 

guide nations rather than listing down recommendations as is being done through the Inter-

governmental Committee etc; which would only lead to further ambiguity and ineffectiveness 

as is being witnessed in case of WIPO’s Development Agenda. 

Additionally, while copyright protection seems like the foundational form of protection which 

may be granted to folklore generally, there also needs to be a detailed and informed study 

undertaken on the efficacy of other forms of IP protection in effectuating protection for 

folklore. For instance, consideration must also be made to how protection may be guaranteed 

through the legislations on Design, Trademark etc. 

*** 

 



 

Law and Policy of Traditional Cultural Expressions: A Global 

Perspective 

-Pragyan Deep Agarwal* 

INTRODUCTION 

A music CD named Deep Forest was released in the year 1992. The music was made by using 

samples from the folk music of West Africa and various other parts of the world. It became a 

great success with over 2 million copies being sold in the succeeding year. The music in the 

CD was also used in a number of commercials including Coca-Cola, Porsche and Sony. Though 

the recording notes for the album promised to donate some amount to a fund for the welfare of 

the communities from which the music was taken, it never happened.42 

Around 5,000 indigenous and tribal groups and 300 million indigenous people are living 

amongst approximately 70 countries of the world.43 Indigenous and traditional communities 

have always had a concern regarding commercial exploitation of their cultural expressions 

without their consent44 and they have viewed it as a threat to their cultural heritage. These 

cultural expressions can be called ‘Traditional Cultural Expressions’ (TCEs) or ‘Expressions 

of Folklore’ or simply ‘Folklore’.45  Folklore represents the cultural heritage of a nation and 

reflects its socio-cultural identity. This might be a reason why nations across the world are very 

possessive about it. 46 

Along with its cultural value, the commercial potential of the traditional art forms of many 

countries is also immense.47 This can be seen as countries did a lot of efforts to protect their 

 
* Pragyan is a 5th year undergraduate law student of the University School of Law and Legal Studies, Indraprastha 

University, Delhi. The author may be contacted at deeppragyan13@gmail.com. 
42 ANTHONY SEEGER, Traditional Music Ownership in a Commodified World, in MUSIC AND COPYRIGHT 225 

(Simon Frith & Lee Marshal ed., 2004). 
43 ILO, Regional Office for Asia and the Pacific, Indigenous people still the poorest of the poor, (8 August 2001), 

available at http://www.ilo.org/asia/info/public/pr/lang–en/WCMS_BK_PR_ 26_EN/index.htm. 
44 Prof. Paul Kuruk, Key Policy Issues on Intellectual Property and Traditional Cultural Expressions, 

http://www.wipo.int/edocs/mdocs/tk/en/wipo_iptk_ge_17/wipo_iptk_ge_17_presentation_3kuruk.pdf.    (last 

updated Feb. 13, 2018)  
45 WIPO, Consolidated Analysis of The Legal Protection of Traditional Cultural Expressions/ Expressions of 

Folklore, 6 (May 2, 2003), http://www.wipo.int/edocs/pubdocs/en/tk/785/wipo_pub_785.pdf  
46 Mrs. P.V. Valsala G. Kutty, National Experiences with the Protection of Expressions of Folklore/Traditional 

Cultural expression: India, Indonesia and the Philippines, 4 (Nov. 25, 2002), 

http://www.wipo.int/edocs/pubdocs/en/tk/912/wipo_pub_912.pdf 
47 SILKE VON LEWINSKI, INTERNATIONAL COPYRIGHT LAW AND POLICY 260 (1st ed. 2008). 
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TCEs after they were decolonized.48 In numbers, the folk arts and crafts industry of India alone 

was $6.1 billion between 2000 and 2001. In China this is over CNY¥10 billion.49  

There is a divide between the countries seeking protection of their TCEs and many western 

countries which believe that TCEs have origin in the distant past and have fallen into public 

domain especially with reference to Intellectual Property Rights.50 Though it cannot be denied 

that some efforts have taken place at the international level for the protection of TCEs, whether 

they have succeeded in achieving the objective is something to be answered. 

The term ‘folklore’ was first coined by William Thomas in 1846.51  Expression of Folklore 

have been defined as  “any form of expressions, tangible or intangible, or a combination 

thereof, which are indicative of traditional culture and knowledge and have been passed on 

from generation to generation, including, but not limited to: (a) phonetic or verbal expressions; 

(b) musical or sound expressions; (c) expressions by action; and (d) tangible expressions”.52 

It is important to note here that this definition distinguishes itself from the notion of Traditional 

Knowledge (TK). In simple term TCE can be understood to be referring to subject matters 

which are protected by copyright.53  

This research paper will analyze the global law of policy of TCEs. The paper has been divided 

into four parts. Part one deals with various forms of legal protections that can be used for the 

protection of TCEs. This will include protection within intellectual property and outside 

intellectual property. Part two deals with the international attempts that have happened in the 

past or are currently under way that seek to protect TCEs in some or the other way. Part three 

deals with the protection afforded to TCEs in various countries around the globe. This will 

include countries from Africa, Asia-Pacific and Latin America. Finally, part four will deal with 

documentation of TCEs for its protection and preservation. Initiatives at international, national 

and individual level will be discussed.                                                        

 
48 CHRISTOPH ANTONS, Intellectual Property Rights in Indigenous Cultural Heritage: Basic Concepts and 

Continuing Controversies, in INTERNATIONAL TRADE IN INDEGINOUS CULTURAL HERITAGE: LEGAL AND POLICY 

ISSUES 144 (Christoph Beat Graber& Karolina Kuprecht & Jessica C. Lai ed., 2012). 
49 LUO LI, INTELLECTUAL PROPERTY PROTECTION OF TRADITIONAL CULTURAL EXPRESSIONS: FOLKLORE IN 

CHINA 27-28 (1st ed. 2014). 
50 KAROLINA KUPRECHT, INDEGINOUS PEOPLES’ CULTURAL PROPERTY CLAIMS: REPATRIATION AND BEYOND 46-

47 (1st ed. 2014). 
51 Gertrude Torkornoo, Creating Capital from Culture - Re-thinking the Provisions on Expressions of Folklore in 

Ghana's Copyright Law, Annual Survey of International & Comparative Law, Vol. 18, 9 (2012). 
52 Draft Articles on TCEs, Art. 1 (2017). 
53 ENYINNA NWAUCHE, THE PROTECTION OF TRADITIONAL CULTURAL EXPRESSIONS IN AFRICA 19 (1st ed. 2017). 
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PROTECTION OF TCES 

A. Protection of TCEs with Intellectual Property  

TCEs are very important cultural and economic assets of a community.54 Like other subject 

matters of intellectual property, this economic and cultural value of TCEs is also capable of 

being exploited by way of copying, adaptation and other forms of commercial exploitation.55 

It is therefore important to protect TCEs within the framework of IP. Though copyright seems 

to be the best way of protection, it can also take place within other forms of Intellectual 

Property.  

(i) Protection under Copyright: - The first major attempt for the protection of folklore at the 

international level took place at the Stockholm revision of the Berne convention which is the 

apex international agreement on copyright. This was done by adding Art 15(4) which gives 

protection to “unpublished works where the identity of the author is unknown, but where there 

is every ground to presume that he is a national of a country of the Union.” Though there was 

no explicit mention of the term folklore, as suggested by the delegation from India, it was taken 

into account that this provision can protect folklore.56 Further it was left upon the countries to 

appoint a competent authority which shall represent the unknown author and shall be 

responsible for enforcement and protection of this right.57 This authority shall be acting like an 

editor of the pseudonymous or anonymous works.58 Though this attempt can be seen as a major 

step, it did not serve the purpose adequately. This can be seen from the fact that only one 

notification, from India, has been given to the WIPO Director General regarding designation 

of such authority.59  

Although this attempt can be seen as a major step towards creating awareness regarding 

folklore, there are major problems with respect to protection of folklore under the ambit of Art 

15(4) or copyright as general. First, there is no author or co-authors in case of folklore as they 

pass on within a community from generations to generations.60 The application of the principle 

 
54 WEND B. WENDLAND, “It’s a small world (after all)”: Some Reflections on Intellectual Property and 

Traditional Cultural Expressions, in INTELLECTUAL PROPERTY AND TRADITIOANAL CULTURAL 

EXPRESSIONS INA DIGITAL ENVIRONMENT 154(Christoph Beat Graber & Mira Burri-Nenova ed., 2008) 
55 WENDLAND, supra note 13, at 167.  

WIPO, supra note 4, at 29. 
56 Agnes Lucas-Schloetter, Folklore, in INDIGENOUS HERITAGE AND INTELLECTUAL PROPERTY: 

GENETIC RESOURCES, TRADITIONAL KNOWLEDGE AND FOLKLORE 266(S. Von Lewinski ed., 2004) 
57 Lewinski, supra note 6, at 535. 
58 Masouye, Guide to the Berne Convetion (WIPO, Geneva, 1978), No. 15.11 p.95. 
59 Lucas-Schloetter, supra note 15, at 268. 
60 Id.at 294-295. 
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of anonymous works in this case does not solve the problem as the duration of protection, in 

principle, would have expired long time ago.61 Secondly, the principle of limited duration of 

copyright protection is completely opposed to the concept of folklore.62 Thirdly, the concept 

of originality under copyright which constitutes author’s own intellectual creation, does not 

aptly apply to folklore which evolves perpetually from one generation to another.63 And lastly, 

many common law countries have a requirement of fixation of the work in some material form 

which is completely opposed to folklore which is generally passed on orally.64 

Though direct protection of folklore under copyright seems to be difficult, there can be indirect 

protection under copyright and related rights. Works which are based on folklore i.e. adapted 

works and translated works can be protected under copyright. However, the protection extends 

only to the creative additions and not to the folklore itself.65 The protection also extends with 

regards to the related rights e.g. when a phonogram producer makes sound recording of a 

traditional song, he acquires a neighboring right in the recording.66 

(ii) Protection under other forms of Intellectual Property- The subject matter of folklore which 

overlaps with intellectual property other than copyright can be protected in some other form as 

well.  

Design law applies to 2d and 3d objects having artistic value, intended to have some industrial 

application. Design law can also protect adaptations of folklore just like copyright does.67 

Trade Marks are signs which distinguish goods or services of one undertaking from those of 

other undertakings.68 The biggest advantage of protection under trade mark is that it is 

indefinite in time.69 Trade mark can be used to protect distinctive indigenous names, signs or 

symbols70 which include words and sounds i.e. instrumental music or popular songs.71  

 
61 Lewinski, supra note 6, sec. 20.07. 
62 Lucas-Schloetter, supra note 15, at 297; Lewinski, supra note 6, sec. 20.08. 
63 Lucas-Schloetter, supra note 15, at 292-294. 

J.A.L. STERLING, WORLD COPYRIGHT LAW 337 (3rd ed. 2011). 
64 Lucas-Schloetter, supra note 15, at 291-292; Lewinski, supra note 6, sec. 20.09. 
65 Lewinski, supra note 6, sec. 20.11. 
66WIPO Performances and Phonograms Treaty (1996), Art 2(a). 
67 Lucas-Schloetter, supra note 15, at 305-306. 
68 The Agreement on Trade-Related Aspects of Intellectual Property Rights, article 15(1). 
69 The Agreement on Trade-Related Aspects of Intellectual Property Rights, article 15. 
70 Daphne Zografos Johnsson, The Branding of Traditional Cultural Expressions: To Whose Benefit? INDIGENOUS 

PEOPLE’S INNOVATION: INTELLECTUAL PROPERTY PATHWAYS TO DEVELOPMENT 155 (Peter Drahos & Susy 

Frankel ed., 2012). 
71 Lucas-Schloetter, supra note 15, at 307. 
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Associations of indigenous people can also register collective marks for use by their members 

in relation to products or service.72 But trademark or collective marks does not provide 

wholesale protection to their words, symbols, etc but only for the ones related to general area 

of the folkloric activity.73 

Geographical Indications (GI) aims to identify products originating from a particular 

territory.74  GI can be claimed by a particular traditional community in a particular geography 

in respect of a particular product and can prevent objectionable use by people outside 

community.75 

B. Protection outside Intellectual Property 

Folklore can be protected outside intellectual property by means of customary laws, heritage 

legislations and human rights. These forms of protection, though outside the purview of 

intellectual property, can sometimes protect TCEs better than intellectual property.  

(i) Protection using Human Rights- There are several obligations in the international human 

rights regime which directly or indirectly protect the rights of indigenous people in expression 

of folklore. Article 15 of International Covenant on Economic, Social and Cultural Rights 

(ICESCR) recognizes the “right to benefit from the protection of the moral and material 

interests resulting from any scientific, literary or artistic production of which he is the author.” 

Also, Article 27 of International Covenant on Civil and Political Rights (ICCPR) provides to 

the cultural minorities the “right, in community with the other members of their group, to enjoy 

their own culture, to profess and practice their own religion, or to use their own language.” 

Also, the UN Declaration on the Rights of Indigenous Peoples (UNDRIP), 2007 recognizes 

under article 12(1) the ‘right to repatriation’ for human remains and the ‘right to the use and 

control’ for ceremonial objects.76 

(ii) Heritage legislation- Cultural/Heritage legislations at national level inspired by 

international legal instruments like the UNESCO Convention Concerning the Protection of the 

World Cultural and Natural Heritage, 197277  can protect TCEs in a form and manner suited 

according to the particular country. The UNDROIT Convention on Stolen or Illegally Exported 

 
72 Johnsson, supra note 29, at 159. 
73 Supra note 30. 
74 Agreement on Trade-Related Aspects of Intellectual Property Rights, article 22(1). 
75 Lucas-Schloetter, supra note 15, at 311; Johnsson, supra note 29, at 155. 
76 Kuprecht, supra note 9, at 76. 
77 Lucas-Schloetter, supra note 15, at 321. 
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Cultural Objects, 1995 may be used as well to protect folklore at the national level. There are 

several other such international conventions but the form of protection they provide for folklore 

is more or less the same.   

(iii) Customary Laws- Another important form of protection for folklore can be by the means 

of customary laws which may be defined as non-codified practices of an ethnic community.78 

When these customary laws and customs of indigenous people take shape of a binding law, the 

regulatory regimes is known as a sui generis system.79 Sui generis protection models of many 

countries have been discussed later in detail which will help us understand this form of 

protection better. 

INTERNATIONAL INITIATIVES FOR PROTECTION OF TCES 

There have been several attempts at the international level for the protection of TCEs. One of 

the earliest initiatives in this regard was during the Stockholm revision of the Berne convention 

which has already been discussed earlier.  

A. WIPO Model provisions 

(i) The Tunis Model Law on Copyright (WIPO/UNESCO, 1976) - A committee of 

governmental experts met in Tunis in 1976 and came out with the Tunis model law on copyright 

to assist developing countries in drafting their copyright law in general.80 These model 

provisions also contained provisions regarding folklore. These provisions defined folklore and 

most importantly gave them unlimited duration of protection without requirement of fixation.81 

Like the Berne convention, the moral and economic rights in TCEs were authorized to vest in 

a national competent authority.82 The model provisions also established the concept of 

“Domaine public payant” under which the works of folklore are to be considered part of the 

public domain which can be used by subjecting the user to the payment of a fee. This fee shall 

then be used “to protect and disseminate national folklore.”83 

(ii) The Model Provisions for National Laws on the Protection of the Expressions of Folklore 

Against Illicit Exploitation and other Prejudicial Actions (WIPO/UNESCO, 1982) - In the year 

1982 another WIPO/UNESCO committee of governmental experts adopted the ‘model 

 
78 Republican Constitution of Ghana (1993), Art.11(3). 
79 Kuprecht, supra note 9, at 165. 
80 Lewinski, supra note 6, at sec 20.30; Lucas-Schloetter, supra note 15, at 340. 
81 Tunis Model law (1976), s6, s18(iv), s6(2). 
82 Tunis Model law (1976), s6. 
83 Tunis Model law (1976), s17. 
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provisions for national laws on the protection of expressions of folklore against illicit 

exploitation and other prejudicial actions’. Unlike the Tunis model law which chose copyright 

approach for protection of folklore, this model provisions chose a sui generis model of 

protection. The model provisions expressly covered ‘expressions of folklore’ rather than 

‘works of folklore’ due to the fact that they were specific provisions that did not derive from 

copyright.84 The model provisions did not contain any express provision regarding competent 

authority which could be designated with the exercise of rights; rather it was believed that the 

rights should vest in the community of the origin of folklore which could have only been 

possible when the community was organized enough. Hence this was left upon the countries to 

decide. These provisions also laid down the obligation to indicate the source of any identifiable 

expression of folklore.85 

B. Draft Treaty and subsequent WIPO efforts 

After the model provisions of 1982, a WIPO/UNESCO group of experts proposed to bring out 

a draft treaty based on these model provisions. Many participants considered it to be a 

premature idea as countries were still inexperienced in the protection of folklore at the national 

level. The expert group identified the difficulty in identifying expressions of folklore to be 

protected in other member countries and also lack of a dispute settlement mechanism.86 

After the efforts to bring a treaty failed in 1982, the debate re-emerged around 199687 and a 

forum was organized in Phuket in 1997.88 This forum adopted an action plan was suggested on 

for bringing out a new international agreement on sui generis protection of folklore.  

C. WIPO Intergovernmental Committee  

The WIPO Intergovernmental Committee (IGC) on Intellectual Property and Genetic 

Resources, Traditional Knowledge and Folklore held its first session in May 2001 and is going 

to held its 35th session in March 2018.89  The aim of this committee is to bring an international 

legal instrument including protection for traditional cultural expressions. The committee seems 

to have been slow in reaching its objective as even the delayed deadline of 2011 has not been 

 
84 Commentary on the Model Provisions, No. 32. 
85 Lewinski, supra note 6, at sec 20.31. 
86 Lewinski, supra note 6, at sec 20.32. 
87 Id. 
88 WIPO, UNESCO-WIPO World Forum on the Protection of Folklore, (Apr. 8-10, 1997) 

ftp://ftp.wipo.int/pub/library/ebooks/wipopublications/wipo_pub_758efs.pdf  
89WIPO, The WIPO Intergovernmental Committee (IGC) on Intellectual Property and Genetic Resources, 

Traditional Knowledge and Folklore      http://www.wipo.int/tk/en/igc/ 
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met.90 An important and healthy aspect of these negotiations is that they also include 

representatives of the indigenous communities.91The latest draft for the protection of TCEs was 

published on June 16 2017 and contains 15 articles.92 

These draft articles again take the approach of either assigning the rights to the community 

itself or to a competent authority as the situation permits in a particular country.93 This approach 

is similar to the model provision of 1982. The draft articles seem to have adopted a very flexible 

approach and give several options under many articles so that the countries can draft their 

legislations at national level very comfortably. The draft article 15 which talks about capacity 

building and awareness rising is an important part of the draft as awareness at this point is of 

utmost importance. It seems as of now that the IGC has not been able to bring about a radical 

change or development in current international regime of TCEs. 

A major reason behind the failure of these negotiations is the unwillingness of the western 

countries to bring out an international agreement. Kuruk attributes this to a lack of interest by 

the traditional knowledge user countries, and states that there may even be evidence of their 

efforts to stall and protract the process.94 This seems unfair as the developing countries have 

been very cooperative in the classical intellectual property rights treaties in the past which can 

be seen to be benefitting the developed countries more. Silke Von Lewinski believes that the 

developed countries should show a same amount of cooperation in this regard as well because 

they might result into very small economic losses but will definitely bring them great profits in 

terms of good will.95                                                   

 

 

 

 
90 TANIA BUBELA AND E RICHARD GOLD, GENETIC RESOURCES AND TRADITIONAL KNOWLEDGE: CASE STUDIES 

AND CONFLICTING INTERESTS 12 (1ST ED., 2012). 
91 Natalie Stoianoff, The World Intellectual Property Organisation (WIPO) and the Intergovernmental 

Committee: Developments on Traditional Knowledge and Cultural Expressions, University of Technology 

Sydney, Faculty of Law Legal Studies Research Paper Series, 39 (Mar. 2014). 

Also see generally WIPO, Intellectual Property and Genetic Resources, Traditional Knowledge and Traditional 

Cultural Expressions (2015)   http://www.wipo.int/edocs/pubdocs/en/tk/933/wipo_pub_933.pdf 
92 WIPO, The WIPO Intergovernmental Committee (IGC) on Intellectual Property and Genetic Resources, 

Traditional Knowledge and Folklore      http://www.wipo.int/tk/en/igc/ 
93 Draft Article on TCEs (2017). 
94 Paul Kuruk, ‘Goading a Reluctant Dinosaur: Mutual Recognition Agreements as a Policy Response to the 

Misappropriation of Foreign Traditional Knowledge in the United States’  34, Pepperdine Law Review, 72(2007) 
95 Lewinski, supra note 6, at sec 20.42. 
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ROUND THE GLOBE PROTECTION REGIMES 

A round the globe analysis of the various countries which directly or indirectly give protection 

to TCEs is important to understand which model fits best for it. This part of the paper has been 

divided in three sub-parts: Africa, Asia pacific and Latin America. 

Africa 

Africa is one of the most culturally rich continents in the world and it is very normal to expect 

African countries taking initiatives for protection of their folklore. Though there are many such 

countries, this paper has selected few out of them to cover almost all kinds/models of 

protection. 

(i)Tunisia - Tunisia has a great wealth of cultural heritage including folk music, art, dances, 

handicrafts, etc.96 Recognizing the fact that this heritage has a great traditional and commercial 

value, Tunisia was the first country ever to provide protection for TCEs in the year 1966.97 The 

Tunisian step in protecting folklore was inspired from the first African Working Party on 

Copyright which held in Brazzaville in 1963 and which discussed about legal protection of 

folklore.98 The 1994 act which is a revised version of the 1966 act is responsible for the 

protection of folklore in Tunisia.99  

To summarize the protection model of Tunisia, the works of folklore can be exploited in return 

of fees which is set by a body for the Protection of Authors’ Rights OTPDA (Organisme 

Tunisien de Protection des Droits d’auteurs). The most important aspect of the protection 

system of folklore in Tunisia is that along with the legal protection the government also ensures 

protection by means of documentation and preservation activities carried out by the ministry 

of culture, youth and leisure.100 The importance of these activities has been highlighted later in 

this paper. 

(ii) Ghana - Ghana has a sui generis model of protection under which the ownership of folklore 

vests with the state. The Copyright Act (CA) of Ghana was enacted in the year 1961 but it 

wasn’t until 1985 that the protection was extended to folklore. This was done after the model 

 
96 Draft Article on TCEs (2017). 
97 Daphne Zografos, The Legal Protection of Traditional Cultural Expressions: The Tunisian Example, The 

Journal of World Intellectual Property, Vol. 7, No. 2, pp. 229-242, at 230 (2004). 
98 Samantha Sherkin, A Historical Study on the Preparation of the 1989 Recommendation on the Safguarding 

Traditional Culture and Folklore      wmnv.folklife.si.edu/unesco/sherkin.htm 
99 Zografos, supra note 57, at 231. 
100 Id. at 239. 
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provisions came out in the year 1982.101 Section 76 of the CA Ghana defines an expression of 

folklore as “the literary, artistic and scientific expressions belonging to the cultural heritage of 

Ghana which are created, preserved, and developed by ethnic communities in Ghana, or by an 

unidentified Ghanaian author.”102 Section 4 of the CA Ghana vests the ownership of 

expressions of folklore with the president of Ghana.103 These rights vest for perpetuity meaning 

that the expressions of folklore can never enter into public domain.104 Any commercial use of 

folklore requires permission from the national folklore board which exercises the rights vested 

with the president.105 Also sec 19 provides for non-commercial uses where the permission is 

not required.106 An example of working of this kind of a system is payment of $2000 by a 

Japanese firm JVC which used Ghanaian folklore in a documentary on African music and 

dance.107 

Though Ghana has its own trademark, designs and GI act but the possibility of protection of 

folklore under them has not been considered yet due to a presence of a strong sui generis 

model.108 

(iii) Nigeria - The Nigerian copyright act of 1988 provides for a framework for the protection 

of folklore. The act defines folklore as “a group-oriented and tradition-based creation by groups 

or individuals reflecting the adequate expression of their cultural and social identity, their 

standards and values as transmitted orally, by imitation or by other means including folklore, 

folk poetry and folk riddles; folk songs and instrumental folk music; folklore dances and folk 

plays;  and the production of folk arts.”109 According to ES Nwauche, the problem in this 

definition arises from the fact that there are around 250 ethnic communities in Nigeria and no. 

of sub-ethnic communities which have attained a separate identity over the years and becomes 

very difficult to identify the communities this definition refers to. Though there is no clear 

indication of the ownership of folklore but it is reasonable to assume that it vests with the 

Nigerian copyright board as it is responsible for giving permissions for utilization of 

folklore.110 Like the Ghanaian system here also any commercial exploitation requires 

 
101 Ludewig K, The nationalization and commercialization of Ghanaian Folklore, Michigan Journal of Public 

Affairs 1-39 (2009). 
102 Copyright Act Ghana (1961), s76. 
103 Copyright Act Ghana (1961), s 4. 
104 Copyright Act Ghana (1961), s17. 
105 Copyright Act Ghana (1961), s4(1) and s44.  
106 Copyright Act Ghana (1961), s19. 
107 Nwauche, supra note 12, at 65. 
108 Id. at 215-216. 
109 Nigerian Copyright Act (1988), Art. 28(5). 
110 Adewopo A, Protection and Administration of Folklore in Nigeria, Script-Ed 1-10 (2006).  
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permission from the copyright board.111 In spite of such a sui generis model of protection there 

is lack of applicability on the ground. This is evident from the fact that there is no recorded 

instance of the copyright board giving authorization for the use of folklore.112 Nigerian film 

industry is one of the largest in the world and there is regular use of folklore in them without 

due authorization which is a sign of weak enforcement mechanism. 

Kenya has a folklore protection system which is very similar to the model of Ghana and 

Nigeria.113  

(iv) South Africa - The South African National Heritage Resources Act (SA NHRA) forms the 

framework for the sui generis protection of folklore. The South African folklore is part of the 

‘national estate’114 and the NHRA establishes different agencies at national and regional level 

for the management of these national estates.115 This includes authorization for any use of the 

folklore.116 An example of NHRA agency is promotion of the marginalized ‘NAMA’ 

traditional ‘step dance’.117 This system is a bit different from Ghana Nigeria because the sui 

generis system is outside the intellectual property. The system might look very healthy for the 

protection of folklore, but an in-depth analysis reveals that the focus of this system is on the 

protection of tangible heritage like monuments which is not usually associated with expressions 

of folklore. 

The South African intellectual property rights regime seems to protect the folklore better than 

the sui generis system. In 2004 the South African cabinet approved a policy on an Indigenous 

Knowledge System (IKS)118 for the protection of indigenous knowledge through intellectual 

property system. This led to the passing of the Intellectual Property Laws Amendment Act 

(IPLAA) in 2013. This act makes changes in the various IP legislations in order to 

accommodate the protection for TCEs. Protection to indigenous terms and expressions is given 

by Trade Marks Act South Africa.119 Protection to indigenous designs is given by the South 

African Designs Act. Special category of rights termed "performance in traditional works" is 

now incorporated, through amendments, to the Performer‘s Protection Act South Africa. The 

 
111 Nigerian Copyright Act (1988), Art. 28. 
112 Nwauche, supra note 12, at 61. 
113 Id. at 122. 
114 South African National Heritage Resources Act (1999), Sec 3(2). 
115 Nwauche, supra note 12, at 80. 
116 South African National Heritage Resources Act (1999), Sec 27. 
117 Nwauche, supra note 12, at 176. 
118 Policy document on the Indigenous Knowledge Systems (IKS). 
119 Nwauche, supra note 12, at 113. 
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ownership of the work vests with the particular indigenous community120 and a prior informed 

consent of the indigenous community is required along with a benefit sharing arrangement.121  

Along with this form of protection the IPLAA has also established the National Trust and Fund 

for Indigenous Knowledge the promotion and preservation of indigenous cultural expressions 

and knowledge.122 One of the most important reforms that this act has brought is the 

establishment of a dispute settlement body which overlooks any dispute emanating from the 

changes brought about by the IPLAA 2013.123  

Asia Pacific 

Asia pacific is another region which is rich in culture and heritage. The protection models of 

some countries are unique and hence important for our discussion. It will be seen that along 

with the government, the judiciary has also been vocal about the protection of TCEs. 

(i) China - China has a mass of folklore resources.124 The Copyright Law of 1990 states that 

“[r]egulations for the protection of copyright in expressions of folklore shall be established 

separately by the State Council”.125 Though the Chinese legislations are no special with regards 

to folklore protection but the efforts of the judiciary are worth discussing. The most important 

case in this regard is Hezhe Ethnic Minority Township Government vs. Song Guo (2002). In 

this case a song ‘wusuli chuangey’ was made by modifying a folk song of the ethnic Hezhe 

community. The local government of the Hezhe people represented them in court and claimed 

that the folk song on which ‘wusuli chuangey’ was based is a folk song of the community 

which has passed onto them from generations and it should be protected under the copyright 

law. The court found that the song was indeed based on the folk song and ruled that it should 

be identified as an adaptation rather than an original composition. Also the court added that 

any product or broadcast of the song should recognize the contribution of the Hezhe community 

and 30% of the song earnings have to be given to the community.126 

 
120 South African Copyright Act (2002), s28(d). 
121 South African Copyright Act (2002), s28G(4). 
122 Sec. 28(1) of the South African Copyright Act (2002) envisages the establishment of a Trust made up of five 

members and to be known as the National Trust for Indigenous Knowledge. 
123 South African Copyright Act (2002), s28K (2). 
124 LI, supra note 8, at 14. 
125 Copyright Law of 1990, Art. 6. 
126 LI, supra note 8, at 131-135.  

Also see Daphne Zografos, Legal Protection of Traditional Cultural Expressions in East and Southeast Asia: An 

Unexplored Territory, 18 AIPJ 167, 170-171(2007).  
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In 2011, the Intangible Cultural Heritage Act of the People’s Republic of China came into 

effect127 which can be seen as a major step towards the protection of folklore. The act includes 

“traditional arts, calligraphy, music, dances, drama, Quyi and acrobatics; traditional 

technology, medicines and calendars; traditional courtesy, festivals and folk customs; 

traditional sports and carnivals; other intangible cultural heritages” as to be a part of the 

folklore.128 

(ii) Indonesia - Indonesia is a group of several islands which inhabit several indigenous 

communities like Javanese and Sudanes. The gamelan music, handmade crafts, Wayang puppet 

drama and dances are some of the examples of the TCEs in Indonesia.129 Protection to folklore 

is given under sec 10 of the copyright act of Indonesia. According to the act folklore which 

contains “stories, tales, fairy tales, legends, chronicles, songs, handicrafts, choreographies, 

dances, calligraphies and other works of art” is a common property held by the state.130 This 

provision created several problems due to the fact that his would restrict domestic people to 

use these folklores. According to Ajip Rosidi, this led to a compromise where the state 

ownership of the folklore would extend only ‘with regards to foreign countries’131. This 

provision aims to prevent monopolization, commercialization and damage of Indonesian 

cultural heritage by foreign entities.132 Any exploitation by the foreigners require license from 

the government. In realty no such license has ever been issued133 and according to 

academicians, this regulation is not much effective on the ground as any foreigner can use these 

folklores by registering a company in Indonesia.134 

(iii) Philippines - Philippines has around 12 million indigenous people which form about 13% 

of its population.135 TCEs form an important part of the social, cultural and economic life of 

Philippines. The constitution of Philippines, 1987 mandates protection of indigenous 

 
127 Christoph Antons , Geographies of knowledge : cultural diffusion and the regulation of heritage and traditional 

knowledge/cultural expressions in Southeast Asia, WIPO journal, vol. 4, no. 1, pp. 83-91, 86 (2012). 

The text is available at http://www.wipo.int/wipolex/en/text.jsp?file_id=215504 
128 Intangible Cultural Heritage Act of the People’s Republic of China (2001), Article 2. 
129 Kutty, supra note 5, at 30. 
130 Copyright Act of Indonesia (2002), Sec 10(2). 
131 A. Rosidi, Undang- Undang Hak Cipta — Pandangan Seorang Awam (The Copyright Act - A layman’s 

perspective), Jakarta, 79-80 (1984). 
132 CHRISTOPH ANTONS, Traditional Knowledge and Intellectual Property Rights in Australia and Southeast 

Asia. In NEW FRONTIERS OF INTELLECTUAL PROPERTY LAW: IP AND CULTURAL HERITAGE 48-

49 (C. Heath & A. Kamperman Sanders eds., 2005). 
133 Antons, supra note 86, at 90. 
134 A. Sardjono, “Perlindungan Folklore: Apakah Rezim Hak Cipta Memadai?” (The Protection of Folklore: Is 

the Copyright Regime Sufficient?), in: Jurnal Hukum Internasional,Vo\. 1 No. 1,,124-137(2003).  
135 Kutty, supra note 5, at 30-31. 
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heritage136 which resulted in the passage of the 1997 Indigenous People’s rights act.137 Section 

32 of the Indigenous Peoples Rights Acts guarantees “community intellectual rights” and Sec. 

34 recognizes “Rights to Indigenous Knowledge Systems and Practices”. It can be concluded 

that the rights are vested with the community itself and the duty of the state is just to preserve 

and protect these rights. The IPRA creates a National Commission on Indigenous People for 

the implementation of programs and policies under the act.138  

One of the most important features of this act is the requirement of free and prior informed 

consent of the communities in accordance with the customary laws in order to exploit their 

folklore. This system first recognizes the community rights instead of just private property 

rights and secondly a lot of importance is placed on the customary laws.139 

The national cultural heritage act of 2009 also protects important cultural property against 

exportation, modification or demolition.140 In general terms “no cultural property shall be sold, 

resold, or taken out of the country without first securing a clearance from the cultural agency 

concerned.”141 

(iv) New Zealand - Treaty of Waitangi is the founding treaty between the indigenous people of 

New Zealand (Maori) and the British Crown.142 The interpretation of this treaty is governed by 

the Treaty of Waitangi Act 1975 by means of a tribunal established by this act. This act provides 

that Māori have ‘unqualified rights over their ‘taonga (treasures)’143 which includes cultural 

heritage.144 These rights also extend over the IP aspects of the TCEs of Maori. For example 

According to the trademarks act of 2002, the Commissioner of Trade Marks can reject those 

trade mark applications which are offensive for the Maori.145 The ‘Wai 262 report’ that came 

out in the year 2011 again recommended the government to modify the IP regime so that it best 

serves the interests of the Maori.146  

 
136 Constitution of Philippines, Article II – Section 22. 
137 Zografos, supra note 85, at 172. 
138 Indigenous People’s Rights Act (1997), s3(k). 
139 Kutty, supra note 5, at 27. 
140 Republic Act No.7355, the Manlilikha ng Bayan Act. 
141National Cultural Heritage Act (2009), s11. 
142 Peter Dengate-Thrush, ‘Wai-262: New Zealand Indigenous Flora and Fauna Claim’, New Zealand Intellectual 

Property Journal, 1 (12), pp. 303-310, at p. 303 (1998). 
143 Ministry for Culture and Heritage, Differences between the texts (20 December 2012) New Zealand History 
144 Waitangi Tribunal, Report of the Waitangi Tribunal on Te Roroa (1992). 
145 Trade Marks Act (2002), s17(1)(c) and s178. 
146 JESSICA CHRISTINE LAI, INDINEOUS CULTURAL HERITAGE AND INTELLECTUAL PROPERTY 

RIGHTS: LEARNING FROM THE NEW ZEALAND EXPERIENCE 223 -300 (2014). 
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In Australia also, the Heritage Protection Act (HPA) protects folklore in the form that it 

prevents it from any injury or desecration.147 Along with this Australia has also developed a 

certification mark system to allow customers to distinguish authentic Aboriginal products148 

but the overall outlook of the regime looks very weak. 

(v) Laos - Laos protects folklore under the copyright part of its intellectual property law of 

2008. The act defines “Artistic work and folklore” as “a result of compilation of the creations 

traditionally created in community or group reflecting the ways of life of such communities”.149 

The regulation extends only to the requirement of source of folklore and prevention of any 

damage to its original value by the user of the folklore.150 The protection seems to be only with 

regards to the moral rights and not the economic rights of the folklore. A similar kind of 

protection is also given under the copyright act of Vietnam.151 

Along with the protection under IP Laos also has a law on National Heritage, 2005 according 

to which the state will also “consider” copyright ownership in “national heritage items at 

national level which have high value, are rare and are of unique national character” and propose 

them for “registration of ownership and copyright in the name of the nation with international 

organizations”.152 It may be concluded that the government has put a safety valve to prevent 

exploitation of folklore of national importance. 

Latin America  

Latin America is again one of the most culturally diverse regions on earth.153 There are several 

countries in Latin America but for the purpose of this study we will look upon the legal regime 

of Panama in the context of traditional cultural expressions. 

With 10% of its population as indigenous154, Panama is one of the earliest countries in the 

world to grant protection to TCEs.155 The constitution of panama mentions that the state will 

 
147 Jake Phillips, ‘Australia’s Heritage Protection Act: An alternative to Copyright in the Struggle to Protect 

Communal Interests in Authored Works of Folklore’, Pacific Rim Law and Policy Journal, Vol.18, no.3, at p. 567-

568(2009). 
148 Janke T, Minding culture: case studies on intellectual property and traditional cultural expressions. WIPO, 

Geneva (2003)   http://www.wipo.int/edocs/pubdocs/en/tk/781/wipo_pub_781.pdf 
149 Intellectual Property Law (2008), s3(32). 
150 Intellectual Property Law (2008), s87. 
151 Antons, supra note 86, at 169. 
152 Law of National Heritage (2009), Art 28. 
153 See generally ANNA FRIEDERIKE BUSCH, PROTECTION OF TRADITIONAL CULTURAL 

EXPRESSION IN LATIN AMERICA: A LEGAL AND ANTHROPOLOGICAL STUDY (2015). 
154 According to the census of 2000, there are 285,231 indigenous peoples in Panama. 
155 The first known legislation to cover crafts in Panama was the Act 21 of January 30, 1967, which restricts 

imports of certain articles that are used as substitutes for, imitate, or compete with native artisanal products. 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

30 

 

promote and safeguard the culture of panama156 which resulted in the enactment of the Panama 

Law, Act 20 of 2000. The act is a result of efforts of the Kuna people, which is an indigenous 

community.157 This law aims at establishing a "special intellectual property system for the 

collective rights of Indigenous peoples, for the protection and defense of their cultural identity 

and of their traditional knowledge" including "folkloric expressions of the indigenous 

communities."158 The rights vest with the community itself which are represented by their 

general congresses or their traditional authorities,159 though Anna Friederike Busch believes 

that there is no clarity as to the ownership.160 The law provides the indigenous communities 

the collective rights to authorize or prevent: (i) use and commercialization161; and (ii) industrial 

reproduction162 of their TCEs. 

The most unique and important aspect of the panama law is that it establishes a system of 

registers under which the community seeking protection of their TCEs has the right to frame 

“rules of use” for their TCEs which then have to be registered with an authority called 

DIGERPI.163 The access to this register has been made public.164 Another important aspect of 

this act is that it provide for exceptions relating to education only after due authorization165 

which is very rare. The exception with regard to folkloric dance groups performing in national 

or international setting exists only when the persons organizing the dancing performances 

include members of the particular community.166 

DOCUMENTATION, DIGITIZATION: IS IT THE WAY OUT? 

Sometimes initiatives by individuals and organizations at the national and international level 

can make huge difference. This part of the paper will discuss the benefits of documentation by 

governments for protection and promotion of traditional cultural expression. Several initiatives 

have will also be mentioned to get an overall outlook. In seems that there have been many such 

initiatives in the field of traditional Knowledge and Genetic Resources but relatively lesser for 

TCEs.  

 
156 Constitution of Republic of Panama, Article 77. 
157 Busch, supra note 112, at 281-285. 
158 Law No. 20, Panama, Article I; Panama Ministry of Trade and Industries, Executive Decree No.  

12, March 20, 2001, Article 1. 
159 Executive decree No. 12 of March 20, 2001, Article 5. 
160 Busch, supra note 112, at 296-302. 
161 Panama Law No. 20, Article 15. 
162 Panama Law No. 20, Article 20. 
163 Busch, supra note 112, at 316-319. 
164 Panama Ministry of Trade and Industries, Executive Decree No. 12, March 20, 2001, Article 12. 
165 Panama Law No. 20, Article 14. 
166 Panama Law No. 20, Article 16. 
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Digital documentation has been suggested as a useful tool for preservation of TCEs by WIPO. 

This might be due to the reason that it can provide identifiable authorship and fixation which 

forms the biggest barrier in the protection of TCEs.167 Many TCEs can be recorded digitally 

and reproduced in high resolution over the internet for commercial gain of the community. A 

model for this purpose can summarize in the following chart168: 

                   

A. Initiatives at the international level 

Though there have been various initiatives at the international level but one of the most 

important amongst them is the Creative Heritage Project of WIPO. The WIPO creative heritage 

project was started in 2008 after Maasai, an indigenous community of Kenya approached 

WIPO for preservation of its cultural heritage.169 The objective of this project is to “…assist 

indigenous communities to document their own cultural traditions, archive this heritage for 

future generations, and safeguard their interest in authorizing use of their recordings and 

traditions by third parties”.170 To summarize the initiative WIPO is training the Maasai 

 
167 Stephanie Spangler, When Indigenous Communities Go Digital: Protecting Traditional Cultural Expressions 

through Integration of IP and Customary Law, 27 cardozo ARTS & ENT. L.J. 720-723 (2010). 
168 The chart has been taken from Geetika Goyal & Rajesh Tripathi, E-Government Approach to Management of 

Intellectual Property in Indian Folklore, available at http://www.csi-sigegov.org/1/32_383.pdf 
169 Wend B. Wendland, Seeking Tangible Benefits from Linking Culture, Development and Intellectual Property: 

An Interim report on WIPO’s Cultural Documentation Programme for a Maasai Community and National 

Museums of Kenya, IJIH, Vol. 4(2), p. 129. 
170 Creative Heritage Project; (http://www.wipo.int/tk/en/folklore/ culturalheritage/wipo-afc-cds.html). 
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community to record its TCEs and thereafter managing access to it. As a part of its training 

WIPO provides for assistance related to Intellectual Property and information technology 

during the documentation process. In this process WIPO gets to learn about the practices of 

cultural institutions and thus can better formulate policies and guidelines regarding the 

digitization and documentation of TCEs.171  

Similar types of collaborations have been done with the Intellectual Property Office of 

Mongolia and traditional music archive, the folk life centre and the National Museum in 

Sudan.172 

B. Initiatives at national level 

Documentation at the national level can take place by two means: either the law related to 

folklore mandates such documentation or the government takes a separate initiative for this 

purpose. 

Example of former can be found in two countries: Panama and Peru. As already discussed 

above, law no 20 of 2000 of Panama gives positive protection to folklore after registration. 

This results in documentation of the TCEs in form of a register which is then made public. 

Similarly, Peru under Law no. 27811 passed in 2002 creates a regime for the Protection of 

Collective TK Relating to Biological Resources.173 

Some of the initiatives of national governments which are outside a legislative mandate are as 

follows: 

• Taiwan has taken several Digital Documentation Initiatives for preservation of its 

TCEs. An example of digital documentation is the “Formosa Aborigines Collections” 

which is an initiative of the National Taiwan Museum under the National Taiwan 

Museum Digitizing Project. Under this initiative pictures of indigenous people and 

goods are collected in a digital format. Another initiative “Textile and Ornaments of 

the Aboriginal People in Taiwan” collects pictures covering ornaments or patterns of 

textile which have been adopted by Taiwanese aboriginal tribes.174 Also, Ping-Hsun 

 
171 Molly Torsen, Intellectual Property and Traditional Cultural Expressions: A Synopisis of Current Issues, 

Intercultural Human Rights Law Review, Vol.3, p.213 (2008). 
172 WIPO, Creative Heritage Project: IP Guidelines for Digitizing Intangible Cultural Heritage.  
173 WIPO, Documenting Traditional Knowledge – A Toolkit, p.30 (2017), 

http://www.wipo.int/edocs/pubdocs/en/wipo_pub_1049.pdf 
174 Ping-Hsun Chen, Exploitation of Works Derived from Indigenous Traditional Cultural Expressions Through 

a License-to-Read Model on the Digital Book Platform: An Aspect under the Taiwan Copyright Act, IurIs dIctIo 

Año 16. Vol 17 febrero- Julio, p.14(2015) 
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Chen suggests that a business model can be formed out of it by compiling all the 

material in a ‘Digital book’.175  

• British Library Archival Sound Recordings is another initiative of the British Library 

which is the national library of UK. It aims at digitizing sound recording by British 

Ethnomusicologists from around the world.176 Presently it has around 50,000 

recordings in its collection.177 The library has a permitted usage code which it has 

drafted in collaboration with WIPO. 

CONCLUSION 

After looking upon various laws for protection of TCEs, various international legal obligations 

and various models of different countries it can easily be concluded that the most important 

requirement with regards to TCEs is that the countries should unanimously agree that it forms 

an important part of human culture and heritage. There might be disagreement on the 

peculiarities of a model TCE regime but there should be consensus they should be protected 

by some means or the other. The TCE protection regime is so flexible that countries can 

legislate according to their own policy objectives. Finally, the starting point has to be creation 

of awareness amongst the people and initiatives such as digital documentation of TCEs.  

*** 

 
175 Id. at 21-25 
176 Molly Torsen and Jane Anderson, Intellectual Property and the Safeguarding of Traditional Cultures: Legal 

Issues and Practical Options for Museums, Libraries and Archives, WIPO, p. 74 (2010), 

http://www.wipo.int/edocs/pubdocs/en/tk/1023/wipo_pub_1023.pdf 
177 About British Library Sounds, available at https://sounds.bl.uk/Information/About/ 



 

 

 

A Critical Analysis of the Registration of Geographical Indications vis- à -vis 

Recipes 

-Ruchika Chouhan* 

ABSTRACT 

The recent registration awarded by the Registrar to the State of West Bengal for the 

Banglar Rasgulla was considered a reason to rejoice for the State. However, the 

decision has not only brought to light the battle over the origin of the sweet between 

Odisha and West Bengal, but has also opened a Pandora’s box of anticompetitive 

behaviour, market structures modelled on fake goods and low supply.  

This paper looks into how the grant of registration of geographical indication to a 

recipe such as the one for Banglar Rasgulla is flawed owing to the non-fulfilment of 

the tests enshrined in the provisions of the sui generis statute, coupled with judicial 

interpretations. Furthermore, the paper elucidates the possible demerits of awarding 

such registrations to recipes and the negative consequences unleashed by such a 

decision.  

Lastly, the paper presents and discusses possible solutions to this problem by 

analysing the entities gaining and losing from this decision, the rationale for having 

a geographical indication, the conditions for awarding such a registration and 

finally, by examining the rights secured by such a registration, thereby keeping the 

interests of the market in line with the Utilitarian justification of intellectual property 

rights. The biggest advantage of adopting the solution discussed in the paper, is the 

true realization of the maximization of benefits, essentially intended to be achieved 

by the Legislature, which is otherwise defeated under the current registration scheme 

of geographical indications.  
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INTRODUCTION 

The importance of geographical indications (GI) has long been recognized in the international 

arena of protection and enforcement of intellectual property rights. It is the legal status afforded to 

a commodity originating in a particular place, possessing unique characteristics owing to factors 

such as production methods and geographical conditions178.  

The first form of protection accorded to geographical indications was in 1883 under the Paris 

Convention for the Protection of Industrial Property, in the form of ‘appellations of origin’179 and 

‘indications of source’180. Furthermore, Article 10bis of the Paris Convention provided a basic 

framework for protection against ‘confusing, false or misleading geographical indications’181. 

Subsequently, protection to geographical indications was awarded by the Lisbon Agreement for 

the Protection of Appellations of Origin and their International Registration, 1958 and the Madrid 

Agreement for the Repression of False or Deceptive Indications of Source on Goods, 1967. 

Moreover, the importance of geographical indications strengthened owing to the largescale 

implementation of the Trade Related Aspects of Intellectual Property Rights Agreement (TRIPS) 

in 1995.  

The basic functions of any geographical indication are multifold182. Firstly, it performs the 

function of identifying the goods’ origin in some particular territory, region or country, as a 

‘source-identifier’183. Secondly, it indicates to the consumers that the goods originating in an area, 

possesse some unique quality, reputation or any other feature of the good, which is ‘essentially 

attributable’ to its that geographical place184, thereby serving the quality function and 

communicating to the consumers, ‘guarantees of the quality’ of the product185. Thirdly, 

geographical indications provide means for promotion of the goods of the producers belonging to 

 
178 Dr. Faizanur Rahman, An Exploration of the Laws and Systems for the Protection of Geographical Indications in 

USA, China and India: A Comparative Analysis,1 Manupatra Intellectual Property Reports 125 (2016). 
179 THE PARIS CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY, 1883, Art. 1(2), 

http://www.wipo.int/wipolex/en/treaties/text.jsp?file_id=287556. 

180 THE PARIS CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY, 1883, Art. 10 and Art. 10ter, 

http://www.wipo.int/wipolex/en/treaties/text.jsp?file_id=287556. 

181 M.M.S. KARKI, GEOGRAPHICAL INDICATIONS: SOURCE IDENTIFIERS, INTELLECTUAL PROPERTY RIGHTS BASIC 

CONCEPTS 214 (Atlantic Publishers & Distributors (P) Ltd. 2009). 
182 V.K. AHUJA, INTELLECTUAL PROPERTY RIGHTS IN INDIA, 789 (1 ed. 2009).  
183 Tara Capsuto, Criteria for US Geographic Indications, Berkley Law, (May 6, 2012), at 2,  https://www.origin-

gi.com/images/stories/PDFs/English/papers/Tara_Capsuto_OriGin_paper_May_2012.pdf; KARKI, supra note 3, at 

210. 
184 TRADE RELATED ASPECTS OF INTELLECTUAL PROPERTY RIGHTS AGREEMENT 1995, art. 22.1. 
185 KARKI, supra note 3, at 210; Capsuto, supra note 5. 

https://www.origin-gi.com/images/stories/PDFs/English/papers/Tara_Capsuto_OriGin_paper_May_2012.pdf
https://www.origin-gi.com/images/stories/PDFs/English/papers/Tara_Capsuto_OriGin_paper_May_2012.pdf
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a particular area by creating goodwill in the midst of consumers, which facilitates the distribution 

and sale of the goods186. Fourthly, a geographical indication caters to ‘valuable business 

interests’187. Lastly, a geographical indication helps in protecting the traditional knowledge of 

indigenous communities or the ‘common heritage of such com munities’188, who are the original 

producers of the subject matter of the GI tag189, in the form of ‘small businesses’, ‘old techniques’ 

or ‘rural regions’190. 

The object of awarding GI to products has been viewed as an important mechanism to safeguard 

the reputation the product has acquired, owing to its special characteristics or quality or reputation, 

particularly stemming from its geographical origin, which may be easily targeted by free riders. 

This problem of free riding has been realized as harmful to the consumers as well as the suppliers 

of the products. Therefore, the ultimate goal of having a GI tag assigned to a particular product is 

to curtail the existence of unfair competition, detrimental to the interests of both, the consumers 

and the producers191.  

In the global context, GI has been granted to varying range of goods. Darjeeling Tea, Basmati rice, 

Alphonso mangoes, Malabar pepper, Champagne, Swiss watches, Chulucanas, Comte Cheese, 

Roquefort, Banarsi sarees, Thai Silk, Kanchipuram silk sarees, Kolhapuri chappals are some of the 

popular examples of geographical indications192. An in-depth analysis of the different kinds of 

goods to which geographical indications have been awarded show that these products don’t just 

constitute agricultural products193. The scope of the sui generis legislation in India provides 

 
186 KARKI, supra note 3, at 206. 
187Id. at 210. 
188 DR. B.L. WADHERA, LAW RELATING TO INTELLECTUAL PROPERTY 459 (5 ed Universal Law Publishing Co. 2011). 
189 CHAKRAVARTY’S INTELLECTUAL PROPERTY LAW 864 (Ashoka Law House 2010). 
190 Marsha A. Echols, Geographical Indications for Foods, Trips and the Doha Development Agenda 47 Journal of 

African Law 199 (2003); M. Lewanika, Traditional Knowledge: Recognition and Protection, A paper presented in 

Nairobi, Kenya, 30-31 July, 2001, available at http://www.mindfully.org/GE/African-Traditional- 

Knowledge30jul01.htm. 
191 C. NIRANJAN RAO, Geographical Indications in Indian Context: A Case Study of Darjeeling Tea 40 Economic and 

Political Weekly 4545 (2005). 
192 World Intellectual Property Organization, Geographical Indications: An Introduction, at 

http://www.wipo.int/edocs/pubdocs/en/geographical/952/wipo_pub_952.pdf; N.R. SUBBARAM, DEMYSTIFYING 

INTELLECTUAL PROPERTY RIGHTS 943 (1 ed. LexisNexis Butterworth Wadhwa Nagpur Publications 2009); KARKI, 

supra note 3 at 207.  
193 AHUJA, supra note 4 at 787; CHAKRAVARTY, supra note 12 at 864. 
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protection to other form of additional products under its ambit, such as manufactured goods and 

natural goods194.  

This widened form of protection has recently been awarded to the Banglar Rasgulla, by the 

Registrar, Geographical Indications, Chennai, in Class 30, thereby according the status of 

geographical indication to the popular Indian delicacy and recognizing the place of origin to be 

West Bengal, excluding the district of Darjeeling195. This form of protection awarded to a recipe 

though seems favourable to the producers at the outset, subsequently gives rise to numerous 

problems and complications, which this paper aims to highlight.  

The aim of the paper, on the basis of the above discussion, is to propose a mechanism of 

safeguarding the interests of all the entities, especially the State, without disrupting the existing 

market structure, which otherwise shall exist in the current scenario. 

The remainder of this paper is organized as follows. Part I of the paper provides a critical analysis 

of the statutory conditions for awarding the registration of geographical indications and their 

application to popular recipes. Part II elucidates the demerits of awarding a geographical indication 

to popular recipes. Part III of the paper focuses on the solution to the problem faced on account of 

registration of geographical indication to a recipe. 

A CRITICAL ANALYSIS OF THE STATUTORY CONDITIONS FOR AWARDING THE REGISTRATION 

OF GI VIS-À-VIS POPULAR RECIPES. 

A. Analysis of Popular Recipes Under the Statute: 

The West Bengal State Food Processing and Horticulture Development Corporation Limited had 

filed for procuring a GI tag in September, 2015, describing the rasgulla as a sweet that is in the 

form of ‘ball shaped dumplings’. The two main ingredients used were described as chenna, ‘a form 

of Indian cottage cheese’ and dough, which is made in light sugar syrup, ranging between 3.7 cm 

to 6.2 cm in size196. This geographical indication awarded to the Banglar Rasgulla is analyzed on 

the whetstone of the statutory conditions, in the light of popular recipes. 

• Absence of traditional knowledge: 

 
194 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 2(1)(e). 
195 DENISE MIRANDAH, GI Registration for ‘Rasgulla’: Sweet News to be Taken with a Pinch of Salt? Mirandah Connecting Asia, (12 

December 2017), https://www.mirandah.com/pressroom/item/geographical-indication-rasgulla/. 
196 DENISE MIRANDAH, supra note 13. 
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There is no sui generis process portraying the use of traditional knowledge, particular to this 

form of rasgulla, used by producers in the State of West Bengal, as seen in the various recipes 

and videos197. The function of a GI tag, protecting the traditional knowledge developed and 

passed in the indigenous communities198, is absent in the instant case, owing to the absence of 

any specific process followed by the sweet shops of West Bengals, to the exclusion of other 

producers in the country or which portray the use of traditional knowledge, which is not in the 

public domain. Further, there is no traditional knowledge in obtaining readily available 

ingredients. The process of making the Banglar Rasgulla can be easily accessed and videos of 

the same can be very conveniently watched, across multifarious time zones, simply by one 

touch. 

• Recognition of Recipe Under the Statute: 

Though the statute includes any foodstuff under the ambit of ‘goods’, a scrutiny of the 

definition of a ‘geographical indication’classifies the good to be recognized as either an 

agricultural good, a natural good, or a manufactured good. Although the Parliament has 

appreciated the varied nature of goods that can be subjected to a GI, the same distinction seems 

to become restricted after obtaining a GI, thereby changing the very nature of the good. 

Subsequently, a good identified as a foodstuff under Section 2(1)(f), after being awarded a GI 

tag, is to be identified as one of the three options of an agricultural good, a manufactured good, 

or a natural good. Such a definition, resultantly, weighs the good on the tests of what would 

amount to one of the three indicated goods, specified in the statute. 

However, on obtaining a GI, the most suitable category that a recipe would fall under, 

accordingly, would be a manufactured good under Section 2 (1) (e). It is a commodity distinct 

from the characteristics of the abovementioned ingredients, in light of the observation made 

by the Apex Court199. However, the statutory conditions to be fulfilled to be recognized as a 

manufactured good by a GI tag, are not fulfilled. 

 
197 infra note 55. 
198 WADHERA, supra note 10; CHAKRAVARTY, supra note 11; Echols, supra note 13; Lewanika, supra note 13; 

KARKI, supra note 3 at 218. 
199 M/s. Saraswati Sugar Mills, 1992 (1) S.C.C. 41; C.I.T., 248 ITR 744 (J & K); Deputy Commissioner of Sales Tax, 

[1991] 80 S.T.C. 249: A.I.R. 1991 S.C. 378; India Cine Agencies, (2003) 180 C.T.R. 41(Mad). 
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The conditions for recognition by GI as manufactured good vis-à-vis recipes are defeated, as 

established below: 

• Condition 1: The good should be manufactured in the territory reflected in the GI  

On analysis of the conditions for awarding a GI to a product, recognizing it as a manufactured 

good, the first prerequisite is that it should be manufactured in the place of geographical origin. 

As seen above, irrespective of the physical location, one can easily make any dish, which is an 

outcome of a recipe, by using easily and conveniently available ingredients, be it the famous 

Vada Pav of Mumbai, the quintessential sweet of South India, the Mysore Pak, the exquisite 

Hyderabadi Dum Biryani, the lip smacking Bihari delight, Litti Chokha, the appetizing Falafel 

from Egypt, the delectable Couscous from Morocco, the delicious Rajasthani specialty, Dal 

Baati Choorma, the Bengali favourite, Mishti Doi, the Japanese special, Sushi or the center of 

discussion, the Banglar Rasgulla, in the midst of a plethora of such recipes . All such recipes 

can easily be made by simply consulting the instructions easily accessible online and the 

ingredients, readily available at huge supermarkets or the roadside grocery store. Despite 

having origin in a particular region, the popularity and their daily production have transcended 

not just the length and breadth of the country but have also crossed borders, where for instance, 

chefs operating in restaurants in the United States of America master their cooking skills and 

specialize in Middle Eastern cuisines or the Indian desserts or the Chinese delicacies.  

If a recipe can be easily made anywhere across the world, without there being any unique 

traditional knowledge being put into use for its making, then a place, where a product would 

have initially originated but now can be easily produced by people across the globe, does not 

qualify the condition of being manufactured in the initial place of origin itself. In such a 

scenario, awarding a GI tag to a recipe, which can be easily produced in any corner of the 

world (owing to factors such as increasing accessibility of the recipes online, high availability 

of ingredients and the simple procedure of producing the dishes, coupled with the lack of 

traditional knowledge subjected to the manufacture of the product, to the exclusion of the rest 

of the world), defeats the fulfilment of the first condition, as anybody sitting in Australia can 

savour the Banglar Rasgulla by simply following the recipe and purchasing the commonly 

used ingredients, without actually having it produced in West Bengal. 
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• Condition 2: The good should possess some form of ‘quality, reputation or other 

characteristic’, owing its allegiance to the place where it has been manufactured. 

The second condition mandates that in order for a GI tag to recognize a product as a 

manufactured good, the feature of the good, giving it widespread popularity, should be 

particularly owing to the place which is reflected in the GI tag200. This feature can be any form 

of quality or characteristic of the good and has wide ambit to even include reputation that it 

gains, with due passage of time. There has to necessarily be a nexus between the place (it is 

presently manufactured in, and which is also the place reflected in the GI tag) as well as the 

unique feature of the product201. In order for a GI tag to be applicable, it is essential that this 

nexus is employed by the consumers while making the decision for buying the manufactured 

product202. The presence of this nexus is imperative in the decision making of a consumer, as 

it plays an active role in reminding the consumer of the place where it is manufactured, when 

any reference is made to the product, which also holds true if the scenario was the other way 

around203. 

For instance, in the case of Roquefort, the nexus between the ‘blue cheese’ and Roquefort 

stems from the characteristics of the milk procured from the ‘indigenous breed of sheep fed 

according to tradition’, the peculiarity of the natural caves where the cheese is aged for fourteen 

days and the application of the traditional knowledge throughout the process of making the 

cheese, which are the factors that give Roquefort its unique quality, thereby giving the cheese 

and the municipality of Roquefort, their reputation individually and in nexus with one 

another204.   

However, in the case of the Banglar Rasgulla or any other famous recipe named above for that 

matter, this nexus is absent. The cuisine may have recognition only in terms of it originating 

in a particular place or a place having historic significance, as the cuisine’s place of origin. 

However, this does not necessarily mean that the cuisine (or the recipe or the dish), will always 

be made or manufactured in the place of its historic origin, such as Falafel having roots in 

 
200AHUJA, supra note 4 at 787; KARKI, supra note 3 at 220; WIPO, supra note 15. 
201 Echols, supra note 31 at 209. 
202 U.S. Patent and Trademark Office, Geographical Indications, at http://www.uspto.gov/web/ 

offices/dcom/olia/globalip/geographicalindication.htm; Echols, supra note 31 at 209. 
203 AHUJA, supra note 4 at 787. 
204 WIPO, supra note 14 at 9.  
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Egypt, the Levantine favourite, the Shawarma or the popular Sushi having its roots in Japan. 

Such recipes, which use readily available ingredients (not particularly available in the place of 

historic significance) and made on the basis of simple instructions, can be manufactured with 

ease, in any corner of the world. Hence, it does not fulfil the requisite of establishing the nexus, 

as it is not manufactured in the place reflected in the GI tag but may be in a local shop in 

Kerala, as opposed to the necessary statutory requisite for a Banglar Rasgulla being made in 

West Bengal.  

On the contrary, tea grown in similar conditions as that of Darjeeling tea, in Nepal following 

the same altitude, similar soil or grown on similar slanting hills won’t constitute Darjeeling 

tea205, owing to the unique nature of the factors existing in Darjeeling. These factors cannot be 

replicated to bring the exact same flavor of tea produced under similar conditions but can be 

produced only under the same conditions. However, since the ingredients of a recipe can easily 

be availed, and the human factors are also not particular to the place of origin but only require 

some labour, which is not particular to any set of traditional knowledge or any particular 

community, the ‘place-quality link’206 essential for a valid GI tag over a recipe, grossly fails. 

Hence, the rationale for using this nexus as a requisite, to grant a GI tag, to facilitate the 

performance of its source identifying and quality function207, can be grossly misused to the 

detriment of the consumers208 as well as the original producer, which has been discussed in 

detail in Part II. 

• Condition 3: One of the following three activities should have been necessarily carried out 

in the same place which is claimed to be the product’s geographical origin. 

In order to achieve the fulfilment of this condition, the Legislature has provided a wide range 

of operations to bring a product within the ambit of a manufactured good, recognized by a GI 

tag. As discussed earlier, these operations can be production, preparation or processing209.  

Invoking the principle laid down by the Hon’ble Supreme Court210 to examine whether an 

operation constitutes processing or not, for the fulfilment of the condition laid down in Section 

 
205 Rao, supra note 14, at 4547. 
206 KARKI, supra note 3 at 220. 
207 U.S.P.T.O., supra note 61; CHAKRAVARTY, supra note 11 at 865.  
208 CHAKRAVARTY, supra note 11 at 865. 
209 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 2(1)(e). 
210 India Cine Agencies v. Commissioner of Income Tax, (2003) 180 C.T.R. 41 (Mad). 
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2 (1)(e), the operation should be carried out on the commodity, which as a result brings about 

a change in the original commodity, in the place which is reflected in the GI tag. In the instant 

scenario of any recipe, the operation carried out on the original commodity, meaning the 

ingredients, (namely milk, lemon, sugar and water, as in the case of the much debated Banglar 

Rasgulla) are usually conducted in the kitchen of the local sweet shop or the restaurant where 

it is being prepared. It does not require its processing to be carried out specifically in West 

Bengal, since there is no uniqueness of technique followed by the sweet shops in West Bengal 

which is not capable of being followed in a sweet shop in Mumbai. 

In order to examine the application of ‘production’ as required in Section 2 (1)(e), operation 

which causes the Banglar Rasgulla to be produced211 should be carried out in West Bengal. 

This may not necessarily hold true since a recipe can be easily produced anywhere across the 

country, and is not necessarily confined to West Bengal, owing to factors such as easily 

available ingredients, absence of unique characteristics of raw materials found particularly in 

West Bengal, absence of traditional knowledge, absence of unique technique of producing the 

Banglar Rasgulla specially followed in West Bengal. Hence, a Banglar Rasgulla can be easily 

produced in any part of the country, within two hours, without actually having it produced in 

West Bengal. 

Lastly, the third alternative of preparation, is an activity that encompasses the preparation of 

ingredients till the point where the final end product is obtained in its final form212. Invoking 

the same guideline in the instant case of recipes, the raw materials can be easily prepared in 

any part of the country owing to high availability of the ingredients (as in the case of the 

Banglar Rasgulla), since the ingredients used form part of the staple diet of most Indians, 

namely, milk and lemon, used to prepare the cottage cheese, sugar and water. Furthermore, the 

operation to obtain the final rasgulla can be achieved by following the readily available 

instructions. Hence, the requirement of actually preparing the ingredients and obtaining the 

end result i.e. the Banglar Rasgulla, from the beginning to the end, can be easily done in any 

corner of the country, without having any part of it prepared in West Bengal. Hence, the third 

 
211 P. RAMANATHA AIYAR, P. RAMANATHA AIYAR’S, CONCISE LAW DICTIONARY 986 (4 ed. LexisNexis Butterworths 

Wadhwa Nagpur 2012). 
212Union of India v. Pesticides Manufacturing & Formulators Association of India, (2002) 8 S.C.C. 410; P. 

RAMANATHA AIYAR, supra note 39.  
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condition of manufacturing the rasgulla or any recipe having easily available ingredients, does 

not qualify the third condition of procuring a GI tag in the form of a manufactured good. 

B. Exception to Registration of GI: Generic Terms 

Section 9 of the statute elucidates the conditions for prohibition of awarding a GI tag. One of the 

conditions prohibits the registration of those geographical indications, the use of which have 

become generic in nature213 and is a globally recognized exception to the registration of a GI tag214. 

Explanation 1 to the Section, explains that when a name, which is intended to be a GI tag, is 

ordinarily the name of the product, despite the fact that it reflects the place of historic origin of the 

product, it shall constitute a generic name and won’t be awarded a GI tag. This is on the grounds 

that the proposed GI tag has lost its original meaning, owing to the fact that it has been used in 

common parlance to an extent that it has been reduced to the common name of that product. This 

common name is used by the consumers to indicate a particular ‘kind, nature, type or other property 

or characteristic’ of those products215 and not the place of origin216 nor the ‘distinct geographical 

characteristics or features of the product’ as a means to differentiate the product solely on the basis 

of its historic place of origin217. 

In such an event, the term which would otherwise qualify as a geographical indication, will grossly 

fail the test, as in the case of Dijon Mustard218, owing to the loss of distinctiveness of the term219. 

In the case of Dijon Mustard, instead of being used as a GI tag, it is now used in the markets, by 

the consumers and the producers alike, to mean a particular kind of mustard and not to indicate its 

place of historic origin, which was the French town of Dijon. Initially, Dijon Mustard was made 

in Dijon but slowly its production shifted and was no longer restricted to Dijon. Only for the 

convenience of indicating the kind of mustard, the term Dijon Mustard is used and not to refer to 

the place of historic origin, thereby rendering the term generic and has not been granted GI 

registration220 or as in the case of cheese, such as Camembert, which is used to refer to a particular 

 
213 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 9 (F). 
214 WIPO, supra note 15 at 18 & 23; KARKI, supra note 3 at 211; AHUJA, supra note 4 at 796; V. S. R. AVADHANI, 

V. SOUBHAGYA VALLI, LAW OF INTELLECTUAL PROPERTY RIGHTS 352 (1 ed. Asia Law House 2014). 
215THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 9 (F) EXPLANATION 1. 
216 KARKI, supra note 3, at 209; WIPO, supra note 15 at 24. 
217 WIPO, supra note 15 at 24. 
218 Id; CHAKRAVARTY, supra note 11 at 865. 
219 KARKI, supra note 3, at 211. 
220 Id. at 209; CHAKRAVARTY, supra note 11 at 865. 
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kind of cheese221 that can be made anywhere across the world and not just in Camembert, located 

in North West France222. 

In the instant case of the famous Banglar Rasgulla, though the term is reflective of the place of 

historic origin, the manufacture of the good is not per se restricted to West Bengal but can be easily 

made anywhere in the country (for reasons that have been established above), as seen above in the 

case of the Dijon Mustard and Camembert cheese. It can be safely said that the use of the term 

Banglar Rasgulla merely serves the purpose of designating a particular kind of rasgulla, since the 

sweet shops are now flooded with multiple variants of the original Banglar Rasgulla, such as the 

jaggery flavoured rasgulla or the saffron flavoured rasgulla223. The term Banglar Rasgulla no 

longer is used to indicate the source of origin. Rather it is used to refer to the particular kind of 

rasgulla, which is white in colour, for which the GI has been falsely given protection. The presence 

of the word ‘Banglar’ does not denote the place of origin anymore as it in part of common 

knowledge that rasgulla originated in West Bengal and can be easily made anywhere across the 

world, as in the case of Dijon Mustard and Camembert. 

Furthermore, in absence of any particular kind of technique used or unique characteristics of 

ingredients used to make rasgulla or any geographical factors that contribute to or enhance the 

reputation of the delicacy, it is safe to state that the use of the term Banglar Rasgulla has become 

generic in nature, thereby serving the purpose of differentiating the original white kind of rasgulla 

from its new variants. Hence, the registration of geographical indication is flawed, under Section 

9 (f). 

REPERCUSSIONS OF AWARDING FLAWED GI TO RECIPES 

A. Curtailment of Promotion of State Culture 

India is a blend of multifarious ethnic groups, each having its unique language, music, art and 

dance forms, different styles of handicrafts and most importantly, different kinds of cuisines, 

 
221Oana C. Deselnicu, et al., A Meta-Analysis of Geographical Indication Food Valuation Studies: What Drives the 

Premium for Origin-Based Labels? 38 Journal of Agricultural and Resource Economics 204 (2013). 
222 WIPO, supra note 15 at 24. 

223 Srishti Dasgupta, Meet The Woman Who Makes Rosogollas In 200 Flavours, The Times of India, (28 February 

2017),http://timesofindia.indiatimes.com/articleshow/57393316.cms?utm_source=contentofinterest&utm_medium=t

ext&utm_campaign=cppst;  Santana Fell, Churning out 170 Varieties of Rosogollas From Her Kitchen, Here’s The 

Story of ‘The Rosogolla Woman’ of Kolkata, Beacon Kolkata, (19 February, 2017), 

http://www.thebeaconkolkata.co.in/the-rosogolla-woman-of-kolkata/. 

http://www.thebeaconkolkata.co.in/author/santanaforbeacon/
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contributing to a State’s specialty. These include myriad recipes which have over the course of 

time, travelled across the length and breadth of the country. These recipes, when prepared and sold 

outside the territorial limits of the State, do not simply add to the profit-making motive of the 

businessman but also speak volumes for the promotion of the State’s rich heritage and culture. 

However, by awarding registration of a GI tag to a recipe, the conditions under Section 2 (1)(e), 

coupled with the rights awarded to an authorized user under the statute224 would have the necessary 

implication that, only an authorized user, carrying out any one of the operations of manufacture 

(production, preparation or processing) within the territorial limits of the State shall have the right 

to use the GI tag over the recipe. All other persons are prevented from using the tag in relation to 

that product, irrespective of the place of manufacture.  

In such a scenario, a person hailing from West Bengal and wanting to promote his State’s culture 

and rich heritage, despite being fully aware of the procedure to make a Banglar Rasgulla will not 

be able to sell the Banglar Rasgulla, thereby not just curtailing his right to sell a particular kind of 

product but also acting as a restraint on what would have otherwise led to a successful mechanism 

of promoting his State’s culture and heritage or in the case of a producer setting up his shop in the 

foreign lands, would prevent him from promoting the sweet, which is an integral part of the culture 

of not just his State but also his country.  

By awarding the registration of GI tag to the Banglar Rasgulla, all those who are not authorized 

users and make and sell the sweet (since following a recipe which uses readily available ingredients 

can be easily done in any part of the world), ultimately contributing to the State’s promotion of 

culture, would instead be prevented under the statute225 as the name of a recipe, which should be 

ideally used to designate a particular kind of dish, is rather being used as a flawed GI tag, with the 

legal implications of restricting those who are supplying the same to a consumer, who is unable to 

have access to a producer (who is an authorized user under the statute) due to problems stemming 

from huge distances between the authorized user and the consumer. 

Instead of protecting the interests of the State or a particular group of producers, the registration 

rather leads to a situation that facilitates the violation of the right to use a geographical indication226 

 
224 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 21 (1)(B). 
225 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 21 (1)(B). 
226 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 21 (1)(B) § 22(1). 
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(since a recipe can be put to use with ease by anybody, as long as the instructions to make them 

and the ingredients for the same are easily available), especially when recipes, like the Hyderabadi 

Dum Biryani or the Banglar Rasgulla, is one of the country’s favourite delicacies, having a high 

demand but low supply due to lesser number of producers, in the form of authorized users, as 

compared to a scenario, when there is no restriction on who can make a readily available recipe. 

What was otherwise working on a demand supply model, would now bring an honest activity under 

the ambit of ‘act of unfair competition’227, as it would not in reality be produced in the place 

reflected in the GI tag and restrict the same from being freely available outside the State, owing to 

its nature as a perishable good and not having a considerable shelf life. 

Such a registration, therefore, restricts not just people from outside the State from using the GI tag 

but also those from within their very State, who may not be authorized users, but who may be 

prevented from making the cuisine, ultimately causing harm to the State’s ethnicity. What was 

done to protect the State’s culture and ethnicity, would ultimately curtail the final goal of applying 

for the registration.    

B. Advent of Counterfeit GI Bearing Goods into the Market 

Owing to reasons of high popularity leading to high demand worldwide and low supply, as only a 

few producers in the geographical place of origin, also called the authorized users, can produce the 

desired good, there is a high probability of fake goods bearing the same GI tag entering the market, 

thereby acting as a detriment to the producers as well as the consumers. In the case of Darjeeling 

tea, although the statute provides ample mechanism to prevent the sale of counterfeit Darjeeling 

tea, the same has entered the market and is being sold in triple the quantity of the original 

Darjeeling tea produced228. This counterfeit Darjeeling Tea is produced not just within the 

country’s territorial limits but also in countries like Kenya and Sri Lanka that have similar 

geographical conditions, making it easy to grow and sell such tea worldwide, under the garb of 

Darjeeling tea229. 

In such a scenario, the sale of counterfeit tea, to some extent, can be checked in the Indian States 

but cannot be checked with the same accuracy abroad230. If this difficulty can be faced with respect 

 
227 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT, 1999, § 22(1)(B), EXPLANATION 2(III). 
228 Rao, supra note 14 at 4547. 
229 Id. 
230 Id. at 4548. 
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to crops which can be grown only in a few places with the requisite climatic conditions, a recipe, 

that can be easily made in a couple of minutes due to easy access to the instructions and easily 

available ingredients, has a higher chance of being replicated and sold outside the territorial limits 

of the State, in the country as well as abroad. 

 The market will now be filled with such ‘fake’ producers and owing to the low threshold of 

consumer observation and knowledge that has been followed in India’s IP laws231, such consumers 

won’t be able to distinguish between an authentic Banglar Rasgulla and a rasgulla, sold as a 

Banglar Rasgulla but not originally being manufactured anywhere in West Bengal. Hence, by 

reducing the supply of an easy to make and a highly popular product having a high demand, the 

State is rather inviting trouble for the consumers and original producers by forcing the other 

producers to undertake acts which would result in producing and supplying fake GI bearing 

products globally, which cannot be guarded against by it as seen in the case of the Darjeeling tea. 

 

RECOMMENDATIONS FOR PREVENTION OF HARM CAUSED BY REGISTRATION OF A FLAWED GI 

Indian heritage is a blend of myriad languages, regional cultures and traditions, distinct art and 

dance forms and most importantly, the different kinds of ethnic delicacies. With due passage of 

time, these recipes have transcended across and throughout the country and are now possible to be 

relished anywhere, irrespective of the geographical location, provided the recipe can be easily 

accessed and put to use, and the ingredients are available. In such a scenario, by awarding a GI 

tag, the short-term effects would be giving the legal recognition to the State where the cuisine 

originated but the long-term effects are disastrous to the market and to the State itself.  

In such a scenario, there should be another legal status accorded to such cuisines, other than a 

geographical indication. This can be in the form of awarding a status of Place of Historic Origin 

(P.H.O), to a State on application. The Applicant State shall make an application to the concerned 

authorities, as in the case of trademarks232, copyrights233 and geographical indications234. The 

 
231 Mahendra & Mahendra Paper Mills Ltd. v. Mahindra and Mahindra, (2003) 6 P.T.C. 434; Corn Products Refining 

Co. v. Shangrila Food Products Ltd., A.I.R. 1960 S.C. 142; Hiralal Prabhu Das v. Ganesh Trading Corporation, 

A.I.R. 1984 Bom. 218; Cadila Healthcare Ltd. v. Cadila Pharmaceuticals Ltd., (2001) 5 S.C.C. 73; Zee Telefilms Ltd. 

v. Sundial Communication (P) Ltd., (2013) 27 P.T.C. 457 (Bom.). 
232 THE TRADE MARKS ACT 1999 § 18. 
233 THE COPYRIGHT RULES 2013 R. 70. 
234 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 11. 
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Applicant State, in order to be granted the status of a P.H.O. with respect to a cuisine, should have 

to satisfy an evaluating authority in this regard. The authority, while considering an application for 

awarding a PHO status over a cuisine to any State, shall evaluate the applicant’s claim. Only on 

the fulfillment of the following conditions, shall the authority grant the PHO tag to the applicant 

State: 

i. Origin: The Applicant State shall produce ample evidence to show that the cuisine applied 

for originated within the territorial limits of the Applicant State. This evidence shall include 

documentations, having historic significance, establishing the origin of the cuisine in that 

particular State. Furthermore, evidence should be given regarding the possible channels via 

which and the approximate time frame during which the cuisine was being produced in the 

different States.   

ii. Duration: The Applicant shall show that the cuisine, ever since its time of origin, has been 

in continuous supply by the producers, operating in the State, to consumers. This duration 

should be for a minimum period of ten years. It shall be important for the authority to 

evaluate the same to be in continuous existence and not having abrupt discontinuity in 

between. 

iii. Characteristics: Since Indian food, although are particular to each State, has a tendency of 

having similarity in its characteristics with other foods, such as the Sambar made in the 

South Indian states. Although the sambar made seems to be the same, every State has a 

unique flavour, as in the case of Sambar made in Karnataka. It is a little sweet as compared 

to the Sambar served in the other South Indian States. Similarly, in the case of the Banglar 

Rasgulla, the characteristics are different from its Odiya counterpart, the Pahala Rasgulla, 

which is brownish in colour since it is baked for a longer period of time235. While 

evaluating, the authority shall ensure that the characteristics of the cuisine at the time of its 

origin is mostly similar to the characteristics of the cuisine served in the present day, for 

which the application is made. 

iv. Ingredients: The Applicant State shall specify the basic ingredients used to make the 

cuisine and should further specify the nature of those ingredients. The Applicant State shall 

further state if those ingredients are a result of processing of some primary product or are 

 
235 Sanchari Pal, TBI Food Secrets: The Fascinating History of Rasgulla and the ‘Sweet’ Battle Over its Origin, The 

Better India, (18 January, 2017), https://www.thebetterindia.com/82618/history-rasgulla-origin-odisha-west-bengal/.  
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the primary product themselves. Caution has to be maintained by the evaluating authority 

to see whether the ingredients are a result of a process that is particular to that State or due 

to unique climatic conditions of that region. In such a case, if the ingredients are not easily 

accessible to the public at large and are accessible to mostly those residing in the Applicant 

State, the application shall be rejected.  

v. Production: The Applicant State shall specify the process of production that was followed 

at its approximate time of origin and in the present day. This should be strictly evaluated 

by the authority and the condition shall be deemed to be fulfilled only when the same are 

closely similar. The standard to be followed by the authority should be high.  

Duty of the Authority: It shall be imperative for the authority to ensure that there is no presence 

of unique traditional knowledge, particular to the Applicant State, for obtaining the cuisine, either 

in the form of production of the cuisine or the availability of ingredients. Otherwise, the application 

for PHO, shall be rejected.  

Procedure for Registration: Just as for other intellectual property rights236, the application for 

PHO, after receiving the scrutiny, objections and acceptance with or without the limitations or 

conditions, shall be advertised by the authority both in online as well as offline media. Opportunity 

shall be given to other States after advertisement to file opposition to the application for a 

prescribed time period, after which all States shall lose their claim to file opposition and the 

Applicant State shall be awarded the registration of PHO over the cuisine. However, in the event 

of an opposition, the Applicant State shall be given an opportunity to file rebuttals. As per the 

discretion, a hearing for both the parties may be conducted by the concerned evaluating authority, 

after which the authority may or may not grant the Applicant State the registration of PHO.  

Advantages: The only advantage that can be gained from the grant of registration of a GI tag to 

such a recipe is the recognition given to the State. However, this unleashes harmful effects on the 

consumer, the authorized user, the other innocent producers not necessarily domiciled in the 

geographical place, and introduces anticompetitive behavior in the market, as in the case of 

counterfeit manufactured goods. 

 
236 THE GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) ACT 1999 § 11-16; THE PATENTS ACT 1970 

§ 7 § 11 A § 11 B § 12; THE TRADE MARKS ACT 1999 § 18-23; THE COPYRIGHT RULES, 2013 RULES 69-74. 
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To counter these ill effects, the use of a PHO status awards the recognition to the State and does 

not disturb the existing market, without affecting the consumers or the different kinds of producers, 

differentiated above.  

CONCLUSION 

The registration of GI tag has brought to light, how a flawed GI tag can bring widespread damage 

to every entity in the market. The Utilitarian theory of protection of intellectual property rights get 

grossly defeated and the only entity gaining out of this registration is the State. However, this too 

is limited as a short-term gain, since in the long run, the State, benefiting from the production by 

the authorized users shall be largely competing against unidentified and unaccounted producers of 

such recipes, which may not necessarily be produced in the State.  

Moreover, such a registration shall now lead to a long queue for procuring a GI tag over most 

sweets, such as Karnataka for the Dharwad Peda or for the Mysore Pak, or other recipes, such as 

Rajasthan over Dal Baati Choorma or Gujarat over its snacks like the khakras and the fafdas. Such 

registrations will slowly shrink the traditional desserts market, accounting for Rs. 40,000-Rs. 

45,000 crores237, and eventually other food related industries, by restricting the rights to produce 

the same to only a few authorized users.  

Hence, the GI tag should be replaced with the registration of a Place of Historic Origin (PHO) tag 

that shall not deter the routine business in the market and will award the desired status to the 

Applicant State, thereby following the lines of Utilitarian justification of protection of intellectual 

property rights. 

*** 

 
237 Sohini Das, Amul Packs a Sweet Punch, Rediff.com, (23 June, 2016),http://www.rediff.com/business/report/amul-

packs-a-sweet-punch/20160623.htm. 



 

 

 

Countering the Counterfeits: The Role of Blockchain 

-Kalyan Revella* 

ABSTRACT 

The business of counterfeits is often termed as a ‘crime of the 21st century’; 

causing an economic and security threat not only for the manufacturers but also 

to the nation’s welfare due to loss of tax revenue. Counterfeit drugs are dangerous 

and harmful, with its implications being more severe more than that of monetary 

value. As per the WHO’s definition, the drugs that are classified as sub-standard, 

unregulated/unlicensed or falsified drugs and IP related infringed drugs are 

termed as ‘counterfeits’. Most counterfeit drugs are ‘trademark counterfeit 

goods’, where some of them are useless and others are harmful. A recent Interpol 

coordinated operation named ‘PANGEA VIII’ has targeted illegal online 

medicine, rogue domain name registrars, electronic payment systems and 

logistical services. Most developing countries are currently facing the 

consequences of these type of counterfeits.  

This decade has seen the emergence of a new disruptive technology known as 

‘Blockchain Technology’ which is majorly used in financial transactions. 

Blockchain acts as a trusted agent by removing intermediaries, facilitating faster 

transactions and improving transparency. 

This thesis analyzes the possibility of elimination of counterfeits by using the 

Blockchain technology. The aim of the thesis is to define the counterfeits, discuss 

the existing technologies to counter the counterfeits, and characteristics of the 

blockchain technology applied for the supply chain so that counterfeits are 

countered. But blockchain technology alone is not a panacea and cannot 

eliminate the counterfeits. With a combination of this technology, a robust legal 

system, a tamper-proof packing system and consumer awareness, it will lead to 

efficient and holistic approach to reduce the counterfeits.  
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INTRODUCTION 

Counterfeiting is regarded as the ‘crime of the 21st century’238 and according to the 

International Anticounterfeiting Coalition (IACC) 2012 report, it is the fastest growing crime 

business with a value of $600 billion per annum. Pharmaceutical crimes have been a critical 

issue worldwide, threatening public health especially in developing countries. Pharmaceutical 

crimes involve production and distribution of stolen, illicit or fake medicines. These crimes are 

detrimental to the manufacturers as Pharmaceutical Research and Development is a complex 

process which takes a number of years from drug discovery to its distribution. The lifecycle of 

drugs, from discovery to post market, includes basic research, non-clinical trials, clinical trials, 

licensing, manufacturing and distributing.239 At each stage of the lifecycle the product should 

follow standard operating procedures and once the product is developed, the challenge of the 

manufacturer will be delivery of the genuine product to the intended customer. But the present 

pharmaceutical Supply Chain Management (SCM) is outdated and cannot withstand the latest 

cyber security threats. Weak SCM systems pave the way for counterfeits to enter into the 

distribution network which not only risks public health, but also shatters the public trust in 

genuine medicines. 

To create the trust and eliminate the risk of counterfeiting drugs, blockchain Technology with 

strong characteristics of trust and transparency can be used. But how did this technology 

emerge? As is known, most western societies are built on the concept of ‘trust’, normally 

defined as a positive expectation that each party will act in honest and benevolent ways, without 

any fear of exploitation. But in the year 2008, the subprime crisis jolted not only the societies 

economically, but also people’s faith in the banks, regulatory authorities and ultimately 

government.  

Out of the crisis and trust deficit emerged the bitcoin technology (based on blockchain) which 

was pioneered by Satoshi Nakamoto in his paper "Bitcoin: A Peer-to-Peer Electronic Cash 

System”. In the case of bitcoin, money is transacted between different parties without the fear 

of trust and mostly important intermediators like banks are eliminated. Once the third parties 

are removed the transaction costs are reduced, and there is faster facilitation of transactions 

and increase of transparency. The technology behind bitcoin, Blockchain, is rapidly expanding 

 
238 Interpol Report, ‘2000-2010 Interpol Fighting 21st century crime’ 2. 
239 Taiwan Food and Drug Administration, ‘Taiwan Food and Drug Administration 2016 Annual Report’ 31. 

https://www.fda.gov.tw/upload/ebook/AnnuaReport/2016/E/index.html#p=1 
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from financial sector to other markets and the same principles can be applied to protect the 

genuine drugs.  

1. Gartner Hype Cycle 

The purpose of the Cycle is to interpret technology hype through the graphical representation 

of the growth, technology acceptance and how the use cases are solving the real industrial 

problems. As per the cycle, Blockchain is placed at the ‘peak of inflated expectations’ which 

means the technology is still in the infant stage.  

However, within 5 to 10 years the Blockchain technology will reach the ‘Plateau of 

Productivity’ stage which means it will be widely used by the companies and some of them 

have already started on the experimental basis rather than as a enterprise. 

 

 

Source: Gartner (August 2018) 
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2. Counterfeits classified  

As confusion prevailed regarding the definition of the counterfeits, high level discussions have 

taken place at the WHO. Before 2017, the WHO defined counterfeit as “products deliberately 

and fraudulently produced and/or mislabelled with respect to identity and/or source to make it 

appear to be a genuine product”.240 As there was no clarity in this definition and to permanently 

eliminate the confusion WHO established a working group on refining the working definitions 

of  Substandard/Spurious/Falsely Labelled/Falsified/ Counterfeit (SSFFC) medical products 

and devices.241 The working group has produced the definitions for the ‘Substandard and 

Falsified medical products’  and those were adopted by the Seventeenth World Health 

Assembly on 29 May 2017.  

The working Group classified medical products separating substandard medical products from 

those that are deliberately/fraudulently making a misrepresentation (spurious, falsely-labelled, 

falsified or counterfeit) and those that are unregistered/unlicensed in the country of 

marketing.242 The substandard medical products are those authorized products which fail to 

meet the quality standards and/or specifications, whereas unregistered/unlicensed are those 

which did not receive any permission or license from the national or regional regulatory 

authorities.  

When it comes to falsified medical products, they are classified as deliberately/fraudulently 

misrepresented products related to their identity, composition or source. But falsified drugs do 

not fall under intellectual property rights. Falsified drugs are deliberate/fraudulent 

misrepresentation to any substitution, adulteration, reproduction of an authorized medical 

product related to labelling or packaging or documents, any ingredient or component and 

identification, including name and address of manufacturer, importer, exporter, etc. 

Hence anything other than the above criteria can be termed as ‘counterfeit’ and is associated 

with the intellectual property rights. As per the TRIPS definition, trademark counterfeit goods 

are those goods, which uses identical trademark unauthorised or use of confusingly similar 

 
240 LaKeisha W, Ellen M ‘The real impact of counterfeit medications’ US Pharmacist 2014, 39, 44–46. 

https://www.uspharmacist.com/article/counterfeit-meds 
241 WHO report Working Group of Member States on Substandard/Spurious/Falsely-Labelled/Falsified/ 

Counterfeit Medical Products, 4th mtg, Agenda item 8,  WHO DOC A/SSFFC/WG/5 (19-20 November 2015) 

Para 3. 
242 Seventieth World Health Assembly on Member State mechanism on substandard/spurious/falsely-

labelled/falsified/ counterfeit medical products, Provisional agenda item 13.6, DOC A70/23 (20 March 2017) 

Appendix 3. 

https://www.uspharmacist.com/article/counterfeit-meds
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trademark which cannot be distinguished from that of a registered trademark can be termed as 

counterfeits.  

Related to medical products, the term “falsified” adequately includes all types of deliberate 

misrepresentation of a medical products exclusion of intellectual property rights.243 

3. Counterfeits: Key Players, factors and harmful effects 

Did the classification help identify the counterfeits by the authorities? Who are key players 

involved in counterfeiting and what are the factors for the rise of such crime business? And 

what are the harmful effects of fake drugs? 

The classification certainly improved international collaboration and investigation of 

counterfeits and sets standards for the enforcement agencies. Many nations had identified 

major players in the drug mafia who include manufacturers, importers, exporters, criminals 

and terrorist organizations, informal drug sellers and consumers.244 

The factors that encourage counterfeiting are globalization and lowering of trade barriers, low 

investment and high profits, parallel trade, online prescriptions, inelastic demand, fragmented 

supply chain and weak national and international enforcement.245 

Mostly developing countries are affected by the counterfeits and the factors contribution to the 

growth are lack of government will, inefficient regulatory authorities, high demand and less 

supply and unaffordable prices of genuine drugs.246 

Some of the harmful effects of the counterfeit medicines: 

IMPACT OF COUNTERFEIT 

MEDICINES 

 

CAUSES FOR IMPACT 

Increased Mortality and Morbidity Due to adulterated and/or substituted 

ingredients for the API 

Drug resistance Due to subtherapeutic amounts of API in 

the drug product 

 
243 Id. 
244 Europol-EUIPO Situation Report, ‘ON COUNTERFEITING AND PIRACY IN THE EUROPEAN UNION’ 

2017, 32 – 42. 
245 Id. 
246 Foster S, ‘Supply and use of essential drugs in Sub-saharan Africa: some issues and possible solutions’ Social 

Science Media 1991, 32 (1201–1281). 
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Reduced confidence in the health system Due to the consequences of these 

counterfeit medicines, patients are 

skeptical of the western based modern 

medicines 

Economic consequences  For patients and their families, providers 

of genuine medicines and overall 

country’s economy is affected. 

Adverse effects Due to incorrect ingredients, where the 

effects may vary from being unexpected 

(e.g., when cotrimoxazole contains 

diazepam) to causing allergic reactions 

(e.g., artesunate tablets containing 

chloramphenicol). 

 

 Retrieved from Newton et al247 and Wertheimer and Norris248 

 

4. Legal obligations for drug supply chain: US, EU and China 

The Falsified Medicine Directive (FMD) legislation which was introduced by the EU, 

introduced a new legislation for all the EU members to control  counterfeits and also establish 

an efficient product recall system.249 The EU legislation recommended two solutions; one, 

related to the physical product with an anti-tampering device, and the other a  two dimensional 

barcode, carrying a unique identifier to store the relevant information at central data 

repositories. The manufacturers will upload the information contained in the unique identifier 

for each individual medicine at the production stage and the information is to be sent to cloud 

based centralized EU data repository. At the point of dispensation, the medicine will be 

scanned, checked and verified for authenticity against a national (or supranational) 

 
247 Newton PN, Green MD, Fernandez M, ‘Impact of poor-quality medicines in the developing world’ Trends 

Pharmacol Science 2010, 31(99–101).  
248 Wertheimer AI, Norris J, ‘Safeguarding against sub-standard/counterfeit drugs: mitigating a macroeconomic 

pandemic’ Res Social Adm Pharm, 2009, 5(4–16).  
249 European Commission, Commission Delegated Regulation (EU) 2016/161(2 October 2015), supplementing 

Directive 2001/83/EC, (9 February 2016). https://ec.europa.eu/health/human-use/falsified_medicines_en 

https://ec.europa.eu/health/human-use/falsified_medicines_en


Countering the Counterfeits with Blockchain 

 57 

repository.13 However the products which fall under the ‘high risk falsification’ are to be 

scanned at every stage of supply chain.14 

The major disadvantage of the above system is that only authorized agencies can access the 

data, whereas access by patients/consumers is denied. Hence the end-consumer cannot check 

the validity of the product, he/she has to blindly believe the point of sale. 

Similar to the EU Directive, the US Food and Drug Administration (FDA) passed the US Drug 

Supply Chain Security Act (DSCSA), the main goal of which is to build an electronic, 

interoperable system to identify and trace the prescription drugs.250 The electronic system must 

be able to track, verify, detect and notify the FDA in the case of counterfeit products. This US 

system is little different from the EU, in this case the goal is to have complete transaction 

information so that data at each stage is collected.251 

The trends in China are different than those in the EU and USA. In 2017, China launched a 

new ‘two-invoice system’ wherein only two invoices can be raised along the supply chain i.e. 

from drugs manufacturer to wholesaler and finally to hospital/consumer.252 The goal of this 

system is to encourage the manufacturer to become a distributer as well to counter the 

counterfeits entering into the supply chain.  

The above three policies provide a great opportunity for the Blockchain to streamline the 

procedures and process of the supply chain management. However, before introducing 

Blockchain, it is necessary to analyze the existing technologies. 

5.  Existing Authentication Technologies 

Organized criminals have become sophisticated and the need of the hour is to build novel 

technologies to detect counterfeits. Based on the literature available the technologies can be 

divided into the following:253 

• Overt, or visible features 

• Covert, or hidden markers 

• Forensic/chemical techniques 

 
250 Drug Supply Chain Security Act (DSCSA) 2016, (US). 
251 Id. 
252 IYIOU Cooperation, ‘Two Invoices System Is Imperative, the Opportunity to Reconstruct the Model of Medical 

Supply Chain Is Coming’  2017. http://www.iyiou.com/p/37489 
253 Seventieth World Health Assembly on Member State mechanism on substandard/spurious/falsely-

labelled/falsified/ counterfeit medical products, Provisional agenda item 13.6, DOC A70/23 (20 March 2017) 17.  
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• Track and trace models and technologies 

5.1.Overt, or (Visible) Technologies 

These technologies are normally visible to the naked eye and enables the consumers to easily 

identify the authenticity of the medical product. These technologies should be used in an 

environment of utmost security to avoid the mishandling by criminal organizations.254 Further, 

it is to be carefully handled such that they cannot be reused or removed without causing any 

damage to the packaging or to the product, so that genuine products can be safeguarded from 

counterfeiting.255 Any genuine overt product should include with tamper evident features for 

more security. 

Some of the tamper-evident measures include: 

i. Tamper- evident micro cut labels which are made of polypropylene. These labels 

consist of the small micro cuts placed on the closure flap of the packaging with added 

text “DO NOT USE IF SAFETY SEAL IS ALTERED OR DAMAGED”. Before use, 

patients and health care professionals should check the security seal properly. 

ii. Tamper-evident VOID labels are those once peeled off will leave an impression on 

the surface of the package as ‘VOID’ giving the evidence that the seal is opened or 

tampered. 

iii. Multi-destructible (“eggshell”) vinyl labels are self-destructible materials if trying to 

peel off.  

iv. Holograms: In this, an interference pattern is formed between two-or-three 

dimensional mediums when a point source of light (the reference beam) of fixed 

wavelength encounters light of the same fixed wavelength arriving from an object (the 

object beam).256 The diffraction pattern recreates the wave fronts of light from the 

original object only when the hologram is illuminated by the reference beam and by 

this reason original object is viewed as an indistinguishable image.257 The hologram can 

be used as a security feature into tear bands in overwrap films, or as threads embedded 

into paper substrates and constitute a powerful two edged sword against falsification.  

However, hologram labels are easily and expertly copied and stimulated unless they are 

 
254 Buckley G, Gostin L, ‘Countering the Problem of Falsified and Substandard Drugs, Institute of Medicine of 

the National Academies’, National Academies Press, Washington, D.C, 2016, 155-273. 
255 Id. 
256 Tung H. Jeong, ‘Basic Principles and Applications of Holograph’ 384. 
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combined with other overt and covert technologies like scrambled images, micro text, 

UV-sensitive or other specialized inks.  

v. Optically variable devices: these include the devices mostly image flips or transitions, 

often including colour transformations or monochromatic contrasts.258 

vi. Colour shifting security inks and films: 

These technologies show a variety of changes in colour when the product is viewed in 

different angles and are known as ‘smart colours’.259 It can be an effective security 

feature as an overt pack graphic element. And the colour shifting films include multi-

layer deposition of thin films with unique diffractive properties, and vibrant colour 

transitions which can be used as tamper evident security seal. 

vii. Scratch-off technologies:  

When a layer of removable ink is scratched with a coin a code is found to prove the 

authenticity. The code is randomised to avoid criminals.260 

 

5.2.Covert (Hidden) technologies:   

The main purpose of the covert technologies in the supply chain is to enable regulatory 

authorities and stake holders in the chain to identify the counterfeit products. Patients will not 

have any knowledge about these features and they will be complex in nature so that criminals 

will find difficult to decode it. Some of them include: 

 

5.3. Invisible Printing: 

These are special markings which will appear only under certain conditions and they cannot be 

viewed with a naked eye.  

For example, luminescent ink is not visible in normal light and it is classified as fluorescing 

and phosphorescing inks. Fluorescing ink is visible when exposed to ultraviolet light of 

specified wavelength.261 Phosphorescent inks will continuously emit light for shorter period of 

time which can be detected with a reading device.262 

The other inks like ‘reactive ink’ change its colour when subjected to ultra violet light, and 

infrared fluorescing pigments reacts only to specific wavelengths of invisible light. “Rub and 

 
258 Supra 19 
259 Marjan Kooroshnia, ‘How to visually represent the colour theory of thermochromic inks’ 2. http://www.diva-

portal.org/smash/get/diva2:894513/FULLTEXT01.pdf 
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reveal”, “coin reactive” inks are visible after rubbing with a coin.263 Photochromic inks change 

colour based on wavelength of light whereas Thermosensitive or thermochromic inks, change 

colour at differential temperatures.264 

Invisible printing image techniques includes different images consists of ‘latent image’ 

composed of letters, logos and figures, ‘embedded image’ is an image embedded into graphics 

which can be viewed only with special filter. Digital watermarks, hidden marks, micro text, 

anti-scan, safety fibrils, laser coding, odour etc. are some of the commonly used images to 

protect the genuine products.  

A new invisible printing technique is being emerged known as invisible photonic technique 

mostly useful for steganography and watermarking for anti-counterfeiting purposes.265 With 

this novel photonic printing technique, a variety of graphics with brilliant colours can be 

perfectly hidden in a soft and waterproof photonic-paper.266 

 

5.4. Forensic/Chemical Markers  

Most of these markers require laboratory testing or dedicated field test kits to provide the 

scientific proof of authenticity. Though there exist various technologies like chemical and 

biological taggants, isotope ratios, the most important is DNA-Nano taggants.  

DNA taggants are distinctive combinations of synthesized DNA that can be applied to surfaces, 

objects, materials or personnel. Like nanometre-sized barcodes, they enable the origin of the 

tagged article to be verified, traced and monitored for movement.267 These detection methods 

can provide rapid, reliable detection of DNA taggants in the field.268 DNA taggants are an 

information assurance technology for objects with restricted access that verifies access and 

gives effective, covert tamper detection.269 

 

5.5.Track and Trace Technologies:  

This category of technology includes Radio Frequency Identification (RFID) tags and Quick 

Response (QR) codes. The tag or barcode is attached to the product and all the stakeholders in 
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264 Supra 19 
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the supply chain can check the authenticity of the product. This system not only tackles the 

counterfeit problem but also gives the glimpse of the history of transactions across the whole 

product life cycle. 

WEAKNESSES IN THE EXISTING TECHNOLOGY 

Though existing technologies played a vital role in containing counterfeits with advantages 

such as overt features where patients and healthcare professionals could easily verify and check 

the product, the flip-side is that consumers are often not aware of the verification features. 

Further, those features can be reused, refilled, easily copied and sometimes provides a false 

sense of security. Similarly, covert technologies increase security measures by adding hidden 

messages but at the same time add supply complexity and cost. Forensic markers are too costly. 

And when comes to track and trace technologies RFID can easy be hacked270 and QR codes 

can be replaced without any hard work. 

In this hour, Blockchain strengthens and compliments the existing technologies. But the 

question that arises is whether Blockchain can act as a panacea to counterfeit problems?  Can 

the idea behind the blockchain be successful in eliminating the counterfeits? 

The Purpose of Blockchain 

  Blockchain technology today is termed as one of the major disruptive technologies and some 

even argue that it is a new form of B-internet which is ready to rapidly enhance the Web 3.0. 

The global systems are betting on blockchain to revamp their business models especially in the 

area of intellectual property rights. Francis Gurry, WIPO, Director General has recognized the 

importance of this technology and hinted about the “De-formalization” of IP and “private 

sector to be an ancillary record keeper”.271 

According to Don Tapscott and Alex Tapscott, the blockchain revolution is enabling ‘Radical 

Transparency’, embedding the principles of decentralization and sharing, threatening the 

archaic practices of the financial monopolies supported by politicians and bureaucrats which 

 
270 Stawomir Jasek, ‘A 2018 practical guide to hacking NFC/RFID’ 2018. 
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Future Conference’ 2017. 
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have enslaved the world in unescapable gridlock and removes the fat intermediaries who are 

reaping the benefits of the creators.272 

Similarly, the blockchain revolution is taking place in the supply chain of the pharma drugs to 

counter the 21st century cyber-security threats. Blockchain tracks the events that happen along 

the supply chain and investigates the illegal activities along the chain. Buyers and sellers can 

easily validate the genuine product in the distributed ledger. Some of the features of the 

blockchain based SCM system for the drugs are: 

• Distributed Ledger increases Trust, Traceability and Transparency – once the data is 

distributed in all the nodes of the stakeholders, they are able to track the pharmaceutical 

products throughout the supply chain without any trust issues. Anyone in the chain can 

verify the legitimate manufacturer, the authenticity of the product, and also safe delivery at 

each stage. Whenever there is a change in ownership of the drugs such changes are noted 

on the blockchain. Drug manufacturers and end- users can track their product at any time. 

• Visibility and Anonymity:  Both are opposite to each other similar to light and darkness 

where both cannot co-exist. However, in blockchain technology, it is possible to provide 

access to the original public date, while keeping private data confidential. For example, the 

condition and symptoms of the patient are made public, while the identity is kept private. 

Similarly, in supply chain the product details are made visible whereas the manufacturers 

secret techniques are protected. 

• Cryptographic Immutable block and Extended security:  

Blockchain system is implanted with two kinds of cryptographic technology: one is Hash 

function and other is public/private key cryptography. Hash function is to link each block 

in the chain and public/private cryptography is used for identifying transactors and 

controlling access to data.273 And for the data to get into the Block various Blockchain 

platforms resort to different consensus algorithms. For example, Bitcoin uses proof of work 

algorithms whereas Permissioned ledgers use a consortium of collectively trusted nodes to 

agree on the output of a consensus process, which are generally cheaper and faster than 

Bitcoin’s proof of work.274 And this thesis is based upon the consensus of permissioned 

 
272 Don Tapscott, Alex Tapscott, ‘Blockchain Revolution: How the technology behind bitcoin is changing Money, 
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ledger. Once after the validity the blocks are done each block is connected with a hash 

value of previous block into the new block. To tamper the one single block in the middle 

means to change the hash value of all previous Blocks which is impossible hence 

immutable.275 

• Data Analytics:  

The supply chain produces huge data and it should be analyzed for further streaming of the 

technology and improving the efficiency of the drugs. For example, the effect and 

performance of the drug on the patients is recorded on the Blockchain where manufacturers 

can simply access the data for further research. 

• Smart Contracts:  

A code that facilitates agreement between parties which is deployed on the Blockchain and 

is executed automatically as a part of the transaction is known as smart contract.276 The 

advantage of this contract is involvement of the intermediators are removed and 

transparency is increased.277 It also provides better security and lowering of transaction 

costs and removes risks involved with the traditional costs.278 For instance medical 

insurance of the patient is automatically executed once the patient receives the treatment.  

Related Work 

The inception of blockchain technology took place early in this decade, becoming popular after 

the rise of cryptocurrency and other financial services. It became more popular after the launch 

of smart contract and blockchain technologies ventured into different fields. And recently the 

trend has started for the application of blockchain features for the supply chain management. 

Prominent technology company IBM has joined hands with largest shipping firm Maersk to 

create a Blockchain trade platform. And the platform known as ‘TradeLens’ has attracted 94 

clients which include shipping liners, customs authorities and other public and private 

organizations.279 

TradeLens removed the middleman and resulted in capturing of 160 million shipping events 

like origin of goods, cargo arrival times and documents related to commercial invoices, 
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shipping bills and bills of lading in near real time on the Blockchain network.280 Novartis has 

established a separate Blockchain unit and the purpose of the unit is to identify counterfeit 

medicines and track temperature with real-time visibility for the stakeholders in the network.281 

Novartis IMI(Innovative Medicine Initiative) Blockchain Enabled Healthcare program aims 

to partner the pharma industry with a consortia made up of SME blockchain companies, 

universities, clinical labs, hospitals, patient representatives and others.282 

And modum.io is the system which tracks the temperature of the parcels on the blockchain 

system and this same technology is being expanded to counterfeit products.283 Another new 

project known as Chainsafe284 is initiated to provide an open and integrated platform for 

monitoring vaccines. In this process vaccine vial is tagged with either a signed QR code or a 

NFC tag and it is scanned unto the Blockchain and distributed across the nodes. And the 

authenticity of the vial can be checked at every stage. Similarly, a novel Ethereum based 

application is built to avoid the supply of the counterfeits by using the technology of cloning 

of the RFID and finding out the real owners.285 

And some of the other major companies which involved in similar services of reducing 

counterfeits include Blockverify, Chronicled, Everledger, Provenance, Skuchain, Verisart, 

Vechain, as most of them deal with luxury items, diamonds, electronics and pharmaceuticals.286 

Blockchain Counterfeit Related Patents 

A search has been conducted by using certain keywords on the WIPO patent search to find out 

the potential of the Blockchain technology. Leading countries in this technology were picked 

up for the analyses.  

KEYWORDS             APPLICATIONS 

 PCT USA Australia China 

Blockchain 822 1242 152 173 

Distributed 

ledger 

1827 5253 485 20 
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285 Kentaroh Toyoda, Takis Mathiopoulos, Iwao Sasase, Tomoaki Ohtsuki, ‘A Novel Blockchain-Based Product 

Ownership Management System (POMS) for Anti-Counterfeits in The Post Supply Chain’.  
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Blockchain 

and SMART 

Contract 

336 465 52 13 

Blockchain 

and 

counterfeiting  

44 80 9 1 

Blockchain 

and supply 

chain 

283 394 39 2 

Blockchain 

and Data 

Security 

672 1056 104 11 

Source: WIPO patent search as on 23.12.2018 

 

‘Truemeds’ – A Case Study 

‘Truemeds’ is a blockchain enabled solution to counter the supply of the counterfeits developed 

by India based company Pipra Solutions Private Ltd.287 to understand the case study, there is a 

need to understand the Blockchain technology architecture. As discussed from the above, 

Blockchain has a built-in identity mechanism, a cryptographically secure key pair to assign 

each participant in the network. A key pair consists of both public and private keys as it can be 

explained with the analogy of email, the email address can be treated as public key where 

everyone can send the information but to see the information a password is required which is 

similar to private key. And the participants in the pharmaceutical supply chain management 

will be manufacturers, wholesalers, shipping liners, customs authorities, distributors and 

doctors etc. who are identified with unique key pairs. On the network, drugs are treated as 

digital assets having a unique hash value which is generated after scanning of QR code or RFID 

tag or NFC tag.  

The stakeholders in the supply chain might be adopting different Blockchain networks like 

Bitcoin, HyperledgerEthereum or BigchainDB and third-party APIs which pushes the data and 

 
287 ‘Truemeds- Blockchain enabled counterfeit technology developed by Pipra Solution’. See: https://truemeds.io  
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transactions into the network. The interoperability of the Blockchain network is a different 

subject matter. 

Truemeds is a blockchain enabled program set on a secured and trusted network wherein only 

trusted parties are given permission to enter the network. It is built on a user-friendly mobile 

application which even common patients can use it easily. Once the factory produces the 

product then truemeds will allocate a unique QR code and prints on the medicine. The unique 

QR code is assigned with a hash and transferred as a digital asset onto the Blockchain network 

and this hash can be traced any time on the network. If any additional information which is off 

no immediate use can be stored off-chain and with a hash digest (SHA 256) can be linked with 

the on-chain data. Since the drugs are registered on the Blockchain it will be easy for the 

transfer of ownership. For example, if a wholesaler wants to purchase the products from the 

manufacturer, the manufacturer will transfer the drugs physically to the wholesaler and 

physical transaction will be registered on the truemeds network. Similarly, it moves up on to 

pharmacists, doctors and patients etc. proving the authenticity of the drugs.  
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Truemeds unique mobile application will help doctors, nurses, family and patients easily verify 

the authenticity and the journey of the drugs from the manufacturer to pharmacy. the app is 

also handy with respect to the customs authorities and other government agencies to enforce 

the IP law and to eliminate the counterfeits. 

The benefits of the ‘Truemeds’ include increased revenue, increased brand trust, reduced 

compliance risks, reduced operational expenses, faster and better inventory insights and 

increased supply chain efficiency.   

 CRITICISM AND CHALLENGES 

Blockchain technology the most recognized trust related technology is also most untrusted 

technology among the skeptics. David Gerard is a vocal critic of Bitcoin and Blockchain as he 

is worried about the sheer number of scam artists and crooks surrounding the Bitcoin and the 

larger notion of the Blockchain.288 Gerard is skeptical about the major technical and legal 

problems with the basic concept of a “smart contract”, according to him the computer programs 

referred to as “smart contracts” are seldom either legal contracts or even particularly smart.289 

David also criticises that at no extant blockchain can scale to the size of the data flow, 

“immutable” blockchains can’t update to changes in ownership or laws and there are no 

consideration of security threat models.290 

The major challenges of the Blockchain include data privacy and scalability.291 The security of 

blockchain applications with an accent on the data confidentiality is an unsolved problem. So 

far, the blockchain ledger is implicitly public, but users demand more confidentiality for their 

data. On the other hand governments demand access to blockchain information for KYC 

policies and taxation.292 The scalability problem has become vital, as the transaction rate 

growth made the designers think to increase the block size, which in turn might lead to higher 

network latency and vulnerability to various network attacks.293 And the major difficulty for 

practitioners to decide whether or not to use blockchain is that limited product data or reliable 

technology evaluation available to assess the suitability of blockchains.294 

 
288 David Gerard, ‘Attack of the 50 Foot Blockchain: Bitcoin, Blockchain, Ethereum & Smart Contracts’. 
289 Id. 
290 Supra at 61. 
291 Sin Kuang Lo , Xiwei Xu , Yin Kia Chiam , Qinghua Lu, ‘Evaluating Suitability of Applying Blockchain’ 22nd 

International Conference on Engineering of Complex Computer Systems (ICECCS), 2017.  
292 Alex Biryukov, ‘Security, Scalability and Privacy in Blockchain Applications and Smart Contracts’ 2018.  
293 Id. 
294 Supra at 64 

file://///search/searchresult.jsp%253fsearchWithin=%2522First%20Name%2522:%2522Sin%20Kuang%2522%250a%2509%2509%2509%2509&searchWithin=%2522Last%20Name%2522:%2522Lo%2522&newsearch=true&sortType=newest
file://///search/searchresult.jsp%253fsearchWithin=%2522First%20Name%2522:%2522Xiwei%2522%250a%2509%2509%2509%2509&searchWithin=%2522Last%20Name%2522:%2522Xu%2522&newsearch=true&sortType=newest
file://///search/searchresult.jsp%253fsearchWithin=%2522First%20Name%2522:%2522Yin%20Kia%2522%250a%2509%2509%2509%2509&searchWithin=%2522Last%20Name%2522:%2522Chiam%2522&newsearch=true&sortType=newest
file://///search/searchresult.jsp%253fsearchWithin=%2522First%20Name%2522:%2522Qinghua%2522%250a%2509%2509%2509%2509&searchWithin=%2522Last%20Name%2522:%2522Lu%2522&newsearch=true&sortType=newest


NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

 68 

Criticism and Challenges had drastically hit the Digital Transformation agency of Australia, it 

has gone cold on Blockchain after initial investment of $700,000 budget funding for the 

investigation of the technology.295 According to DTA chief digital officer Peter Alexander, it 

is “an interesting technology” that is “well worth being observed” but without standardisation 

and a lot more work, for every use of blockchain that you would consider today there is a better 

technology such as databases and APIs.296 He added that “Blockchain is good for low trust 

engagement – you don’t know who you’re dealing with but have a series of ledgers that can 

give some validation and support” and it’s mostly large tech companies that are driving the 

hype for blockchain, rather than governments or users.297 

It is the fact that the above criticism and challenges are real and the Blockchain industry is 

working out the solutions to overcome the problems. In the case of data protection, the private 

immutable ledger data has become compatible with EU data protection policy.298 And DTA 

criticism is largely related to standardization rather the technical nature of the Blockchain. 

WIPO patent analysis from the above clearly depicts that Australia is one of the leading nations 

in the world when comes to Blockchain patenting.  

CONCLUSION  

Blockchain can certainly be a technological solution to fight the counterfeits. With respect to 

overall elimination of the counterfeits, other aspects need to be considered such as increasing 

customer awareness and creating user friendly apps for the customers to easily verify the 

authenticity of the products, establishing the strong legal mechanisms, proper alert systems and 

most importantly using the tamper proof packaging.  

In the stack of present technologies, blockchain is the important technology to fight the 

counterfeits. but when it is combined with IoT and Artificial intelligence it can become a deadly 

weapon to eliminate the counterfeits. Blockchain based drug supply chains are shifting the 

traditional governance model from government regulatory mechanisms like auditing and 

inspection to surveillance by all the stakeholders in the supply chain.  

*** 
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Copyright Protection and its Relation to Parodies 

-Chaitali Wadhwa* 

ABSTRACT 

The paper opens with the brief facts and judgement of Campbell v. Acuff-Rose 

Music, Inc. The case is vital to introduce copyright law and its extension to 

parodies. The author has divided the paper into five parts, inclusive of the 

introduction and conclusion. The first part lays the foundation for the paper. The 

second part deals with copyright protection and gives a detailed analysis of its 

requirements – originality of works and expression of thoughts. In the third part, 

the author has provided an insight into one of the defences of copyright 

infringement. This part focuses on both fair use, as is prevalent in the United 

States, and the doctrine of fair dealing that is followed in the United Kingdom and 

India. The author elaborates upon the four factors of fair use. The fourth part 

looks at parodies and gives a justification about why they are protected from the 

accusation of infringement. In this part, the author has also distinguished between 

parodies and satire. The author hopes that the paper will provide clarity of 

concept, and promises not to file a suit in case a parody is made.  
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 INTRODUCTION  

In 1993, Acuff-Rose Music, Inc. filed a suit against the members of the rap group 2 Live Crew. 

The allegation was that 2 Live Crew’s song “Pretty Woman” infringed the former’s copyright 

in Roy Orbison's rock ballad “Oh, Pretty Woman”.  The District Court while granting summary 

judgement for 2 Live Crew held that the song was a parody that made fair use of the original 

song. The Court of Appeals reversed and remanded, and held that the commercial nature of the 

parody rendered it presumptively unfair. The Supreme Court found that the Sixth Circuit had 

erred in its judgement and reversing it, upheld the decision given by the District Court, 

protecting 2 Live Crew’s parody under §107 of the Copyright Act299.  

The case mentioned above of Campbell v. Acuff-Rose Music, Inc.300 forms the foundation of 

the existing parody laws in the United States. This case laid down the most comprehensive test 

for determining what fell under the protection of fair use by providing a four-factor test. To 

truly determine whether the work was protected under the section, it was necessary to look at 

all the factors collectively and not in isolation from one another. According to the Court, the 

true nature of the work could be understood by its transformative character, i.e. whether it 

altered the message, meaning or expression of the original.301  

Though the Court relied on the statute, it is imperative to note that the law developed from the 

19th-century case of Folsom v. Marsh.302 Judge Joseph Story wrote the opinion and set down 

the four factors that were ultimately codified by the Congress in the Act of 1976. According to 

him, the case was based on sheer poor reasoning and non-application of law. This case is 

regarded as establishing the principle of copyright law in the United States of America.  

  

 
299 Copyright Act 1976, 17 U.S.C. §107 
300 Campbell v Acuff-Rose Music, Inc. 510 US 569 (1994) 
301 Id, at 581. 
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COPYRIGHT PROTECTION 

The intellectual right acquired by an author over his creative work, which is a result of his 

intellectual labour is known as copyright.303 The law of copyrights is considered to be the 

“Cinderella of Intellectual Property Right laws”.304 These rights are also known as “exclusive 

rights” and have a moral character attached to them in addition to an economic aspect. 

Copyright law deals with the rights of intellectual creators.305 Copyrights protect only the form 

of expression of ideas, and not the ideas themselves. Copyright protection promotes and 

encourages a nation’s cultural heritage by giving the people a secure platform to display their 

literary and artistic works. The creativity of the people directly contributes to the social and 

economic development of the country. If drafted and appropriately implemented, copyright law 

could serve help in proper and efficient dissemination of knowledge in an organised manner. 

a. Originality of work 

Copyright protection finds its justification in fair play.306 It extends to original literary works, 

dramatic works, musical works, artistic works, pictorial and graphical works, sculptures, sound 

recordings, architectural works, and choreographic works, to name a few. Common law 

countries stress the originality and tangibility of such work to gain protection under the law. 

To be original, the work must originate from the author and not be copied from some other 

work.307 The author must have expended sufficient independent skill, labour and judgement to 

justify copyright protection.308 The US Supreme Court touched upon the question of originality 

in artistic works through its decision in Bleistein v. Donaldson Lithographing Co. and held that 

the threshold for originality for such works was low. 309 The test laid down in the Bleistein 

judgement was subsequently followed in the case of Alfred Bell & Co. v Catalda Fine Arts, 

Inc.310, which also dealt with copyright protection in fine arts. 

Peterson, J. while delivering the judgement of University Of London Press, Limited V.  

University Tutorial Press, Limited311 laid down what constitutes originality of work. This case 
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propounded the famous “sweat and bow” doctrine. According to this doctrine, the author of 

the works gains rights, not because of the creativity as shown by him, but merely because he 

has put in considerable effort and expenses in the creation of the work. The acquisition of such 

intellectual property rights is through the simple due diligence of the work.312 It is the skill and 

labour of the author, along with the investment of capital that is given weight over the actual 

application of creativity. The case Walter v Lane313 was said to have set the originality 

threshold with its approach towards the sweat and brow doctrine. In this case, the court found 

the process of creation of reports to have involved significant judgement, skill and labour and 

therefore made the reporter and author, protected under the copyright law. This judgement was 

affirmed in Express Newspaper v News314 and Sawkins v Hyperion.315 India also followed the 

“sweat and brow” doctrine for a considerably extended period.  

There has now been a shift from the sweat and bow doctrine to the “modicum of creativity” 

standard which was laid down by the Supreme Court of United States of America in the case 

Feist Publication Inc. v. Rural Telephone Service.316 By negating the “sweat and brow” 

doctrine, the court held that the work must exhibit a “modicum of creativity” to be called 

original. This doctrine stipulates that there must be a minimum level of creativity and 

judgement for copyright protection. The Supreme Court of India shifted from the “sweat and 

brow” doctrine to “modicum of creativity” approach in Eastern Book Company & Ors. v D. B. 

Modak & Others.317 The author must exercise his skill and judgement with a flavour of 

creativity so that it is not a product of mere mechanical exercise.318 The court covered an 

editor’s work within the ambit of copyright protection because there was the application of 

legal knowledge, skill and judgement.  

  

 
312 Suchi Mehta, “Analysis Of Doctrines: ‘Sweat Of The Brow’ & ‘Modicum Of Creativity’ Vis-A-Vis Originality 
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313 Walter v Lane [1900] A. C. 539. 
314 Express Newspapers v News [1990] FSR 359. 
315 Sawkins v Hyperion [2005] EWCA Civ 565. 
316 Feist Publication Inc. v. Rural Telephone Service 499 U.S. 340, 342 (1991). 
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b. Expression of Thoughts 

Copyright Acts are not concerned with the originality of ideas, rather the expression of 

opinions. Copyright does not protect ideas, but rather only its expression.319 By limiting 

copyright only to the expression of ideas, other authors may use similar forms to express their 

views without overlapping each other’s thoughts. The work must be reduced to a material form. 

Copyright extends to expression and not to ideas, procedures or methods.320 It is not a right in 

the novelty of ideas.321 Though ideas are intellectual, it is their fixation in a material form, 

which gains protection.322 The United States Court of Appeals in the case of Whelan Associates 

Inc. v Jaslow Dental Laboratory Inc.323 laid down a test to differentiate between ideas and 

expression. The Court held that the line between idea and expression might be drawn 

concerning the end sought to be achieved by the work in question. While delivering this 

judgement, the Court heavily relied on the case of Baker v. Selden, which is considered a 

landmark judgement in the world of idea-expression dichotomy. The essence of teachings, 

rules and ideas lies in their statements, and it is only such statements which are secured by 

copyright.324 Copyright subsists in original published and unpublished works in tangible form. 

There is no copyright on ideas or schemes; it is confined to their expression; if the expression 

is not copied, then the copyright is not infringed.325 This view was also taken by Farwell, J. in 

the case Donoghue v Allied Newspapers.326 

Though taking of a general idea is not an infringement, reproduction of the full expression is. 

The similarity in works does not amount to infringement if it can be shown that such works 

were produced independently of each other. Unlike patents and industrial designs, copyright is 

not a monopoly.327 It does not provide an absolute right. To constitute infringement, there must 

be sufficient resemblance between the original work and the copied work, but there is no 
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copyright in an idea.328 Fazal Ali, J. has held a similar opinion in the case of R. G. Anand v M/s 

Delux Films wherein he reiterated,  

“There can be no copyright in an idea, principle, subject-matter, theme, plot or historical 

background. Violation of copyright in such cases is confined to the form, manner and 

arrangement and expression of the idea by the author of the copyrighted work.”329  

The Supreme Court, in this case, also held that a resemblance with the original work in a 

substantial manner was sufficient to amount to infringement. It was not necessary to show that 

there was a verbatim reproduction of the work.  

FAIR USE AND FAIR DEALING 

Reproduction of copyrighted material is an infringement. Among the several defences available 

to the infringer, fair use and fair dealing are a continually evolving defence and the subject 

matter of this segment. A cause of action for infringement can be defeated if it falls within the 

exception of fair use or fair dealing. The fundamental belief on which these doctrines rest is 

that copying should not be entirely banned, particularly if it deals with criticism, review or 

research.  

Fair dealing allows using copyrighted material without the prior permission of the creator of 

such work. Fair dealing is an exception to copyright infringement; fair use is a limitation on 

exclusive rights. Fair use, unlike fair dealing, is more flexible in its approach, which caters to 

the evolving practices in society. Fair dealing is merely fair use with restrictions. The doctrines 

are used in case of potential copyright infringement. They are broadly similar concepts with 

minor differences.   

a. What is Fair Use? 

The USA is the champion of the most flexible copyright law.330 The American Copyright Act 

merely provides for a list of four factors that help determine whether the  defence of fair use 

shall protect the work. These factors are – the purpose and character of the work, its nature, the 

substantiality of the use, and its effect on the potential market for or value of the copyright.  

 
328 Ladbroke (Football) Ltd v William Hill (Football) Ltd [1964] 1 WLR 273; [1964] 1 All ER 465. 
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i) Purpose of the Work 

The doctrine of fair use can be invoked if the likelihood of economic detriment is little or 

negligible. Furthermore, the social utility of the borrowing must be great to justify such 

detriment. The crux of the profit/non-profit distinction was not determined by looking at 

whether the sole motive of the use was monetary gain rather whether the user is making a profit 

by exploiting the copyrighted material without paying any customary price.331 Each case is 

determined separately based on facts and circumstances. Fair use allows the courts to travel 

beyond the factors enumerated in the statute. Before the Campbell332 case, the court in Sony 

Corp. of America v Universal City Studios333 had established that every commercial use was 

presumptively unfair; an approach widely embraced by other courts in the country. Post the 

Campbell judgement commercial use is not considered presumptively unfair, though it does 

weigh in favour of the plaintiff.  

ii) Nature of the work 

To determine the nature of the work, the court inspects whether it is factual or fictional, 

published or unpublished. When a biographer quoted merely 1% of Richard Wright’s six 

unpublished and ten published journal entries, the court granted the defence of fair use because 

it was for informational purposes.334 In the case of Harper & Row Publishers v. Nation 

Enterprises,335 the court held that it was the author’s first choice whether the work should be 

published, including when, where, and in what form. The lower courts followed this approach 

and developed a presumption against fair use for unpublished works. This judgment was later 

overruled.  

iii) Amount and Substantiality 

To determine the amount and substantiality of the portion used, the courts look at the quality 

of copied work and not the quantity. This analysis varies from case to case. In the Harper & 

Row case, the court looked at both the quantity and quality, whereas in Basic Books v. Kinko’s 

Graphics Corp,336 the court negated both quantitative and qualitative aspects. The case of 

Harper & Row was noteworthy as it emphasised the last factor as the most important one.  

 
331 Harper & Row Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 562 (1985). 
332 Supra note 300. 
333 Sony Corp. of America v. Universal City Studios 464 U.S. 417 (1984). 
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iv) Market Substitution 

Market substitution is a significant factor in both the United States as well as the United 

Kingdom. All the four criteria mentioned above must be analysed in each case and vary with 

facts and circumstances. 

The Courts have taken a liberal approach. Fair use allows the courts to travel beyond the factors 

enumerated in the statute. Besides the four factors enumerated above, the court considered two 

more factors in the case Basic Books v. Kinko’s Graphics Corp337. The defendant may be able 

to prove fair use if he can show that the plaintiff was engaged in monopolistic practices. The 

defendant would also have a strong case if he were able to prove adherence to the policies 

within fair use.  

b. What is Fair Dealing? 

Fair use is a concept more widely followed in the United States. Canada, the UK and India, on 

the other hand, have adopted the doctrine of fair dealing. The stark difference between the 

provisions of the Indian and American laws is that the former is more restrictive than the latter.  

The doctrine of fair dealing finds its origin as early as the 19th century when it was introduced 

in the British Parliament for debate in 1842.338 Since then, there has been considerable 

evolution in the acceptance of fair dealing as a means to accelerate the diffusion of literature. 

It is no longer believed to be inconsistent with the general public interest. The doctrine first 

appeared in the Copyright Act of 1911. The law in the UK provides an exhaustive list of defined 

exceptions to enumerate what is categorised as fair dealing.339 For this reason, the law is 

regarded as highly restrictive in its approach.  The case of Gyles v Wilcox340 case established 

the doctrine of fair abridgement which stated that abridgements could not be copyright 

violations if they displayed a fair amount of labour on the part of the editor, that differed from 

the original published work in a significant way. This case played a significant role in the 

development of the Copyright Law in England.  

Despite its evolution and growth, it is not possible to create a watertight jacket that provides a 

non-controversial and satisfactory definition of “fair dealing.” In the case Super Cassettes 
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Industries Ltd. v. Hamar Television Network Pvt. Ltd & Anr341, the Delhi High Court laid down 

thirteen broad guidelines on fair dealing. The Court in the case of Kartar Singh Giani v Ladha 

Singh342 laid down two points that constituted unfair dealing. These were – “(i) the presence of 

an intention to compete and derive profit from such competition, and (ii) the presence of an 

unfair motive.” 

The Indian law is similar to it British counterpart, which also provides a high level of rigidity. 

The Indian Copyright Act provides a list of acts that are categorised as fair dealing though the 

term has not been expressly mentioned anywhere in the statute. The purpose of allowing certain 

exceptions to copyright infringement is to maintain a balance between the works of the creator 

and the interests of the public at large.  

A bare reading of the statute enumerates the three instances when fair dealing does not 

constitute copyright infringement. These acts are –  

“(i) private or personal use, including research; (ii) criticism or review, whether of that 

work or of any other work; (iii) the reporting of current events and current affairs, 

including the reporting of a lecture delivered in public.”343 

The Delhi High Court in the case Syndicate Press of University of Cambridge v. Kasturi Lal & 

Sons344 had observed that while the law should encourage enterprise, copyright was a form of 

protection and not a barrier against research and scholarship. Copyright could not be used to 

close all the avenues of research.345 What must be noted is that the section allows for research 

which is personal or private, and not commercial research. However, it is difficult to determine 

what is non-commercial. Factors to be taken into consideration include the amount taken, the 

availability of the work, and the effect on the market.346 Private work is one which does not 

involve any publication.347 The use of the words “private or personal” gives a restricted 

meaning to research. For dealing to fit into the category of criticism or review, the work must 
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have been previously available to the public be fair dealing, and have sufficient 

acknowledgement of its source.348  

Hubbard v Vosper349 set the primary test to determine what the meaning of fair was. The Court 

held that fair dealing was a question of degree. First, the number and extent of the quotations 

and extracts must be considered, and then the use made of them. Finally, the proportions must 

be considered. After all is said and done, it must be a matter of impression.350 

c. Why is it Justified?  

As stated above, the two essential elements of fair dealing are the absence of any intention of 

the alleged infringer to compete with the works of the original owner and to avoid improper 

use of the copyrighted work.351 The exceptions in copyright law are necessary to maintain a 

balance between the interests of the modern society, and the proprietary interests of the creator 

of the original work. It also encourages research and study. The Canadian court elevated fair 

dealing from an exception to a user right in the case of CCH Canadian Ltd v Law Society of 

Upper Canada352.  

Justice Bhatt in the case The Chancellor Masters and Scholars of the University of Oxford v 

Narendera Publishing House and Ors353 held that fair dealing is an essential part of copyright 

law. The Single Bench also stated that the interpretation of the doctrine must be made in a 

manner, which balances the rights of the copyright holder and the often-enriching interest of 

the public domain. The Kerala High Court in the case Civic Chandran v Ammini Amma354 held 

that since copying had been done specifically for criticism of the drama, the themes, the ideas 

and the events dealt with therein, it did not amount to an unfair appropriation of the original 

work. Stolen work is less likely to be fair.355  

PARODIES  

Parody as an infringement to copyright is a significant concern. Criticism, parody, research and 

satire are integral parts of fair use and fair dealing. They are justified because they promote 
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freedom of speech and expression. Commentaries and criticism use the text of copyrighted 

material and provide a review.356  

A criticism discusses the merits and demerits of work.357 It is not limited only to the literary 

style, but also the doctrine, philosophies and ideals. Parodies fall within the broader framework 

of criticisms.358 A parody is a humorous piece of writing or drama, which imitates the writing 

style of a particular artist. It critically comments on existing work to expose its flaws. Parody 

criticises an individual piece of work; satire is a critique of society. There is a fine line between 

the two. The Campbell case highlighted the difference between the two: 

“Parody needs to mimic an original to make its point, and so has some claim to use the 

creation of its victim’s… imagination, whereas satire can stand on its own two feet and 

so requires justification for the very act of borrowing.”359 

The legality of parodies is subject to scrutiny. The doctrine of fair use protects even the parodies 

that have commercial value or a profit motive. Merely borrowing elements from the original 

copyrighted work without engaging in meaningful comments and critique is not a parody, and 

cannot be protected under this ambit.360 In the case, Elsmere Music Inc v. National 

Broadcasting Co361 the comedy show Saturday Night Live portrayed a parody of the song ‘I 

love New York’ which did not infringe copyright because it did not compete with or detract 

from the original song. 

Similarly, when merely 29 seconds of music was borrowed from the song “When Sunny Gets 

Blue”, the Court held that it was a parody protected by the defence of fair use.362 In the case 

Leibowitz v. Paramount Pictures363, the Court granted the defence of fair use to a film company 

who parodied Annie Leibowitz’s famous photo of pregnant Demi Moore. The photo was a 

parody using similar lighting and body positioning. 

 
356 William Patry, The Fair Use Privilege in Copyright Law (2nd edn, BNA Books, 1985).    
357 Ramesh Chaudhary v Ali Mohd. AIR 1965 J&K 101 
358 Fisher v Dees  794 F.2d 432 (1986) ; Elsmere Music, Inc v National Broadcasting Co. 623 F.2d 252 (1980)    
359 Supra note 2, at 580. 
360 Steinberg v Columbia Pictures Industries, Inc. 663 F.Supp 706, 715 (1987).   
361 Elsmere Music Inc v. National Broadcasting Co 482 F. Supp. 741 (1980). 
362 Fisher v. Dees, 794 F.2d 432 (1986). 
363 Leibovitz v. Paramount Pictures Corporation 137 F.3d 109 (1998). 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

 80 

Parodies are allowed to use a significant portion of the original work to ensure that the latter is 

easily recognisable.364 The Supreme Court of USA in the case Hustler Magazine v. Jerry 

Falwell365 restricted public figures from recovering damages when parodies and caricatures 

about them were published. The court held that since public figures were subject to higher 

levels of scrutiny, even the presence of malice in the publication did not invite the demand for 

damages. Even in the case of L.L. Bean v. Drake Publishers366 recognised that parodies 

deserved freedom in society even if they were offensive in nature. The court recognised 

parodies as criticism and also as modes of entertainment.367  

POSITION IN INDIA 

Parody as a means of political commentary has existed in India since the inception of an 

opposition press during the British rule.368 Parodies involve a large number of rights. To 

determine whether the parody is legally allowed or not, the rights of the resulting work and 

those in the separate underlying works have to be considered. For example, the parody of a 

song involves the rights in the music and the lyrics. Similarly, the rights in a script of a film or 

book would have to be considered. About these aspects, attention is drawn to Section 13(4) of 

the Copyright Act. Section 57 of the Act369 recognises the authors’ moral rights. Parodies 

remain safe from the attack of this section as they do not distort, mutilate or modify the existing 

work. A parody is a new creation that only borrows some aspects from the original piece.  

In India, parodies are neither expressly allowed nor disallowed under the Copyright Act. 

However, Section 52 of the Indian Copyright Act370 protects parodies under the defence of 

“fair dealing”. This section provides specific acts, which would not classify as an infringement 

of copyright. In the absence of these exceptions, reproduction of or use of such copyrighted 

works would amount to infringement.371 A liberal interpretation of Section 52 is necessary to 

achieve the objective of copyright law.372 The court linked section 52(1) with Article 19(1) of 
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the Indian Constitution in the case Whiley Eastern Ltd and Ors v. Indian Institute of 

Management.373 The Court held,  

“The basic purpose of Section 52 is to protect the freedom of expression under Article 

19(1) of the Constitution of India-so that research, private study, criticism or review or 

reporting of current events could be protected.”374  

In addition to the doctrine of fair dealing, the legality of parodies is determined by the 

“Substantiality Test”, which is a derivative of Section 184.375 This section allows insubstantial 

works to be used without the consent of the owners.  

The most famous case dealing with parodies in India is the Civic Chandran case376, a brief 

mention of which has been made earlier in the paper. In 1952, the famous playwright Thoppil 

Bhasi wrote a drama titled Ningal Enne Communistakki. The drama gained a widespread 

appreciation and was stages several times. The rights vested with Thoppil Bhasi and were 

transferred to his legal heirs after his demise. In 1995, the defendant wrote a counter drama 

titled Ningal Are Communistakki. It was published in the Malayalam edition of India Today. 

The plaintiff alleged that the counter drama contained substantial portions of the drama and 

reproduction of the characters, thereby filing a suit for copyright infringement. The Court 

heavily relied on the case Hubbard v Vosper377 and laid down the following three guidelines 

to determine whether taking from the source amounted to infringement or was protected by fair 

dealing: 

“(1) the quantum and value of the matter taken in relation to the comments or criticism; 

(2) the purpose for which it is taken; (3) the likelihood of competition between the two 

works.”378 

The Court did a scene-by-scene analysis and held that there was no substantial borrowing of 

the scenes and characters. The purpose of the counter-drama was not misappropriation of the 

theme, dialogues or techniques. The real aim was not to imitate the drama, but to criticise its 

ideology. There was enough material to show that the Defendant has used skill and judgement 
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of his own and hence there was no prima facie case against the Defendants to accuse them of 

copyright infringement. This case is considered a landmark judgement in copyright law in 

India.  

CONCLUSION 

Parts II to IV of this paper show that parodies are not an infringement of copyright. They are 

innovative creations which have been fixed in material form and are protected by the defences 

of fair use and fair dealing in USA and India respectively. The author has tried to establish the 

need for maintaining a balance between the rights of the author and the interests of the society. 

This equilibrium can be maintained by providing protection to parodies and not shielding 

original works that should instead be open to scrutiny. Parodies promote creativity and growth 

of ideas, while also providing the fundamental freedom of speech and expression. They are 

merely a humorous piece of criticism. Furthermore, parodies do not take away the profit of the 

author as it operates in a separate market with a different purpose. Contrarily, they are socially 

desirable for artistic creations.  

The purpose of granting protection to intellectual property is to repay the authors for the skill 

and labour employed by them in their works.379 This, in turn, motivates for authors to engage 

in productive labour.380 The mass dissemination of ideas gives artistic products their actual 

economic value. To limit copyrighted works from criticism or review would mean putting a 

halt on the birth of opinions, which would prevent the society from progressing.  

*** 

 
379 B. W. Van Hecke, ‘But Seriously, Folks: Toward a Coherent Standard of Parody as Fair Use’, (1999) 77 

Minnesota Law Review 465, 467. 
380 W. M. Landes and R. A. Posner, The Economic Structure of Intellectual Property Law (Harvard University 

Press, 2003). 



 

 

 

Performer’s Right: Its Development and Protection 

-Isha Kaushal & Z. Zakhar Naved* 

ABSTRACT 

Performers have long agonised owing to the sparse protection of law afforded to 

them. It was primarily after the threat that the advent of rapid technological 

advancement posed to the livelihood of performers that the law took it upon itself, 

and interceded in 1994 to protect the performers by way of an amendment to the 

Copyright Act, 1957. Alas, it failed to achieve the desired objective, primarily on 

account of the limited scope and extent of such rights. Eventually, it was the 

Copyright (Amendment) Act, 2012 which breathed new vitality to the rights of a 

performer. The Parliament, after much deliberation, and being mindful of the 

misery of performers, passed the 2012 Amendment which inter alia recognises a 

bundle of rights, being sui generis in nature. The Amendment was much required 

in order to dissuade people from exploiting a performer’s right to dictate the 

fixation as well as multitude of their succeeding performances. Furthermore, 

since performer’s right is a relatively new concept in India, it requires much 

deliberation, especially in light of limited judicial interpretations in this regard. 

It is against this backdrop that this paper seeks to examine the development of 

performer’s right and the surrounding questions emanating therefrom, chiefly in 

context of India. 
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INTRODUCTION 

Art in its multifarious manifestations, and its contribution within the framework of culture and 

creativity, has always been duly acknowledged. However, performers who manage to eke out 

a living by their relentless display of creative prowess had been given a backseat. Several artist 

who have carved out a niche in the hearts of people through their mesmerizing creations, are 

forced to live a life in poverty and obscurity.381 Prior to 1994, the legal landscape in India had 

turned a blind-eye to the supposedly intrinsic rights of the performers. This was in disregard of 

the apparent fact that a performer’s creative intervention is essential in order to give life to the 

work of an author.382 Accordingly, the justification for protection of performer’s right is in both 

the utilitarian arguments that justify all intellectual property rights, and the natural justice 

discourse, which sees an individual performance as being a part of his body.383 

 In grip of this emotion, it is to be underscored here that performer’s rights are also known as 

‘neighbouring rights’. The rationale behind it is that while functioning as intermediaries in 

disseminating the works of the authors to the public, performers gain a parallel interest in the 

copyrighted work.384 Thus, there exists a close proximity between the performer-audience, as 

the audience starts associating the performance with the performer. The reclusiveness of Indian 

regime to the rights of a performer produced a sore, the panacea of which was the Copyright 

(Amendment) Act, 1994. However, the rights even then recognized were very minimal and 

restrictive in essence, thus being grossly inadequate. Act was revamped by the Copyright 

(Amendment) Act, 2012 in order to accommodate the dangers posed by digital technology. 

But, it would be remiss to not mention that there still exists certain vagueness and ambivalence 

in context of the true nature and extent of such rights. This will be discussed below, while 

strenuously averting that a fine tuning through consultative process is much required. 

NEED FOR PROTECTION OF PERFORMER’S RIGHT 

Before dwelling into the whole concept of performer’s right, it becomes imperative to analyse 

the dire need for protecting the same. The advent of internet and sophisticated digital 

technologies has resulted in “technological unemployment”385 of the performers, as once 

 
381 Statement by Mrs Sushma Swaraj, Copyright (Amendment) Bill, 2012, Lok Sabha (22/05/2012). 
382 WORLD INTELLECTUAL PROPERTY ORGANIZATION, UNDERSTANDING COPYRIGHT AND RELATED RIGHTS, 28 

(2nd ed. 2016). 
383 BENTLY L., ET AL, INTELLECTUAL PROPERTY RIGHTS 33 (Oxford University Press, London 2004). 

384 A.K. KOUL & V.K. AHUJA, LAW OF COPYRIGHT: FROM GUTENBERG’S INVENTION TO INTERNET, 19 (Delhi, 

2001). 
385 ADAM SMITH, THE WEALTH OF NATIONS 144, International Copyright and Neighbouring Rights (London, 

1983). 
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recorded, the performance can be repeated in public without the necessity of engaging the 

performer anymore. Therefore, it cannot be called justice if all the benefits of this technological 

penetration are usurped by owner of copyrighted work. Even, Krishna Iyer, J. had noted as 

early as in 1977, that disentitlement of performers like musician to copyright is un-Indian; and 

that such rights should be recognized.386 In a similar thread, even Parliamentarians went on to 

the extent of saying that a ‘civilised society’ is one, which respects its literary figures and 

creative talent.387 

The creative intelligence of man is displayed in multiform ways of aesthetic expression but it 

often happens that an economic system so operate that artistic or literary creativity in man is 

often exploited.388 A study sponsored by Ministry of Human Resource and Development 

showed that as early as in 1996, the rough average estimate of infringement of performer’s 

right stood at 21%, which consequently led to loss to the tune of Rs. 23 crores annually.389 

Thus, it is noticeable that many of the artists, who are exploited by the producers/authors, are 

living in misery.390  

It is for this reason that the Parliament felt the need for introducing a robust framework for 

protection of such rights, and consequently the Copyright (Amendment) Act, 1994 was brought 

into force. Additionally, another reason for said Amendment was to bring the national law i.e. 

the Act in harmony with Rome Convention, 1961391, being the first treaty to enumerate 

provisions exclusively for neighbouring rights. Moreover, following conclusion of Uruguay 

Round of Multilateral Trade Negotiation on December 15, 1993, the Parliament enacted the 

Copyright (Amendment) Act, 1994 as it became clear by then that it would be obligatory for 

India to protect the rights of performer in order to become a member of the upcoming treaty; 

and the TRIPs Agreement consequently came into force in 1995. 392   

As a point of information, in 1996, a significant international convention had been adopted by 

international community aimed at protecting rights of performers, namely WIPO Performances 

 
386 Indian Performing Rights Society v. Eastern Indian Motion Pictures Association & Ors., (1977) 2 SCC 820. 
387 Supra note 1. 
388 Supra note 6. 
389 National Productivity Council, Study on Copyright Piracy In India, sponsored by Ministry of Human Resource 

and Development, Government of India (December, 1999). Available at: 

http://copyright.gov.in/documents/study%20on%20copyright%20piracy%20in%20india.pdf 
390 Statement by Dr Anup Kumar Saha, Copyright (Amendment) Bill, 2012, Lok Sabha (22/05/2012). 
391 International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting 

Organisation. It is pertinent to note that though India being a signatory to this convention, have not ratified the 

same. See also, World Intellectual Property Organization- Administered Treaties.  

Available at: http://www.wipo.int/treaties/en/ShowResults.jsp?lang=en&treaty_id=17 
392 V.K. AHUJA, INTELLECTUAL PROPERTY RIGHTS IN INDIA 98 (2nd ed. Lexis Nexis, 2015). 
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and Phonograms Treaty (WPPT). As its Preamble elucidates, it was an acknowledgement 

towards the profound impact of the development, and convergence of information and 

communication technologies on the production and use of performances.393 However, as 

pointed out in Rajya Sabha during year 2010,394 that India unfortunately was not even a 

signatory to it, despite the Amendment seeking to comply with provisions of these treaties.395 

It is only as recent as in July, 2018, that the Union Cabinet has approved the proposal to accede 

to the above-mentioned treaties.396 These conventions gain significant importance while 

protecting the interests of a performer in international scenario. This is for the reason because 

each Contracting State would then be under an obligation to accord “national treatment”397 i.e. 

treating the nationals of other Contracting States at par with its own nationals. 

MEANING AND AMBIT OF ‘PERFORMANCE’ AND ‘PERFORMER’ 

First and foremost, a clear understanding of ‘performer’ is required, to meaningfully engage 

with the legal questions surrounding performer’s right. The term has been defined under 

Section 2(qq)398 of the Act. The word "include" used in the definition connotes that it is not 

exhaustive, since the word “include” is very generally used in interpretation clauses in order to 

enlarge the meaning of words or phrases occurring in the body of the statute.399 By extension, 

since the closing words of the definition mentions “any other person who makes a 

performance”, it becomes exigent to understand the implication of ‘performance’ in this 

context, which has been defined under Section 2(q)400 of the Act.  

There is an element of ambiguity in as much as the word ‘live’ finds mention within the last 

leg of section 2(q) of the Act. Thus, the question which further arises for consideration is 

whether performances are restricted to only ‘live performances’. Explanation 3 to Rule 68 of 

 
393 RUTH L. OKEDIJI, THE REGULATION OF CREATIVITY UNDER THE WIPO INTERNET TREATIES, 77 Fordham L. 

Rev. 2379 (2009). 

Available at: http://ir.lawnet.fordham.edu/flr/vol77/iss5/12 
394 Statement by Mr P. Rajeeve, The Copyright (Amendment) Bill, 2010,Rajya Sabha (17/05/2012). 
395. Department-Related Parliamentary Standing Committee on Human Resource Development, Rajya Sabha, Two 

Hundred Twenty-Seventh Report on The Copyright (Amendment) Bill, 2010. 
396 Cabinet approves accession to WIPO Copyright Treaty, 1996 and WIPO Performance and Phonograms 

Treaty, 1996, Press Information Bureau, Government of India.  

http://pib.nic.in/newsite/PrintRelease.aspx?relid=180389 
397 International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting 

Organisations, art. 4, October 26, 1961; 496 UNTS 43. See also, WIPO Performances and Phonograms Treaty, 

art. 4, December 20, 1996; 2186 U.N.T.S. 203. 
398 “Performer” ‘includes’ an actor, singer, musician, dancer, acrobat, juggler, conjurer, snake charmer, a person 

delivering a lecture or any other person who makes a performance.   
399 Dilworth v. Commissioner of Stamps, 1899 AC 99; Mahalakshmi Oil Mills v. State of Andhra Pradesh, (1989) 

1 SCC 164.  
400 “Performance”, in relation to performer’s right, means any visual or acoustic presentation made live by one or 

more performers.  
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Copyright Rules, 2013 answers the said question in negative, providing that performance 

includes sound and visual records in the ‘studio or otherwise’.  It is pertinent to note that even 

before the aforementioned provision, the Delhi High Court401 as early as in the year 2006 has 

held that every performance has to be live in the first instance whether it is before an audience 

or in a studio. Therefore, if a performance is recorded and thereafter exploited without the 

permission of the performer, then performer’s right is infringed.  

Nonetheless, how the word ‘live’, implying a restrictive approach, has the overtone of such a 

liberal meaning is still a moot question. Without an iota of doubt, recorded versions should 

come within the scope of performance in order to save performers from being denuded of their 

rights. However, in order to give substance to this effect, suitable amendment in the parent Act 

should be resorted to. The primary impulse for such manoeuvre arises from the limitation 

placed on courts, that is, while interpreting a provision of statute not even a single word can be 

added or subtracted that may amount to changing the fabric of which an Act is woven.402 This 

is in consonance with the legal maxim "A verbis legis non est recedendum", which means 

"From the words of law, there must be no departure". 

Furthermore, the implications of ‘defining’ the word performance ought to be deliberated upon. 

Owen Morgan denotes “performance” to mean “the transitory activity of a human individual 

that can be perceived without the aid of technology and that is intended as a form of 

communication to others for the purpose of entertainment, education or ritual.”403 However, 

there arises reasonable apprehension against prescribing to such an enlarged meaning of 

“performance”, especially as present in the Act. This is manifest from the Delhi High Court 

judgment wherein section 2(q) of the Act was construed liberally. In case of Star India Pvt. 

Ltd. v. Piyush Agarwal & Ors.,404 it was observed that even a cricket match falls within the 

definition of “performance”; and in context of visual recording, the various dramatis personae 

which means and include cricket players, umpire and commentators are all “performers”. The 

judgement palpably widens the scope of this definition. It is for the reason leant by this 

yardstick, even Billy Bowden and Malinga would have rights in their unique style of umpiring 

and bowling, respectively. This judgement admittedly does not constitute a judicial overreach 

 
401 Neha Bhasin v. Anand Raaj Anand, (2006) 132 DLT 196. 
402 Rohitash Kumar & Ors. v. Om Prakash Sharma & Ors., AIR 2013 SC30. See also, Nasiruddin & Ors. v. Sita 

Ram Agarwal, AIR 2003 SC 1543. 
403 L. BENTLY & B. SHERMAN, INTELLECTUAL PROPERTY LAW, 342 (4th ed. Oxford University Press, 2014) 
404 2014 (58) PTC 169 (Del).  
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keeping in mind the language of section 2(q) of the Act, which when read in isolation, is 

capable of wide interpretation. However, it does pose some inextricably intertwined questions.  

As a consequence, it becomes vital to put the interpretation clause pertaining to ‘performance’ 

under scrutiny. In drawing a parallel comparison in international context, it is rather interesting 

to note that neither the WIPO Performances and Phonograms Treaty (WPPT), nor the 

International Convention for protection of Performers, Producers and Phonograms and 

Broadcasting Organisation, 1961 (Rome Convention) goes to the extent of defining 

‘performance’. Both these Conventions provides for the definition of performer only, while 

maintaining restraint in defining performance. Similarly, the Intellectual Property Code of 

Philippines follows the same format, and while it defines performer under section 202.1 of its 

Code, it does not define performance. Additionally, under copyright regime of United 

Kingdom, section 181405 of the Copyright, Design and Patents Act (CDPA), 1988 also leaves 

the definition of performance upon judicial discretion and essentially on a case to case basis, 

by just stating that a performance is one ‘given by a qualifying person.’ In extension, 

‘qualifying person’ has been enumerated to include a British citizen or citizen of any 

contracting state to Rome Convention.  

Countries like New Zealand have defined performance406 in a more comprehensive and fairly 

confined way. The Act expressly excludes the performance of sporting activity and reading, 

recital or delivery of any item of news from the ambit of performance. India, however, seems 

to have taken a leaf out of Canada’s wide definition of the term in its Copyright Act of 1985407. 

 
405 A performance is a qualifying performance for the purposes of the provisions of this Part relating to performers’ 

right if it is given by a qualifying individual (as defined in section 206) or takes place in a qualifying country (as 

so defined). 
406 Section 169, Copyright Act, 1994 defines ‘performance’ means— 

a dramatic performance, including a dance, a mime, and a performance given with the use of puppets; or 

a musical performance; or 

a reading or recitation of a literary work; or 

a performance of a variety act or any similar presentation,—being in each case either— 

a live performance given in any country by a New Zealand citizen or a person domiciled or resident in New 

Zealand, or by a citizen or subject of or a person domiciled or resident in a convention country; or 

a live performance given in New Zealand or a convention country; or 

(vii) a performance to which this Part applies pursuant to section 170(2) or section 203 or pursuant to an Order in 

Council made under section 204; but 

does not include— 

a performance referred to in section 47(1); or 

a reading, recital, or delivery of any item of news and information; or 

a performance of a sporting activity; or 

participation in a performance as a member of an audience 
407

 Section 2, Copyright Act, 1985 - performance means any acoustic or visual representation of a work, 

performer’s performance, sound recording or communication signal, including a representation made by means 

of any mechanical instrument, radio receiving set or television receiving set 

http://www.legislation.govt.nz/act/public/1994/0143/117.0/link.aspx?id=DLM346823#DLM346823
http://www.legislation.govt.nz/act/public/1994/0143/117.0/link.aspx?id=DLM346867#DLM346867
http://www.legislation.govt.nz/act/public/1994/0143/117.0/link.aspx?id=DLM346869#DLM346869
http://www.legislation.govt.nz/act/public/1994/0143/117.0/link.aspx?id=DLM345972#DLM345972
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Regardless, it is safe to presume that such an open-ended definition can have far-reaching 

implications. It is for this reason that a revised definition of the term ‘performance’ along the 

lines of that in United Kingdom or Philippines might prove to be advantageous. Perhaps, the 

definition performance is better left ‘described’ than to be ‘defined’. 

CONUNDRUM ON NATURE OF PERFORMANCE 

As a general rule, copyright subsists in classes of ‘works’ elaborated under section 13 of the 

Act. However, it is pertinent to note that in spite of the 1994 and 2012 amendments to the Act, 

the definition of ‘work’ under section 2(y) of the Act still does not include performer’s 

performance as a class of work which is perplexing. 

Irrespective of that, in case of Star India Pvt Ltd. v. Piyush Agarwal & Ors408 and Sanjay 

Kumar Gupta & Ors. v. Sony Pictures Network India Pvt. Ltd. & Ors.409 Valmiki Mehta, J held 

that a conjoint reading of sections 13 and 38 leads to the conclusion that copyright subsists in 

seven classes of ‘work’, performer’s performance being one of them. Further, it was pointed 

out that even “though the definition of work may not include performer’s right, , this section 

2(y) has necessarily to be read with section 38 which provides for a performer to have a 

copyright in his performance and therefore performance is a work in which copyright is created 

under the Act.” Per contra, an earlier judgement in case of Music Broadcast Pvt Ltd. v. Indian 

Performing Right Society Ltd., 410 held that section 13 and 38 provides for different rights in 

different work altogether. 

It seems plausible to subscribe to the view adverted in Star India411 case. This is for the reason 

that Music Broadcast Pvt. Ltd.412 dealt with law prior to Copyright (Amendment), 2012, 

wherein the law encompassed only limited nature of performer’s right. Furthermore, during the 

passage of the 2012 Amendment Bill in the Parliament, it was intended to make available all 

the rights to the performers equally, which already existed in respect of authors and others.413  

However, sections 2(ff) and 2(xa)(a) of the Act defining “communication to the public” and 

“Rights Management Information”, respectively, appear to imply disagreement with this 

proposition. The opening leg of section 2(ff) of the Act defines the term as “making any work 

‘or performance’ available…” Similarly, section 2(xa)(a) defines the term as “the title or other 

 
408 Supra note 24.  
409 AIR 2018 Delhi 169. 
410 (2011) 47 P.T.C. 592 (Bom.). 
411 Supra note 24. 
412 Supra note 30. 
413 Statement by Mr. Kapil Sibal, Copyright (Amendment) Bill, 2012, Lok Sabha (22/05/2012). 
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information identifying the work ‘or performance’.” Evidently, both terms are used in a 

dissimilar fashion which insinuates that there was absence of intention in keeping copyright 

(in works) and performer’s performance at par. It is supposedly apparent that, performer’s right 

differs from copyright.414 

 It is germane, in this context, to mention that a statute has to be read as a whole, and the 

language of a section may affect the construction of another.415 In addition to this, force may 

be found from Section 38 of the Act which provides for performer’s right as “special rights”; 

and that this right shall subsist for 50 years, as opposed to 60 years rule under copyright 

protection. Hence, in entirety, it unfolds that the true nature of performer’s right is still not 

clear, and perhaps warrants further deliberation by the Supreme Court. 

Apparently, the Court in the case of Star India416 was guided by the teleological approach while 

interpreting the Act. It essentially means that judges instead of going by the literal meaning of 

the words or by the grammatical structure of the sentence, go by the design or purpose which 

lies behind it.417 However, due to reasons in preceding paragraph, it is asserted that court should 

have adhered to The Literal Rule by curtailing itself from treating performer’s right beyond a 

class of ‘special rights’. It refers to giving plain meaning to the Act.418 The situation which 

emerges certainly poses a dilemma as to whether the true intention of legislature has been given 

effect to, or not.  

A hypothetical situation may be taken to illustrate as to why such an unbolted definition might 

result in clashing of rights of an author and a performer. By definition of section 2(h) of the 

Act, recitation is included under “dramatic work”; and recitation of news by an anchor 

(performer) would also come within the ambit of “performance”, having regard to the 

observations made in Star India419 case. Now, both sections 14(a)(ii) and 38A(a)(ii) provide 

an author and performer with an ‘exclusive right of issuance of copies’, which is mystifying. 

Further, it may not be out of context to mention that from a bare perusal of both sections, it can 

 
414 WORLD INTELLECTUAL PROPERTY ORGANIZATION, COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED 

RIGHTS, 1 (2000). SEE ALSO, SANJAY PANDEY, NEIGHBOURING RIGHTS PROTECTION IN INDIA, 9 Journal of 

Intellectual Property Rights (2004). 
415 TK Vishwanathan, Legislative Drafting- Shaping the Law for the New Millennium  ̧ INDIAN LAW 

INSTITUTE 211(2007). 
416 Supra note 24. 
417 Buchanan and Co. v. Babco Limited, [1977] QB 208. 
418 Supra note 35. See also, Bhavnagar University v. Palitana Sugar Mills Pvt. Ltd. & Ors., (2003) 2 SCC 111. 
419 Supra note 24. 
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be understood that there are variations in the nature and kinds of rights available to both 

performers and authors. 

Placing both performer’s right and copyright protection on the same pedestal as of copyright 

protection may not be viable because it seems to present an idea of ‘dual’ ownership, which 

would lead to legal disputes between a performer and author of a work. Further, apprehension 

pertaining to the dilution of ownership was also raised by some stakeholders before the 

Parliamentary Standing Committee. The Committee, after consultation with the concerned 

Department, clarified that the ‘rights of performers were subject to the rights of author of the 

work’.420 This line of argument finds further force in section 38A of the Act which enumerates 

the exclusive right of performers and states that the right of performers are ‘without prejudice 

to the rights conferred on authors’. This can be reiterated through Article 1 of Rome 

Convention, 1961 which spells out that no provision of the Convention should be interpreted 

in such a way that would be prejudicial to the protection afforded to ‘copyright’ in literary and 

artistic works. It may be informative to refer to the case of Kajal Aggarwal v. The Managing 

Director, VVD & Sons P. Ltd.421  wherein court refused to curtail prescribed period of 

copyright protection afforded to respondent/’author’ on basis of a contract to contrary with 

petitioner who was the performer. Further, it was observed that on the completion of the 

production of Cinematography film, the copyright in it would be vested only on the ’author’ of 

the copyright, and it is only him/her, who can exploit the same and the performer as such cannot 

claim any individual right. 

DEVELOPMENT OF PERFORMER’S RIGHT IN INDIA 

To analyse the sui generis nature of performer’s right, it is necessary to examine it in two 

stages, that is, prior to and subsequent to the Copyright (Amendment) Act, 2012. Prior to the 

Amendment, these rights were limited. It was only after Copyright (Amendment) Act, 1994 

that performer’s right came to be recognized. Before this Amendment, the question whether 

copyright subsisted in the performance of a performer was decided by the Bombay High Court 

in negative in the case of Fortune Film International v. Dev Anand422. One of the issues before 

 
420 Supra note 15. 
421 MANU/TN/1985/2017 
422 AIR 1979 Bom. 17. In this case, the film producers entered into a contract to engage the popular cine actor 

Dev Anand in their Hindi movie “Darling Darling” and to pay him an amount of Rs. 7 lakh as remuneration. Para 

7 of the said agreement further provided that the copyright subsisting in the work of the actor shall vest in him, 

unless full payments is made by way of annuity policies of L.I.C. The actor subsequently sought an injunction in 

some named territories as mentioned in agreements and other unnamed territories, until full payment is made to 

him. 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

 92 

the court was to decide whether copyright subsisted in the work of a cine artist under the Act. 

It was contended on behalf of Appellant (producers) that under section 2(y) of the Act, ‘work’ 

only covers work which is tangible in nature. On the other hand, the respondent contended that 

such performance is covered under the ambit of ‘dramatic work’ or ‘artistic work’. The Court 

while rejecting the contentions of the respondent held the case to be res integra (untouched 

matter) which needs to be decided in accordance with statutory provisions of the Act, which 

does not recognize the performance of an actor as ‘work’. Similarly, Supreme Court also 

observed that performers like singer have no copyright in the work.423  

Be that as it may, even the Copyright (Amendment) Act, 1994, which ultimately recognized 

these special rights, proved to be of limited practical value and failed to give any substantial 

justice to the performers due to limited protection afforded to performers.  It merely provided 

that those who makes or reproduces the sound or visual recoding of a performer without his 

‘consent’ shall be deemed to infringe performer’s right. However, any moral right such as right 

to be acknowledged or prevent work from distortion, and any exclusive/economic right such 

as entitlement to receive royalty were earlier clearly absent from the purview of the Act.  

Ultimately, it is the Copyright (Amendment) Act, 2012 which has proved to be a stepping stone 

towards recognising protection of performer’s right in a more holistic manner. This amendment 

was also intended at bringing the Act in harmony with WIPO Performances and Phonograms 

Treaty (WPPT) and WIPO Copyright Treaty (WCT).424  The effect of such protection can be 

seen in the cases of The Indian Singers Rights Association v. Chapter 25 Bar and Restaurant425 

and The Indian Singers Right Association v. Night Fever Club and Lounge.426 In both these 

cases the Delhi High Court held that the exploitation of the performances of the members of 

the plaintiff by the defendant by playing the said performances in its bar and restaurant without 

obtaining the Performer's Rights Clearance Certificate constitutes an infringement of the R3 

(Right to Receive Royalties) of the members of the Plaintiff Society. However, it is pertinent 

to note, rather surprisingly, that both these judgements were delivered ‘ex-parte’. 

However, as discussed under previous heads, there is still confusion regarding the sui generis 

nature of performer’s rights. The judgement delivered by Hon’ble Kerala High Court in case 

 
423 Supra note 6. 
424 ZAKIR THOMAS, OVERVIEW OF CHANGES TO INDIAN COPYRIGHT LAW, 17 Journal of Intellectual Property 

Rights 324 (2012). 
425 (2016) 159 D.R.J. 244.   
426 (2016) 234 D.L.T. 22. 
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of Anupama Mohan v. State of Kerala & Ors427 may be taken as a representative example. In 

this case, the petitioner, a famous Kuchipudi dance teacher, claimed that visual recording of 

the performances of her students in a State level dance competition was being reproduced on 

the internet and is being sold in digital format with connivance of the organizers, and without 

their consent. The recordings were meant to avoid complaints about the judgment of 

performance. The Hon’ble Court instead of going into the nitty-gritty of the performer’s right 

in the case, directed the petitioner to approach the Director of Department of Higher Secondary 

Education with representation in order to consider in what manner the audio-video recordings 

are to be regulated, since it is the authority under which the event is being organised. Thus, 

petitioner was bereft of the benefit of judicial interpretation.  

INTERNATIONAL SCENARIO 

Since performer’s rights is still in its formative stage, a glance at development of similar rights 

in international context may be used, as a comparative lens, to shed some useful light upon the 

sui generis nature of such right. Firstly, United Kingdom may be taken as an illustrative 

example, which is party to the Rome Convention, 1961. Initially protection of performer’s right 

was achieved there through Performers Protection Acts428 as early as in 1925. However, back 

then the available sanctions were restricted to criminal penalties and it conferred no civil rights 

of action by explicit terms.429 Nevertheless, it was the Whitford Committee430 which was of 

the view that performers should enjoy a civil right of action to injunction and damages, though 

it considered that this should not amount to copyright, even though it did not vouchsafe what 

limitations ought to be imposed to this end.431 Following the lead of this Committee’s 

recommendation, the Queen’s Bench in the case of Rickless v. United Artist Corp.432 held that 

a performer could proceed for an injunction or damages as one of a class specifically protected 

by the Act.433 Incidentally, the court held that performers do have a civil right; and that such a 

 
427 2015 SCC OnLine Ker 39420. 
428 Initially the Dramatic and Musical Performers Protection Act, 1925; and subsequently the Performers 

Protection Acts 1958-1972. 
429 The Copyright Act, 1956 was passed after the 1952 report of Gregory Committee (Report of the Copyright 

Committee (Cmd 8662)). The committee was of the view that 1925 Act did not create private rights for performers 

and advised against the introduction of such a right. 
430 Cmmd. 6732, Section 412. 
431 W.R. CORNISH, INTELLECTUAL PROPERTY: PATENT, COPYRIGHT, TRADEMARKS AND ALLIED 

RIGHTS Para 13-027 (2nd ed. 1999). 
432 [1987] 1 All. E.R. 679.  
433 Sir Nicolas Browne-Wilkinson, V-C, observing that Parliament did have the necessary intention that the limited 

class of person for whose protection the 1958 Act was passed i.e. performers were to have private rights. See also, 

Hector MacQueen & Charlotte Waelde, Audio-Visual Performers’ Right in the U.K (World Intellectual Property 

Organisation, Geneva, 2003). 

Available at: http://www.era.lib.ed.ac.uk/bitstream/handle/1842/2188/Audio. 
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right prohibits the making of an unlawful film without the consent of performer, even though 

he might be dead.434  

Presently, performer’s rights in U.K. are dealt by Part II (Section 180-205B) of the Copyright, 

Design and Patents Act (CDPA), 1988 which exclusively deals with rights in performances 

including moral and economic rights. It has further been held that provision of CDPA, 1988 

(sub-clause 3 of section 180) applies retrospectively and even live performance of a singer, 

prior to the Act coming into force, is also protected since it is a ‘qualifying performance’.435 

In a different slant, in the U.S.A., the principal mechanism for protection of the rights of 

performers is imposition of tortious liability on the grounds of unjust enrichment, unfair 

competition and defamation. The doctrine used by American Courts, right to publicity,436 is 

predominantly used in cases of infringement of performers right. 437 Building on this premise, 

the court in cases of Lahr v. Adell Chemical Co.438 and Midler v. Ford Motor Co.439 restrained 

the defendants from selling particular products using imitations of the plaintiff’s voice, who 

had acquired distinctive attributable voices.   

However, the theory of “work made for hire” removes the roadblock and hurdle in the 

protection of such right.440 An illustrative case in this regard is of Baltimore Orioles v. Major 

League Baseball Players Association441 where the court, inter alia, held that because the 

players are employees and their performances before broadcast audience are within the scope 

of their employment, the telecast of games which consists of player’s performance, are works 

 
434 In this case, the defendant made a film using take-outs from previous films in Pink Panther series, starring the 

late Peter Sellers. Furthermore, the court held that since such performer right is not personal and does not 

extinguish upon his death, the defendant should have acquired the consent of representative of late Peter Sellers. 
435 Experience Hnedrix L.L.C. v. Purple Haze Records Ltd. and Lawrence Miller, [2005] E.W.H.C. 249 (Ch.). 

The case was brought by plaintiff (the successor in title to the Jimmy Hendrix estate) against the defendant for 

the release of an album with a performance by Jimmy Hendrix and his band that had been recorded in Stockholm 

in 1969.  
436 Right of Publicity prevents the unauthorised commercial use of an individual’s name, likeness or other 

recognizable aspect of one’s persona. 
437 SANHITA AMBAST, PROTECTING PERFORMERS’ RIGHT: DOES INDIA NEED LAW REFORM, 13 

Journal of Intellectual Property Rights 574, 576 (2008). 
438 300 F.2d.256. The plaintiff sued for selling Lestoil by means of a commercial in which an imitation of Lahr’s 

voice accompanied a cartoon duck. 
439 849 F.2d. 460. The case centres on the re-recording of a song of plaintiff by the defendant in a commercial 

(after plaintiff expressly denied from doing it herself). However, the court observed that every imitation of a voice 

to advertise merchandise is not actionable. It is only when distinctive voice of a professional singer is deliberately 

imitated. 
440 LITMAN, JESSICA D. “PERFORMER’S RIGHTS AND DIGITAL SAMPLING UNDER U.S. AND 

JAPANESE LAW.” Law Quad. Notes 32, no. 2 (1988): 36-43. 
441 805 F.2d. 663. The appeal arose out of a long standing dispute between the parties regarding the ownership of 

broadcast rights to the player’s performance during Major League Baseball games.  
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made for hire.442 The court herein further held that Clubs copyright in the telecast of baseball 

games pre-empts the player’s right of publicity in their game time performances.  

In U.S., however, the Copyright Act does not place performance within the spheres of 

copyrightable work.443 Another peculiar case with regard to protection of performers under 

copyright law of U.S. is of Garcia v. Google, Inc.444 In the instant case, the movie producer 

transformed plaintiff’s five-second acting performance for a film titled Desert Warrior into 

part of a blasphemous video proclamation against Prophet Mohammed in Innocence of 

Muslims, as a consequence of which she even received death threats from agitators. Film 

producers dubbed over Garcia’s lines and replaced them with a voice asking, “Is your 

Mohammed a child molester?” This caused a huge outcry, particularly in the Middle-East. But, 

the en banc court held that law and facts of the case does not favour the plaintiff’s claim to 

copyright in her acting performance as it appears in Innocence of Muslims. It is to be stressed 

that the plaintiff exclusively prayed for ‘copyright protection’, de hors other legal theories like 

right to publicity to protect her performing right in performance; and therefore, the en banc 

court was correct in holding that a five second performance does not qualify for 

copyrightability. It is so primarily because it goes without saying that a five second 

performance implies a less developed character, 445 and if that were the yardstick for copyright 

protection, then it would be a sheer horror for further creativity. However, before parting with 

the judgement, McKeown, Circuit Judge speaking for the majority observed that they were 

sympathetic to plaintiff’s plight and, that she is not without options and could have sought an 

injunction against different parties on other legal theories, like the right of publicity and 

defamation. Therefore, the case would have been different in its entirety, had the plaintiff 

sought these other rights. 

CONCLUSION 

At this juncture, it can be fairly concluded that the jurisprudential aspect relating to performer’s 

rights in India is still in its initial stage. This sui generis nature of such right warrants 

deliberation, which this present paper attempted to seek, by putting different complexion upon 

 
442 See also, Nimmer, § 5.03 [D]. 
443 Cindy Lee Garcia v. Google, Inc., MANU/FENT/0549/2014. See also, Gervais, Daniel (2015), “The Protection 

of Performers’ Under U.S. Law in Comparative Perspective,” I.P. Theory: Vol. 5: Iss. 1, Article 8. Available at: 

http://www.repository.law.indiana.edu/ipt/vol5/iss1/8.  
444 MANU/FENT/1205/2015.  
445 In Nichols v. Universal Pictures Corp., 45 F.2d. 119 (2d Cir. 1930), it was observed that the less developed 

the character, the less they can be copyrighted. Similarly, in Warner Bros Pictures v. Colombia Broadcasting 

System, 216 F.2d. 945, it was held that if the character is only a chessman in the game of telling the story, then he 

is not within the area of protection afforded by copyright. 
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its formative stage. Performer’s right gain significant importance in present society, which has 

undergone a paradigm shift. Sophisticated digital technologies have transformed the world into 

one single enormous hub, connecting and making accessible the creativity of performers all 

over the world, at the touch of a button. Although, performer’s rights have been recognised, it 

goes without saying that in India, the devil lies in the implementation. This is in light of the 

‘scams’ pertaining to non-payment of royalties to performers being surfaced, 446 which strikes a jarring 

note. 

 Be that as it may, Copyright (Amendment) Act, 2012 appears to merge momentarily, the 

divergence between the rights of the performers and copyright owner. The Parliament by this 

Amendment, has given substance to the notion that both these corresponding rights can co-

exist. However, the parameters for the same are yet to be articulated. By venturing to keep 

performer’s right at an equal footing with copyright work, it is apparent that the Indian regime 

provides for a more comprehensive framework for protecting performer’s right, compared to 

U.S.A. and U.K. However, it is extremely crucial for the Parliament to reappraise the definition 

of ‘performance’, and for courts to ascertain the extent of such rights. It will thus be enthralling 

to see the ensuing development in this regard. 

 In bringing things to a conclusion, the purpose behind the Act may be spelled out, which was 

to give ‘protection’ to the authors, musicians, artists and ‘all kind of people’ who are doing 

‘creative work’.447 Undoubtedly, the creative intellect of a performer is involved, while the 

work of an author is diffused through her; thereby, acquiring an important role in the whole 

process. Hence, performers who are stakeholders in any particular work should be fully entitled 

to reap benefit of their individuality, identity and ingenuity. 

*** 

 
446 Rashmi Rajput, Enforcement Directorate quizzes T-Series, Saregama Honchos, Indian Express (November 6, 

2017). http://indianexpress.com/article/cities/mumbai/enforcement-directorate-quizzes-t-series-saregama-

honchos-4923015/ 
447 Statement by Dr K.L. Shrimali, The Copyright Bill, 1955, Rajya Sabha (13/05/1957). 



 

 

 

Analyzing Plain Packaging Requirement from the Perspective of TRIPS 
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ABSTRACT 

The objective of this research paper is to look into the provision of TRIPS and 

Plain packaging thoroughly, with the intention of finding out whether Plain 

packaging violates the TRIPS provisions or not. After the Australian 

implementation of Law, there are several countries like UK, India, and Ireland 

etc. who wants to implement such similar legal provision to control the tobacco 

consumption. Plain packaging has far-reaching implications for trademark rights 

around the world. In light of these circumstances, it becomes imperative to look 

into the TRIPS obligations regarding trademarks and to find out whether in a zeal 

to decrease tobacco consumption, countries are violating the international 

intellectual property right regime. The study sphere and scope of this research 

paper will be mostly limited to the TRIPS and its relevant provisions. Several 

aspects of significant TRIPS provisions like Article XX, Article XVI etc. will be 

looked into to understand whether plain packaging is in consonance with it or not. 

Further, the research will look into the provisions of FCTC (Framework 

Convention of Tobacco Products) with limited references being made to the Paris 

Convention and VCLT (Vienna Convention on Law of Treaties) for interpreting 

the agreement. This research paper will not be dwelling into the efficiency of plain 

packaging, or morality issues regarding tobacco products. 

  

 
* Karan is an Assistant Professor of Law at CMR University, Bangalore. The author may be contacted at 

karansingh.chouhan777@gmail.com. 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

 98 

INTRODUCTION 

The Australian Parliament passed a law to control the consumption of tobacco products called 

the Tobacco Plain Packaging Act 2011.448 The Australian law makes it compulsory for the 

tobacco producers to follow the “Plain Packaging” for their products. Under plain packaging 

requirement, the use of color schemes, logos and graphics or other such trademarks on tobacco 

products is not allowed. Further, the act also states that the “word trademarks” and the color 

packaging which is being used on tobacco packaging shall be drab brown.449 It has several 

other requirements which shall be fulfilled in relation to the physical features of packaging.450 

The basic philosophy behind plain packaging is that it intends to reduce the consumption of 

tobacco products among the population by reducing the visibility and appeal of tobacco 

products.451 If anyone is talking about Plain Packaging then one aspect which also has to be 

looked into is Framework Convention on Tobacco Products (FCTC).452 FCTC provides that 

countries who ratified this convention may formulate their own policies to reduce tobacco 

consumption and it also provides provisions whereby a country can ban tobacco product 

advertisements and promotions.453 In Australia, there was already a ban on the advertisements 

of tobacco products.454 Thereafter, tobacco product manufacturers resorted to making their 

product attractive to the consumer by making their packaging attractive. Plain packaging is 

thus being used to dent this way of marketing and making tobacco products more attractive. 

However, there are critics and supporter of the plain packaging requirement. Critics point out 

that plain packaging will lead to a violation of TRIPS provisions by way of “encumbering” the 

trademarks right of the owner. Some critics also point out that such act and requirement will 

lead to the violation of GATT455 provisions by way of interfering with free trade practices.456 

Supporters are of the opinion that plain packaging doesn’t violate any provisions of TRIPS457, 

and is a required step to tackle tobacco consumption. The Australian law regarding the plain 

 
448 Tobacco Plain Packaging Act, 2011, No. 148, 2011, THE PARLIAMENT OF AUSTRALIA (hereinafter referred as 

Plain Packaging Act). 
449 See §17, id.  
450 See §18, id. 
451 See § 3, Id. 
452 WHO Framework Convention on Tobacco Control, 21 May 2003, 2302 UNTS 166. 

453 Id. 
454 Tobacco Advertising Prohibition Act 1992, No. 218, 1992. 
455 General Agreement on Tariff and Trade, 55 UNTS 194. (1947) (Hereinafter as GATT). 
456 Simon Chapman, Legal action by Big Tobacco against the Australian government’s plain packaging law, 21 

TOB CONTROL 80–81 (2012). 
457 Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS), 1869 U.N.T.S. 299 (1994). 

(Hereinafter as TRIPS). 
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packaging was also challenged in WTO, which will be discussed further. This paper will also 

be discussing whether the plain packaging requirement will violate TRIPS provisions or not. 

THE CONTROVERSY SURROUNDING PLAIN PACKAGING 

The plain packaging law of Australia faced major criticism regarding its validity. Most of the 

criticism is from the tobacco industry lobby. To understand the plain packaging law, the 

provisions provided in the Australian Plain Packaging Act 2011458 how it affects the trademark 

rights have to be analyzed. Article XV of TRIPS provides the definition of a trademark under 

TRIPS, which is that the mark should be capable of being distinguished.459 Further, the 

protection under the TRIPS to the trademarks should be examined. Article XV of TRIPS 

provides the protection clause,460 and it has to be examined if plain packaging will violate such 

a protection. The provision of the Article XVI which provides the protection to the trademark 

owner to stop the third party to use a trademark461 should also be analyzed, as critics of the 

plain packaging have time and again pointed out that preventing the use of the trademark will 

also violate Article XVI. Analysis of Article XVI should entail that whether it provides a 

“positive right” to use the trademark or only a “negative right” to prevent the third party from 

using the owner’s trademark. The next problem which is presented by the critics of the plain 

packaging is under Article XX,462 which prohibits any encumbrance of the trademark by way 

of any special requirement. There is uncertainty whether plain packaging will be considered 

as “encumbrance” within the meaning of Article XX and even if it does then will that be an 

“unjustified” encumbrance or a justified one. To get to the conclusion of this problem, the 

answers to the questions such as what is “justified” and “unjustified” within the meaning of 

Article XX, whether refuge under Article VIII,463 which provides an exception clause in 

regulations and law regarding the public health, will be enough to make plain packaging a 

“justified encumbrance”. 

PLAIN PACKAGING AND TRIPS 

As discussed above, there is a controversy surrounding the legality of the plain packaging and 

its implication on the trademark rights of the owner under the context of TRIPS.  In this 

 
458 Supra note 1. 
459 Article XV, supra note 10. 
460 Article XV, supra note 10. 
461 Article XVI, supra note 10.  
462 Article XX, supra note 10. 
463 Article VIII, supra note 10. 
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section, the main controversies will be analyzed to see if the plain packaging violates any of 

the relevant TRIPS provisions or not. 

A. Plain packaging requirements and Article XV: Protectable Subject Matter 

Critics have cited Article XV.4 as one of the provisions which plain packaging violates. 

Article XV.4 provides that “The nature of goods or services to which a trademark is to be 

applied shall in no case form an obstacle to registration of a trademark.”464 The contention 

of the critics is that as the plain packaging bars the use of the trademark on tobacco products, 

so it is akin to creating an obstacle based on the nature of the goods. Further, the assertions 

goes of the critics that Article XV.1465 which also makes “capable to distinguish” as one of 

the requirement of the registration, will not be able to get fulfilled because some trademarks 

get that distinctiveness based on their long-term use, and with the enforcement of plain 

packaging act, such use has been denied to the trademark holder. However, under Article 

XV.1 or article XV.4, they both talk about the registration of the trademark, even the 

heading of the Article XV says that it is about “protectable subject matter”. Australian plain 

packaging legislation doesn’t bar the registration of the trademarks466 and it doesn’t 

extinguish the existing registered trademarks, it only bars or limits its use.467  

Even when it comes to a distinction acquired through use, where marks are not capable of 

being distinguished, then the wordings of the Article XV.1 includes “Members may make 

registrability depend on distinctiveness acquired through use. Members may require, as a 

condition of registration, that signs be visually perceptible.”468 The word “may” is used in 

relation to the trademark registration under Article XV.1, which indicates enough liberty to 

the member country to frame its registration policy in relation to the marks not capable of 

being distinguished. 

Under the same line of reasoning as of Article XV of the TRIPS, the critics also claim that 

the Article 6 quinquies of Paris Convention469 is also being violated. Article II.1470 of TRIPS 

 
464 Article XV.4, supra note 10. 
465 See, “Any sign, or any combination of signs, capable of distinguishing the goods or services of one 

undertaking….” Article XV.1, supra note 10. 

466 Andrew Mitchell, Australia’s Move to the Plain Packaging of Cigarettes and its WTO Compatibility, 5 ASIAN 

JOURNAL OF WTO LAW & INTERNATIONAL HEALTH LAW AND POLICY 405, 415-416 (2010). [hereinafter: 

Mitchell, Australia’s Move to the Plain Packaging]. 

467 Id. 
468 See Article XV.1, supra note 10. 
469 Paris Convention for the Protection of Industrial Property, 828 UNTS 305 (1967). 
470 See, “In respect of Parts II, III and IV of this Agreement, Members shall comply with Articles 1 through 12 

and Article 19, of the Paris Convention (1967)”, Article II.1, supra note 10. 
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gives effect to Paris Convention, so its provisions also apply to TRIPS. Article 6 quinquies 

provides that if one trademark is registered in one country then based on the reciprocity; its 

registration cannot be denied, as otherwise provided in the article.471 However, in this 

instance also, the article is only limited to providing protection with regards to trademarks 

registration and not with regard to the trademark use.472 

B. Article XVI and Right to Use or Right to Prevent? 

This is one of the most important questions, in relation to the plain packaging requirement. 

The issue is whether TRIPS affords the right to use the trademark, or only provides the right 

to prevent a third party from using the trademark. Article XVI provides the rights conferred 

to the trademarks owners and pronounces that “The owner of a registered trademark shall 

have the exclusive right to prevent all third parties not having the owner’s consent from using 

in the course of trade identical or similar signs for goods or services...”473 

However, when, one looks at the whole of the article it can be argued that “Right to Use” of 

a trademark is not provided in the Article XVI, but only the right to prevent. Right to prevent 

doesn’t give the owners of the trademark the right to use the trademark; they can only stop 

any third party from using their trademark. In the case of EC-Protection of trademarks, the 

panel report states that TRIPS does not provide for the right to use or a positive right.474 So, 

that means Article XVI provides only the negative right, or right to prevent.475 But critics also 

points out using the panel report observation in the EC-Trademarks476 case that legitimate 

interest of the trademark owner includes the use of trademarks as well. However, the panel 

 
471 Article VI quinquis, WIPO, Paris Convention for the Protection of Industrial Property, 20 March 1883 as 

amended on 8 September 1979, WO020EN [hereinafter: the Paris Convention]. 
472 Supra note 31. 
473 Article XVI, supra note 10. 
474Panel Report, European Communities – Protection of Trademarks and Geographical Indications for 

Agricultural Products and Foodstuffs, para. 7.246 WT/DS290/R (15 March 2005) [hereinafter: EC – Protection 

of Trademarks]. 
475 See “TRIPS does not generally provide for the grant of positive rights to exploit or use certain subject matter, 

but rather provides for the grant of negative rights to prevent certain acts” EC – Protection of Trademarks, id at 

para. 7.246. 
476 Compare, “trademark owner has a legitimate interest in preserving the distinctiveness … of its trademark’, 

including an ‘interest in using its own trademark in connection with the relevant goods and services” id at 

para. 7.664. 
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was discussing the Article XVII477 and its legitimate interest and not Article XVI and the 

rights conferred to the trademarks.478 

Some critics also talk about the “spirit of TRIPS” while claiming that there is a “right to use”.479 

Critics base this assertion on the basis of the Paris Convention.480 However here Article XXXI 

of the Vienna Convention on Law of Treaties481 should be highlighted which provides the 

interpretation rules for interpreting all international treaties, including TRIPS. TRIPS also 

gives legitimacy to the VCLT treaty as a tool of interpretation.482 Article XXXI of VCLT talk 

about the general meaning rule, which means that when there is a specific provision, then the 

meaning should be given which is in literal terms unless otherwise intended. So, if Article XVI 

is talking about conferring the right to prevent, then only such meaning should be given to the 

Article XVI. Even in the case of EC-trademarks case, the panel report includes that “If the 

drafters had intended to grant a positive right, they would have used positive language...”483 In 

the India-Patent case, the panel was of the opinion that “..Principle of interpretation neither 

requires nor condones the imputation of words or importation of concepts...”484 Considering 

several WTO rulings, and provision of TRIPS and VCLT, it can be said that when there is a 

specific provision dealing with the rights of the trademark, then there is no basis of interpreting 

the rights using “spirit”, such proposition sounds vague and hollow. 

Several Authors have accepted and confirmed that while interpreting TRIPS, and trademarks 

right, the assumption is that there is no right to use, but the right to prevent. The object behind 

such a move, as have been discussed in the earlier chapter, could be to provide the members 

states the autonomy to make their own law regarding the trademark protection, and to leave 

enough scope for them to make any policy formulation with regarding any sovereign function 

 
477 See also, “Members may provide limited exceptions to the rights conferred by a trademark, such as fair  use of 

descriptive terms, provided that such exceptions take account of the legitimate interests of the owner of the 

trademark and of third parties.” Article XVII, supra note 10. 

478 EC – Protection of Trademarks, at para 7.664. 
479 Daniel Gervais, ANALYSIS OF THE COMPATIBILITY OF CERTAIN TOBACCO PRODUCT PACKAGING 

RULES WITH THE TRIPS AGREEMENT AND THE PARIS CONVENTION, JTI (2010). 

http://www.jti.com/files/8513/4122/2680/Gervais.pdf. 

480 Id. 
481 Article XXXI, Vienna Convention on the Law of Treaties, 1155 U.N.T.S. 331 , 23 May 1969. (hereinafter as 

VCLT) 
482James Thuo Gathii, The legal status of the Doha Declaration on TRIPS and public health under the 

Vienna Convention on the law of treaties,15 HARV. JL TECH 291 (2001). 
483 See also, “If the drafters had intended to grant a positive right, they would have used positive language. . . .”, 

supra note 37. 
484 India — Patent Protection for Pharmaceutical and Agricultural Chemical Products, DS50 (1997). 
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or public health etc.485 In the Australian plain packaging and plain packaging in general, the 

requirement does not stop the trademark owner to prevent any unauthorized third party from 

using the trademark. So, Article XVI.1 cannot be said to be violated. 

C.  Article XX and Plain Packaging 

Article XX provides that “The use of a trademark in the course of trade shall not be 

unjustifiably encumbered by special requirements...”486 The closer dissection of the provision 

leaves us with three limbs of this provision. First, Article XX provides that there is a “use of 

the trademark in course of trade”, and then it provides that there shouldn’t be an “unjustified 

encumbrance” and the last limb is that such encumbrance should be by special requirement, 

the examples of which are provided in the article itself. From the article, it is self-evident that 

the “use of the trademark” is provided in the article, subject to some condition. Now the 

question arises that whether the Article XVI, which confers the right to trademarks, and Article 

XX, which talks about other requirements, have a conflict between them, since one provides 

only the “right to prevent”, while other is talking about the “use of the trademark”.  

However, when we look at the articles in its entirerity and then compare them, we arrive at the 

conclusion that the scope of Article XVI is wider, while Article XX is only talks about special 

circumstances, with its scope being narrower. The reason for such a conclusion is that Article 

XX directly mentions that “use… shall not be unjustifiably encumbered by special 

requirements”, but Article XVI doesn’t mention it, and if the drafters really had the intention 

to provide the right to use, then they would have conferred such right under article XVI. To be 

clearer, under Article XX, the use of term “use” denotes that the drafter’s intention was to 

provide a balance and the use of the trademark shouldn’t be “unjustifiable encumbrance by the 

any “special requirements”. This could be presumed to be how the drafter wanted to protect 

the trademark rights of the owners while leaving enough scope for the member states to come 

up with their “justified” policy which might encumber the trademark. However, even if one 

accepts the argument that Article XX provides right to use of a trademark against unjustified 

encumbrance then it leads to another interesting argument which is that if there is an unjustified 

encumbrance, then there has to be a justified encumbrance as well. 

 
485 F. M. Abbott, The Doha Declaration on the TRIPS Agreement and Public Health: Lighting a Dark Corner at 

the WTO, 5 JOURNAL OF INTERNATIONAL ECONOMIC LAW 469–505 (2002). 
486 “The use of a trademark in the course of trade shall not be unjustifiably encumbered by special requirements, 

such as use with another trademark, use in a special form or use in a manner detrimental to its capability to 

distinguish the goods or services of one undertaking from those of other undertakings. …” Article XX, supra note 

10. 
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D.  Justified Encumbrance 

There is no exact definition or provision provided for the justifiability of an encumbrance. An 

encumbrance can be interpreted as a burden or obstacle. Plain packaging requirement mandates 

that there should be limited or no use of the trademark on tobacco products, and several 

provisions are dedicated to it.487 There is some confusion among the jurists about whether the 

plain packaging really creates an encumbrance or not, but even if going by the general 

interpretation, if we can assume that plain packaging requirement creates the encumbrance, 

then the next question that crops up is that whether these requirements are justified or not. 

Justifiability means that it should be reasonable or defensible.488 Meaning of justifiability is 

also similar to that of the “necessity”. However, jurist have claimed that necessity requires 

higher standards of proof, while justifiability requires a relatively lower standard.489 To 

understand what would be justified encumbrance, several provisions can be looked into, which 

are as follows 

Public Health  

To probe into the justifiability of the plain packaging requirement, the important provisions 

to look into within the TRIPS are Article VII and Article VIII. Article VII provides for the 

objective of this act490 and Article VIII provides that a member state can take steps to protect 

public health.491 These are blanket provisions, and affect the whole of the TRIPS. However, 

such a measures mentioned under Article VIII should be in accordance with the TRIPS. Plain 

packaging is such a measure as has been defined by the Framework Convention on Tobacco 

Control (FCTC).492 FCTC is a convention by World Health Organization (WHO), whereby 

members of it have acknowledged that they should take measure to reduce or eliminate the 

tobacco consumption in their countries493 and such measures also include plain packaging.494 

 
487 Id at note 1. 
488 Mark Davison, Plain Packaging and the TRIPS Agreement: A Response to Professor Gervais, 23 AIPJ 160 

(2013). 
489 Andrew Mitchell & Tania Voon, Face Off: Assessing WTO Challenges for Australia’s Scheme on Plain 

Tobacco Packaging, 22(3) PUBLIC LAW REVIEW (2011). 
490 Article VII, supra note 10. 
491 Article VIII, supra note 10. 
492 Supra note 5. 
493 See, Article III FCTC, supra note 5. 
494 See also, Article XI FCTC, supra note 5. 
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However, while citing Article VIII, one has to prove the “necessary” requirement. It should 

be noted that WHO already has recognized tobacco consumption as an epidemic.495 

In the Doha Declaration, member countries recognized that TRIPS doesn’t prevent members 

from taking measures to protect public health.496 The Public health declaration already can 

be seen as providing higher importance to the public health exception under the TRIPS, and 

under whose light the TRIPS agreement shall be interpreted.497 Further, the importance of 

Article VII498 and Article VIII499 can be understood from the Doha declaration. The 

statement of WTO General Council Director-General Carlos Perez Del Castillo emphasized 

that “the amendment should be used in good faith to protect public health and... Not be an 

instrument to pursue industrial or commercial policy objective”500 In another declaration of 

Punta Del Este, member countries have agreed to implement the FCTC measures, for the 

purpose of tobacco control.501 

Necessity test in WTO 

Inquiry into the Public Health aspect of Tobacco and Plain Packaging leads into the 

“necessity” of such measures. “Necessity test” has its own jurisprudence in the WTO legal 

framework. In several cases related to the GATT or GATS, the issue of necessity has been 

discussed. Several WTO decisions were made regarding the “necessity test”. In the case of 

EC-Asbestos, the panel observed that “Protecting human health is considered to be a goal of 

the highest importance”502 and that the right to determine the protection measures regarding 

 
495 WHO REPORT ON THE GLOBAL TOBACCO EPIDEMIC, 2008: THE MPOWER PACKAGE, (World Health 

Organization & Research for International Tobacco Control eds., (2008). 
496 See, “4. We agree that the TRIPS Agreement does not and should not prevent members from taking measures 

to protect public health.” Doha Declaration, WTO Doc WT/MIN(01)/DEC/2 (20 November 2001) 
497 Scott Lucyk, Patent, Politics and Public Health: Access to Essential Medicines Under the TRIPS Agreement, 

38 OTTAWA L. REV. 191-216 (2007). 
498 See “The protection and enforcement of intellectual property rights should contribute to the promotion….in a 

manner conducive to social and economic welfare, and to a balance of rights and obligations” Article VII, supra 

note 10. 
499 See “Members may, in formulating or amending their laws and regulations, adopt measures necessary to protect 

public health and nutrition” Article VIII, supra note 10. 
500 James Thuo Gathi, The Legal Status of the Doha Declaration on TRIPS and Public Health under the Vienna 

Convention on the Law of Treaties, 15 HARVARD JOURNAL OF LAW AND TECHNOLOGY 291 (2002). 

501 Punta del Este Declaration, WHO-FCTC/COP/4/DIV/6. 

502 See, t”he Appellate Body noted that in this case, the objective pursued by the measure was the preservation of 

human life and health, a value both "vital" and "important in the highest degree". European Communities — 

Measures Affecting Asbestos and Products Containing Asbestos, Appellate Body Report, para. 172,   

WT/DS135/AB/R (12 March 2001). 
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health which is an appropriate vest with the members.503 In another case of US-Gasoline,504 

the panel observed that countries are free to set their own objective with regards to public 

health and environmental protection. The most important provision to look into is the Article 

XX (b) of GATT, which is very similar to Article VIII of TRIPS, and both provide for the 

exception in relation to the public health measures.505 WTO jurisprudence says that the 

measures taken shouldn’t be unjustifiable, arbitrary or a trade-distorting measure. In US-

Section 337 case, the panel observed that the necessity of the measures can be determined by 

looking into the other alternative, which would be least inconsistent to the WTO provisions.506 

However, in later cases, like US-Korea beef case, the necessary measures were interpreted, 

with the help of Vienna convention Article XXXI, as a “range of degree of necessity”.507 In 

the same case, the panel observed that the process of necessity should be judged by “weighing 

and balancing a series of factors”.508 When necessity test is applied to plain packaging, many 

reports can be cited, such as WHO reports,509 national reports,510 independent body reports,511 

advocating for the plain packaging, for curbing the tobacco consumption. Considering the 

above-mentioned reports, it can be concluded that Plain packaging is not only the least trade 

 
503 See also, "right to determine the level of protection of health that [it] consider[s] appropriate in a given 

situation" id at para. 168. 

504 “Under the General Agreement, WTO Members were free to set their own environmental objectives, but they 

were bound to implement these objectives through measures consistent with its provisions, notably those on the 

relative treatment of domestic and imported products" US – Gasoline, Panel Report, WT/DS2/R 29 para. 7.1;See 

also para. 6.22, DS2. (January 1996). 

505 Monique L. Corday, GATT v. WIPO, 76 J. PAT. & TRADEMARK OFF. SOC’Y, 121 (1994). 
506 See, “It was clear to the Panel that a contracting party cannot justify a measure inconsistent with another GATT 

provision as "necessary" in terms of Article XX(d) if an alternative measure which it could reasonably be expected 

to employ and which is not inconsistent with other GATT provisions is available to it. By the same token, in cases 

where a measure consistent with other GATT provisions is not reasonably available, a contracting party is bound 

to use, among the measures reasonably available to it, that which entails the least degree of inconsistency with 

other GATT provisions” United States – Section 337 of the Tariff Act of 1930, BISD 36S/345-402 ( L/6439 ), 

paragraph 5.26. 
507 “As used in Article XX(d), the term "necessary" refers, in our view, to a range of degrees of necessity. At one 

end of this continuum lies "necessary" understood as "indispensable"; at the other end, is "necessary" taken to 

mean as "making a contribution to." We consider that a "necessary" measure is, in this continuum, located 

significantly closer to the pole of "indispensable" than to the opposite pole of simply "making a contribution to” 

Korea –Beef, Appellate Body Report , WT/DS161/AB/R , WT/DS169/AB/R , paragraphs 160-161. 

508 See also, “In sum, determination of whether a measure, which is not "indispensable", may nevertheless be 

"necessary" within the contemplation of Article XX(d), involves in every case a process of weighing and balancing 

a series of factors which prominently include the contribution made by the compliance measure to the enforcement 

of the law or regulation at issue, the importance of the common interests or values protected by that law or 

regulation, and the accompanying impact of the law or regulation on imports or exports.” Id at para. 164. 
509 Supra note 5. 
510 Department of Health | Evaluation of tobacco plain packaging in Australia, Health.gov.au (2019), 

http://www.health.gov.au/internet/main/publishing.nsf/Content/tobacco-plain-packaging-evaluation (last visited 

Jan 4, 2019). 
511 Report of the Independent Review undertaken by Sir Cyril Chantler, Kcl.ac.uk (2019), 

http://www.kcl.ac.uk/health/10035-TSO-2901853-Chantler-Review-ACCESSIBLE.PDF (last visited Jan 4, 

2019). 
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distorting measure, but it’s a necessary step which has to be taken to get rid of the tobacco 

consumption. 

MUNICIPAL PERSPECTIVE: UNITED KINGDOM AND INDIA 

Apart from Australia, several countries have tried to implement policy similar to that of ‘plain 

packaging’ to curb tobacco consumption like UK and India.512 The UK regulations regarding 

plain packaging were challenged by the tobacco industry in one case, where one of the 

arguments was that such regulation violates TRIPS. In the UK case,513 the judges tried to 

analyze the TRIPs and FCTC provisions, and connect them to come to the conclusion that plain 

packaging is a valid law. The court opined that the plain packaging regulation in the UK is 

only in consonance with the WHO policy, i.e. FCTC. FCTC is one of the treaties which is 

endorsed widely by 180 countries, which gives more legitimacy to this policy. In this case, the 

grounds used for attacking plain packaging ranged from the legality of regulations, “limited 

weight”514 attached to the evidence, lack of proportionality, violation of property etc. The most 

important challenge out of these was the lack of proportionality of measures and limited weight 

attached to evidence. The court in this regard was of the opinion that since FCTC measures are 

based on scientific evidence, and hence tobacco company submission contrary to it, cannot be 

justified. On the second ground of proportionality, the court was of the opinion that the court 

must make its own conclusion about the legitimacy of the evidence and fact. The tobacco 

company argued that the plain packaging will actually harm the public health, and hence it is 

untenable. The reason for this stand, which they provide, is that since the prices will go down 

after stripping the brand value, more people will consume tobacco products. However, the 

Court agreed with the evidence provided by the UK Secretary of State, which included expert 

evidence which deems the tobacco company’s assertion as illogical and flawed. Court also 

rejected the claim that there is a less intrusive but equally effective way of challenging the 

tobacco consumption.515 

Similarly, India also had a history of implementing policy mechanisms to curb tobacco 

consumption on health grounds. In 2003, India enacted Cigarettes and Other Tobacco Products 

(Prohibition of Advertisement and Regulation of Trade and Commerce, Production, Supply 

 
512  
513 BRITISH AMERICAN TOBACCO (UK) LIMITED & others vs SECRETARY OF STATE FOR HEALTH 

[2016] EWHC 1169, Royal Court of Justice, UK. 
514 Id. 
515 Id at para 2.1. 
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and Distribution) Act (COTPA)516 which mandated that tobacco products should include health 

warnings on its packet which is legible and large enough.517 An amended  guidelines were 

implemented in 2016518 which directed that 85% of the tobacco packet should be covered with 

health warning, placing India at the 4th rank only after Nepal, Vanuatu and Thailand for the 

mandated health warning coverage.519 In 2017, these guidelines were challenged in Karnataka 

High Court where the court gave the order to strike down the new guidelines as they put 

‘unjustified burden’ upon the tobacco manufacturer.520 However, a special leave petition was 

filed in Supreme Court of India (S.C),521 wherein the S.C. directed a stay on the order of 

Karnataka High Court, observing that they were “inclined to think that health of a citizen has 

primacy and he or she should be aware of that which can affect or deteriorate the condition of 

health.”522 Nevertheless, it has to be said that ‘pictorial warning’ is not same as ‘plain 

packaging’. Plain packaging entails standardization of packets without the use of ‘brand-

names’, trademarks etc., which are used to make a packaging more attractive. Thus, any law 

which would implement plain packaging in India523 will surely get challenged on many 

grounds by the tobacco industry. However, as has been already discussed above, any challenge 

to ‘plain packaging’ is bound to fail.524 Thus, India should escalate its war against tobacco 

consumption and implement plain packaging.525 

 
516 The Cigarettes and Other Tobacco Products (Prohibition of Advertisement and Regulation of Trade and 

Commerce, Production, Supply and Distribution) Act, 2003, No. 34 of 2003. 
517 Section 2 to Section 7, id. 
518 Ministry of Health and Family Welfare, 2014. Notifcation – GSR 727(E) Cigarettes and Other Tobacco 

Products (Packaging and Labelling) Amendment Rules, 2014, https://clpr.org.in/wp-

content/uploads/2018/10/2014-Amendment-Rules-GSR-727E.pdf (last visited 4th june 2019). 
519 Bindu, Shajan, India ranked 5th in pictorial warning on tobacco products - The Hindu, , 

https://www.thehindu.com/sci-tech/health/india-ranked-5th-in-pictorial-warning-on-tobacco-

products/article25127012.ece (last visited Jun 4, 2019). 
520 THE TABOCCO INSTITUTE OF INDIA & Ors vs Union of India & Ors 2017, High Court of Karnataka, 

W.P.No.4470/2015. 
521 Amit Yadav et al., Smokeless tobacco control: Litigation & judicial measures from Southeast Asia, 148 INDIAN 

JOURNAL OF MEDICAL RESEARCH 25 (2018). 
522 Health For Millions Trust vs Union Of India on 8 January, 2018, SLP(C) 37348/2017. 
523 Panda B, 2014. The cigarettes and other tobacco products (prohibition of advertisement and regulation of trade 

and commerce, production, supply and distribution) amendment bill, 2014 

http://164.100.47.4/BillsTexts/LSBillTexts/Asintroduced/1432LS.pdf (accessed 10 Oct 2017) 
524 Amit Yadav et al., Plain packaging of tobacco products: the logical next step for tobacco control policy in 

India, 3 BMJ GLOBAL HEALTH e000873 (2018). 
525 Prasad Ravindranath, INDIA SHOULD SOON INTRODUCE PLAIN PACKAGING SCIENCE CHRONICLE (2019), 

https://journosdiary.com/2019/01/02/india-plain-packaging-tobacco-cigarette/ (last visited Jun 3, 2019). 

https://clpr.org.in/wp-content/uploads/2018/10/2014-Amendment-Rules-GSR-727E.pdf
https://clpr.org.in/wp-content/uploads/2018/10/2014-Amendment-Rules-GSR-727E.pdf
https://journosdiary.com/2019/01/02/india-plain-packaging-tobacco-cigarette/
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CONCLUSION 

Tobacco Companies have mounted challenges on different levels to the plain packaging, one 

of which is in WTO, and in municipal levels such as the UK526 and Australian Case.527 From 

the above analysis regarding TRIPS, we can see that the several accusations regarding the 

violation of TRIPS fall flat on its face, and they are nothing but delaying tactics on the part of 

Tobacco companies. The most important conclusion one can derive is that there is no right to 

use given under the trademark. A right to prevent is provided under Article XVI of TRIPS, but 

then again such right has not been disturbed by the plain packaging. In this paper, another 

conclusion that can be derived is that the encumbrance under article XX is a justified 

encumbrance, as TRIPS provide enough independence to the members to formulate their own 

laws and regulation for measures to protect the public health. WTO, which is a UN body, 

supports plain packaging, and that is why FCTC was formulated. Even Article XXV of TRIPS 

agreement doesn’t provide any such right to use, although it talks about the right to register, 

then plain packaging doesn’t prevent the registration of trademarks.  

Lots of countries are waiting for the WTO case to be solved so that they can implement their 

own Plain packaging measures. Some countries like the UK and Australia have already 

implemented such measures. Plain packaging is not something new, it was a concept which 

was discussed for a long time and even practiced partially in some countries. The evidence 

regarding the success of the plain packaging may be debatable, but the main objective of the 

plain packaging is to decrease the smoking habits of a first time smokers.528 Another problem 

that plain packaging faces is that its positive result will be long term, and in short time one 

cannot find the significant change in smoking patterns, so the submission of the tobacco 

companies in that regard is futile. Other criticism regarding the Plain packaging is the argument 

of “slippery slope”. Questions such as what is next, will there be a plain packaging like measure 

for alcohol beverages, fast food, or medicine etc, as the member countries will cite such 

measures as protecting the public health of their citizens are cited by the critics of the plain 

packaging, bemoaning that such measures will lead to trade distortion and weakening of IPR. 

However, though the future cannot be predicted with any certainty, it must be noticed that the 

issue at hand is one of Tobacco control, and there is a consensus among the countries of the 

world that deem the tobacco consumption as a menace to the public health. WTO FCTC 

 
526 Id. 
527 JT International SA & others vs. Commonwealth of Australia S409/2011 & S389/2011 [2012] HCA 43.  

528 Marcus R. Munafò et al., Plain packaging increases visual attention to health warnings on cigarette packs in 

non-smokers and weekly smokers but not daily smokers, 106 ADDICTION 1505-1510 (2011). 
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endorsement by a majority of the countries in the world is a testament to this consensus. If 

alcohol or fast food can be deemed as a public health risk then member countries are free to 

take measures regarding them in consonance with the TRIP agreement, and if such measures 

satisfy the necessity test.  

One suggestion that can be provided to the WTO is to come up with a Directory Guidelines 

regarding the plain packaging measures, which will provide further legitimacy to the plain 

packaging and it may lead to a more uniform approach towards plain packaging across the 

member states. Otherwise, tobacco companies will attack such measure continuously and delay 

them further, and it might lead to the small countries being bullied by the big tobacco 

manufacturers. There is a need for a joint report by WTO and WHO secretariat but the 

recommendations should be included or adopted in the ministerial meeting; otherwise, there is 

always a scope of confusion regarding such a measure. Such recommendation by the WTO 

should be done in consonance with the proportionality test, where the less trade-distorting 

measures should be adopted. Another reason for such guidelines regarding the plain packaging 

is that plain packaging, in essence, is a step to protect the consumers and the health of the 

people, as proclaimed by the FCTC. It is safeguarding the people against smoking, without 

being too intrusive and autocratic, which in itself is a novel way to fight tobacco smoking. 

*** 



 

 

 

Assessing Single-Colour Registrability- Principled on the United States’ 

Approach 
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ABSTRACT 

The Qualitex judgement in 1995 sent ripples across American academia, with 

authors denouncing the ratio rendered therein, while others heralded it as a 

landmark in the modern trademark law. The debate of single-colour registrability 

has become even more important today, with companies like Cadbury and 

Christian Louboutin filing for registration of singular colours for their exclusive 

usage. Courts of varying jurisdictions have rendered their judicial interpretation 

of the domestic trademark laws regarding the protection and registration of 

single-colours as trademarks. The Indian judiciary however, has not rendered its 

conclusive instruction pertaining to the registration of single-colour marks. 

Amidst such confusion and chaos, the Delhi High Court, which has often been 

lauded as the haven of Intellectual Property jurisprudence, has rendered a series 

of judgements over the span of 8 months (January 2017- July 2018), which involve 

similar subject matter and same plaintiff(s), yet the judgements are surprisingly 

incompatible, further evidencing a need for the assessment of issues surrounding 

the registrability of abstract colour marks.  

The present research analyses the arguments against the registration of single-

colour marks and judges its efficacy within the Indian legal structure. The cases 

which have been lauded as jurisprudential innovations pertaining to single colour 

marks have also been summarised and critiqued. The present stand of the Indian 

Judiciary, along with a critique of the recent controversy within the Delhi High 

Court, forms an important element of this research. The principles adopted by the 

Indian judicial system are contrasted with the ones incorporated within the 

American Jurisprudence, thus providing a cross-jurisdictional assessment of the 

present issue.  

  

 
* Aditya is a 4th year law student of the National University of Study and Research in Law, Ranchi. The author 

may be contacted at aditya.gupta@nusrlranchi.ac.in. 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

112 

 

INTRODUCTION 

The US Supreme Court in the year 1995, rendered a judgement, which in effect opened a new 

Pandora’s Box in the arena of trademark registration and protection. The Qualitex529 judgement 

was met with sharp criticism, with authors and journals terming it the ‘Qualitex Monster’, a 

‘trademark disaster’.530 On the other hand, there were authors that lauded the pragmatic 

response of the Supreme Court and opined that it was necessary to address the needs of the 

modern competitive advertising structures. Trademark registration policy has moved from a 

restrictive practice to an expansive understanding. Development of colour identification 

techniques such as Pantone, has arguably been a very important milestone to ensure colour 

differentiation and specification.   

The Indian judiciary seems to be rather confused with the issue of protection of Single Colour 

Marks. The same can be evidenced by the debacle which unfolded in the December 2017; a 

series of judgements on a similar subject matter, with irreconcilable judgements rendered by 

the Delhi High Court, manifesting the necessity of assessment of single colour marks in the 

Indian legislative framework. Three distinct judgements were given, having the same plaintiff 

and similar subject matter, in the same court, yet they were incompatible judgements.  

The purpose of trademark registration is arguably two-pronged. First, to ensure that the product 

carves out a niche for itself in the market, which often hosts products with minimal to no 

differentiating elements. Second, to enable the target population to distinguish the products of 

a specific manufacturer from those of others. Companies have aggressively been pushing for 

identification of colours with their product not only for their products and their packaging but 

also in advertising, and even their sales outlets. Colour has undeniably become a strong 

determinant in modern commercial dealings.531 Hence, a reassessment of the Qualitex 

judgment in light of rather recent judicial instruction, such as registration of Cadbury Purple 

or the Louboutin’s Red Soles becomes pertinent.  

The dispute regarding the registration of colours can be understood in three distinct manners532. 

Firstly, by way of indirect protection in combination with letters, words or shapes (Eg: The 

 
529. Qualitex Co. v. Jacobson Products Co., 514 U.S. 159 (1995). 
530 Elizabeth A, Overcamp, The Qualitex Monster: The Color Trademark Disaster. 2 JOURNAL OF 

INTELLECTUAL PROPERTY LAW, (1995); Stephen J. Newman, Kill The "Mere Color" Rule: Equal 

Protection for Color Under the Lanham Act. 61 THE UNIVERSITY OF CHICAGO LAW REVIEW. (1994). 
531 WIPO, 'Standing Committee on The Law of Trademarks, Industrial Designs and Geographical Indications' 

(2006). 
532 Jekaterina Kudrjavceva, Issues surrounding Registration of Colour Trade Marks. RIGA GRADUATE 

SCHOOL OF LAW. (2012) 
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McDonald’s trademarked logo). Secondly, as a single feature of a get-up of a product (Eg: 

Christian Louboutin’s red outsole of shoes). Thirdly, without circumscribing the contours of 

limitations of the colour sought to be registered. Obtaining such registration is the most difficult 

of the three ways of protecting colour.533 The present research in concerned with only the 

second and the third categories discussed hereabove.   

Various researchers and authors have identified three major arguments against registration of 

colours per se.534 The first of them being the Colour Depletion Theory, which assumes that 

there are only a limited number of colours which can be used by a certain business and if 

producers are allowed to monopolize then the list of available colours will run out for the later 

tenants (Campbell Soup Co. v.  Armour & Co., 1948). The second one is the Functionality 

Theory, which suggests that a manufacturer cannot be provided a trademark over a colour 

which is necessary to the practical operation of the product itself. The third argument is based 

on the Shade Confusion Theory, which suggests that litigation over trademarks will become 

hopelessly confused if the different shades of the same colour are trademarked, which would 

in turn lead to a problem for resolving disputes.535  

The present research shall be divided into four sections. The first section shall discuss the three 

theories which have been extracted to counter the registration of single-colour marks. The 

second section shall aim to assess the landmark judgements of Owens-Corning, Qualitex and 

Cadbury, which lay the functional basis of the registrability of single-colour trademarks. The 

third section analyses the reservations employed by the Courts for the registration of single-

colour marks. The last section covers the three Christian Louboutin judgements which 

corroborate the necessity of the present research. 

ARGUMENTS AGAINST THE REGISTRABILITY OF SINGLE-COLOUR MARKS 

Registrability of single-colour marks has met with a fair share of dissent and criticism. It is an 

undeniable tenet that granting commercial ownership to a colour might result in unfair 

competition in the marketplace. Also, authors have argued that such registration forms yet 

another instance of “intellectual property land grab”536. Colour monopolisation has been argued 

 
533 'Conditions For Registration And Scope Of Protection Of Non-Conventional Trademarks (Q181)', AIPPI 

World Congress (AIPPI 2004) <https://aippi.org/library/q181-resolutions/> accessed 25 April 2018. 
534 Peter Koebler, Qualitex Co. V. Jacobson Products Co., 115 S. Ct. 1300 (1995): It Is Possible to Trademark 

Color Alone? 12 SANTA CLARA HIGH TECHNOLOGY LAW JOURNAL. (1996). 
535 Colgate Palmolive Company Ltd.v. Patel and Anr.,2005 (31) PTC 583. 
536 A. Moore, Intellectual Property: Theory, Privilege and Pragmatism. 16 THE CANADIAN JOURNAL OF 

LAW AND JURISPRUDENCE, (2003). 
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to be the “propertisation of seemingly unownable resources. 537 Registration of single-colour 

marks has basically been challenged by reason of three theories538, the Colour Depletion 

Theory, the Shade Confusion Theory and the Functional Theory539. The following section shall 

extract and analyse each of these theories.  

1.1 The Colour Depletion Theory 

 The proponents of this theory lay their emphasis on fair competition and assert that 

there are only a limited number of colour which can be extracted for specific products, if 

individual producers are allowed to monopolize particular colours, then the list of available 

colours will run out, which would result in a commercial prejudice upon the later competitors. 

The case of Cambell Soup Co. v. Armour & Co.540 has been particularly important for the 

construction of this theory. Campbell introduced an infringement suit against Armour for using 

red and white labels. No injunction was granted against Armour because the District Court and 

the Third Circuit court concurred in their opinion that monopolistic rights cannot be granted to 

a specific producer.  

1.2 The Functionality Theory 

A functional feature of a trademark is one which is “essential to the use or purpose of the article 

or affects the cost or quality of the article”.541 The Qualitex judgement also provides a valuable 

insight of the Functionality Doctrine, the court opined that the trademark shall be registered 

unless “exclusive use of the feature would put competitors at a significant non-reputation-

related disadvantage.” The functionality doctrine has been incorporated in the Indian 

trademark law by inclusion of S. 9(3) in the Trademarks Act, 1999.  

The Functionality Theory can further be subcategorised into Aesthetic Functionality and 

Utilitarian Functionality. While judicial dictum pertaining to the former is very scattered and 

unclear the latter has a rather definite connotation. A feature of a trademark cannot serve as a 

trademark if it is “essential to the use or purpose of the article” or if it affects “the cost or 

quality of the product.”542 (For eg: A manufacturer cannot trademark the colour brown for a 

 
537 Charlene Eliott, Purple Pasts: Color Codification in The Ancient World. 33 LAW AND SOCIAL ENQUIRY, 

(2008). 
538James L. Vana, Color Trademarks. 7 TEXAS INTELLECTUAL PROPERTY LAW JOURNAL. (1999). 
539 Master Distributors v. Pako Cororation, 25 USPQ 1794; Colgate Palmolive Company Ltd.v. Patel and 

Anr.,2005 (31) PTC 583. 
540 81 USPQ 430. 
541 Emilie Winckel, Hardly A Black-And-White Matter: Analysing the Validity and Protection Of Single-Color 

Trademarks Within The Fashion Industry. 66 VANDERBILT LAW REVIEW. (2013). 
542 Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844. 
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chocolate but can very well register the colour purple.) The Utilitarian Functionality Doctrine 

provides for an absolute ground for refusal of a trademark and acquisition of secondary 

meaning does not qualify to be an exception of the doctrine.543  Aesthetic Functionality has 

been held to bar a trademark registration where the design of a product itself constitutes the 

trademark for which protection has been sought or obtained and where the mark is deemed to 

be functional and unprotectable.544 As far as the Aesthetic Functionality is concerned, it has 

often been traced to a comment in the 1937 Restatement of Torts545: “When goods are bought 

largely for their aesthetic value, their features may be functional because they definitely 

contribute to that value and thus aid the performance of an object for which the goods are 

intended” (For eg: A heart shaped chocolate box for Valentine’s Day, can be seen as 

aesthetically functional whereas it is not the same case with a box of chips. The intended 

consumer population would not buy a Valentine’s Day chocolate box if it is not heart shaped.) 

1.3 Shade Confusion Theory 

This argument against registration is rooted in the fundamental premise of trademark law that 

no trademarks should be granted if they are likely to cause confusion among general public 

regarding the source of goods. Proponents of the shade confusion theory argue that litigation 

over trademarks would become hopelessly confused if different shades of the same colour are 

allowed registration, while adjudicating on cases pertaining to ‘likelihood of confusion546. 

Despite the development of colour identification systems (such as pantone), determining as to 

whether a trademark sought to be registered is ‘deceptively similar’ shall be a very intricate 

process for the courts, hence this theory is based on the practical application of the single-

colour rule.  

FUNCTIONAL BASIS OF REGISTRATION OF SINGLE-COLOUR MARKS 

Colour marks have been a reality for more than two decades now and have been recognised by 

various jurisdiction across the globe. Similarly, there are various jurisdictions which have laid 

down guidelines for registration of single-colours as trademarks,547 although, such movement 

 
543 Pagliero v. Wallace China Co., 198 F.2d 339, 344 (9th Cir. 1952) “The design being a functional feature of 

china, we find it unnecessary to inquire into the adequacy of the showing made as to secondary meaning of the 

designs.”  
544 Theodore C. Max, 'Coloring Outside the Lines In The Name Of Aesthetic Functionality: Qualitex, Louboutin, 

And How The Second Circuit Saved Color Marks For Fashion' (2012) 102 The Trademark Reporter. 
545 Au-tomotive Gold Inc. v.  Volkswagen of America Inc., 457 F.3d 1062. 
546Peter Koebler, Qualitex Co. V. Jacobson Products Co., 115 S. Ct. 1300 (1995): It Is Possible to Trademark 

Color Alone?. 12 SANTA CLARA HIGH TECHNOLOGY LAW JOURNAL. (1996). 
547 SMD Group, 'Protection of Colour Marks Worldwide' <http://www.country-

index.com/images/colour_marks_preview.png> accessed 25 April 2018. 
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towards a forbearing approach for registration of single-colour marks is a rather recent 

development in most jurisdictions.548 Such shift can be attributed to development in technology 

which has now made it possible to represent the most sophisticated shades of any colour, also 

each shade is recognised with its unique code to minimise the risk of confusion (Eg: Pantone 

identification system).549 

Despite the arguments against registration (2.1, 2.2 & 2.3), in 1985, the US Court of Appeals 

for the federal circuit allowed the registration of the colour pink, as uniformly applied to fibrous 

glass home insulation. This marked the beginning of a new chapter in trademark registration 

for the American jurisdiction.550 Although, the decision was not accepted with without 

reluctance, and several other courts of appeal did not follow the Owens-Corning rule of 

registration.551  The judicial dictum was finally fortified in the case of Qualitex Co. v. Jacobson 

Products Co. 

2.1 In re: Owens-Corning Fiberglas 

The Federal Circuit court examined the scope of the Lanham Act, 1946 and opined that it was 

intended to liberalize the subject of trademark registration. Colour Depletion Theory was held 

to be in conflict with the expansive scope of the Lanham Act. The colour pink was not being 

used by any manufacturer in the fiberglass industry but Owens-Corning, which pointed to the 

conclusion that the colour was not functional and while adjudicating upon the scope of 

acquisition of secondary meaning the court opined that the use of the colour pink was not 

merely for ornamentation purposes as Owens-Corning had spent 42 million USD on 

advertisements since 1956 and the consumers also associated pink fiberglass with the 

manufacturer’s product.  

2.2 Qualitex Company v. Jacobson Products Company Litigation 

The US Supreme Court in the year 1995 laid down that the Lanham Act “permits the 

registration of a trademark that consists, purely and simply of a colour”. The two limitations 

upon such registration were that the said colour should have acquired a secondary meaning in 

reference to the particular product and the second one being that the colour sought to be 

 
548 MMS Karki, Non-traditional Areas of Intellectual Property Protection: Colour, Sound, Taste, Smell, Shape, 

Slogan and Trade Dress. 10 JOURNAL OF INTELLECTUAL PROPERTY RIGHTS, (2005). 
549 Deli Yang, Colour Markability: Registrable in Few Nations, But Debatable Among Many! 17 JOURNAL OF 

INTELLECTUAL PROPERTY RIGHTS. (2012). 
550 In re Owens0corning Fiberglas, 774 F.2d 1116 (Fed. Cir. 1985) 
551 L. Samuels & J. Samuels, Color Trademarks: Protection Under U.S. Law. 15 JOURNAL OF PUBLIC 

POLICY AND MARKETING, (1996). 
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registered should not be functional. The plaintiff herein used a unique ‘green-gold’ colour on 

their dry-cleaning pads since 1950s. In 1991, a trademark for the green-gold colour was 

registered by the plaintiff. Meanwhile, the defendant started marking dry-cleaning pads which 

were of a similar green-gold colour.  

While assessing the definition of trademark within the Lanham Act, the court said that “If a 

shape, a sound and a fragrance can act as a symbol why, one might ask, can a colour not do 

the same?” Hence, the Court brought colour marks within the purview of the term ‘trademark’. 

The court systematically addressed individual arguments against the registration of singular 

colours. Firstly, addressing the shade confusion issue the court said that solving infringement 

issues pertaining to colours are similar to those pertaining to the word marks or shape marks. 

Also, the court opined that if in case lighting situations change the perception of the colour, the 

court can replicate the lighting conditions under which the products are normally viewed. 

Secondly, the ‘colour depletion’ argument was rejected on the reasoning that “it relies on an 

occasional problem to justify a blanket prohibition”. Also, the functionality theory bars 

registration of any colours which are incidental to the use of the product and hence, would 

ensure that the necessary colours are available for usage for new competitors. Thirdly, the court 

relied on the Owens-Corning judgement to provide that the scope of registration in the Lanham 

Act was far more expansive than the earlier trademark regulations.  

2.3 Cadbury UK Ltd v. Société des Produits Nestlé SA552 

Cadbury sought to register the colour purple on grounds of acquired distinctiveness in the year 

2004. The attempt to register was soon challenged by Nestle and little did either parties know 

that they shall be involved in what is arguably the most important litigations while assessing 

registrability of single-colour marks. 

The conclusion of the litigation before the Court of Appeal rendered a judgement against 

registration of Cadbury’s Purple. The judgement has time and again been cited and construed 

as an evidence of the judicial aversion relating to registration of Single-colour marks. Although, 

such conclusion is fallacious because the registration of the mark was rejected because the said 

mark could not be represented graphically, and not because the court objectively ruled against 

the registration of single-colour marks. 

 
552 [2013] EWCA Civ 1174. 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

118 

 

The Court considered a catena of judgements including the Libertel553 judgement and the 

Sieckmann554 judgement. The qualifications required for the registration of a valid trademark 

were also extracted from Article 2 of the Trade Mark Directives of 2008. Cadbury explained 

its mark as the “predominant colour applied to the whole visible surface”, which could be used 

for a multitude of distinct marks as a result of its implied reference to other colours and other 

visual material not displayed or described in the application over which the colour purple may 

predominate.   

The mark sough to be registered was distinguished from mark which formed the subject matter 

of litigation in the Libertel case, as the latter employed an unchanging application of a single-

colour. The Court concluded that by virtue of the description employed by Cadbury they did 

not seek to register the colour purple but to register multiple marks which were predominantly 

associated with the colour purple.  

The registration was denied because it lacked specificity, clarity and specificity of visual 

appearance and not because a single-colour cannot be the subject matter of a valid trademark. 

Thus, the Cadbury judgement does not invalidate the registration of single-colour marks but 

lists the necessary conditions which qualify a mark for being the subject matter of a valid 

trademark.  

CONDITIONS NECESSARY FOR THE REGISTRATION OF COLOUR AS A TRADEMARK 

It can very well be argued that various jurisdictions provide for the registration of colour marks 

and the rule of single-colour registrability has also gained recognition within select 

jurisdictions.555 Although, various cases across the judicial spectrum have submitted that 

registration of single-colour marks imposes a higher standard of proof than what is imposed on 

the registration of marks containing a multiplicity of colours.556 Apart from confirming to the 

theoretical understandings of a trademark, authors have often argued that there are two 

considerations which the court should indulge into while assessing the registrability of single-

colour marks. The first one being that the colour should not serve any functional purpose i.e. it 

 
553 Libertel Groep BV v. Benelux-Merkenbureau, [2003] ECR 1-3793. 
554 Sieckmann v. Deutsche Patent –und Markenamnt, [2002] ECR 1-11754 
555 Lending Color to Trademarks: Protection under U.S. Law. 70 INTERNATIONAL TRADEMARK 

ASSOCIATION BULLETIN. (2015). 
556 L. Samuels & J. Samuels, Color Trademarks: Protection Under U.S. Law. 15 JOURNAL OF PUBLIC 

POLICY AND MARKETING, (1996). 
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should not contradict to the Functionality Doctrine and the second one being that it should 

acquire a ‘secondary meaning’ and should be sufficiently distinctive. 557 

3.1 Significant Non-Trademark Function 

The concept of a ‘Significant Trademark Function’ is essentially an extension of the 

Functionality Doctrine. The Qualitex judgement mentions that if a trademark “performs a 

significant non-trademark function”, the court must engage in the functionality analysis. Thus, 

the same shall be discussed in relation to the Functionality Doctrine.  

The theoretical understanding of the functionality doctrine has already been discussed (2.2). 

The 1938 case of Kellogg Co. v. National Biscuit Co.,558 decided by the US Supreme Court 

can be assessed. Kellogg Co. sought to register the name ‘Shredded Wheat’ and the pillow 

shape of its cereal. Neither of the two were provided any protection as the court held that the 

sought registrations are functional for the product in reference to which they are sought to be 

registered. The cheapest machine which processed shredded wheat automatically made the 

cereal into pillow shape. The court reasoned that the pillow shaped product identified the 

product itself rather than identifying the source of the product, further stating that when an 

article may be manufactured by all the manufacturers in the industry, a particular manufacturer 

cannot assert exclusive rights in a form in which the general public has become accustomed to 

seeing the product. The sought registration should not be associated with the article itself rather 

than the producer seeking said registration.  

The following factors have been opined to indicate functionality. Firstly, the existence of an 

expired utility patent that disclosed the utilitarian advantage of the design; Secondly, the 

touting of the utilitarian advantages of the design through advertising; Thirdly, the availability 

of alternative designs; and lastly, the fact that the design is accomplished by comparatively 

cheap or simple manufacturing methods.559  

The concept of Utilitarian Functionality is fairly simple, and various judicial pronouncements 

and literary opinions have clarified the scope and extension of the doctrine, but the concept and 

application of the Doctrine of Aesthetic Functionality is very scattered. Various authors have 

opined that Aesthetic Functionality Doctrine should be put to rest, as it undermines the 

 
557 Narumon Saardchom, Risk of Intellectual Property among Fashion Designs. 20 JOUNAL OF LEGAL, 

ETHICAL AND REGULATORY ISSUES, (2017). 
558 305 U.S. 111 (1938). 
559 Peter Koebler, Qualitex Co. V. Jacobson Products Co., 115 S. Ct. 1300 (1995): It Is Possible to Trademark 

Color Alone?. 12 SANTA CLARA HIGH TECHNOLOGY LAW JOURNAL. (1996). 
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principles embodied in Trademark Law.560 Hence, an assessment of Aesthetic Functionality is 

provided hereunder.  

The test for Aesthetic Functionality is threefold. Firstly, the considerations as laid down in the 

case of Inwood Laboratories561 are to be addressed. Whether the e design feature is either 

"essential to the use or purpose" or "affects the cost or quality" of the product at issue. Next, if 

necessary, we turn to a third prong, which is the competition inquiry set forth in Qualitex. In 

other words, if a design feature would, from a traditional utilitarian perspective, be considered 

"essential to the use or purpose" of the article, or to affect its cost or quality, then the design 

feature is functional under Inwood and our inquiry ends.15 But if the design feature is not 

"functional" from a traditional perspective, it must still pass the fact-intensive Qualitex test and 

be shown not to have a significant effect on competition in order to receive trademark 

protection.562 

Tracing the development of the Aesthetic Functionality Doctrine, it can be assessed that the 

first American case to apply this doctrine was the case of Pagliero563. The dispute was 

regarding the use of a particular floral design on hotel china. Despite owning a substantial 

market share and having spent considerably on advertising, the Court opined that since the 

feature is essential for the commercial success of the product, the interest of free competition 

prohibits its registration. Basically, the doctrine bars registrability of a mark that “is necessary 

to compete in the market.564 

The modern application of the doctrine can be derived from the case of Qualitex wherein the 

Court opined that “the ultimate test of aesthetic functionality ... is whether the recognition of 

trademark rights, in an aesthetic design feature would significantly hinder competition”. Again 

in 2001, the US Supreme Court in Traffix Devices Inc.565 provided the ultimate test for 

Aesthetic Functionality, opining that the courts must inquire as to whether recognizing a 

trademark would put competitors at a significant non-reputation related disadvantage.  

Hence, the Aesthetic Functionality Doctrine is embedded in the principle of fair competition 

and is an extension to the traditional, utilitarian functionality doctrine. Although, the doctrine 

 
560 Sarah Hopkins, Aesthetic Functionality: A Monster The Court Created But Could Not Destroy. 102 THE 

TRADEMARK REPORTER. (2012); Theodore C. Max, Coloring Outside the Lines in Name of Aesthetic 

Functionality. 102 THE TRADEMARK REPORTER. (2012). 
561 Inwood Laboratories v. Ives Laboratories, 456 U.S. 844(1982). 
562 Christian Louboutin v. Yves Saint Laurent America Holding Inc., MANU/FESC/1390/2012. 
563 Pagliero v. Wallace China Co., 198 F.2d 339 (9th Cir. 1952). 
564 Villeroy & Bosh Keracmische Werke K.G. v. THC Sys Inc, 999 F.3d 619, 622 (2d. Cir., 1993) 
565 Traffix Devices Inc.v. Marketing Display Inc., 532 U.S. 23 (2001).  
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has been criticised because often a producer establishes, ‘identities’ of the product through 

extensive use and advertisement and since the same have now been so extensively identified 

with the product, such registration may not be granted under the Aesthetic Functionality 

Doctrine. 

3.2 Secondary Meaning 

 It is a settled principle of law that a trademark shall not be registered unless it is distinctive 

and can be identified as the source of the goods. A trademark can be inherently distinctive and 

can also assume such distinctiveness by virtue of continuous use, which is called acquired 

distinctiveness.566 Although, when the registration of single-colours is in question, this 

distinction can be rendered futile. Can a colour be inherently distinctive and how does a colour 

assume acquired distinctiveness? This section shall analyse the legal standpoint on these two 

questions. 

The inherent distinctiveness of a colour has often been rejected by the courts of US jurisdiction. 

Even after the Qualitex judgement of the Supreme Court, the question as to whether a colour 

can be granted protection without acquiring any secondary meaning was left ambiguous. The 

dust settled when in the year 2000 the Court pronounced the Wal-Mart567 judgement, wherein 

the court inexplicable opined that “color per se is not registrable. For a color to qualify as a 

trademark it has to be couple with some other attribute”. Hence, the dictum was clear that a 

colour cannot be inherently distinctive. 

A secondary meaning is assumed by a trademark when in the minds of the public, the primary 

significance of a product feature or term is to identify the source of the product rather that the 

product itself.568 The question to be addressed although is that how a producer can prove that 

his product has acquired secondary meaning.  Following can be the evidences which can be 

submitted to establish that a product has ‘acquired distinctiveness’. 

• Customer Testimony 

Testimony directly from consumers is a strong piece of evidence to substantiate that the product 

has been necessarily distinguished by virtue of the trademark. The entire idea of registering a 

trademark is duly associating the product to the source of said product and if the targeted 

 
566 V.K. AHUJA, INTELLECTUAL PROPERTY RIGHTS IN INDIA (2nd edn, Lexis Nexis 2015 
567 Wal-Mart Stores, Inc. v. Samara Brothers, Inc.,529 U.S. 205 (2000). 
568 Emilie Winckel, Hardly A Black-And-White Matter: Analysing the Validity and Protection Of Single-Color 

Trademarks Within The Fashion Industry. 66 VANDERBILT LAW REVIEW. (2013) 
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population associates a trademark with the goods of the producer it can very well be understood 

having acquired a secondary meaning.569 

In re Ideal Industries Inc.,570 the court took letters from professional customers of the applicant 

which directed towards the fact that the trademark so being used has acquired a distinctive 

character as evidence. Similarly, in Federal Glass Co. v. Corning Glass Works571, wherein the 

court took customer testimonies as a valid indicator of secondary distinctiveness. 

• Survey Evidence 

Survey Evidence has time and again been accepted as evidence when secondary meaning is to 

be adduced to a trademark. In both Owens-Corning and Qualitex the court appreciated the 

survey evidence which was presented before it. In the year 2012, the United Kingdoms High 

Court also appreciated survey evidence in the case of Cadbury UK Ltd. v. Societ des Produits 

Nestle572, while determining that the colour purple is reasonably identified with the Cadbury 

product while intending to register the colour purple as its exclusive trademark. 

In Owens-Corning, a survey evidence was submitted to establish that their extensive 

advertisement campaigns had successfully registered ‘pink insulation glass’ as a product of 

Owens-Corning.  

• Amount spent on Advertising  

The amount which the manufacturer spends on advertising to ensure a market share for his 

product is a very relevant criteria in assessing as to whether a secondary meaning is associated 

with the product or not. As the Owens-Corning court noted, “the size of advertising 

expenditures alone has been found to serve as strong evidence of secondary meaning.” Owens-

Corning demonstrated that, from 1956 to 1981, it had spent over $42 million on consumer for 

advertising for its pink insulation boards. Authors have also postulated that the amount spent 

on advertising amounts for a very important indicator that the targeted population associate a 

certain colour with the goods of a certain producer.573 

 
569 Willajeanne F. McLean, The Birth, Death and Renaissance of The Doctorine Of Secondary Meaning In The 

Making. 42 THE AMERICAN UNIVERSITY LAW REVIEW. (1993). 
570 508 F.2d 1336, 1340. 
571 162 USPQ 279, 283 (TTAB 1969). 
572 [2013] EWCA Civ 1174. 
573 Sakshi Mahajan & Aastha Tandon, Legal Acceptability of Single-Colour as a Trademark. 4 CHANAKYA 

NATIONAL LAW UNIVERSITY LAW JOURNAL. (2014). 
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The time since when such advertisements are being published and the use of the specific colour 

in the advertisements also accounts for an appreciable evidence which has time and again been 

considered by the courts.574 

THE CONTROVERSY WITHIN THE DELHI HIGH COURT 

Christian Louboutin conducted a survey in February 2016 and instituted infringement 

proceedings for unauthorized use of their trademarks. Their group of registered trademarks, 

along with their registered word marks included the registration of red colour soles for 

women’s shoes.575 Subsequently, three distinct judgements have been delivered by the Delhi 

High Court in the span of eight months which have highlighted the dearth of judicial instruction 

and precedent to assess the cases of Single-Color Trademarks.  

The controversy unfolded in the month of December 2017, with Justice Mukta Gupta 

adjudicating upon a suit brought forth by Christian Louboutin for the infringement of their 

‘RED SOLE’ mark. The litigation concluded with a declaration that awarded the ‘RED 

SOLE’ mark the coveted character of a Well-known Trademark, considering factors such as 

international presence and continuous use.576 Another suit initiated by Christian Louboutin 

was up for scrutiny before Justice Valmiki Mehta, where taking recourse of various 

legislative interpretations and discrediting the judgements rendered by his peers, he declared 

that a single-colour mark does not fall within the contours of the Trademark Law in the 

Indian Jurisdiction and hence, the Plaintiff was not entitled to any damages for infringement. 

Interestingly enough, a similar issue was brought in the court of Justice Yogesh Khanna, in 

July 2018, who ruled that the violation of the Plaintiff’s ‘RED SOLE’ mark was ground for 

awarding punitive damages. 

The confusion within the Delhi High Court clearly evidences the need for assessing the 

registrability of Single-Colour marks within the Indian Jurisdiction in light of the Trademark 

Act, 1999 and the Trademark Rules, 2017.  

4.1 Analyzing the Delhi High Court Controversy 

The prayer presented before the High Court in all the three cases are identical and the subject 

matter of the suits is also similar, with the exception of Justice Mehta’s case wherein only the 

 
574 Abercrombie Fitch v. A.M. Eagle Outfitters, 2d 928 (S.D. Ohio 1999). 
575 Para 8, Christian Louboutin v. Pawan Kumar, 2018 (73) PTC 403 (Del). 
576 Prashant Reddy, By Invitation: The Delhi High Court Declares Louboutin’s Red Sole As a ‘Well Known 

Trademark’ SpicyIP (2017), https://spicyip.com/2017/12/by-invitation-the-delhi-high-court-declares-louboutins-

red-sole-as-a-well-known-trademark.html (last visited Sep 6, 2018). 
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colour mark was being infringed and not the word mark. Subject to these similarities the 

difference between the two streams of instruction is surprisingly irreconcilable.  

1. Christian Louboutin v. Pawan Kumar577, was the first judgement delivered of what 

has turned out to be a spectacle of judicial confusion. Justice Gupta considered the 

plaint which was brought before her and with due regard to the evidence at record, she 

decreed that the plaintiff’s ‘red sole’ mark amounts to being a well-known trademark 

in the Indian Context. While discussing about infringement analysis and the analysis 

of whether or not the mark can be attributed the character of a well-known mark, the 

judgement fails to discuss the validity of the ‘red sole’ mark itself. 

2. Christian Louboutin v. Ashish Bansal578, is the latest judgement of the three, with the 

case concluded on 31st July 2018. Justice Khanna was also presented with similar 

subject matter. Although, the Plaintiff’s mark in this judgement was not awarded the 

accolade of being a well-known mark. The judgement decreed the defendants liable of 

infringement of the registered trademarks and domains names and punitive damages 

were awarded. Although, similar to Justice Gupta, Justice Khanna never indulged in 

an analysis of the validity of the mark itself. Also, Justice Mehta’s judgement 

involving a similar subject matter and the same plaintiff had already been declared but 

there is no mention of that opinion.  

3. In Christian Louboutin v. Abubaker579, Justice Mehta has provided a very detailed and 

comprehensive analysis of the issue, and finally declared that the ‘red sole’ mark of 

the plaintiffs is not registrable within the Indian legislative framework. The judgement 

systematically dismantles the submissions of the plaintiff to finally hold that a single-

colour mark is not worthy of registration. There is a multiplicity of issues discussed in 

the case but for the sake of this analysis only arguments regarding single-colour 

registrability shall be discussed. The embargo against single colour registrability in 

the judgement rests on two limbs. The first one being the definition of mark under the 

Trade Marks Act, 1999 and another one being the limits on effect of registered trade 

mark enshrined in S. 30(2)(a).  

 
577 Christian Louboutin v. Pawan Kumar, 2018 (73) PTC 403 (Del). 
578 CS (Comm.) 503/2016 and IA No. 5766/2016, MANU/DE/2683/2018, 2018 SCC OnLine Del 10205. 
579 (2018) 250 DLT 475. 
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The first argument stems from S. 2(m) of the Trade Marks Act, 1999. It provides an inclusive 

definition of the word ‘mark’ which includes ‘combination of colours’. Justice Mehta has 

interpreted the definition to put a prohibition on single colours as being eligible for 

registration. The judgement reads “Combination of colours is sine qua non, and meaning 

thereby that quite obviously one single colour, as contra-distinguished from combination of 

colours, cannot be a mark falling in the definition of 'mark'.” 580 The interpretation so 

rendered in the judgement is flawed because the definition of ‘mark’ under S. 2(m) includes 

within its ambit single color marks. There is scholarly opinion which establishes that S. 2(m) 

is an inclusive definition, and comprehends within its scope any mark, even consisting of a 

single colour, with or without the arrangement of any other sign or words.581 

The second limb of the judgement was that even if the ‘red sole’ mark is eligible for 

protection as a Trade Mark, an infringement proceeding shall not lie over the unauthorized 

use of the mark because of its functional character in accordance with S. 30(2)(a).582 Qualitex 

was also perused to elucidate contours of functionality. The interpretation and contours of the 

Functionality Doctrine have already been discussed in this submission (4.1 and 2.2). The four 

factors which have been cited to indicate functionality can very well determine that the ‘red 

sole’ mark is not a functional characteristic.583 Firstly, there has not been a utility patent on 

the use of red-coloured shoe soles. Secondly, there are no specific advantages which are 

derived by use of red soles. Thirdly, there are possibly millions of alternative colours 

available which can be used in shoe soles and lastly, the soles of shoes are not naturally red, 

there are additional steps involved to ensure the colour of the sole. As far as the issue of the 

controversial Aesthetic Functionality is concerned, neither can a red sole be essential to the 

use or purpose of a footwear itself nor can it be said to affect the cost or quality of the 

footwear, which are both tests to indicate Aesthetic Functionality as dictated in the case of 

Inwood Laboratories584 Inclusion of a red sole does not necessarily affect the cost of 

production of the good, neither was any evidence presented to direct that the quality of the 

product is improved by use of a red sole.  

 
580 Para 8(ii). 
581 K C KAILASAM & RAMU VEDARAMAN, LAW OF TRADEMARKS 49 (3 ed. Lexis Nexis 2016). 
582 Para 19(v). 
583 Peter Koebler, 'Qualitex Co. V. Jacobson Products Co., 115 S. Ct. 1300 (1995): It Is Possible to Trademark 

Color Alone?' (1996) 12 Santa Clara High Technology Law Journal. 
584 Inwood Laboratories v. Ives Laboratories, 456 U.S. 844(1982). 
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CONCLUSION 

The interest of the companies which formulate aggressive strategies and invest in associating 

their product with a single colour should not be jeopardized because of the fact that the 

legislative framework does not explicitly address the registrability of single colour marks. 

Cadbury, Louboutin and many other companies have successfully associated the identity of 

their product with a single colour and their efforts and rights should be duly protected. Also, 

the vulnerability of the targeted markets should be considered. More often than not, consumers 

do not actually undertake a rigorous survey of the various identifications of the product they 

intend to buy. Hence, such legislative framework should not be interpreted in a way so as to 

defeat the basic tenet of the subject itself.  

Conclusively, any producer or manufacturer should not be allowed to take the advantage of a 

brand value created by another manufacturer by continuous and extensive use. If a producer 

can sufficiently prove that his product has acquired distinctiveness in the market and the 

targeted population associates a certain colour with his products, he should be given protection.  

The position in the United States jurisdiction is very clear relating to the registration of a single-

colour mark. If said mark has acquired a ‘Secondary Meaning’ and is not functional to the 

usage of the goods such marks can very well be registered and protected. In India, a conclusion 

of the subject is yet to be witnessed.  

*** 



 

 

 

Is Competition Law an Interventionist Instrument of Intellectual 

Property Rights? 

-Sangeetha. M & Saravanan. R* 

“It is a long-standing topic of debate in economic and legal circles: how to marry the 

innovation bride and the competition groom”585 

ABSTRACT 

What is regarded as new today becomes old tomorrow. In this competitive world, 

every organisation tries to attract customers by introducing additional features to 

existing products in the market, or by innovating new range of goods, so as to 

maximize economic benefits. Intellectual Property Law confers exclusive or 

monopolistic rights when such inventions or additions exhibit some novelty, 

originality or inventive step, for a particular period of time, paradoxical to the 

principles of the Competition Law which seeks to prohibit monopoly for promoting 

free and fair competition in the market. Thereby, the two branches of law are 

generally categorised as rear bed fellows. The present era particularly focuses on 

the areas of interlace between them. The contemporaneousness of both branches 

of law is essential for the purpose of promoting market efficiency and protecting 

the interests of consumers, as one seeks to foster innovation and their 

commercialization, while the other corrects the malfunctions in the market. 
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INTRODUCTION 

The market is governed by different regulatory principles.586 India adopts the principle of a 

regulated market, to ensure the customer’s basic needs are met appropriately and to balance the 

conflicting interests of various competitors. The legislations play a pivotal role in this type of 

economy which balances the monopoly rights and the interests of society. Intellectual Property 

Rights (IPR) and the Competition Law are two such cardinal branches of law. 

The relationship between IPR and Competition Law is paramount in the present era of 

globalisation and liberalisation. In the back drop of the ‘reward theory’, Intellectual Property 

Law aims to reward the inventor for disclosing his work to the public, by granting exclusive 

rights over it for limited period, which would otherwise remain in dark. To make it simple, 

protection under IPR is given as a cost for disclosing his work to the public thereby granting 

access to the community at large. Thus, IPR is always concerned about individual rights 

whereas Competition Law is concerned with the interest of the customers i.e. the rights of the 

public at large, resulting in creation of antithesis legislations. Hence, there exists certain 

interlaces and tensions between this relationship. 

At first blush, the objects of IPR and Competition Law seem to be at loggerheads with each 

other in their areas of operation. However, it is fallacious to say so, as there also exist a few 

arenas of convergence, the primary object of the same being two-fold; i) to provide economic 

benefit to the intellectual thinking of oneself and ii) to make it beneficial by making the 

intellectual work known to the civic. The secondary object is to promote inventions which in 

turn create choices of products in the market. Therefore, while the primary object is to ensure 

fair competition in the market by way of regulatory mechanisms, the secondary object is to 

stimulate product and process innovation fundamental to competitiveness and economic 

growth.587 Thus, there exists a certain consensus on the object of both Laws, intending towards 

promotion of consumer welfare and innovation.588 The U.S. Department of Justice & the 

Federal Trade Commission589 has similarly observed that: 
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“… [Competition] laws aim towards protection of robust competition in the 

market, whereas IP laws work to protect the necessary ability to earn a 

return on the investments that is necessary to innovate. Both lead to enter 

the market with production of desired technology, service or product...”  

Hence, there exist certain inherent tensions and interlaces between IPR and Competition Law. 

However, the end-point of these two laws is akin i.e. maximising consumer welfare.  

This article seeks to spell out the correlation of the IPR-Competition law duo in the first part. 

In the second part, it goes on to elaborate the provisions of TRIPS agreement and provides 

comparative jurisprudence of the relationship between IPR and Competition Law in other 

countries. It then describes the facets of confluence of both the laws in the third part. Finally, 

the article concludes by explaining the inevitability of the cordial relationship between the two 

and suggests a few measures for better, harmonious relationship. 

 Denotation of the Term ‘Competition’ 

The denotations of ‘Competition’ in IPR and Competition Law are contradictory. ‘Competition’ 

in IPR stimulates intense competition among the innovators and also simultaneously restricts 

the competition in innumerable ways, whereas, the term ‘Competition’ in the Antitrust Law 

intends to prevent abusive practices in the market for promoting and sustaining competition in 

market. More precisely, Antitrust Law prohibits anti – competitive agreements, abuse of 

dominant position and various combination, having appreciable adverse effect on the 

competition in the relevant market.590 From the veneer, it seems that both laws have seemingly 

different objectives, but as previously stated, they ultimately aim at promoting & fostering 

innovation and consumer welfare in common.591  

Dynamic Efficiency versus Static Efficiency 

From the perspective of economic efficiency, the inter-relation between IPR and Competition 

Law is echoed by the relationship between ‘dynamic efficiency’ and ‘static efficiency’. Both 

measure the efficiency of the market over years or for a shorter period of time respectively.592 
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Dynamic efficiency and Static efficiency are discordant with each other. ‘Static efficiency’ aims 

at reducing the costs of the products and improves quality and quantity of the products at 

existing level of prices. On the contrary, ‘Dynamic efficiency’ encourages novelty and 

innovation of new products or processes.593 

IPR promotes dynamic efficiency by conferring exclusive monopolistic rights on the creator of 

the products and processes if they involve a novel, original and inventive step. Contrastingly, 

Competition Law promotes static efficiency by eliminating monopolistic and unfair 

competition in the market in order to maximise the usage of the given amount of the resources. 

Considerable momentum to the growth and welfare comes from the dynamic efficiency as it 

aspires to reduce the prices of the existing products and also to create substitutes. This can be 

observed from the statement of Josef Schumpeter, who opined that: “The radical momentum 

that sets and keeps the capitalist engine running is gained from the new consumers, new 

products and novel methods of production and transportation. The competition from dynamic 

products or services or the new source of supply, mandates new costs and quality advantage, 

which questions the very existence of such firms and not merely their profit margins. This kind 

of competition is a more efficient lever in the long run for creating an arena for better 

innovations thereby lowering the prices”.594  

Congruently, Robert Solow, in his Nobel Prize acceptance speech in 1987 expressed that, in the 

broader sense, “the enduring rate of growth is dependent on the technological progress of the 

country”.595  However, the ‘monopoly’ conferred on an IPR holder is only to exclude others 

from exercising such rights for a limited period of time. It is merely a legal monopoly. IPR in 

no way confers the economic monopoly as required by Competition Law, which gives the 

power to determine the prices in the market and to sustain them over a period of time.596 Almost 

all scholars, academicians, practitioners concur that IPR and Competition Law are 

complementary to each other and their cordial relationships is eminent for the efficient 

functioning of the economy597. The US Antitrust Guidelines for Licensing of Intellectual 

Property, 1995 presented a similar view that, “the Intellectual Property Laws and the antitrust 

 
593TU THANH NGUYEN, COMPETITION LAW, TECHNOLOGY TRANSFER AND THE TRIPS 

AGREEMENT IMPLICATIONS FOR DEVELOPING COUNTRIES, (Edward Elgar Publishing Limited, USA, 

2010). 
594 Joseph Schumpeter, Capitalism, Socialism and Democracy, 83–85 (Harper & Row, New York, 1976). 
595

 Solow & Robert M, ‘Growth Theory’, THE NOBLE PRIZE (Dec. 28, 2018, 02:08 PM) 
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 Supra note 9 at 3. 
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laws share the unvaried objective of boosting innovation and furthering the consumer 

welfare.”598 The EU Laws also stand on the same footing by elaborating that, “Both bodies of 

law share the fundamental purpose of enhancing consumer welfare and an efficient distribution 

of resources.”599 In other words, both the enactments intend to provide innovative goods and 

services at lower prices for furthering the interest of the consumers and the competitors at a 

balanced level.600 

TRIPS– An Antidote to Abuse 

Negotiating TRIPS in domestic law is of prime importance for safeguarding the interest of the 

innovators. TRIPS, the grundnorm of IPR, provides certain measures to be adopted by its 

members, to drive an adequate and subjective balance in the tussle prevailing between IPR & 

Competition Law, as the former invites unwarranted exploitation of market power. The 

agreement contains diverse provisions in relation to the use of IPRs in accordance with the 

principles of Competition Law. 

Article 1 of the Agreement allows the member nations to formulate appropriate measures to 

implement the provisions of the agreement. Further, TRIPS mandates that the ‘appropriate 

measures’ so formulated by the members for preventing the IPR holders from abusing their 

rights or resorting to unfair trade practises should be in line with the agreement.601 

Article 30 of the TRIPS Agreement authorises its members to provide limited exceptions to the 

exclusive rights granted to the innovators. Exceptions so framed should not unreasonably 

prejudice the legitimate interest of the IPR holders. Thus, it enables many members in practice 

to allow limited usage of IP for research and experimental purpose under the roof of fair use. 

Article 31 enables a member nation to grant compulsory licences to the patented inventions on 

the grounds of public health, national emergencies, unsatisfied public usage, and unfair 

practises by the patentees. It also allows the members to specify other grounds in addition to 

 
598 US Department of Justice and the Federal Trade Commission, Antitrust Guidelines for the Licensing of 

Intellectual Property,1995, Section 1.0, (Dec. 31, 2018, 05:15 PM),  

http://www.usdoj.gov/atr/public/guidelines/0558.pdf,  See also Atari Games Corp. v. Nintendo of Am., 897 F. 2d 

1572, 1576 (Fed. Cir. 1990). 
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the aforementioned ones with regard to the overall interest of their country.  Apart from this, 

Article 40 also allows the members to specify appropriate licensing practises or measures to 

restrict the abuse of intellectual property rights. 

Thus, TRIPS, rather than multi – lateralising the specific principles against anti – competitive 

practises, leaves the door open to the members to frame their own domestic policies, as the 

member nations of WTO are asymmetrical in their positions due to varying levels of economic 

development. Therefore, the scope of TRIPS in curbing unfair competition heavily depends 

upon the Competition laws and IP laws adopted by each member country. 

COMPARATIVE JURISPRUDENCE 

To understand the enforcement difficulties of the two branches of law, it is indeed necessary to 

analyse the jurisprudence and practice on the same, prevailing globally. The author hereby 

compares the position prevailing in the developed regions of USA and the EU with the 

developing country India. 

United States of America 

The US Congress enacted the Sherman Act in 1890 in order to suppress the despotic use of 

economic power of business trust. Section 1 of the Sherman Act prohibits every contract 

facilitating the formation of trust which restraints trade and commerce both within the nations 

and outside. Meanwhile, Section 2 of the Act prohibits monopoly in all forms. In addition, 

Clayton Act and Federal Trade Commission Act were enacted to guard the market from anti – 

competitive practices. These legislations where amended over years with the view to ensure 

economic freedom in the market.602 

Antitrust laws of US faced many possible conflicts with US Patent Act of 1790, which grants 

monopoly against its principle. In the beginning, US Courts refused to call down IPR – related 

issues with antitrust laws by favouring IP law over antitrust legislations. In the case of National 

Harrow603, US Supreme Court held that, terms of the contracts which keep up monopoly or 

fixes price does not render the contract illegal. This paved way for a broad interpretation of IP 
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rights over antitrust laws, which legalised the right holders to enter into price – fixing cartel 

agreements.604 Thus, the very object of Sherman Act to regulate fair and free trade had failed.605 

Later, in 1917, importance of antitrust laws in the economy gained a momentum over IP laws 

and thereby US law enforcement authorities changed their view and held that IPRs could not 

go beyond the general law and might be subject to antitrust laws.606 Further, in the case, Motion 

Picture Patents Co. v. Universal Film Manufacturing Co., US Supreme Court adopted a 

Doctrine of Patent misuse, which is considered as an equity principle emphasizing the patent 

holder to use the patent legitimately by not restraining the trade or acting against public 

interest.607 

Antitrust – IP Guidelines, 1995 

From the beginning of 1930s to early 1980s, US Supreme Court favoured antitrust laws over 

IPR. However, in 1980, US authorities recognised the need for strengthening of IP regime 

towards economic development. Thus, pendulum regulating the relationship between antitrust 

law and IPR had swung back towards IP laws again. In 1980, US Supreme Court observed that, 

“the policy of competition runs deep in our law’, but the policy of stimulating invention that 

underlines the entire patent system runs no less deep”.608 The presumption that Intellectual 

Property Rights always confers the right holders the market power, was defeated.609 In 1995, 

with the emerging jurisprudence in field of IPR, the Antitrust-IP Guidelines610 were framed, as 

a product of serious deliberations and discussions by various authorities. The Guidelines 

embodies three general principles, namely: 

a) Intellectual Property Rights stand in par with any other property right. 

b) Intellectual Property Rights does not in itself create any market power. 

c) Technology transfer is generally pro-competitive.611 

 
604 US v. Socony-Vacuum Oil Co., 310 U.S. 150, 223 (1940); see also, US v. Trenton Potteries Co., 273 U.S. 392, 

338 (1927). 
605 Supra note 9 at 3. 
606 Motion Picture Patents Co. v. Universal Film Manufacturing Co., 243 U.S. 502 (1917). 
607 Patent-Misuse Doctrine Law and Legal Definition, US LEGAL (Dec. 31, 2018, 11:50 AM), 

https://definitions.uslegal.com/p/patent-misuse-doctrine/. 
608 Dawson Chemical Co. v. Rohm and Hass Co., 448 U.S. 176, 221 (1980). 
609 Illinois Tool Works Inc. v. Independent Ink, Inc., 547 U.S. 28 (2006). 
610 US Department of Justice and the Federal Trade Commission, Antitrust Guidelines for the Licensing of 

Intellectual Property, 1995, Section. 2.2, 2.3, (Dec. 31, 2018, 05:15 PM), 

http://www.usdoj.gov/atr/public/guidelines/0558.pdf.  
611 Ibid. Section 2. 
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The Antitrust-IP guidelines further provides for ‘safety zone’ which enumerates that, other than 

the following situations, any form of restraints in technology transfer agreements shall be 

curtailed on the ground of violation of anti -trust laws.  

1) If the arrangements and restraint are not per se anti -competitive; and 

2) If the arrangements or restraints imposed by the licensor and its licensee accounts for 

not more than 20 per cent of each relevant market affected; and/or  

3) If, in addition to the parties of the licensing agreements, engaged in research and 

developmental activities, there are four other independent entities who pose as close 

substitutes engaged in similar research and developmental activities.612.  

Thus, in US, the Antitrust-IP guidelines governs the relationship between IPR and 

Competition Laws effectively and thereby maintains free and fair trade in the market.  

European Union 

For ensuring smooth and free ‘competition in the internal market’, principles governing 

competition, were incorporated into the Treaty Establishing the European Community i.e., 

Treaty of Rome in 1957.613 Later, pursuant to the Lisbon Treaty614, the EC treaty (Treaty of 

Rome) was amended and replaced by the Treaty on the Functioning of the European Union 

(TFEU). However, the objective of establishing Treaty of Rome is still addressed in the protocol 

annexed to TFEU. Articles 101 and 102 of the TFEU resembles Articles 81 and 82 of Treaty of 

Rome.615 

Article 81 of Treaty of Rome, restricts agreements or concerted practices between undertakings, 

affecting trade between member states and inhibiting competition, while Article 82 of EC 

regulates the conduct of undertakings by restricting the abuse of dominant position.  

Article 295 of Treaty of Rome, 616 regards IPR as State granted property rights, which should 

be exercised in line with EU Competition Law. European Court of Justice (ECJ) in the case, 

Consten & Grundig v. Commission617, made a distinction between granting of IPR (existence) 

and exercising of IPR (exploitation). Nevertheless, Community Courts have also observed that 

 
612 Ibid. Section 4.3. 
613 Treaty of European Community (EC), Article 3.1(g). 
614 Ratified on 13 Dec. 2007, OJ 2007 C 306/1. 
615 Supra note 9 at 3. 
616 Presently Article. 345 TFEU.  
617 Joined Cases 56/64 and 58/64, Consten & Grundig v. Commission, [1966] ECR 299. 
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existence of IP rights per se do not constitute an infringement of EU Competition Law and also 

the exercise of IP rights in the absence of any anti-competitive agreement, concerted practice 

or abuse of dominant position cannot by itself violate Article 81 (1) and Article 82 of EC 

respectively. 

Initially, when the Commission adopted the notice of Patent Licensing Agreements, 1962618, it 

qualified the restrictions in technology transfer agreements as legal. Further, the 

aforementioned notice posted five groups of restrictions in licensing agreements which is 

regarded as not violative of Article 81(1) of EC, they are restrictions in the field of usage, 

technical applications, quantity of products to be manufactured, time and territory. However, 

the attitude of the Commission changed, following the case of Consten & Grundig v. 

Commission,619 where, ECJ held that, “the attempt to use IPRs by a licensor and a licensee to 

separate a national market within the community was an attempt to distort competition in the 

common market”. Consequently, the Commission in 1984 and 1988 enacted the Patent 

Licensing Block Exemption Regulation620 and the Know-How Licensing Block Exemption 

Regulation621 respectively. Predominantly, these two regulations act as guidelines to regulate 

the intertwined relation between IPR and Competition Law.622 

Technology Transfer Block Exemption Regulation 

In response to the US Antitrust-IP Guidelines (1995), the Commission formulated Technology 

Transfer Block Exemption Regulation (TTBER), 1996623 by merging the two earlier block 

exemptions regulation, which provides ‘safe harbour’ to the technology transfer licenses from 

the challenges of Competition Law. TTBER, 1996 has been criticized for various reasons: 

firstly, for dividing standard clauses in licensing into four categories namely, (i) exempted 

clauses, (ii) White clauses [non – violative of Article 81 (1) of EC], (iii) Black Clauses [violative 

of Article 81 (1) of EC], (iv) Grey clauses [neither compatible nor violative, rather to be 

analysed on a case – by – case basis]. Secondly, it treated clauses having similar effects 

differently. Thirdly, the regulation is both too restrictive and too liberal, thereby, the 

 
618 The so-called ‘Christmas Message’, OJ 1962 139/2922. 
619 Supra note 33 at 8.  
620 Commission Regulation (EEC) No. 2349/84 of 23 July 1984 on the application of Article 85 (3) of the Treaty 

to certain categories of Patent Licensing Agreements. 
621 Commission Regulation (EEC) No 556/89 of 30 November 1988 on the application of Article 85 (3) of the 

Treaty to certain categories of know-how licensing agreements. 
622 Supra note 9 at 3. 
623 Commission Regulation (EC) No. 240/96 of 31 Jan. 1996 on the application of Article 85(3) EC to certain 

categories of technology transfer agreements, OJ 1996 L 31/2. 
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Commission revised TTBER, 1996 and enacted TTBER, 2004624 with better clarity and for 

facilitating effective competition in the market.  

The scope of TTBER, 2004 has been extended to cover software copyright licensing 

agreements, in addition to the existing patent and know-how ones. It specifies (i) limited list of 

‘hard – core restrictions’ (Black clauses)625, and (ii) limited list of ‘excluded restrictions’ (White 

clauses).626 It also specifies that the clauses in technology transfer agreements would be 

exempted on the following grounds. 

i)  If, combined market share of the competing parties in the relevant market shall 

not exceed 20 per cent, where horizontal licences are at issue. 

ii)  If, combined market share of each non-competing party in the relevant market 

shall not exceed 30 per cent, where vertical licences are at issue. 

However, TTBER, 2004 has been expired on 30th April 2014627, and it has been replaced by the 

new regulation, TTBER, 2014.628 It was adopted by the Commission on 21st March 2014 and it 

came to force from 1st May 2014. In TTBER, 2014, the scope of IPR is further more expanded 

to cover designs right. The concept of ‘hard-core restrictions’ and ‘excluded restrictions’ were 

retained, yet their scope has been further expanded to cover present issues. TTBER, 2014 

regulation remain in force until 30th April 2026.629 Thus, in the EU community, along with the 

development in technology, the legislations governing them are also amended periodically for 

enabling free and fair trade in the market.  

India 

After independence, the policy makers insisted upon immediate industrialization and equitable 

distribution of wealth. In 1964, the Government of India appointed the Monopolies Inquiry 

Commission to examine and investigate the extent of concentration of economic power in the 

private sector and its consequence on the society, and make recommendation based on their 

findings, necessary for enacting a legislation. In 1966, the Hazari Committee was appointed to 

evaluate the performance of the existing Industries (Development and Regulation) Act, 1951. 

Both the Committees concluded on their findings that, there exists concentration of economic 

 
624 Commission Regulation (EC) No 772/2004 of 27 April 2004 on the application of Article 81(3) of the Treaty 

to categories of technology transfer agreements. 
625 TTBER, 2004, Article 4. 
626 Ibid. Article 5. 
627 Ibid. Article 11. 
628 Commission Regulation (EU) No 316/2014 of 21 March 2014 on the application of Article 101(3) of the Treaty 

on the Functioning of the European Union to categories of technology transfer agreements. 
629 TTBER, 2014, Article 11. 
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power and the operations of industrial licensing system were inappropriate. The Government 

again in 1967 appointed a Committee known as Dutt Committee which also concluded that 

existing licensing system was fruitless to control concentration of power and called for a 

comprehensive legislation. Based on the recommendation of the Dutt Committee, Monopolies 

Restrictive Trade Practises (MRTP) was enacted in 1969.630 

Due to the significant shifts of the Indian economic policies towards LPG, many of the 

provision in MRTP Act became obsolete. Further, MRTP Act had failed to address issues 

relating to mergers and acquisition. Thus, the Government of India appointed a high-level 

Committee under the chairmanship of Mr. S.V.S. Raghavan, to examine the relevance of MRTP 

Act and suggest an extensive legislation to regulate market. Based on the Committee’s 

recommendations the Government of India scrapped the MRTP Act and enacted the 

Competition Law in 2002.631 

Meanwhile, IP laws in India were amended from time to time in order to comply with TRIPS 

Agreement, 1995. Like any other country, the IP laws in India also guarantee the exclusive 

monopoly rights over the property invented. On the contrary, the Competition Act, 2002 

prohibits abuse of monopoly632 and the agreements which are deemed to be anti-competitive633 

in nature. In order to address this interventionist area, Section 3(5) of the Competition Act, 

qualifies the IP holder to impose reasonable restrictions for protecting and preventing the 

infringement of the exclusive rights conferred upon on him, without bothering the competition 

prevailing in the market. Thus, the non-obstante clause does not apply, if the parties, while 

exercising IPR, commit prohibited trade practices detrimental to the market or consumer 

welfare. In FICCI Multiplex Association of India v. United Producers Distribution Forum 

(UPDF), 634 CCI observed that “Intellectual Property laws do not have any absolute overriding 

effect on the competition law. The extent of the non obstante clause in section 3(5) of the act is 

not absolute.” In this regard, Patent Act, 1970 also lists down certain restrictive conditions 

which should be avoided by the patent holder in licencing their patented article.635 A glimpse 

of both the legislation shows that they aim for a common objective i.e. consumer welfare. In 
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India IP related Competition issue is still in the infant stage. In India, like any other developed 

country, there is no guideline to address the IPR-Competition Law related issues.  

Briefly, in the developed countries the pendulum of favouritism swung between both the 

legislations and finally the oscillation came to a halt on the enactment of special guidelines 

regulating the relationship between the two. But, in India the laws governing competition were 

enacted a way later and until now there is no such guidelines regulating the relationship between 

the two. Rather, Competition law by permitting the reasonable exercise of IP rights excludes 

the IP holders from the scope of Competition Law.  

IPR AND ANTITRUST LAWS: POINTS OF CONFLUENCE 

IPRs and Competition Law have significant concourse in their regulation of various issues in 

the regime of commerce. In general, the essence of such concourse is spread out in the licensing 

arrangements, anti-competitive agreements, abuse of dominance, various combinations, etc. 

Licensing Arrangements 

The concept of ‘compulsory licencing’ in IPR, plays a vital role in forestalling the abuse of 

exclusive monopoly rights, in coalition with the antitrust laws which seeks to maintain free and 

fair competition in the market. 

 The ‘compulsory licence’ is an involuntary agreement imposed by the state on a loath vendor 

and an eager buyer to licence the innovation or improvement against the return of economic 

benefits.636 In common, such licence is granted when the invention remains futile, undisclosed 

or it’s related to food or medicine and as a counteraction in antitrust or misuse situations. In 

addition, the licence is granted in cases of national importance and where the licensee is the 

sovereign.637 

This concept also finds a place in Article 31 of the TRIPS agreement, requiring the member 

nations to respect the requirements prescribed therein. Further, Article 40, respecting the 

territorial sovereignty of the member nations permits them to prescribe their own compulsory 

licensing standards. In India, Section 84 of Patent Act of 1970, grants Compulsory Licence, 
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when the patent holder abuses his right by refusing to licence his innovation on FRAND terms, 

after the expiry of 3 years from the date of sealing of such patent, in line with Competition Act 

rescuing the market when there is abuse of monopoly power. Thus the static efficiency and the 

innovative efficiency converge at this point aiming at fostering competition and promoting the 

welfare of the people. 

Anti-Competitive Agreements 

When an inventor licences or otherwise transfers his invention to someone, he may impose 

certain conditions presupposing such transfer. These conditions are not per se anti – competitive 

in nature rather depending upon the nature of such conditions and the availability of the 

substitutes in the market they constitute anti-competitive agreements or combinations opposed 

by the competition law. A few of such occasion are detailed below. 

Allocation of Geographical Territory: 

The allocation of the geographical territory by the licensor i.e. reserving an exclusive 

territory for the licensee, may result in price fixing or abuse of dominance as prohibited by 

competition law. 

In Palmer v. BRG of Georgia638, the licensor granted permission to the licensee to 

market his copyrighted material exclusively, based on the condition that neither of them would 

compete with the other outside the state. This, was held by the U.S Supreme Court as an illegal 

allocation of market.  

i) Exclusive Dealing 

Apart from allocation of geographical territory, the agreements may require the licensee 

to exclusively deal with the licensor. They require the licensee to shun himself from procuring, 

distributing, selling or even licencing the products of the licensor’s competitors. These 

agreements may be invoked as a safeguard against free riders. But, when such agreements 

foreclose the market for the competitors at a significant level or the duration of such exclusivity 

is for a lengthened period of time, the Competition Act may counteract such agreements.639 

 
638 Palmer v. BRG of Georgia, 498 U.S. 46 (1990). 
639 Supra note 52 at 12.  
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In Tampa Electric Co. v. Nashville Coal Co640, the US Supreme Court held that, 

exclusive dealing clauses in technology transfer agreements violates Competition Law, only 

when the competition in relevant market has been foreclosed in a substantial level. 

ii) Tying Arrangements: 

The inventor may on the transfer of the invention mandate the transferee to take up a product 

or service in addition to the invention transferred, thereby tying such product or service with 

the invention, this is known as tying arrangement. This may create a scope for the tied product. 

Yet, if it forecloses the competition for the tied product, it’s subject to the scrutiny of 

Competition Law. 

A common example of tying agreement is found in the Microsoft case641, Microsoft was alleged 

of abusing its monopoly power by tying its Operating System and  Web Browser and selling it. 

This restricted the market for other web-browser competitors since Windows operating system 

users already had a copy of Internet Explorer (the browser, Windows tied with its Operating 

System). It was held that, Microsoft had abused its dominant position, committed 

monopolization and tying in violation of section 1 and 2 of the Sherman Anti-Trust Act. On 

appeal, Microsoft was ordered to be broken into two components one for the browser and other 

for operating system.642 

Another noteworthy case is the Eastman Kodak643 wherein, a tying arrangement by 

which, one party offered to sell its product on a condition that the buyer should purchase 

his other product too or at least agree that he would exclusively deal with the licensor 

for that other product, was held violative of Section 1 of the Sherman Act, if the seller 

has sufficient power to enforce the tie- in agreement.  

 The standard for proving illegal violation was also set forth: 

❖ That the seller mandated the sale of one product or service on the purchase of a second 

product or service 

❖ That the two products or services are in fact separate & do not constitute parts of a single 

product or service 

 
640 Tampa Electric Co. v. Nashville Coal Co, 365 U.S. 320, 327 (1961). 
641 US v. Microsoft Corporation, 253 F.3d 34 (D.C. Cir. 2001). 
642 Supra note 2 at 1. 
643 Eastman Kodak v. Image Technical Services Inc., (90-1029), 504 U.S. 451 (1992). 
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❖ That the seller has sufficient market power for the tying product, to enforce the tie-in; 

and 

❖ That the tie-in arrangement affected a substantial amount of commerce.644 

iii) Grant-Back 

An agreement by which licensor imposes a condition precedent, that the licensee should 

grant him the right to use any improvement made to the licenced technology. Though it restricts 

the choice of the licensee, it promotes further innovation and subsequent licencing. It serves as 

a means of sharing the rewards and risks.  Generally, Grant-Back is anti-competitive in nature:  

i)  When it involves the use of the improved technology which goes beyond the 

originally licenced one; 

ii)  When it is in the form territorial restraint or exclusive dealing agreement;  

iii)  affects the incentive of licensee of the improvement;  

iv)  When it forecloses the competition in the market.  

The above said arrangements are not exhaustive, even after the grant of exclusivity by IPR, 

agreements of like nature are deemed to be anti – competitive and prohibited by Competition 

Law.645 

Abuse of Dominant Position 

It is the position of economic strength which enables the person or enterprise to subvert the 

competition in the market and behave independent of various factors in the relevant market 

such as customers, competitions, availability of substitutes, etc.646 

The general proposition as stated in the case of Renault 647 and Volvo Veng648, ‘dominant 

position in the market is not per se anti-competitive in nature rather the abuse of such position 

forms the subject matter of Anti-trust Laws.649As aforementioned, IPR by their very nature 

create legitimate monopoly rights which do not necessarily confer the power to control the 
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market and manipulate it, only when the power acquired is abused and the market is fine-tuned 

according to the whims and fancies of big market players, Competition Law intervenes to 

control the abuse. 

The ECJ in the case of Magil,650 held that the refusal to grant licence constituted an abuse in 

exceptional cases such as, absence of potential substitutes in the market and absence of legal 

justification for prevention of innovation 

In general, imposition of discriminatory practices or trading conditions, predatory prices, 

limiting the supply of goods or services, denial of market access, using a dominant position in 

one relevant market to enter into or protect other relevant market are considered to be abuse of 

dominant position.651 

In Hawkins Cookers Limited v. Murugan Enterprises,652 the Delhi High Court held that a well-

known mark on the pretext of being prominent and well-known cannot be left unchecked when 

it indulges in the practices of controlling the market and monopolising it. The same is termed 

‘abuse of dominant position’ under antitrust laws and is prohibited. 

Combination 

When licensees involve themselves in acquisitions or mergers or when a joint venture is created, 

there is a probability of including in instruments of transfer, conditions for use, disposal or 

licencing of the product or services of the respective parties. When these conditions imposed 

by the licensor in technology transfer agreement are restrictive in nature, Competition Law 

comes into play and prohibits such agreements. The test of whether such condition are 

acceptable or not, lies in the substratum of technology transfer agreement, if the conditions are 

ancillary to the main contract they are valid, if not ancillary, they are said to infringe the rules 

of competition.653  

In short, when the IP holder imposes restrictions not only to the licensee but also to the end 

users (downstream purchasers) it should be reasonable, otherwise the Competition Law 

 
650 Radio Telefis Eireann (RTE) and Independent Television Publications Ltd. (ITP) v. Commission of the 

European Communities, Joined Cases C-241/91 P and C-242/91 P. 
651 The Competition Act, 2002, Section 4.  
652 Hawkins Cookers Limited v. Murugan Enterprises, 2008 (36) PTC 290(Del). 
653 Supra note 52 at 12. 
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prohibits such restrictions.654 Further, the restrictions imposed on downstream purchasers are 

elaborated in the case Quanta Computer, Inc. v. LG Electronics, Inc.655 

In Boeing/McDonnell Douglas case,656 the merger was allowed subject to the condition that the 

aeroplane manufactures obtain a licence, free of exclusive dealing and the know-how 

underlying the aeroplane Boeing is made available. Further in the case of Ciba- Geigy 

/Sandoz657, the merger relating to the parties enjoying dominant position in the market for 

Methoprene was allowed, conditioning the grant of non-exclusive licence on fair and reasonable 

terms.  

6.5 Cross Licensing: 

        Cross licencing denotes an agreement in which two or more parties interchange their IPRs 

between them. Akin to dominant position, cross licensing is not per se anti-competitive in 

nature. It tends to be anti-competitive only when the subject matter of the agreement is a 

substitute but not complementary in nature. Anti-competitive cross licensing agreements reduce 

innovation, escalate the prices and retard the production. This happens mostly in cases where 

the competing entities enter into such agreements, causing the existence of substitutes and 

competitors coming to a strategic end. Thereby the parties to such agreement tend to form a 

trust that controls the market and fall within the purview of competition law. 

6.5.1 Patent Pools: 

The Patent Pool is a subject matter of cross-licencing.  A patent pool is essentially a licencing 

agreement between two or more IP holders, who consent to cross licence their patents relating 

to the particular aspect.658 Generally, Patent pooling are pro-competitive in nature which helps 

in integrating equivalent technologies, reducing the transaction costs and helps in avoiding 

costly infringement litigation. They tend to be anti- competitive in nature when they shield 

invalid patents or include patents that are competitive in nature.659 According to author Resnik, 

patent pooling helps in gaining more profit, recovery of capital and reduces risk of further 

 
654 Supra note 9 at 3. 
655 Quanta Computer, Inc. v. LG Electronics, Inc., 553 U.S. 617 (2008). 
656 Boeing/McDonnell Douglas, Council Regulation (EEC) No 4064/89, 1989. 
657 Ciba – Geigy /Sandoz, Case No. IV/M. 737, 1996. 
658Patent pools and Antitrust – A Comparative Analysis, WIPO (Jan. 07, 2019, 08:20 PM), 

https://www.wipo.int/export/sites/www/ip-competition/en/studies/patent_pools_report.pdf.  
659

 KUMAR JAYANT & ABIR ROY, COMPETITION LAWS IN INDIA (1st ed, Eastern Law House), 2008. 
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innovation and research.660 On the other side, Krattiger and Kowalski661 hold a patent pool to 

be a double-edged legal sword, cutting through the blockages of patent thickets, simultaneously 

posing a number of risks. 

Standard Essential Patents 

The recent wars of smartphone giants have turned our focus towards the concept of Standard 

Essential Patents (SEPs). SEPs are those patents which have become the essential standard for 

further innovation and creation, they are essential for the implementation of a specific 

standard.662 Patents are qualified as SEPs by the Standard Setting Organization (SSO). 

From the perspective of Competition Law, an SEP holder enjoys substantial monopolizing 

market power due to lack of substitutes in the market. The holder is prone to abuse such 

monopoly power by refusing to licence the technology to other manufacturers or when 

exorbitant loyalties are levied, at this point the competition law comes to remedy such abuse. 

The concepts of SEP had emerged in our country in the famous case of Telefonaktiebolaget LM 

Ericsson663. In this case, CCI observed that Ericsson holds a dominant position in the relevant 

market for SEPs in GSM and CDMA, compliant mobile communication devices in India, due to 

the absence of substitutes in the relevant market for the same and the royalties demanded by 

Ericsson bore no reasonable nexus with the patented technology and amounted to 

discriminatory pricing given that different royalty would be charged from different licensees 

for the same technology due to the difference in prices of the mobile handset in which the 

technology was used. As such, this discriminatory pricing was held to be prima facie in 

contravention of FRAND terms and Section 4 of the Competition Act.  

In the landmark judgment, Aamir Khan Productions Pvt. Ltd. v. UOI664 the Bombay High Court 

had the extended the jurisdiction of CCI to deal with IPR related issues. It held that CCI 

 
 
660

 Resnik DB, ‘A biotechnology patent pool: An idea whose time has come’ (Jan. 05, 2019, 04:41 PM), 

http://www6.miami.edu/ethics/jpsl/archives/papers/biotechPatent.html 
661

 Krattiger A & Kowalski S P, ‘Facilitating assembly of and access to intellectual property: Focus on patent 

pools and a review of other mechanisms’ Intellectual Property Management in Health and Agricultural Innovation: 

A Handbook of Best Practices, (OXFORD PUBLICATION) (2007). 
662 Dipak Rao & Nishi Shabana, India: Standard Essential Patents, MONDAQ, (Jan. 05, 2019, 07:50 PM), 

http://www.mondaq.com/india/x/484412/Patent/Standard+Essential+Patents 
663 Telefonaktiebolaget Lm Ericsson v. Competition Commission of India, W.P.(C) 464/2014 & CM Nos.911/2014 

& 915/2014 
664 Aamir Khan Productions v. Union of India, 2010 (112) Bom L R 3778. 60 

http://www6.miami.edu/ethics/jpsl/archives/papers/biotechPatent.html
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possesses the jurisdiction to determine cases pertaining to Competition Law and IPR. The Court 

reiterated the same in Kingfisher v. CCI665 that CCI is qualified to decide cases that come before 

the Copyright Board. This enumerate the fact that the Indian courts are ready for determining 

emerging cases of Competition Law involving IPR. 

CONCLUSION 

Historically, Intellectual property Law and Competition Law have evolved as two distinct 

system of laws.  At present, World countries have admitted that the object of these legislations 

are similar in nature. These legislations aim at maintaining free and fair competition for the 

purpose of maximizing the consumer welfare in common. Competition Law guards the market 

by preventing unfair competition. While, The Intellectual property rights incentivize innovation 

by granting exclusivity over the invention for limited period of time, in order to, promote 

innovation and create choices thereby limiting the monopolistic activity. Only, when these 

exclusive rights agitate the free and fair competition, Competition Law comes to rescue the 

market by preventing the gross activity of the innovators in the market. Thus, the milestones of 

both the legislations seem to be akin, but the roads they tread on are different.  

Further, it is evident from the economic theories, that the total profit gained in an industrial 

sector by the combined efforts of all the firms operating therein, is lesser than the profit gained 

by a monopolistic firm. But, at the same time the welfare of the consumer is highly impaired 

due to the higher prices fixed by the firms occupying the monopolistic position in the industrial 

sector. The Competition Law seeks to curb such iniquitous pricing for upholding the consumer 

welfare.666 Hence it can be deduced that the over dosage of IPR is anti- competitive whereas 

the poor dosage deteriorates the genuine rights of IP holder, therefore, administration of 

appropriate dosage alone confers favourable pro-competitive effects and keeps the machine of 

consumer welfare, free and fair competition functional at all times. Thus, neither of the 

legislations act as an interventionist instrument against each other, rather they act in their own 

orbits with the common object of free and fair trade at their centre.    

Due to technological developments and needful innovations, the author suggests that, it's high 

time for the legislators in India for a new enactment, which lubricates these two legislations to 

 
665 Kingfisher v. Competition Commission of India, W. P. 1785 of 2009. 
666 Viswanath Pingali, Competition Law in India: Perspectives,SAGE JOURNALS, The Journal for Decision 

Makers ( Jun. 04, 2019, 07:50 PM), https://journals.sagepub.com/doi/pdf/10.1177/0256090916647222.  
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function simultaneously in their own style to achieve the common object of consumer welfare 

at its best. Such new legislations have to be amended from time to time as the markets calls for 

and to keep pace with the developed countries.  

*** 



 

 

 

Legality of Parallel Imports with Respect to Copyrights, Trademarks and 

Patents: An Analysis 

-Shaivi Shah & Palash Moolchandani* 

ABSTRACT 

The grey market in India has been a subject of great debate and controversy. 

While its legality has not expressly been mentioned in any of the statutes, an in-

depth interpretation of them along with various case laws supporting the same, 

parallel imports hold a legitimate place in Indian commercial units. The rationale 

behind allowing parallel imports is that of providing for maximum consumer 

welfare while also sufficiently looking after the rights of the owner of the 

intellectual property. This paper conducts a doctrinal analysis on the legality of 

the regime of international exhaustion and thus, by extension, the legality of 

parallel imports in India. It has specifically been conducted with respect to 

copyrighted, trademarked and patented products. Parallel imports hold an 

important position in our country in terms of both, ensuring the minimum 

international prices of products are made available to consumers as well as the 

prevalence of healthy competition in the markets.  
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INTRODUCTION 

In the day and age of cut-throat competition in trade and commerce, parallel imports have been 

a constant topic of debate and discussion. Creating a conceptual rift between public interest 

and the intellectual rights of creators, they are inherently quite controversial. In essence, 

parallel imports are goods that are manufactured and sold legally, but are further distributed in 

an unauthorized manner outside of the channels of export contractually negotiated by the owner 

of the intellectual property of the product.667 It occurs as a natural corollary of the doctrine of 

exhaustion. The doctrine of exhaustion means that once the authorised sale of goods protected 

under IPR law takes place, the owner loses his/her exclusive rights over them. In India, the 

doctrine of exhaustion applies differently for different forms of IPR and therefore, by 

extension, so does the legality of parallel imports for them.  

The authors, via this article, seek to answer a number of pertinent questions related to parallel 

imports and the doctrine of exhaustion. Principle among these is which form of exhaustion is 

applicable to each of the various types of IPR. Further, they wish to uncover whether the act of 

importation of goods without the authorization or consent of the owner amounts to 

infringement and the impact of parallel imports of copyrighted, patented and trademarked 

goods in India.668 

THE DOCTRINE OF EXHAUSTION 

The origin of the doctrine of exhaustion can be traced back to the writings of Joseph Kohler, 

the German patriarch of modern intellectual property rights law. It was applied and adopted by 

the German courts and eventually found itself being used the world over. The doctrine is also 

referred to as the doctrine of first sale. It aims to impose limitations on the exclusive rights of 

the intellectual property owners. The doctrine states that once the authorised first sale of any 

object or process protected by the IPR law takes place, the owner’s exclusive rights over the 

said object or process are terminated and they are no longer entitled to benefit from them. The 

underlying principle here is that since the owner of the intellectual property has already 

obtained the rewards due to him via the first sale of the property, he/she shouldn’t be allowed 

 
667 S.S. Rana, India: Legality Of Parallel Imports Vis-À-VisTrade Marks Law, Mondaq (Jan. 6, 2019) 

http://www.mondaq.com/india/x/730286/Trademark/Legality+Of+Parallel+Imports+VisVis+Trade+Marks+La

w. 

668 Kumar Salva Raghuvanshi, Parallel imports in Relation to Patents and Trademarks , SSRN(Jan. 4, 2019) 

https://poseidon01.ssrn.com/delivery.php?ID=7370271110078101074065106124090017117089&EXT=pdf . 
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to gain continuous profits on the property due to his/her exclusive rights to control its use, 

resale or distribution. 

There are, however, certain restrictions imposed on the doctrine of exhaustion. They are given 

as follows –  

(i) For the doctrine of exhaustion to come into effect, it is essential and necessary for 

the ‘first sale’ of the product to have been completed in a legitimate manner and 

authorised by the owner of the said product. 

(ii) The exhaustion of rights over a particular product after the ‘first sale’ that takes 

place does not imply that the purchaser has a right, in any manner, over the other 

protected intellectual property of the owner. In other words, this does not impact 

the exclusive rights of the owner of the intellectual property over his/her other 

creations.  

There are four types of exhaustion regimes that can be implemented by countries –  

(i) No Exhaustion 

When the exclusive rights of the owner of the intellectual property can never be 

exhausted, no matter the fact that the ‘first sale’ has been completed, it is said to be 

under the No Exhaustion regime 

(ii) National Exhaustion 

When a person purchases a product protected under intellectual property rights law 

and is legally permitted to resell or further distribute the same within the territory 

of the country, it is said to be under the regime of National Exhaustion. The IPR 

owner will therefore have the right of exclusive import and will be able to control 

the import of his goods in other jurisdictions, i.e., no parallel imports are permitted 

under this regime. 

(iii) Regional Exhaustion  

If the owner of the protected intellectual property puts his product on the market or 

undertakes a transaction for the ‘first sale’ of his product, his exclusive right over 

the product is exhausted within the territory of a particular region. Third parties can 

then resell and distribute the product within the boundaries of the region without 

infringing the intellectual property right law. Thus under this regime, parallel 

imports are legal, however, strictly within the confines of the prescribed region. 
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(iv) International Exhaustion 

Under the regime of international exhaustion, once a protected product is lawfully 

sold by his owner or made available in the market, the exclusive rights over the 

product, including that of import is exhausted. Any person in any part of the world 

can import the product and carry out resale and further distribution of it. As a result, 

parallel imports are most liberally permitted under this regime. 

The TRIPs (Trade Related Intellectual Property) Agreement essentially forms the basic 

structure of the norms regarding intellectual property rights across the world. India, being a 

party to this agreement, bases its domestic legislation in accordance with the provisions 

mentioned in it669. Article 6 of the agreement states that “nothing in this Agreement shall be 

used to address the issue of the exhaustion of the intellectual property rights.”670This denotes 

that the agreement leaves it to the discretion of its signatories to decide what form of exhaustion 

regime must be adopted by them. This is further clarified by Article 5(d) of the Doha 

Declaration which states that “The effect of the provisions in the TRIPS Agreement that are 

relevant to the exhaustion of intellectual property rights is to leave each member free to 

establish its own regime for such exhaustion without challenge ...” 

PARALLEL IMPORTS 

Parallel imports, as mentioned before, are the goods imported via channels of distribution not 

authorised contractually or consensually by the owner of the protected intellectual property 

after they have been put on the market or legitimately sold by the owner himself. They are, 

therefore, referred to as ‘grey market’ goods. Their legality in a particular country depends 

upon the regime of exhaustion followed by the country in question.  

Parallel imports arise as a natural consequence of the doctrine of exhaustion where third parties 

exploit the doctrine to buy patented products at a lower cost in a particular country and import 

them to a country where the price of the same product is higher due to a variety of reasons such 

as difference in currency rates, economy, standard of living, etc. and use this to make a profit.  

The objective of parallel imports is to promote healthy competition in free markets and to 

negate the possibility of the creation of a monopoly by the owner of the protected intellectual 

 
669 SPA Ajibade & Co., Parallel Importation and the Exhaustion of Rights Principle under the “TRIPS 

Agreement” and the “Doha Declaration” , Lexology (Jan.13,2019)  

https://www.lexology.com/library/detail.aspx?g=3056555b-b704-4827-8843-dc7288432fb3. 

670 The Agreement on Trade- Related Aspects of Intellectual Rights art.6, Jan.6 ,1995, 

http://14.139.60.114:8080/jspui/bitstream/123456789/12192/1/040_Whether%20Indian%20Law%20allows.pdf. 

https://www.lexology.com/library/detail.aspx?g=3056555b-b704-4827-8843-dc7288432fb3
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property. It promotes globalisation as it allows for goods to enter the market of countries where 

the owner may not have made his product available. It is also carried out in the greater public 

interest to provide the consumers with lower prices for goods. This is particularly useful in the 

pharmaceutical industry where various lifesaving drugs are provided to consumers at 

affordable and lower prices as compared to the exorbitant rates imposed by big corporate 

entities.  

There are however certain drawbacks to parallel imports such as the possible infringement of 

the exclusive rights of the owners of the intellectual property. This takes away incentive from 

such creators to invent new products and processes.  

1. Parallel Imports and Copyrights 

While international treaties and agreements to which a country is a signatory form the 

framework and outline of the laws adopted by the country on the particular subject, the power 

of having binding legislation on the particulars of the subject remains vested in the domestic 

laws of the land. This section examines the legality of parallel imports of copyrighted material 

as prescribed under the Copyright Act, 1957. The act doesn’t specify the kind of exhaustion 

that is in India with respect to copyright thus this can only be made clear by an in-depth 

interpretation of the section in question. The relevant section is section 14(a) (ii). For better 

understanding which regime of exhaustion is relevant to India, we must divide this section into 

two parts. The first part renders the owner with the right of sale or free distribution of the 

protected copyrighted material to the public while the second part places a limitation on this 

right by saying that it is only applicable to those copyrighted materials that have not previously 

been “in circulation”.671 The explanation given along with this section further breaks it down 

by clarifying that this refers to copyrighted materials that have already been sold once. 

Upon deeply considering the literal as well as implied meaning of this section, the authors 

believe that it calls for the regime of international exhaustion to be applied in cases of parallel 

imports of copyrighted materials. Five arguments for the same have been formulated and 

presented below –  

(i) The statute calls for the copyrighted products “in circulation” to mean in 

circulation anywhere in the world. This can be interpreted because the law does 

not take any effort to specifically mention that the circulation of the copyrighted 

 
671 The Copyright Act § 14 (a) (ii) (1957). 
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materials should strictly be within the confines of the territory of India. The phrase 

“already in circulation” is extremely wide. Clearly and unambiguously in the 

literal sense it means that the circulation of copyrighted materials can be anywhere 

in the world and this goes to imply the application of the regime of international 

exhaustion.672 

In the case Association for Development vs. Union of India673it was held that when 

a statute is mentioned in a “plain and unambiguous manner”, the courts must take 

it as it is and apply it in the same sense for the very reason that it does not have the 

power to recast or reinterpret legislation in an unnecessarily complicated or far-

fetched manner.   

Thus, this case law leaves no room for the statute to be interpreted in a way other 

than to say that the Copyrights Act, 1957 calls for the regime of international 

exhaustion to be applied to copyrighted materials in terms of parallel imports in 

India. 

(ii) An argument put forth by those opposing the view that section 14(a)(ii) implies 

that international exhaustion is followed is that since this matter arises out of an 

Indian statute, it must mean that the phrase “already in circulation” refers to the 

protected materials already in circulation in India. This negates the possibility that 

the said section permits international exhaustion. However, this argument does not 

hold good as the language given in the section is quite plain and a literal reading 

of the same implicitly calls for goods already in circulation in any part of the 

world. It cannot, thus, be said that by having such an interpretation is extra-

territorializing the act. 

(iii) A principle commonly followed when it comes to interpretation of the constitution 

is that if something is not expressly denied then it should be allowed. Since 

international exhaustion hasn’t been prohibited by our constitution in a clear and 

defined sense, we can say, on the basis of theories of law and freedom, that our 

constitution allows for it.  

(iv) In India, the executive branch of our government is tasked with entering into 

foreign treaties and the legislative branch has the duty of enacting and formulating 

domestic legislation. Both the branches must work in harmony with each other 

 
672 Pranesh Prakash, Exhaustion:Imports,Exports and Doctrine of First Sale in Indian Copyright Law, 

SSRN(Jan.5,2019).  
673Association for Development v. Union of India, 167. DLT 481 (2010). 
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because India’s international stands taken via entering into various foreign treaties 

must be complementary to the domestic laws binding on its citizens. On various 

international platforms, India has been a supporter of international exhaustion and 

thus it is expected that we follow this particular regime of exhaustion. In 

interpretation of domestic legislation, our international position on the said 

matters must also be taken into consideration and thus we can say that, in a best-

case scenario, section 14 (a)(ii) can be considered to legally permit parallel 

imports while in a worst case scenario the legality of the imports is simply 

doubtful. 

(v) Certain products in the market are protected under a number of IPRs. For 

example, a patented product like a machine may also possess the trademark of the 

company that owns and manufactures it. Thus, in cases like this it is important for 

the various IPR statutes to have the same outlook on the matter of international 

exhaustion as each other. The Patents Act, 1970 and the Trademarks Act, 1999 

both provide for international exhaustion and therefore, by extension, parallel 

imports. Thus, the Copyrights Act, 1957 should be interpreted in a manner in 

which it is in harmony with the Patents Act, 1970 and the Trademarks Act, 

1999.674 

COURT’S VIEW 

The evolution of Copyright Law, 1957 in India has occurred through the decisions taken by the 

courts on the cases mentioned below. 

Penguin Books, England vs. India Distributors675 

The given case involved the plaintiffs, Penguin Books, suing the defendants, India Distributors, 

over infringement of their territorial copyrights/licenses of 23 books. The facts of the case were 

that India Distributors, Bombay were importing, reselling and offering for sale around 13 of 

the 23 titles mentioned in the suit at a significantly lower price in India. They claimed that they 

were well within the purview of the law and cited Section 51 of the Copyrights Act, 1957 as 

their defence as the books that they were importing were “lawfully published” in the US. The 

plaintiffs asked for a temporary injunction in the matter which the single trial judge at the time 

denied. However, on an appeal to the Delhi High Court, a division bench granted a permanent 

 
674Raman Mittal, Whether Indian Law Allows Parallel Imports Of Copyrighted Works: An Investigation, JSTOR 

(Jan., 2019). 
675Penguin Books Ltd, England v. India Distributors, 26. DLT 316, (1984). 



NUALS INTELLECTUAL PROPERTY LAW REVIEW 

 

154 

 

injunction against the importing of the books from the US to India. The grounds for this were 

that copyright is considered to be infringed if a person, without the consent of the owner of the 

materials, imports into India such materials for the purpose of carrying out commercial 

activities. The bench felt that the true meaning of the word “publish” as prescribed under 

section 14 (i)(a)(ii) is’ to make available to the public.’ This included importing goods to 

another country to do so. Thus, the bench was of the opinion that the plaintiff’s exclusive right 

to publish had been infringed and an injunction was granted. 

Warner Brothers Entertainment Inc. and Others vs. Santosh V.G.676 

In this case, the plaintiffs were the owners of a production company while the defendants were 

the owners of 4 retail outlets called Cinema Paradiso that distributed CDs to their customers 

on a rental basis. Many of the CDs they distributed had a clear warning on them which stated 

that the DVDs were not permitted to be sold or distributed outside of the US and Canada. This 

would constitute infringement of the rights of the owner of the copyrighted materials. The 

plaintiffs also alleged that the defendants had not procured a rental licence from the registered 

organisation against film piracy, although they had heavily advertised this on their website. 

The plaintiffs alleged that this meant that all their acts of rental services amounted to 

infringement under section 14 (d) (ii) read with section 51 of The Copyright Act, 1957. The 

defendants had also not acquired any form of legal counsel or consultation or the consent of 

the Motion Picture Association of America, for that matter. Thus, the plaintiff sued the 

defendants for permanent injunction and damages. 

The arguments put forth by the defendants were that India recognises the doctrine of first sale 

and thus since the goods were legally purchased by them the rights of the plaintiffs over them 

have been exhausted. They further said that since the Patents Act, 1970 and the Trademarks 

Act, 1999 both have specific clauses which allow for the importation of goods, the Copyright 

Act, 1957 should be uniform with them to avoid inconsistency in legislation. The main issue 

was whether the actions of the defendant constitute infringement of section 51 (b) (iv)677 and 

section 51 (a) (i) 678of the Copyrights Act, 1957.  

 
676Warner Brothers Entertainment Inc. and Others vs. Santosh V.G, 175. MIPR 2, (2009). 
677 The Copyright Act § 51(b) (iv) (1957) : When any person - imports (except for the private and domestic use 

of the importer) into India, any infringing copies .of the work, 

https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf. 
678 The Copyright Act § 51(a) (i) (1957) :  When copyright infringed— Copyright in a work shall be deemed to 

be infringed when any person, without a licence granted by the owner of the copyright or the Registrar of 

Copyrights under this Act or in contravention of the conditions of a licence so granted or of any condition imposed 

https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf
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The decision given by the courts was that the defendants had indulged in copyright 

infringement. The arguments given by them in support of their actions did not hold good as the 

nature of the rights conferred upon cinematographic films is different from those conferred on 

other copyrighted materials. Section 14, in a literal sense, refers to “literary, musical or 

dramatic works” when it talks about “copies in circulation”679. The clear intent in not 

mentioning the same for cinematographic films is that it doesn’t intend to confer the same 

rights to such works. The proviso to Section 51 (b) (iv) states that cinematographic works 

imported for personal use do not constitute infringement. The very fact that the phrase 

“personal use” is mentioned expressly shows that importation for commercial purposes was 

never intended for by the law. Further, on the question of parallel imports of cinematographic 

films, section 14 (1) (d) states that “regardless of whether such copy has been sold or given on 

hire on earlier occasion” thus implying that the doctrine of first sale is not applicable in the 

case of cinematic works.680 

The response given to the last argument made by the defendant was that, if specific provisions 

existed to allow importation and further distribution of protected works under the Trademark 

Act, 1999 and the Patent Act, 1970, but didn’t in the Copyright Act, 1957, this means that there 

was no legislative intent to allow for the same provisions with respect to copyrighted materials. 

John Wiley and Sons Inc. v. Prabhat Chander Kumar Jain681 

The plaintiff is the owner of a publishing house established in New York. A low price edition 

of some of the books that the company had already published in other countries was introduced 

in the Indian market at a price that was suitable to the economy of the country. The books 

contained a warning on the cover stating that the circulation of the books had territorial 

limitations and they were restricted for sale only within India and a few other Asian countries 

whose population had more or else the same affordability index. Low price editions of certain 

books were purchased legitimately in India by the defendants and an attempt to sell them in 

other countries, where the cheaper versions were not available, was made. The plaintiffs 

claimed that this was an infringement of their rights and called for an injunction.  

 
by a competent authority under this Act does anything, the exclusive right to do which is by this Act conferred 

upon the owner of the copyright, https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf. 
679 The Copyright Act § 14 (1957), https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf. 
680 The Copyright Act § 14(1) (d) (1957), https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf. 
681John Wiley and Sons Inc. v.Prabhat Chander Kumar Jain,170. DLT 701, (2010). 

https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf
https://www.wipo.int/edocs/lexdocs/laws/en/in/in122en.pdf
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The court held that while the transaction taking place within India of the defendants purchasing 

the lower price editions was completely lawful, the defendants have violated the exclusive 

rights of the plaintiff since the very act of introducing certain protected copyrighted material 

in a country where it is not originally available amount to initiating circulation of goods or 

issuance of goods, the rights for which should remain exclusively with the owner of the 

copyrighted material. Thus, the acts of the defendants were a violation under section 14 read 

with section 51 of the Copyright Act, 1957. 

Although this case clearly doesn’t call for international exhaustion within the territory of India, 

the same cannot be concluded with finality or branded as a precedent as the matter at hand was 

regarding parallel exports, not parallel imports. However, even from the point of view of 

parallel exports, the judgement is considered to be flawed on various counts. Firstly, the Indian 

Copyright Act, 1957, in the explanation to section 14, states that the exclusive rights of the 

copyright owner over the copyrighted material are not viable once the first sale is completed, 

after which, the purchasers are allowed to freely circulate the said protected material. Exporting 

the copyrighted material would fall under the category of free circulation. In fact, section 31 of 

the Copyright Act, 1957 682states in plain language that only copyrighted materials which are 

issued under compulsory licences are deemed to be forbidden for export. The implication here 

would be that those materials which are issued under ordinary licences have no bar on them in 

terms of exports.  

Proposed Amendment to Section 2 (m) of the Copyright Act, 1957 

In the year 2012, the country saw the passing of the historic Copyright Amendment Bill683, 

2012 which had been under debate in the houses of parliament for a period of 12 years. One of 

the proposed amendments was the proviso to section 2 (m) of the Copyright Act, 1957. Section 

2 (m) of the act gives the definition of an infringed copy of work in terms of literary, dramatic, 

musical, artistic, cinematographic films, sound recordings, a programme or performance.684 

The proposed proviso called for an exemption of sorts of parallel imports from the definition 

of the infringed copies. Essentially, this meant that a protected work could be imported from 

another country and further distributed within the Indian market without the express permission 

of the owner of the intellectual property as well as without infringing the Copyright Act, 1957. 

 
682 The Copyright Act § 31 (1957). 
683 Shamnad Basheer, Exhausting Copyrights and Promoting Access to Education: An Empirical, 

NISCAIR(Jan.5,2019) . 
684 The Copyright Act § 2(m) (1957). 
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This was seen as a historic, progressive act along with being something that was the need of 

the hour for India in terms of trade and commerce.685 The proviso would have finally clarified 

India’s stance on parallel imports and the doctrine of first sale. Some of the reasons given for 

the introduction of the same involved keeping the best interest of students at heart as various 

text books are not available in the Indian market, thus creating a disadvantage for them. Various 

other problems, such as these, were put forward and the only solution to them seemed to be to 

legalise parallel imports explicitly in the statue regarding the same. However, once the 

proposed amendment was made public, a number of publishers protested and claimed that their 

interests were not being looked after as such an amendment would sound the death bell for 

publishing companies and by extension cause grievous harm to India’s economy. The Rajya 

Sabha, in its 227th Report on the Copyright Amendment Bill, 2010686, said that the introduction 

of the proviso would be detrimental to the current Indian business model and would be a 

commercial blow to India’s interests.687 After lot of contemplation, the government decided to 

remove the proviso from the amendment temporarily. They claim to have referred the same to 

the National Council of Applied Economic Research (NCAER) to ascertain the sustainability 

of the move for the Indian economy and the business of he publishing houses. Thus the final 

call on the addition of this proviso to the Copyright Amendment Act, 2012 can only be made 

by the government once the report regarding the impact of the same is made available to them 

by the NCAER.  

PARALLEL IMPORTS AND TRADEMARKS 

Now that the applicability of international exhaustion in the case of copyrights has been 

discussed, let us move on to trademarks. The essential concept of parallel imports of 

trademarked goods starts with the process of purchasing trademarked products that have been 

made available to the public with the consent of the owner in the market of a particular country 

at a lower price. The purchased products are then imported into a country that sells the products 

at a higher price and then further distributed at the discretion of the purchaser without the need 

for the consent of the actual owner of the intellectual property. 

Permission to carry out this practice is provided for in the Trademarks Act, 1999 within section 

30. The section provides the exceptions to the infringement of the rights conferred upon 

 
685 Amlan Mohanty, Amendment to S.2(m) – Copyright Standing Committee Report, SpicyIP(Jan.4, 2019). 
686 Atin Kumar Das, Copyright Amendment Bill,2010.:A Birds Eye View, Legal Service India(Jan.7,2019. 
687 Sana Gangwani, Standing Committee Report Summary: The Copyright (Amendment) Bill,2010,PRS(Jan. 

9,2019). 
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products protected by trademarks which are provided for in section 29. Section 30 (3) (b) 

provides that once the goods have been lawfully acquired, the purchaser is free to further 

distribute these goods in the market or indulge in transactions with them as he/she pleases due 

to the reason that the goods were initially made available in the market under the registered 

trademark in a completely lawful manner and with the consent of the owner. The question that 

arises after a plain reading of this section is whether or not the work “market” in this context 

refers to the international market or the domestic market.  

While the statute provides for parallel imports, section 30 (4) of the act also provides for the 

protection of the rights of the owner of the trademarked product against genuine claims of 

infringement. Thus, if the importer alters or modifies the product in any manner which would 

render the new product, thus formed, to be different from the originally protected property, the 

owner can sue the defendant for infringement of his/her rights. The importers are also required 

by the law to have a warning on the imported product which implies that the product has been 

brought to the particular national market through parallel importation and that warranty and 

after sales services for the product cannot be provided by the importer.  

India follows the regime of international exhaustion with respect to trademarks which can be 

seen in the decisions laid down in various case laws that shall be discussed subsequently. The 

main objective behind following such a regime is to promote social welfare and healthy 

competition. It is beneficial to both parties, the importers and the consumers. The importers 

make a profit by selling the article at a higher price than the one at which they purchased the 

product while the consumers are enabled to buy the product at a price lower than the one being 

offered in their national market by the owner of the intellectual property. The rationale of Indian 

legislation behind allowing international exhaustion with respect to trademarks is that the 

concept of trademarks in itself is to make people aware of the origin of the goods instead of 

giving the owners of the trademark a licence to control trade of the product.  Different prices 

of the same products in the markets of different countries give rise to the practice of parallel 

imports. If uniform pricing internationally is introduced by the owners of intellectual property, 

parallel imports will altogether cease to exist. 

Court’s view 

The applicability of the doctrine of international exhaustion to products protected under the 

Trademark Act, 1999 can be determined via the decisions laid down by the court in various 

judgements. This section discusses a few such judgements. 
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Samsung Electronics Co. Ltd. &Anr. v. Kapil Wadhwa &Ors.688 

In this landmark judgement, most of the questions regarding the status of international 

exhaustion in India with respect to trademarks were answered. The current law followed in the 

land in this respect is based on this judgement. The plaintiff, Samsung Electronics, sued Kapil 

Wadhwa, the defendant, who was a former authorised dealer of Samsung products. The 

defendant had purchased genuine Samsung printers from a foreign market and imported them 

into India, where he was selling it at a lower price than Samsung Electronics itself as well as 

its licensed distributors.  

Initially, the suit filed against Kapil Wadhwa by Samsung Electronics ended up in their favour 

with the judgement given by the single judge, J. Manmohan Singh, sated 17th February, 2012, 

stating that India follows the regime of national exhaustion. Thus the acts carried out by Kapil 

Wadhwa amounted to infringement of the rights of Samsung Electronics under the Trademark 

Act, 1999. 

This judgement was appealed by Kapil Wadhwa and heard in the Delhi High Court in front of 

a division bench. The order thus given by this division bench overruled the judgement of the 

previous case and stated in essence that the principle of international exhaustion is applicable 

in India with respect to trademarked goods. It was held that consent of the owner of the 

intellectual property is not required to import goods from foreign markets into India. However, 

as stated earlier, it is necessary for the importers to issue a warning along with the products at 

the time of resale stating that the products have been imported from abroad and that the 

importers are not in a position to be able to provide a warranty or after sale services for the 

products.  

 
688Samsung Electronics Co. Ltd. &Anr. v. Kapil Wadhwa &Ors, 194. DLT 2 (2012). 
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Dell Case 

Three India-based importers who bought a consignment of Dell laptops from China were 

stopped by the customs authorities at the time of importation into India. They were stopped on 

the grounds that the said laptops were the object of an alert issued with respect to trademark 

infringement. The right holders, Dell India Ltd., did not object to the alert and also decided to 

pursue the matter in the courts by suing the defendants for the infringement of their rights. 

According to the plaintiffs, the defendants had violated Rule 6 of the given rules read with 

section 11 of the Customs Act, 1962689.  

The defendants referenced section 30 of the Trademarks Act, 1999 and claimed that under 

Indian laws, sub clause 3 and 4 of this section acted as a defence for carrying out parallel 

imports. These clauses acknowledge the principle of exhaustion of the rights of the owner of 

the intellectual property. 

After hearing all the presented arguments, the decision arrived at by the Customs 

Commissioner was in favour of the defendants. After a thorough interpretation of section 30 

(3) (b) of the Trademarks Act, 1999, the Commissioner was of the view that once the goods 

under a registered trademark are lawfully acquired in a particular market, the act of further 

distribution by the purchaser, or a representative of the purchaser, is not considered to infringe 

any of the rights of the owner of the intellectual property by virtue of the fact that the said 

goods were initially put on the market by the owner with his consent. Thus, unless the goods 

are altered or distorted in any manner, the defendants legally in the clear. 

Xerox Corporation vs. Puneet Suri 

This case is quite similar, in principle, to the Dell Case. The defendants were in the business 

of purchasing second hand copying machines bearing the trademark of the plaintiff, “Xerox”. 

The purchased machines were then imported into India and further distributed at the will of the 

defendants. 

The plaintiffs claimed that the business of the defendants amounted to infringement of their 

rights over the trademarked products. The defendants claimed that their actions were protected 

under section 30 (3)(4) of the Trademarks Act, 1999 in the territory of India. 

 
689 Customs act § 11 (1962). 
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The Delhi High Court judge presiding over the matter, gave his decision in favour of the 

defendants and stated that as long as the machines in question were not modified or altered in 

any way, the rights of the plaintiffs had not been infringed.  

Samsung Electronics Company Ltd. &Anr. v. G. Choudhary and Another690 

The case at hand was an important judgement that clarified the stance of parallel imports of 

trademarked goods in India. The plaintiffs, Samsung Electronics, brought a case against the 

defendants claiming trademark infringement and seeking an injunction on the sales of 

trademarked products by the defendant. The Delhi District Court judge in question denied the 

plaintiff an injunction on the basis of section 30 (3) of the Trademarks Act, 1999. However, in 

an appeal put forward by the plaintiff, the plaintiff made a different argument and prayed for 

an interlocutory injunction on different grounds than they did earlier.  

The plaintiff claimed that via Article 51 (1) (a) under Section 3 (Provisional Measures) of the 

TRIPs Agreement, a country can impose “prompt and effective provisions” to prevent the 

infringement of intellectual property rights particularly when the goods have been introduced 

into the market or any other “channels of commerce” of a country after import, immediately 

after customs clearance. The plaintiffs also claimed that they were seeking an injunction on the 

grounds that although the goods were lawfully acquired, their sale in India did not conform to 

certain laws and regulations of the Indian markets.  

The argument presented in the appeal compelled the judge to grant the injunction due to the 

fact that the balance of convenience was on the side on the plaintiff. However, the judge made 

some noteworthy remarks in his judgement. 

He acknowledged that section 30 allows for parallel imports by saying that when goods that 

have been lawfully put on the market by the trademark holder or have been sold with his 

consent, the purchase of such products and their subsequent imports into the Indian market do 

not constitute infringements of the rights of the owner. 

Thus, on the whole, it can be observed that Indian courts have largely interpreted section 30 

(3) of the Trademarks Act, 1999 as allowing for the principle of international exhaustion with 

respect to trademarked goods. Thus, parallel importation of trademarked goods to India does 

 
690Samsung Electronics Company Ltd. &Anr. v. G. Choudhary & Anr., 136. DLT 605(2007). 
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not constitute any infringement of the rights of the trademark owner and is legally permitted 

within the territory of India. 

PARALLEL IMPORTS AND PATENTS 

In India, the debate on the applicability of the doctrine of first sale with respect to patented 

products was sparked by the conversation on the benefits of permitting parallel imports for 

public health and wellness. The benefits included making available to the public a large number 

of lifesaving drugs at affordable prices in developing countries. The initial Patents Act, 1970 

did not consist of any references to the legality of parallel imports in India with respect to 

patented goods. The Patents (Amendment) Act, 2002 consisted of an express provision to 

address the issue. For the first time in India, section 107A (b) of the Patents (Amendment) Act, 

2002, spoke about the legality of parallel importation of patented goods.  

The section states that “Importation of patented products by any person who is duly authorised 

by the patentee to sell or distribute the product” is not considered to be illegal or unauthorized 

in any manner in India. 691However, this section allowed for parallel imports only at the hands 

of the authorized licensees of the patent holder. Thus, the section as it was, was considered to 

impose limitations on the concept of parallel importation of patented products.  

An amendment to section 107A (b) in the Patent (Amendment) Act, 2005 was made and it was 

reconstituted. It now said that “importation of patented products by any person from a person 

who is duly authorised under the law to produce and sell or distribute the product”was not 

considered to be an infringement of the rights of the patentee.692 This widened the scope and 

allowed for a non-authorized third party to purchase patented goods in the exporting country 

and import them into India without infringing any laws on the subject. The importer, thus, has 

the freedom to purchase patented products from whomever he/she pleases and the exclusive 

rights of the patentee are exhausted after the first time the patented product has been put on the 

commercial market by him/her.  

Ambiguities in Section 107A (b) of the Patents (Amendment) Act, 2005. 

While section 107A (b) of the Patent (Amendment) Act, 2005 makes clear the stance of India 

in terms of parallel imports, a literal reading of it gives rise to a few pertinent questions. The 

amendment does not specify that for the importation to be legally sound, first sale, authorized 

 
691 Patents (Amendment) Act § 107 A (b) (2005). 
692 Id. 
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by the patentee, must necessarily be completed. This gives the implication that the exclusive 

right to import, mentioned in section 48693 of the act can virtually be bypassed and also runs 

the risk of contravening the TRIPs Agreement. 

It is emphasised in the section that an infringement does not take place when patented products 

are imported from “a person who is duly authorised under the law to produce and sell or 

distribute the product”. This prompts the question of what exactly is referred to by the word 

“law”. The word “law” here could have two implications – i) the law of the importing country, 

i.e., India or ii) the law of the exporting countries. Since no particular region has been specified 

in the law referring to what can be considered a legally acceptable exporting country, we 

assume that an international perspective can be adopted in terms of the exporting country. This 

could also include developing countries where patent laws do not exist. An example of such a 

country is Bangladesh.  

The goods are generally imported from a producer or a distributor of the exporting country. 

Thus, the word “law” must refer to the law of the exporting country. If it were to refer to the 

law of the importing country, a rather bizarre situation would arise whereby it would come into 

question if under Indian laws, a particular producer or distributor was authorized to carry on 

his/her business. It is absurd to assume that the legality of the manufacture or sale of goods in 

the exporting country, particularly those in which patent laws do not exist, should be subjected 

to the laws of the importing country.  

Thus, in order to maintain logical consistency within the amended section, the term “law” must 

mean the law of the exporting country. This further gives rise to another ambiguity, i.e., 

whether simply an authorization to manufacture, distribute or export a particular product by 

the concerned bodies relating to it in the exporting country is sufficient to satisfy the conditions 

of “due authorization” as mentioned in the amendment? If the answer to the above question is 

in the affirmative, then this would make the Indian patent laws the most liberal in the world in 

terms of parallel imports and would potentially eviscerate the exclusive right to import of the 

patentees.694 

Conflict with Section 48 of the Patents Act, 1970 

 
693 Patents (Amendment) Act § 48 (2005). 
694Shamnad Basheer, Mrinalini Kochupillai, ‘Exhausting’ Patent Rights in India: Parallel Imports and TRIPS 

Compliance, Manupatra (Jan. 2, 2019). 
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Section 48 of the Patents Act, 1970 confers upon the patentees the exclusive rights to prevent 

third parties from “making, using, offering for sale, selling or importing” patented products 

without his express permission.695 Thus the amendment to section 107A (b) of the Patents 

(Amendment) Act, 2005 can be considered to be contravening this section. Some go as far as 

to say that the amendment renders section 48 and the patent grant as redundant in itself. All 

that a third party has to do to override the exclusive rights of the patentee is to relocate to a 

country where patent laws do not exist, such as Bangladesh, and manufacture and distribute 

the product there and finally import the product into India and further distribute it. 

However, arguments have been made in favour of the amendment which state that section 107A 

(b) can only be used as a defence in terms of importing the goods. The other exclusive rights 

of the patentee such as the right to sell and distribute remain untouched and thus if the importer 

imports the goods into India without a prior completion of ‘first sale’ of the goods, the patentee 

has every right to prevent him/her from doing so.696 

Thus, if this argument were to be considered, all the apparent loopholes and ambiguities are 

neatly tied up and resolved and it can be concluded that section 107A (b) of the Patents 

(Amendment) Act, 2005 is constitutional and does not infringe the rights of the patentee. This 

makes it safe to say that our courts can endorse the principle of international exhaustion and 

parallel imports of patented goods in good faith. 

CONCLUSION 

Parallel imports make up an integral part of the contemporary Indian market structure. They 

provide us with the two-fold benefit of ensuring maximum consumer welfare along with 

disallowing unfair dominance of the owner of the intellectual property by promoting healthy 

competition. Along with this, the laws on parallel imports also keep in mind the interests of the 

owner and ensures that his right to reap the benefits of his creations remains intact. 

The primary goal of this paper has been to determine through doctrinal research whether 

parallel imports are legal in India with respect to copyrighted, trademarked and patented 

products. Through the research and consequent analysis, we come to the conclusion that while 

there are still a few technicalities that must be resolved in order to confidently state that parallel 

imports of copyrighted materials is legal, it is quite evident through statutes and various case 
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laws that with respect to trademarked and patented goods, parallel imports are legally 

authorized.  

*** 

 

 

 


